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PREFACE. 



The changes in the practice effected by the Patents, 
Designs, and Trade Marks Act, 1883 (46 & 47 Vict. 
c. 57), which came into operation on the lfct of January, 
1884, seem to have caused a considerable increase 
annually in the number of applications for patents. 
The number of patents granted annually may probably 
be taken at not less than 10,000. Thousands also of 
patents granted under the old procedure are still in 
force. Having regard, then, to the enormous number 
of transactions which must necessarily have taken place, 
even in the last few years, in relation to patents, both 
before and after the grants, it seems a singular circum-, 
stance that no work has hitherto been published dealing 
exclusively with such matters. It is hoped that the 
following pages will, partly at least, supply a want that 
has, no doubt, been felt for many years. The writer's 
object has been to furnish to those who are concerned 
with patents, some precedents in conveyancing in rela- 
tion to the latter, which will be found of a practical 
character. 

The precedents are intended to be of considerable 
variety. Provisions are made for loans to inventors, 

repayable either absolutely, or only out of profits; or 
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iv PREFACE. 

for advances being made to them by way of purchase of 
shares in the patents. Sales of patents or shares in 
them, either to individuals or to companies, both in 
simple cases and also on what may be termed " the hire 
system," are provided for. A sale of the latter kind is 
intended to be carried out by the grant of an exclusive 
licence until all instalments of the purchase-money are 
paid, or the total amount of royalties paid have reached 
a particular sum at least. Precedents of agreements and 
assignments appear, in which are laid down the con- 
ditions under which co-applicants for, or co-owners of, 
patents, with or without the intervention of trustees, are 
separately to work the patents. An assignment of a patent 
for a district, the partition of a patent into districts, 
mortgages of patents, assignments and mortgages of 
licences, and the grant of a sub-licence are also provided 
for. There are also to be found precedents of exclusive, 
non-exclusive, and partially exclusive licences, with or 
without reservations, some of which contain special 
clauses relating to the supply of raw material or patent 
articles by one party to the other, or by the licensee to 
other licensees. The miscellaneous precedents relate to 
documents subsidiary to those dealt with in the other 
precedents, and include forms of notices. There are 
also many common forms and special clauses. 

The Introductory Chapter gives a short outline of 
the late and present practice. The other Chapters 
deal with the contents of the precedents, taking special 
notice of covenants, and questions as to the nature and 
extent of the liability of assigns as to them, and also 
consider points in the general law relating to covenants 
and contracts. The amendment of an application for 
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a patent by introducing a lender or purchaser, the 
present system of registration, the rights and obliga- 
tions of co-owners inter se, assignments of patents for 
districts, and the liabilities of lenders as partners, are 
also particularly considered. 

The Appendix contains not only the Patent Acts and 
Rules but also the clauses of the International Con- 
vention, the Partnership Law Amendment Act, and 
parts of the Conveyancing, &c. Acts of 1881 and 1882. 

Many thanks are due to the Comptroller-General and 
other officials at the Patent Office for information sup- 
plied respecting the practice at the Office. The Author 
is also much indebted to Mr. F. B. Palmer, of the 
Chancery Bar, Author of " Company Precedents," &c, 
for many valuable suggestions in relation to this work. 

R. M. 

5, New Square, 

Lincoln's Inn. 
June, 1867. 
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ADDENDA, &c. 



Page 62. — Refer to the following observations for pp. 130, 131. 

Page 130. — The power to the mortgagor to grant licences might be made exercise- 
able not only up to the time when the power of sale should first become exer- 
oiseable, but also beyond that time, until the mortgagee shall give notice in 
writing to the mortgagor that he determines the power. The power of attorney 
might be made an irrevocable power for the prescribed period under sects. 8, 9 
of the Conveyancing Act, 1882 {post, p. 384). Such a power would, no doubt, 
from the circumstances of the case, be held to have been given for valuable 
consideration. As a mortgage is registered simply as an assignment {post, 
p. 132, n.), the mortgagee can alone grant valid licences, subject to the question 
of notice as to equities. See sect. 87 of the new Act, post, p. 322. The power 
of attorney should, of course, enable the mortgagor to receive the royalties 
under each licence until the mortgagee, consistently with the other provisions 
in the power, shall, by notice in writing served on the licensee, require the 
future sums to be paid to himself. 

Page 131 . — The power to the mortgagee to grant licences might be made exerciseable 
only after he shall have given notice in writing to the mortgagor that he claims 
to be entitled to exercise the same. 

Page 165, line 4 from the bottom. — After the word " owners" add (within the 
bracket), " and ' estate and interest as aforesaid,' instead of * share.' " 

Last line but one. After the word "owner" add "but providing that the 
parties shall * contribute in the same proportions as provided in the case of fees 
as aforesaid."' In the same line, substitute " and" for the last word " but." 

Pages 169, 170. — As to the power of the mortgagor to grant licences, refer to the 
above observations for p. 130. As to the power of the mortgagee to grant 
licences, refer to the above observations for p. 131. 

Page 289, note {d). — The covenant might be as follows : — " And that he the said 
A. B. will not during the continuance of this licence do or knowingly suffer 
any act matter or thing whereby the said licence dated &c. may become 
determined or revoked." 

Page 297, Form IV. — The memorandum is to be supposed to be entered on the 
register in pursuance of a proviso in the power of revocation that " the licensee 
shall be at liberty at any time thereafter to sign and enter or cause to be 
entered on the register at the Patent Office a memorandum that this licence 
had become revoked as aforesaid." In the form, for the word " agreement" 
write " licence.' ' 
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2 INTRODUCTORY CHAPTER. 

Definition of Letters patent in respect of an invention may be defined to be 
an instrument in writing or print issued by or on behalf of the 
Crown to the inventor, by virtue of which he and his assigns, and 
persons authorized by him and them respectively, are entitled 
during a fixed term of years to the exclusive right or privilege 
of using and exercising the invention, subject to the conditions 
prescribed therein (a). This right or privilege is an incorporeal 
chattel, which by the terms of the grant is impressed with all the 
character of personal estate by being limited to the grantee, his 
executors, administrators, and assigns (6). 

Until the beginning of the year 1884, when the Patents, Designs, 
and Trade Marks Act, 1883 (c), first came into operation, letters 
patent were sealed with the Great Seal of the United Kingdom. 
By sect. 12 of that aot, letters patent are to be sealed with the 
seal of the Patent Office, and when so sealed shall have the same 
effect as if sealed with the Great Seal. 

Definition of The term "patent" is a convenient and popular expression, 
pa " meaning the letters patent, and also, or, alternatively, according 
to the nature of the case, the right or privilege conferred by the 
instrument. The term will be used in the like sense herein. In 
the new act (d) the word " patent " is defined to mean " letters 
patent for an invention," but has, no doubt, the extensive meaning 
as above. 

Who la an in- The term "inventor," as used herein, is to be understood to 
mean any person who, in the language of the Statute of Monopo- 
lies (21 Jac. I. c. 3 (*»)), is " the true and first inventor of any new 

Thetenn manufacture within this realm." This description was decided, 

"firetbn- * n Edgeberry v. Stevens (/), to include "a first importer" from 

porter." __^ 



n 



(a) The term "letters patent" is from the Latin "litterce patentee," or 
open letters." The letters are addressed to the public at large, and there- 
fore there is supposed to be no necessity to close or seal them up. Other 
letters of the Sovereign, which are closed up and sealed outside, are called 
" writs close " {littered dausce). See 2 Bl. Com. 349 (Kerr) ; Agnew, 1. 

For the present form of letters patent, see Form I, post, p. 48. 
Letters patent are also issued which do not relate to inventions — e.g., such 
as confer titles of honour, or appoint to public offices. 

(b) Hindmarch, 233. 

(c) 46 & 47 Yict. c. 57. This is in general referred to herein as " the new 
act " or " the Act of 1883," and is set out in the Appendix, pp. 305 — 330, and 
is followed by the two Amendment Acts of 1885 and 1886. 

(d) Sect. 36. 

(c) See this act in Appendix, post, p.' 303. 
(/) 1 Webs. 35. 



THE LATE PRACTICE. 3 

abroad, i. e., one who obtained his information from some person 
(the true inventor) abroad, and was the first to introduce the 
invention into this country. If the communication was not made 
in confidence, the importer would have been entitled to hold the 
patent for his own benefit (</), or, if otherwise, he would become a 
trustee for the inventor. The decision in Edgebcrry v. Stevens has 
been followed or recognized in many other cases (A). The new 
act apparently makes no alteration in the position of such an 
importer (t). 

The Statute of Monopolies (21 Jac. I. o. 3), which is still in The Statute 
force in certain sections (/), declares monopolies in general to be ^ there*- *" 
void (A*), but excepts letters patent for the term of fourteen years P ealed acta » 
or under, granted or to be granted to the first and true inventor in 
the case of new manufactures within the realm (/). This statute 
did not introduce a new law, but is simply declaratory of the 
common law, and simply exempts patents which are good at 
common law from the penalty which the statute imposes upon such 
patents as were then prohibited (m). The statute, in its unrepealed 
sections, is the only statute in force in relation to patents, except 
the new Act of 1883 and the Amendment Acts of 1885 and 1886. 
The list of acts (hereinafter called " the old acts ") which were in 
force immediately before the 1st day of January, 1884, and are 
repealed by the new act, are to be found in the schedule to the 
latter (n). The Patent Law Amendment Act, 1852 (hereinafter 16 & 16 Vict. 
called " the Act of 1852 "), which has been wholly repealed by the 
new act, subject to the savings under sects. 45 and 113 of the latter 
act, gives the late practice for obtaining patents, which it is now 
proposed to notice shortly in some respects. 

An application under the Act of 1852 for the grant of letters Former mode 

of application 
« for a patent. 

(g) Steadman v. Marsh, 2 Jur. N. S. 391. 

(A) See Nickels v. Boss, 8 C. B. 679 ; Plimpton v. Malcolmson, L. R. 3 Ch. 
D. 555 (JesBel, M.B.); and Marsdeny. Saville Street, &c. Co., L. E. 3 Ex. D. 
203 (Jeesel, M.E.) and many other cases. 

(») See p. 10, post. 

Q') See Appendix, p. 303, post, 

(&) Sects. 1 and 3. 

{Vj Sects. 5 and 6. 

(m) Agnew, 2, referring to 3 Co. Inst. c. 85, pp. 181—184. 

(n) Appendix, p. 330, post. See, however, sect. 45 of the new act as to 
provisions relating to patents existing at the commencement of the latter, 
and sect. 113 thereof as to the saving, in certain respects, of the past opera- 
tion of the repealed acts. 

b2 
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Provisional 
specification. 



Provisional 
protection. 



patent was by petition to the Crown, stating that the petitioner was 
in possession of the invention, which he believed would be of great 
publio utility, and that he was the true and first inventor thereof, 
and that the same was not in use by any other person or persons 
to the best of his knowledge and belief (o). The petition was 
supported by a declaration verifying the statements, and also by 
an instrument in writing called a provisional specification signed 
by or on behalf of the petitioner. 

The provisional specification contained simply a description of 
the nature of the invention (p), without any details as to the 
manner in which it was worked (?), as the only object of such 
specification was to identify the invention with a view to obtaining 
the letters patent (r). 

As soon as the law officer to whom the provisional specification 
had been referred had certified his allowance of its sufficiency, 
and the certificate had been filed, the petitioner became entitled 
for six months as from the date of his application to use and 
publish the invention without prejudice to the grant of the patent. 
The privilege thus obtained was called " provisional protection " (*), 
as the petitioner was thereby protected from the consequences of 
publishing the invention, which would have the effeot of depriving 
it of novelty before the patent was granted (t). No right of 
priority, however, was in this way gained over any other applicant 
for a similar invention, who had left at the Patent Office another 
provisional specification in respect of it (u). The privilege also did 
not enable the petitioner to take proceedings against any persons 
for acts of infringement committed before he obtained fuller 
patent rights, as next mentioned (v). 



(o) The form of this petition was given in the schedule to the act. Where 
the petitioner was the importer only, the fact had to appear in the petition 
and proceedings, or otherwise the patent became void (Milligan v. Marsh, 2 
Jur. N. S. 1083). 

(p) Sect. 6. The new act has made no alteration as to the nature of a pro- 
visional specification. 

(?) Be Newall and Elliot, 4 0. B. N. S. 269 ; Penn v. Bibby, L. B. 2 Ch. 127. 

(r) Be Newall and Elliot, supra (per Pollock, C.B.). 

(«) See sect. 8. 

(t) Such prior publication might otherwise have been deemed a dedication 
to the publio. See Hindmarch, 33. 

(ti) Ex parte Bates and Bedgate, L. B. 4 Ch. 577 ; Ex parte Bailey, L. B. 8 
Ch. 60; Ex parte Henry, ibid. 169. 

(v) Sect. 24. 
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Instead of obtaining protection by means of a provisional speci- Fuller patent 
fication, the petitioner could have obtained fuller patent rights for tained by 
the same period of six months by filing a complete specification p ij£f j^Si. 
with his petition and declaration. A complete specification pur- oation - 
ported to be such as particularly described and ascertained the 
nature of the invention, and in what manner it was to be per- 
formed. It was under the hand and seal of the petitioner, and 
was verified by the declaration. No investigation of the merits of 
this specification beyond what was required in the case of a pro- 
visional specification took place, and as soon as a certificate of the 
proceedings had been given to the petitioner, he obtained his 
protection for the period of six months from the date of his 
application. Suoh protection was more extensive than the pro- 
visional protection, as the petitioner acquired the like powers, 
rights and privileges as might have been conferred on him by 
letters patent duly sealed as of the date of application, and without 
prejudice to the grant (#)? and was enabled after the sealing of 
the patent to take proceedings for infringements committed in the 
meantime (y). 

After all other neoessary preliminaries had taken place, such as Warrant for 
the giving of notice to the commissioners of the intention to patent 
proceed with the application, and the advertising by them of suoh 
intention, so as to enable any persons to oppose the grant, and 
subject to such opposition (if any), a warrant was issued by the 
law officer for the sealing of the patent (2) ; which, in general, was 
only issued within the time of protection, unless it was required in 
lieu of any other destroyed or lost, or unless the sealing had been 
delayed by reason of opposition (a). 

A patent was sealed either before or after the complete specifica- Contents of 
tion was filed. In the former case it contained a condition making ff£* ****** 
it void if the grantee failed to furnish a complete specification or 
file the same within the proper period. In the latter case, the 
condition was to the effect that if the (so called) complete specifi- 
cation was false or incomplete, the patent would be void. There 
were other conditions for rendering the patent void, namely, in 
case (1) the grant was contrary to law or prejudicial or incon- 
venient to the public, or (2) the invention was not a new one as to 

(») Sect. 9. 

(y) Sect. 24, as read with sect. 9. 

(2) Sect. 15. 

(a) Sect. 20. 
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the public use and exercise thereof within the kingdom, or (3) the 
grantee was not the true and first inventor within this realm as 
aforesaid (6), or (4) some previous patent had already been granted 
elsewhere in respect of the invention, or (5) the grantee should 
fail in payment of the stamp duties, or (6) the grantee should not 
cause the patent articles to be supplied for the service of the 
Crown when required. The patent was granted to the patentee, 
his executors, administrators, and assigns. 
Alteration of No provision was made under the old law for amendment of the 
bydisdaimsr. complete specification after the grant of the patent, except under 
the Amendment Act of 1835 (c). By that act (d) any person who 
as grantee, assignee, or otherwise, obtained a patent, might, by 
leave of the law officer, enter a disclaimer of any part of the 
specification, or of the title of the invention, or enter a memo- 
randum of any alteration in the specification or title, but not so 
as to extend the patent rights. Where there was no opposition 
(commenced by entry of a caveat) the disclaimer or the memo- 
randum of alteration was filed and enrolled with the specification, 
and was deemed part of the patent or specification (<?). The object 
sought was to procure the omission of such words or statements as 
tended to vitiate the patent (/), and therefore was by way of 
rejection only (#), except as to the insertion of words necessary 
to complete the meaning (h). No extension of the patent was 
allowed (i), but clerical errors in a specification were correoted on 
application to the Master of the Rolls (/). 
What penoDs Under the Act of 1835 (k) it was held that a grantee of a patent, 
disclaimers, though he had entirely parted with his interest, might enter a dis- 
claimer (/). After that decision the Act of 7 & 8 Vict. c. 69, was 
passed, providing (m) that a patentee who had assigned any part of 
his interest might, together with the assignee, and an assignee of 



(b) That is, as to the public use and exercise thereof. 

(c) 5 & 6 Will. IV. c. 83, which is totally repealed by the new act. 

(d) Sect. 1. 

(e) Ibid. 

(/) Malston v. Smith, 11 H. L. Caa. 243. 

(g) Ibid., per Lord Westbury. 

(h) Ibid., and also Thomas v. Welch, L. R. 1 C. P. 192. 

(t) Foxwell v. Bostoch, 4 De GK J. & S. 298. 

(/) Johnson's Patent, L. E. 5 Ch. D. 503; Sharp's Patent, 1 Webs. 641. 

(&) Sect. 1, ubi sup. 

(1) Spilsbury v. Clovgh (1842), 2 Gale & Dav. 17 ; 1 Webs. 255. 

(m) By sect. 5, which is repealed by the new act. 



THE LATE PRACTICE. 

the whole interest might alone, enter a disclaimer or memorandum 
of alteration, which when entered and filed should be valid and 
effectual in favour of the person or persons in whom the rights 
were or became vested. It also provided (*») that no objection 
should be made in any proceeding whatsoever on the ground that 
the party making such disclaimer or memorandum had not suffi- 
cient authority in that behalf. The public being thus concerned 
or bound, subject to the question of fraud (if any), only acoording 
to the record, reliance was placed on the discretion of the law 
officer in giving leave to disolaim («). In Walling ton v. Dale (o) 
the patentee had assigned the patent, and alone entered a dis- 
claimer before the complete specification was filed, and it was held 
that the disclaimer was valid as from the date of record of it. In 
consequence of the power of the grantee to enter a disclaimer after 
he had assigned all his interest, it was not unusual in practice for 
the grantee, on the assignment, to covenant not to enter a disclaimer 
without the leave of the assignee. 

Disclaimers were not generally retrospective, so as to give the Disclaimers, 
owner of the patent power to take proceedings for infringements of mectivefci" 
the patent committed before the filing of the disclaimer (p). By effecfc - 
the Act of 1852 (q)> the leave of the law officer was required in 
order to take such proceedings. When leave was given by the 
law officer to disclaim, conditions were usually imposed, regard 
being had to the circumstances under whioh the invention may 
have been used by other persons previous to the application for 
leave. Sometimes there was a condition that the owner of the 
patent should not sue in respect of any past infringements (r), 
especially where the patent had been long imperfect from want of 
a disclaimer, and manufacturers had embarked large capital in 
making and dealing with the patent articles (s). Where a person, 



(m) Ibid. 

(n) See Spilsbury v. Clough (ubi sup., and which was decided before the act 
of 7 & 8 Yict. c. 59, was passed) as to the remarks of Lord Denman, 0. J., on 
the exercise of this discretion. 

(o) 7 Exch. 888 (1852). 

(p) Lucas's Patent, Macr. P. 0. 235. See also Perry v. Skinner (1837), 2 
M. & W. 471 ; Stocker v. Waller, 9 Jur. N. S. 138 ; and S. C. nom. Stocker v. 
Warner, 1 0. B. 148. See, however, Beg. v. Mill, 10 C. B. 379. 

(q) Sect. 39. 

(r) Smith's Patent (1855), Macr. P. C. 232, 234; Harrison's Patent (1853), 
ibid. 31. 

(s) Tranter's Patent, Johns. P. M. 191 ; Lawson, 25. 
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who had obtained his information from the patentee as to the 
process, presumed upon a defect in the specification, and infringed 
the valuable part of the patent, and worked the same in secret, 
and otherwise acted unfairly, he was held bound, on the applica- 
tion for leave to disclaim, to pay a fixed sum to the patentee as a 
oondition for not being proceeded against for the infringement (t). 
The law officer might, if he thought fit, on an application for leave 
to disclaim, order an action to be brought in respect of past 
infringements (w). 

The effect of a disclaimer was to make the owner of the patent 
the patentee of the undisolaimed part only, as from the date of 
the disclaimer (t?), subject, as we have seen («?), to the equities (if 
any) between himself and any other persons who had worked the 
invention in opposition to his interests. The effect was merely to 
strike out from the specification those parts of the machine [or 
other article or oommodity made by the invention or to which the 
latter oould be applied] which were disclaimed, and the disclaimer 
could not be read as explanatory of that which remained (x). 

The Act of 1852 (y) provided that two books or series of books 
should be kept at the Patent Office for the purposes of registration, 
to be called respectively the "Register of Patents" and the 
" Register of Proprietors." In the Register of Patents were to be 
recorded the grant of patents, the deposit and filing of certificates, 
disclaimers and other matters and things affeoting the validity of 
the patents («). In the Register of Proprietors were to be recorded 
all assignments, licences, and other dealings and matters relating 
to the proprietorship of patents (a). It was the practice to enter 
in the latter register the documents in their entirety, and no re- 
striction seems to have been placed on the entry therein of docu- 
ments conferring mere equitable interests in patents, or even the 
right to a share of the net profits to be made in working them (b). 



(t) Lucas 1 8 Patent, ubi sup. ; Lawson, 25. 

(tt) Smith's Patent, ubi sup. 

{v) Clark v. Kenrick, 12 M. & W. 221. 

(w) Lucas's Patent, ubi sup. 

{x) Tetley v. Easton, 2 C. B. N. S. 706. 

(V) Sects. 34 and 35. 

(z) Sect. 34. 

(a) Sect. 35. 

(b) In Be Morey's Patent, 25 Beav. 583, it was held that this register might 
contain not only a register of documents, but any other fact which the court 
or the commissioners might think fit. In the new act (Appendix, post, pp. 
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The Act of 1852 (c) also provided that certified copies of entries 
in the Register of Proprietors were to be received in evidence in all 
courts and proceedings, and should be primd fade proof of the 
assignment, licence, or proprietorship, and until such entries, the 
grantee or grantees were to be deemed the sole and exclusive 
proprietors (c). Any suoh entry might have been expunged on 
the application of an aggrieved party (d). 

As between the assignor and assignee, and also as against third Effect of re- 
parties having notice of the assignment at the time of their dealing ^rL>tioej? 
with the assignor, it was decided that notwithstanding sect. 35 of 
the Act of 1852, registration of the assignment was not neces- 
sary (e). Where, however, the assignee wished to sue a third 
person for infringement the assignment must first be registered, as 
the defendant would not be liable to be sued at the same time for 
the same infringement by both assignor and assignee (/). It had 
not been exactly decided that the registration of a document 
would have any retrospective effect. In Hassall v. Wright the 
Vice-Chancellor thought that the registration of an assignment 
would relate back to the date of the assignment, but it was not 
there necessary to deoide the point. The equitable doctrine of 
notioe as to questions of priority between successive assignees or 
incumbrancers, applies to dealings with patents (/). 

As to other matters relating to the late law and practice, such as Other matters 
the extension of the term and revocation of letters patent, reference p^Jtioe. 
will be made further on in this chapter, so far as they may be 
likely to affect existing patents granted under the old law. The 
new law and practice are now to be noticed. 

THE NEW ACTS. 

The Patents, Designs, and Trade Marks Act, 1883 (46 & 47 Vict, The Acts of 
c. 57), came into operation, as before stated, on the 1st day of ^ isse. ' 



313, 322) only notifications of documents are to be entered (sect. 25, and see 
post f p. 23), and no trusts are to be noticed (sect. 85). 

It was not the practice, however, to register documents affecting provi- 
sional protections only (Johns. P. M. 221). No document was registered 
until the patent was sealed. After sealing, except as above, a document 
could be registered whatever its date. 

(c) Sect. 35. 

(d) Sect. 38. 

(e) Haaeall v. Wright, L. B. 10 Eq. 510 (Malins, V.-C.). The decision also 
applied to a licensee of the assignor who had notice of the assignment prior 
to the grant of his licence. 

(/) ChoUet v. Hoffman, 26 L. J. a B. 249. 
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January, 1884. It has been amended in some small particulars by 
the Patents, Designs, and Trade Marks (Amendment) Act, 1885, 
and the Patents Act, 1886 (g). Except as to the savings in sects. 
45 and 113 of the principal act, the new acts apply to all patents 
existing at the commencement of the principal act and the pro- 
ceedings connected therewith (ti). 
Comptroller. The head of the Patent Office is the Comptroller-General of 
Patents, Designs, and Trade Marks (shortly termed " the comp- 
troller"), who acts under the superintendence of the Board of 
Trade (*). This superintendence and control are limited to the 
management of the Patent Office, and the framing of rules for the 
conduct and the appointment of the officers thereof (J). Appeals 
from the decisions of the comptroller are made, as will be seen (A), 
to the law offioer, i. e., the Attorney-General or Solicitor-General 
for England (/). 
General roles General rules for regulating the practice of the Patent Office and 
practiced other matters placed under the direction of the comptroller or of 
Patent Office ^ e Board of Trade, are provided to be made from time to time by 

issued by . 

Board of the Board, and laid before Parliament for 40 days, to allow for 
resolutions (if any) to be made annulling them, or any of them, 
and to be advertised in the Official Journal (m). Under these pro- 
visions, the rules and forms set out in the Appendix hereto were in 
the years 1883 and 1885 issued by the Board. 
First importer The new act does not probably take away the right or claim of 
" inventor.' ' the first importer of an invention from abroad to obtain a patent 
in this country in respect of it. The term "inventor" is not 
defined except by implication from the definition of the word 
" invention " in sect. 46, namely, " any manner of new manufac- 
ture the subject of letters patent . . . within sect. 6 of the Statute 
of Monopolies" (»). As the new act professes to be one for consoli- 
dation as well as amendment of the laws relating to patents, &c, 

(y) 48 & 49 Vict. c. 63, and 49 & 50 Vict. c. 37. See these acts in the 
Appendix hereto. 

(h) See p. 22, post 

(i) Sect. 82. 

(/) Compare sects. 82, 83, and 101 with sect. 95. 

(k) See sects. 7, 9, 11, 12, &c. 

( I) By definition in sect. 117. 

(m) Sect. 101. As to the Official Journal, which is illustrated, see sect. 40, 
and also Patents Bules, 1883, r. 31, post, pp. 318, 339. 

(n) See p. 2, ante, as to the decisions on the meaning of the words " true 
and first inventor." 
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it seems fair to suppose that the rights or claims of " first importers " 
would be disallowed only by some express provision to that effect, 
or by necessary implication. The only implication that might 
obtain seems to be that which arises from the obligation (o) that 
one of the applicants must claim to be "the true and first in- 
ventor " (/>). The interpretation of this expression may be said to 
be imported into the new act by the ref erenoe (as above mentioned) 
to sect. 6 of the Statute of Monopolies, which is unrepealed (q). 

Applications for a patent may now be made by any person. Who may 
whether a British subject or not, or by any two or more of such Stent. ' * 
persons jointly (r), but one at least of the applicants must be the 
inventor (s), or, as mentioned later, his executors or administrators. 
An infant may be a grantee (t) 9 and so may a married woman (?/). 
A body corporate may also apply (v). A patent could always be 
granted to an alien amy (w), although resident abroad (#). Where 
a referee was appointed by act of parliament to make inquiries of 



(o) Sect. 5, sub-s. 2. 

(p) See, however, as to claims by representatives of deceased inventors, 
p. 12, post. 

(q) Mr. Terrell, in his work (Introduction, and pp. 12, 17, 21), thinks that 
an importer cannot now obtain the grant of a patent. Mr. Seward Brice 
(p. 3) has doubt on the subject. Messrs. T. Aston (p. 4), Lawson (p. 3), and 
Johnson (p. 96), hold the view expressed in the text. The Form A 1 of the 
Patents Rules (p. 359, post), according to which an importer declares that the 
invention was communicated to him from abroad, and that he claims to be 
the true and first inventor thereof, is, no doubt, as Mr. Terrell contends, 
objectionable, according to the ordinary meaning of the words, but the same 
may be said as to the effect of the decisions that the term ' * inventor " includes 
" importer." The difficulty is to employ language in the declaration which 
will satisfy the requirement of sect. 5, sub-sect. 2 (as above mentioned), and 
also disclose the fact of communication. In Milligan v. Marsh (2 Jur. N. S. 
1083), it was decided that a patent obtained by an importer who in his decla- 
ration did not state the fact of communication, was void. This decision must, 
it is conceived, still rule. See on this, p. 13, post. 

(r) Sect. 4. See also sect. 5 of the Amendment Act, 1885. 

(*) Sect. 5. 

(<) Cheavin v. Walker, L. B. 5 Ch. D. 858 (per Bacon, V.-C). See sect. 
99, poet, p. 324, as to declarations by guardians or committees or other 
persons in the case of applications for patents on behalf of infants, lunatics, 
or other persons under disability. 

(u) See Married Women's Property Act, 1882 (45 & 46 Vict. c. 75), as to 
the holding or acquisition of property by married women independently of 
their husbands. 

(v) Sect 117. 

(w) Beard v. Egerton, 3 0. B. 130. 

\x) Be Wirth'e Patent, L. B. 12 Oh. D. 303, 
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a public nature, he was not allowed to take out a patent for any 
discovery made in the oourse of his duties (y). Where a master 
and his foreman both made the same improvements, it was held 
that the patent sought to be taken out by the master ought only 
to be granted on the terms of being vested in trustees for both (s). 
Devolution of If, however, an inventor should die before making the application, 
plication. his executors or administrators may, within six [calendar] months 
Joinder of co- of his death, make the like application (a). An application for a 
amendment, patent may, under the implied powers vested in the comptroller, 
be amended at any time or times before the grant of the patent. 
Thus, the inventor, after his application has been acoepted, may 
associate any other person or persons with himself in the grant, 
and he is then at liberty to have the application amended so as to 
introduce his or their name or names as co-applicants. As amended, 
the application will have effect as from its original date (b). All 
documents for the amending of which no special provision is made 
by the act may be amended if and on such terms as the comptroller 
may think fit (c). 
Present mode The application for a patent is now made by a short declara- 
tion (d) ending in a prayer for the grant (e), accompanied by either 
a provisional or complete specification. These specifications are to 
be of the same nature respectively as those formerly required (/), 
but need not be under seal (g). 



(y) Patterson v. Gas Light and Coke Co., L. R. 3 App. Cas. 239. 
(z) Be Russell, 2 De Gex & Jo. 130. As to conflicting applications by 
master and servant, see Ex parte Scott and Young, L. R. 6 Ch. 274. 

(a) Sect. 34. The term " legal representative " there used no doubt means 
" legal personal representative." 

(b) This and the preceding statement may be verified by inquiry at the 
Patent Office. 

(c) Patents Rules, 1883, r. 18. For these rules, 6ee pp. 335 — 353, post. 
The office of the Comptroller-General of Patents, Designs, and Trade Marks 
is established by the act, see sect. 82, and ante, p. 10. 

(d) See Forms A and A 1 of Patents Rules, 1885, pp. 358, 359, which do 
not make the declarations statutory. These forms are prescribed under 
sect. 2 of the new act. Declarations and acts to be made or done on behalf 
of infants, lunatics, &c, may be made or done by the guardians, committees, 
or (if there be none) by persons appointed by the court upon petition. See 
sect. 99. 

(e) Sect. 5, and Forms A, A 1, of Patents Rules, 1885, pp. 358, 359, post. 

(/) See old law, pp. 4, 5, ante. The complete specification must, how- 
ever, now end with a distinct statement of the invention claimed (sect. 5), 
which was not the case under the old law. 

(g) See Forms B and of Patents Rules, 1885, p. 360, post. 
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Where an importer applies for a patent, it seems that, from the ** importer 
form of application to be used by him, he must be resident in the dent. 
United Kingdom, and therefore that no patent can, at present, be 
granted to the agent of the foreign inventor unless such agent 
resides here (h). An inventor, if a foreigner resident abroad, need 
not employ an agent, but can use Form A (p. 358, post) (i). The Fact of com- 
fact of communication must be stated in the declaration in order, be stated, 
apparently, to protect (if necessary) the rights of the foreign 
inventor in this oountry, in case his communication was made in 
confidence, or wholly or partially for his own benefit (j). 

The application for a patent is referred to an examiner, who Reference of 
reports on the specification (provisional or complete) and advises SamSer! n 
the comptroller as to the acceptance or refusal of the application, 
with or without amendment. The comptroller's decision may be 
appealed against to the law officer (k). Where an application has Abandoned 
been abandoned or become void the specification and drawings (if not puW^ed. 
any) left therewith are not to be open to the public inspection or 
published by the comptroller (/). 

Provisional protection is afforded by the acceptance of the Provisional 
application where only a provisional specification has been fur- under new 
nished (*»), and is similar to that afforded under the old law (n). aofc " 
Its duration is from the date of the application to the date of the 
sealing (if any) of the patent, instead of for a period of sis 
calendar months as formerly (m) ; but it will not, however, extend 
beyond the latest time when the complete specification may be 
left (o). As the failure to obtain the acceptance of the complete" 
specification within the prescribed time or extension thereof is, as 

(h) See Form A 1, post, p. 359. The Patent Office has given notice that 
applicants using this form must be resident in the United Kingdom (Johns. 
P. M. 96, 365). In Be Wirth's Patent, L. R. 12 Oh. D. 303, it was held by 
Cairns, L.C., that a patent might be granted to an alien person resident 
abroad who had obtained the communication from another alien also resident 
abroad. 

(i) As to Forms A, A 1, see Johns. P. M. 96, 317. 

(/) See MiUigan v. Marshy 2 Jur. N. S. 1083 (ubi sup.), and Steadman v. 
Marsh, 2 Jur. N. S. 391. The name of the communicant is to be mentioned 
in the declaration. (Form A 1, post, p. 359.) 

(k) See sects. 6 and 7. 

( I) Sect. 4 of Amendment Act, 1885 (Appendix). The abandonment, &c. t 
must be before the acceptance of the complete specification, as publication 
takes place on such acceptance. See sect. 10, and post, p. 14. 

(m) See sect. 14. 

(«) Ante, p. 4. 

(o) As to this time, see sect. 8, and p. 14, post. 
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next mentioned, to be deemed an abandonment of the application, 
it follows that if the failure occurs, provisional protection at once 
ceases, and, consequently, that if the applicant intends to make a 
fresh application he must discontinue the public use of the inven- 
tion (/>). The above point could barely have arisen under the old 
law, as protection was afforded for a fixed period of six months, 
without reference to the date of sealing, and the application for 
the warrant for and the issue of the patent might have been made 
at any time up to twelve days before the expiration of the 
period (q). 

A complete specification in lieu of a provisional specification can 
be left with the application. Where, however, a provisional speci- 
fication is put in, the complete specification must be left within 
nine calendar months from the date of the application or otherwise 
the application will be deemed to be abandoned (r). Another 
month or less may be allowed on payment of the prescribed fee (*). 
The oomplete specification will be void if not accepted within 
twelve months (t) from the date of application, unless the applicant 
lodges an appeal against the refusal to acoept («). 

The provisional (if any) and complete specifications are to be 
referred to an examiner who will ascertain their fitness and (if 
necessary) that the invention stated in both is substantially the 
same, and make his report thereon to the comptroller, who may 
refuse to accept the complete specification unless it be amended to 
his satisfaction (v). 

The first publication, consequent on the proceedings, takes place 
immediately on the acceptance of the oomplete specification. The 
fact of acceptance is advertised in the Official Journal of the Patent 
Office, and the application and specification with the drawings (if 
any) are then open to public inspection (to). 



(p) As to non-publication in the case of an abandoned application, see 
sect. 4 of Act of 18S5 (p. 332, post). Under the old law, the abandonment of 
proceedings commenced with a provisional specification did not establish 
publication (OxUy v. Holdm, 8 0. B. N. S. 666). 

(q) See third set of rules to Act of 1852. 

(r) Sect. 8. As to non-publication of abandoned applications, see sect. 4 
of Act of 1885 (p. 332, post), and Oxley v. Holden, supra. 

(s) Sect. 3 of Act of 1885. 

(t) Extendible three months longer at most by sect. 3 of Act of 1885. 

(u) Sect. 9, sub-s. 4. 

[v) Sect. 9. 

(w) Sect. 10, and Patents Rules, 25, 26 (p. 338, post). 
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The protection afforded by the aoceptanoe of the oomplete speci- Patent rights 
fioation is similar to that under the old law (x). From the date of ofcompLt© * 3 
aoceptanoe until the sealing or expiration of the time for sealing 8peci&»tion. 
the patent the applicant has the like privileges and rights as if a 
patent had been sealed at the date of aoceptanoe, but he cannot 
institute any proceeding for infringement unless and until the 
patent is granted to him (y), and then only for infringements com- 
mitted after such acceptance (z). 

A patent will be sealed as soon as may be, but not after the Time for seal- 
expiration of fifteen months or (in case of extension by the comp- |** ^t^* 
troller (a) ) nineteen months from the date of application, unless **<*)• 
delay is caused to the sealing by an appeal to the law officer in 
respect of it or by opposition to the grant (b). Where the sealing 
is thus delayed, further time may be given by the law officer (b). 
If the applicant dies within the fifteen months (c) the patent may 
be granted to his legal [personal] representatives, and sealed at any 
time within twelve months after the death (6). The date of sealing 
is put as of the day of [initial] application, although (as said before) 
no proceedings can be taken in respect of infringements committed 
before the publication of the complete specification (d). 

Prior public user, want of utility, or an objection that the Opposition to 
invention is not properly the subject-matter of a patent, was firran 
formerly, but is not now, a ground of opposition to the grant, 
which can now be opposed only on the three grounds mentioned in 
the act (e). These grounds must be either — (1) that the applioant 
has obtained the invention from the other party or from the person 
of whom the latter is the legal representative, or (2) that the 
invention has been patented in this country on an application of 
prior date, or (3) that an examiner has reported to the comptroller 

(x) Ante, p. 5. 

(y) Sect. Id. The provisional protection may be considered as merged in 
the patent rights thus obtained. As to the time for sealing, see infra. The 
sealing may be delayed by opposition. 

(«) Sect. 13. 

(a) If the comptroller allows extra time for leaving or accepting the com- 
plete specification (not exceeding one month and three months respectively), 
a further extension of four months is allowed for sealing in addition to the 
fifteen months (sect. 3 of Act of 1885). 

(6) Sect. 12. 

(c) Or nineteen months or later (if any) time for sealing. Such an exten- 
sion is probably to be implied in sect. 12. 

{d) Sect. 13. 

(«) Lawson, 11, and cases there cited. 
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that the specification appears to comprise the same invention as is 
comprised in a specification bearing the same or a similar title, and 
accompanying a previous application (y). Notice of the opposition 
must be given at the Patent Office within two months from the date 
of the advertisement of the acceptance of the complete specification, 
and then by the comptroller himself to the applicant (g). At the 
end of the two months the comptroller will hear the case, and decide 
thereon subject to an appeal to the law officer (g). Evidence on 
oath may be taken at the hearing of the appeal (A). 
Contents of The form of letters patent given in the schedule to the new 

letters patent . 

(new). act differs in some respects from the old form (t). There is now 

no recital, as was formerly the case, that the grantee believes the 
invention to be of great utility, as such recital was always ap- 
parently unnecessary (J). The term " patentee" is by recital made 
to apply to the grantee, his executors, administrators, or assigns. In 
the present form there is a recital that the inventor has by and in 
his complete specification particularly described the nature of his 
invention. Such a recital would necessarily not be inserted in 
patents granted before the act, as not only was the complete 
specification, if put in before the grant, not investigated at the 
office, as now is the case, but the grant might have been made 
before any complete specification was put in (k). It does not seem, 
however, that such recital, inserted on the strength of the report of 
the examiner as to the sufficiency of the specification, will make 
the insufficiency thereof no longer a ground for revocation (/). 
The operative part of the patent is substantially the same as before, 
except that the Channel Islands are omitted. Licences, or consents, 
or agreements to use the invention are to be under the hand and 
seal of the grantee, but it is not stated, as formerly, that suoh must 
be obtained beforehand (#?). The conditions for making void the 
patent are substantially the same as in the old form, with the 



(g) Sect. 11. 

(h) Sect. 38. See Patents Rules, 1883, it. 32—41 (p. 339, post), as to 
proceedings in opposition to grants of patents. 

(») See as to contents of old form, pp. 5, 6, ante, 

(j) See Hindmarch, 47. 

(k) See ante, pp. 5, 6, as to grant of former patents. 

(1) For present grounds of revocation, see sect. 26, and port, pp. 20, 21. 

(m) A verbal agreement in the nature of a licence which had been acted 
on by both parties for some years, and under which royalties had been paid, 
was held to be a continuing licence {Crowley v. Dixon, 10 H. L. Cos. 293). 
See Chapter on " Licences," post. 
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« 

following variations and exceptions : — As the patent oannot now be 
granted before the acceptance of the complete specification, there 
is, of course, no condition, as formerly, as to the non-filing thereof 
within the prescribed period. The present form finally provides 
that the patent shall be construed in the most beneficial sense for 
the advantage of the patentee. This is, in effect, the former 
provision of the like kind, but with the omission of the words 
" notwithstanding the not full and certain describing the nature or 
quality of the said invention, or of the materials thereunto con- 
ducing and belonging." These additional words were probably 
inserted to meet the case of the invention not being fully and 
certainly described in the patent itself ; for, before such form was 
used, it seemed the practice to insert the specification in toto in the 
patent by way of recital (w). 

The duration of the patent, when sealed, is the full term of Duration of 
fourteen years from the time of application, subject to the payment 
of the fees within the prescribed times (0), and to the other condi- 
tions in the patent itself (/>). 

The new act provides for the assignment of a patent for any Assignment 
place in or part of the United Kingdom and Isle of Man as effeo- rfgnts for a 
tually as if the patent were originally granted to extend to that difltrict - 
place or part only (q). This is a new provision. Formerly, before 
the Act of 1852, separate patents were granted for England, Soot- 
land, and Ireland. By that act patents for the entirety of the 
United Kingdom were only granted, but it was provided that 



(n) Bythewood & Jarman, Vol. VII. 3rd ed. 1842, p. 480, who confined 
the additional words to the patent itself, and not to the actual specification, 
which, of course, stood on its own merits. See also Webs. 42, n. ; Hindmarch, 
72, 73, 106. 

(0) As to what fees are payable, see second schedule to the act (p. 329, post), "Feeo. 
and first schedule of the Bules of 1883 (p. 344, post), and of 1885 (p. 367, 
post). The second list appears to comprise the former, with additions. (See 
Bule 4, p. 335, post) If default in payment of fees is caused by mistake or 
inadvertence the comptroller may enlarge the time. (Sect. 17.) 

(p) Under sect. 25 of the Act of 1852, patents obtained here for inventions Expiration of 
already patented abroad became void on the expiration of the foreign patent, ^oi&ga 
The new acts have no similar provision, so that it may be presumed that the ^ectw like 
duration of a British patent granted under them, whether on an application British 
pending at or made since the commencement thereof, is unaffected by that of P** 6 " 1 * 8 * 
any foreign patent for the same invention. See Lawson, pp. 140, 141 (notes 
to sect. 45), as to the effect of sect. 113, post, in respect of sect. 25 of the Act 
of 1852. 

(q) Sect. 36. 

M. C 
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assignments of such patents might be made separately for each of 

ofduoeT &* ^ e countries. As will be seen hereafter, not only the entirety of 

in a patent, the patent and any undivided part or share therein, but also the 

entirety of the patent itself, so far as it relates to some distinct or 

separate part (if any) of the invention, can be assigned (r). 

Amendments The amendment of the specification, both before and after the 

of specifica- . 

tiona by dis- grant of the patent, is not now restricted to mere rejection, as was 
er, o. ^q qqxq under the former process of disclaimer («). Ajs amended, 
however, the specification must not claim an invention substantially 
larger than or different from the invention as claimed by the speci- 
fication before the amendment (t) ; but, with this exception, the 
amendment may be by way of disclaimer, correction, or explana- 
tion (w). The applicant or patentee (t?) first obtains leave from the 
comptroller or (on appeal) the law officer to make the amendment. 
The application for leave is advertised in the Offioial Journal, and 
may be opposed on the hearing before the comptroller or law 
officer. The leave, when obtained by the applicant or patentee, is 
conclusive as to his right to make the amendment, except in case 
of fraud, and may be given subject to conditions (w). Where any 
action for infringement, or other legal proceeding in relation to the 
patent, is pending, the foregoing provisions do not apply (x) ; but 
where the action or proceeding is for infringement or revocation 
of the patent, the owner thereof may, by order of the court or a 
judge in such action or proceeding, subject to terms (if any) as to 
costs or otherwise, be at liberty to apply at the Patent Offioe for 
leave to amend his specification by way of disclaimer, and the trial 
or hearing may in the meantime be directed to be postponed (y). 

(r) See Chapter on " Assignments," jhmJ, p. 110. 

(s) See pp. 6 — 8, ante. 

(t) Sect. 18, sub-sect. 8. 

(u) Sect.. 18, sub-sect. 1. 

(v) This term means the person for the time being entitled to the benefit of 
the patent, and is so defined by sect. 46. It does not seem, therefore, that the 
grantee, after he has parted with the whole of his interest, can disclaim or 
make any other amendment. See old law on this, pp. 6 — 8, ante. 

(w) See sect. 18 generally for this and the preceding two statements. 
The specification must apparently be the complete specification, after accept- 
ance at least, as until then there is no publication from the office. (Sect. 10.) 
The comptroller or law officer is, no doubt, in imposing conditions, guided by 
the old practice as to disclaimers. See pp. 6 — 8, ante. 

(x) Sub-sect. 10. 

(y) Sect. 19. See Fusee Vesta Co. v. Bryant and May (1887), L. B. 34 
Ch. D. 458 (Kay, J.), and Bray v. Gardner (1887), L. E. 34 Ch. D. 668 (C.A.), 
as to the terms on which such an order has been granted. 
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Subject to such conditions to the contrary as may be imposed on Retrospective 
the applicant or patentee on his obtaining leave to amend the amendments 
specification, as before mentioned, it appears that amendments now ^JST^ *" 
have a retrospective effect. By sect. 19 of the Aot of 1852, no 
action could be brought for an alleged infringement committed 
before the filing of the disclaimer, unless with the leave of the law 
officer (z). Under the new aot no such leave is required, but no 
damages will be given in any action in respect of the use of the 
invention before the amendment was made, unless the court is 
satisfied that the original claim of the patentee was framed in good 
faith and with reasonable skill and knowledge (a}. 

The term of a patent may, in certain instances, on petition to Extension of 
the Queen in Council, be extended for the benefit of the patentee patent, 
or his assigns (b). The extension will be granted as a matter of 
favour and not of right (J), and mainly on the ground of the 
extraordinary merit of the invention and the inadequate remunera- 
tion already afforded to the inventor therefrom (c). This was the 
old law (d), and in the absence of provision to the contrary in the 
new act, must no doubt still prevail. It is however provided by 
the- new act (e) } that the Judicial Committee of the Privy Council, 
in considering the application, are to have regard to the nature and 
merits of the invention in relation to the publio and to the profits 
made by the patentee [or his assigns] as such, and to all the 
circumstances of the case. The intention to apply must be adver- 
tised six months at least before the expiration of the term (/). 
The committee will hear the petitioner and any person who opposes 
the extension or their respective counsel (/). The extension will 
not be for more than seven years, but in exceptional cases the 
committee, in lieu of extending, may order a grant of a new patent 
" for the term therein mentioned," and containing such restrictions, 
conditions, and provisions as the committee may think fit(^). 



(z) See ante, p. 7, as to this. 

(a) Sect. 20. 

(b) See sect. 26. 

(c) See Adair's Patent, L. R. 6 App. Gas. 178. 

(d) See Pitman's Patent, L. R. 4 P. 0. 87 ; also HonibalVs Patent, 9 
Moo. P. 0. 0. 393; Marhmck's Patent, 13 Moo. P. 0. 0. 313; Derosne's Patent, 
2 Webs. 4 ; and Norton's Patent, 1 Moo. P. 0. C. N. S. 339 (all cited in 
Lawson, 34). 

(e) Sect. 25, sub-sect. 4. 
(/) 8ect 25, sub-sect. 1. 
{g) Sect. 25, sub-sect. 5. 

c2 
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Eules of procedure and practice for regulating proceedings on such 
petitions may be made from time to time by the Queen in Council; 
and, subject thereto, the procedure and practice [of the Judicial 
Committee, as existing at the commencement of the act, is to 
prevail (A). 
I ^. v ^ tion<rf Patents were formerly liable to be revoked or declared void on 
account of fraud, false suggestion, non-compliance with the con- 
ditions, failure of any of the essential requisites of novelty and 
utility, or abuse of the privileges granted by the patent (t). Under 
the new act (J) every ground on which a patent might, at the 
commencement of the act, be repealed by scire facias, is available 
by way of defence to an action for infringement, and is also a 
ground of revocation. In construing this provision, however, 
allowance must be made for the changes made in the proceedings 
to obtain patents. Under the old law, as we have seen (&), there 
was no investigation at the Patent Office of the merits of the com- 
plete specification before the grant was made, and the patent was 
void if such specification turned out insufficient. Proceedings by 
a process called scire facias (I) were the means to repeal the patent 
in such event. In the present form of a patent, there is no recital 
of the result of the investigation, except as to the specification 
having particularly described the nature of the invention. This 
" particular " description is perhaps little (if any) more than what 
is required for a provisional specification (m), and does not include 
the further requirement of a complete specification, namely, that 
it should " particularly describe and ascertain .... in what manner 
it [the invention] is to be performed" (n). As, also, the act does 
not make the acceptance of the complete specification conclusive 

(A) Sub-sect. 6. No rules have been made under this provision. See the 
rules existing at commencement of the new act, and which are still in force, 
post, Appendix, p. 362. 

(t) Webs. 32 ; Lawson, 45. 

(/) Sect. 26, sub-sect. 3. 

(k) Ante, p. 6. 

(I) As to the practice upon writs of scire facias, see Hindmarch, 376 ; 
Norman, 194. 

(m) By No. 10 of the second set of Eules and Regulations under the Act 
of 1852, the provisional specification was to state distinctly and intelligibly 
the whole nature of the invention, so that the law officer might be apprised 
of the improvement, and of the means by which it was to be carried into 
effect. This must be read in connection with the decisions in the cases 
mentioned at p. 4, ante. 

(n) See sect. 5. 
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as to its Buffioienoy, it seems that the insuffioienoy of the speoifica- 
Hon would now be a ground of revocation, as it was before the act. 
It is suggested (0), however, that as by sect. 33 this form is not 
compulsory, and by sect. 116 the prerogative of the Crown in 
relation to the grant or withholding the grant of a patent is saved, 
the Crown may insert a condition making void the patent in oase 
of the insufficiency of the specification. Should this be the case, 
and the courts decide that the acceptance of the specification is 
conclusive as to its sufficiency in an application for revocation, the 
form of a patent would probably be changed so as to insert this 
condition (p). 

The old proceeding for revocation by scire facias is abolished, Revocation 
and the present remedy is by petition to the court (q). The turn only; " 
Attorney-Q-eneral in England or Ireland, or the Lord Advocate in who m*y 

. petition* 

Scotland, or any person authorized by any one of them, may be 
petitioners. Without such authority, however, any other person 
may be a petitioner who alleges — (1) fraud in the obtaining 
of the grant against his rights or those of any person through 
whom he claims, or (2) that he or any such person was the 
inventor, or (3) that he or any person through whom he claims an 
interest in any trade, business, or manufacture, had publicly manu- 
factured, used, or sold within this realm, before the date of the 
patent, anything claimed by the patentee as his invention (r). 
Where a patent has been revoked on the ground of fraud, the 
comptroller may, on the application of the true inventor, grant 
him a new patent of the same date as that of the revocation, which 
shall cease on the expiration of the term granted by the revoked 
patent (*). 



(o) Lawson, 131 (note to sect. 33). 

(p) The late Mr. J. J. Aston, Q.C., in his work on the new act (Introductory 
Chapter), considered that this acceptance of the complete specification at the 
Patent Office would be conclusive as to its sufficiency ; and (p. 41) that the law 
officer may be said to settle the specification. The Messrs. Johnson (Pat. M. 
p. 112) have the same opinion. Mr. Seward Brice (p. 20) and Mr. Munro (p. 9) 
have a contrary view. Mr. T. Aston, Q.C. (p. 12) is inclined to think that 
the official examination would ensure the sufficiency as regards the descrip- 
tion of the modus operandi. 

(q) Sect. 26. The court is the High Court of Justice in England, subject 
to the provisions for Scotland, Ireland, and the Isle of Man. (See sects. 
107—112.) 

(r) Sect. 26, sub-sect. 4. See sub-sects. 5, 6, 7, as to delivery of particulars, 
evidence, Ac. 

(«) Sect. 26, sub-sect. 8. lain re Avery's Patent, W. N. 22 Jan, 1887, 
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hold certain 
inventions. 



Inventions 
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secret. 



New acts, how 
far applicable 
to patents and 
proceedings 
existing or 
pending at 
commence- 
ment. 



Compulsory lioenoes may, on the petition of any person in- 
terested, be ordered to be granted by the Board of Trade in 
respect of a patented invention, where, by reason of the default of 
the patentee in granting lioenoes on reasonable terms, one or other 
of the following ciroumstanoes occur. These are — (1) that the 
patent is not being worked in the United Kingdom, (2) that the 
reasonable requirements of the publio with respect to the invention 
cannot be supplied, or (3) that any person is prevented from 
working or using to the best advantage an invention of which he 
is possessed (f). The order may be for the grant of lioenoes on 
such terms as to the amount of royalties, security for payment or 
otherwise, as the Board having regard to the nature of the inven- 
tion, and the ciroumstanoes of the case, may deem just, and any 
such order may be enforced by mandamus (t). These provisions 
do not apply to patents granted before the commencement of the 
act, or on applications then pending (w). 

Inventions of any improvement in instruments or munitions of 
war may (either with or without consideration) be assigned to 
the Secretary for "War, who, after such assignment, may before any 
application for the patent or publication of the specification certify 
to the comptroller his opinion that the particulars of the invention 
and manner in which it is to be performed shall be kept secret (v). 
After such certification, the specification and drawings (if any) and 
other documents relating to the invention are delivered to the 
comptroller in a sealed packet and kept so sealed by him for the 
term of the patent that might otherwise have been granted, subject 
to the orders of the Seoretary of State or law officer (w). 

Patents existing at the commencement (1st January, 1884) of 
the act, or since granted on applications then pending, are governed 
by its provisions, including those relating to the amount and time 
of payment of fees, but excepting those relating to patents binding 
the Crown and to oompulsory licences (x). Fending applications 



p. 10, Stirling, J., held that an attorney under a power could not petition 
for revocation in his own name, and also that all persons interested in a 
patent must be parties. 

(t) Sect. 22. See Patents Rules, 1883, 57—63, pp 341, 342, post. 

(u) Sect. 45, sub-sect. 2. 

(v) Sect 44. 

(w) Ibid., and see same section for other provisions for the purpose of 
preventing publication of any such invention. 

(x) Sect. 46; and see also sect. 113. As to the expiration of foreign 
patents making void the British patents, see ante, p. 17, n. 
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for disclaimer or extension are probably governed by the old 
law (y). Questions on these and other pending matters are 
no doubt, however, at this lapse of time, almost or entirely dis- 
posed of. 

The registers under the old praotioe are to be deemed parts of Becistradon 
the same book as the Register of Patents under the new act (*). practice. 
The praotioe of registration, however, is considerably altered. 
Formerly (a), entry was made of documents themselves. Now, 
entries ore to be made of the names and addresses of grantees of 
patents, and notifications [only] of assignments and of transmis- 
sions of patents, of licences under patents, and of amendments, 
extensions and revocations of patents, and such other matters 
affecting the validity or proprietorship of patents as may from 
time to time be prescribed (ft). The register is primd facie evidence 
of any matter by the act directed or authorized to be inserted ((). 
No notice of any trust, expressed, implied or constructive, can be 
entered on the register or receivable by the comptroller (c). 
Further, the person for the time being registered as proprietor of 
any patent shall, subject to any rights appearing from the register 
to be vested in any other person, have power absolutely to assign, 
grant licences as to, or otherwise deal with the same, and to give 
effectual reoeipts for any consideration for suoh assignment, licence 
or dealing, but equities may be enforced as in respect of any other 
personal property (d). 

The documents, notifications of which, as affecting the pro- Whatdoou- 

monis may do 

prietorship of patents, may be entered on the register, must be notified on the 
suoh as confer legal interest or rights. At least this seems the T *& t **** 
effect of sects. 85 and 87 (e) ; so that a mere beneficiary can 
hardly under the former section be the registered proprietor of a 
patent or licence who, as mentioned in the latter section, has 
power to assign or otherwise deal with it. Executory agreements, 



(y) Sect. 113 seems to show this. The word " application" in sect. 45 
means " application for a patent." The like word in sect. 113 has the more 
general meaning. 

(z) Sect. 114. 

(a) Ante, p. 8. 

(b) Sect. 23. 

(c) Sect. 85. 

(d) Sect. 87. 

(e) This is Mr. T. Aston's view. See p. 65 of his work. The same inter- 
pretation is put upon the above sections at the Patent Office. 
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therefore, as such oannot be registered. Iioenoes, or agreements 
under seal having the effect of licenoes, can, perhaps, be registered, 
although they were executed before the patent was sealed, as the 
limited patent rights obtained before the sealing will form part of 
those granted by the patent itself, and the prescribed form of a 
patent (/) does not restrict the date at which the consent, licence 
or agreement may be given by the patentee. 

As to agreements between co-applicants or co-patentees stating 
the terms on which they, working separately, shall respectively 
use the patent rights, it is presumed that they are fit subjects for 
registration, on the ground that they amount to licences between 
the parties (g). It is presumed that no instrument executed before 
the actual date of the sealing of a patent, and purporting to be an 
assignment thereof, or of some share or interest therein, will amount 
to an assignment of a legal estate or interest, so as to admit of 
registration. This seems to result from the circumstance that the 
purported assignment would be inconsistent with the terms of the 
patent, and that no legal grant can be made of property of which 
the grantor has neither an actual nor a potential ownership at the 
time of grant (A). It does not seem that any other documents 
executed before a patent is sealed can be registered, except the 
licences and agreements above mentioned, and the legal assurances 
of any such instruments (i). 
Rectification By sect. 90 of the new act (j) f provisions are made for the recti- 
hy expunge- fioation of the register and the expungement or varying of any 
ment, &o. en tiy injurious to the rights of any persons as the court may think 



(/) Post, p. 48, Form 1. 

(g) It has been stated at the Patent Office that after the grant has been 
duly recorded documents executed before the sealing of the patent, and even 
during the period of provisional protection, which give any legal rights or 
estate in a patent, may be notified on the register. Mr. Lawson intimates 
(p. 30) that it was, and presumably would be, the practice not to register 
documents affecting provisional specifications only. This opinion does not, 
perhaps, apply to licences and agreements above mentioned, which are 
intended to extend beyond the period of provisional protection. 

(h) See Millar's Bills of Sale, 3rd edition, 1871, pp. 36—38 (and also 4th 
edition, 1877), citing Qrantham v. Hawley (1 Hobart, 132), and Bacon's 14th 
maxim and comments thereon, and the remarks of Tindal, J., in Lunn v. 
Thornton, 1 G. B. 379. An intended assignee of the above kind should 
become a co-applicant by amendment. See ante, p. 12, and post, p. 29. 

(t) As to registration of assignments and mortgages respectively, see also 
pp. 132, 133, post. 



THE NEW ACTS. 

fit. No oase appears to be reported in connection with this section. 
As these provisions are practically of the same nature as those 
under the Act of 1852 (k) in the above respect, it may be well to 
take notioe of some of the legal decisions under the old law relating 
to the latter provisions. In Be Green 9 8 Patent (/), a patentee in 
1853 assigned the patent to persons who did not at first register the 
assignment. A new assignment of the patent was made in 1855 
to the father of the patentee for valuable consideration, who there- 
upon registered his assignment before the first assignees registered 
theirs. On the application of the latter, the first entry was ordered 
to be expunged (m). In Be Morey** Patent the faots were nearly 
similar, except that the first assignment was only of a moiety of 
the patent, and it was held that a subsequent assignee from the 
patentee had constructive notice, on account of the recital in his 
deed of assignment, of the prior interest, although it was therein 
described merely as a licence. The entry of the seoond assignment 
was not ordered to be expunged, but the court direoted that a 
statement should be entered on the register that the licence referred 
to was actually the assignment in question, and refused to direct a 
statement to be entered to the effect that the seoond assignee had 
had notice of the first assignment, as the notioe was only con- 
structive. Where a deed is good and bond fide >, it would seem that 
no entry could be made on the register qualifying its effect, or 
giving it a construction (n). Aooording to this rule, it was held 
that the entry of a deed of assignment of his half share by one 
co-patentee, who thereby also purported to release his assignee from 
all claims by himself and the other co-patentee, should, on the 
application of the latter, be expunged, as the deed oould not be 
altered (p). 

(A) Sect. 38. 

( I) 24 Beav. 145. 

(m) In the report of that case it does not appear that the second assignee 
had any notice, express or constructive, of the prior assignment ; but, in Be 
Morels Patent, 25 Beav. 583, the decision in Re Green's Patent was treated 
as having been based on the fact of fraud, to which the second assignee was 
privy. 

(n) Re Morey's Patent, supra, as cited in Lawson, 186 ; and see Re Horsley 
and Knighton's Patent, L. B. 8 Eq. 475. 

(o) Re Horsley and Knighton's Patent, supra. 
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CHAPTER ON AGREEMENTS. 

PAQB 

Principal matters in the precedents of agreements 26 

Disclosure and trial of the invention ; confidential communications 

of a secret invention • . 27 

Amendment of application by making lender or purchaser a co- 
applicant • 29 

Interest on a loan according to net profits of a patent ; effect of bank- 
ruptcy of inventor ; interest equal to share in net profits and 
not in specie • . 29 

Loan to patentees, only repayable out of net profits and not per- 

sonally 31 

Accounts 33 

Improvements or additions to an invention or discovery of other pro- 
cess ; for what improvements patents can be obtained 33 

Colonial and foreign patents ; International Union 36 

Sale of patent on the hire system 37 

Some points in general law of contracts now to be noticed; requisites 

of a simple contract; agreement by deed; estoppel 39 

Specific performance of contracts generally ; specific performance of 
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Principal The precedents of agreements given herein relate chiefly to the 

matters in the » n • n 

preoedents of following matters : — 

agreements. ^. The advanoe of moneys by way of loan in order to defray the 

expenses of taking out a patent, and to provide capital for working 

it (a). 

2. The advanoe of moneys by way of purchase of an interest in a 
patent in order to defray the expenses of taking out the same, 
which one of the parties is to work for the benefit of both (J). 

3. An arrangement of the terms and conditions on whioh joint 




(a) Agreements I and III., post, pp. 59, 67. 

Agreement IL , p. 64, post. Where the parties are to work together 
deed should be entered into. See a precedent of such a deed 
'•, p. 99. 
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applioants for or grantees of a patent may each separately work 
it (c). 

4. The sale of a patent or share therein (before or after grant) 
for cash payable at onoe or by instalments, or shares in a com- 
pany (rf). 

5. The employment (by way of lioenoe) of the vendor of a patent 
to manufacture or sell the patent articles for the purohaser (e). 

6. The supply by the vendor to the purohaser of the raw material 
for manufacture of the patent articles or commodities (/). 

7. The sale of a patent on the hire system (so to speak) that is, 
where an exclusive licence is granted until payment of the whole 
consideration (fixed sums or royalties) and then (if necessary) a 
formal assignment is to be executed (g). 

8. An arrangement of the terms and conditions on which a 
licence is to be granted (A). 

9. The formation of a syndicate to purchase a patent and re-sell 
it to a oompany or otherwise (*'). 

10. The appointment of an exclusive agent for a district to sell 
patent articles (J). 

As the chapters on assignments and licences, post, and the foot- 
notes to the various clauses in the precedents of these agreements 
deal with much of the subjeot-matter contained in the latter, the 
observations in this chapter are intended to be mostly of a general 
nature, and applicable not only to agreements so called, but also 
to other instruments dealing with patents. 

In an agreement for the advance of moneys to an inventor in Disclosure 
relation to the invention, it is usually provided, in case the other {£e invention 
party has not already satisfied himself as to the probable worth or Confidential 
success of the invention that a full disclosure and trial of it shall be tiona of a 
made before any money is advanced. Such a provision, though J-^ mven " 
inserted as part of the agreement, is, of course, only introductory 
to the agreement proper, and, in the oase of an intended loan 



(c) Agreements IV. and VIII., pp. 70, 82. 

(d) Agreements TV., V., VL, and VII., pp. 70—79. 
W Agreement IV., p. 70. 

(/) Agreement IX., p. 84. 

W Agreements XI. and XII., pp. 89, 93. 

W Agreements IX. and X, pp. 84, 87. 

M Agreement XIII. , p. 96. 

(/) Agreement XV., p. 104. 
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merely, would not be binding (k). This provision is generally 
supplemented by another to the effect that the person to whom the 
invention is thus to be disclosed, shall not, except for the purposes 
of the agreement, make use of the invention, and also (in case the 
complete specification has not been accepted) (/) communicate the 
secret of it to any one, without the written consent of the inventor. 
This reference to communication is not, however, strictly essential, 
although its insertion will form evidence of the intention of the 
parties. The true ground on whioh the inventor would be entitled 
to restrain the other party from unnecessarily divulging the secret 
of the invention, is that the communication of it was made to the 
other party strictly in confidence. The law on the subject of the 
ownership and communication of an unpatented invention may be 
shortly stated as follows. An inventor has no right, independent of a 
grant made to him by the authority of a positive law, to prevent 
other persons from using an article or making any particular appli- 
cation of the laws of nature, merely because he was the first person 
to discover the article or application ; therefore the law does not 
recognize any right or property whatsoever in an invention which 
is not made the subject of a grant by patent (m). 

Thus, in Newbery v. James (w), the court refused to decree specific 
performance of a contract to sell a secret invention which had been 
the subject of a patent long since expired, or to grant an injunction 
to restrain its disclosure. Where, however, under an agreement by 
the defendant with the inventor not to avail himself of communi- 
cations made to him respecting the invention which was to be 
made the subject of experiments by the two parties with the view 
of obtaining a patent for the invention, the defendant fraudulently 
obtained the patent in his own name, the inventor was held entitled 
to damages for the breach (o). An exoeption to the rule against 
the existence of a right of proprietorship in a mere secret invention, 
not (as a matter of course at least) intended to be patented, occurs 
in any case where the disclosure of the secret would involve a 



(k) That is from want of consideration, unless the agreement were under 
seal. See post, pp. 40, 41, as to simple contracts and contracts under seal. 

(I) See sect. 10 of the new act, post, p. 310, as to publication by the office 
after the acceptance ; also ante, p. 14. 

(m) Hindmarch, 228. 

(n) 1 Carp. P. 0. 368. 

(o) Smith y. Dickenwm, 3 Bos. & Pull. 630. 
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breach of faith or trust. Thus, in Morison v. Moat (p), a party 
who has a secret in trade, and employs persons under contract or 
duty, express or implied, can restrain them from setting up their 
knowledge against the employer. The employers may have no 
title against the world in general, and yet a good title against the 
defendant (q). 

The next provision to be noticed, in any case where the patent Amendment 
has not been obtained, is that for obtaining it in the joint names by making 
of the parties. It is an undoubted advantage to a purchaser or a purc ^^ r a 
lender, pending the application for the patent, to be made an oo-appl"***- 
applicant and afterwards a grantee jointly with the inventor, as 
thereby he' is, to a great extent, protected from dealings with the 
patent behind his back (r). As before mentioned (#) the applica- 
tion can be amended, by adding the names of other persons as 
co-applicants. In the case of an agreement for a loan the lender, 
on the first advance being made, would properly claim to be made 
a co-applicant at once (t). In the case of a purchase, however, a 
vendor (the inventor) can hardly be advised to make the purchaser 
a co-applicant, so long as any considerable part of the purchase- 
money remains unpaid, especially as it might take time, trouble 
and expense to oust him from the position, in oase be should fail 
in his engagement. As the acceptance of the oomplete specifica- 
tion is the crucial point in the proceedings, after which the patent 
can, unless there is opposition (w), be easily obtained, it seems 
advisable that provision should be made for the payment of a 
considerable portion of the purohase-money shortly after the fact 
of acceptance is notified to the purchaser, and that, on such pay- 
ment, the purchaser should be made a oo-applioant. 

The amount of interest on money lent to an inventor who gives Interest on a 

, ° loanaooording 

no security, except the patent itself, is generally made to depend, to net profits 
to some extent at least, on the amount of the net profits derivable a ** 

(p) 20 L. J. Ch. 513 ; affirmed on appeal in 21 L. J. Ch. 248. 

(q) Per Turner, V.-C, in same case. See also Morgan v. Seaward, 2 Mees. 
& Wels. 544 ; Patterson v. Gas Light <fec. Co., L. E. 3 App. Cas. 239. 

(r) As to the powers of each co-owner of a patent working separately, see 
Chapter on " Assignments," post, pp. 118, 119. As to licences before grant, 
see p. 24. 

(«) Ante, p. 12. 

(<) As to the specific performance of contracts for lending and borrowing 
money, see post, pp. 43, 44. 

(u) See sect. 11 of the new act. By that section, notice of opposition must 
be given within two months of the date of the advertisement of the accept- 
ance. 
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from working the patent. It may not, perhaps, be desirable to 
give the mortgagee a fixed share of the net profits as interest, as 
the latter may, when portions of the loan have been repaid, be of 
excessive amount compared with that of the principal moneys 
remaining unpaid. It therefore seems best to provide for the 
payment of a fixed percentage of interest, and a further interest 
(also at a percentage) which shall not exceed a fixed share of the 
profits for the time being (t?). The mortgagee, by reoeiving interest 
dependent on the amount of net profits, is not rendered liable as a 
partner with the inventor in the business of working the patent, 
although he may be held so liable on the construction of the 
agreement as a whole (w). 
Effect of On the bankruptcy of a mortgagor, the rights of the mortgagee 

of inventor, as to his security are in no way affected by sect. 5 of the Partner-* 
ship Law Amendment Act, which forbids competition by a creditor, 
the interest on whose debt has been made payable out of or by 
reference to the net profits of the business, with the general 
creditors (#). 

If, therefore, the interest provided to be paid be of the double 
nature above mentioned the mortgagee can, on the bankruptcy of 
the inventor, recover as far as may be out of the mortgaged patent 
his principal and the first above-mentioned fixed interest, and also, 
it is presumed, the arrears (if any) up to the commencement of bank- 
ruptcy of both kinds of interest. By seot. 5 of the Partnership 
Law Amendment Act (y), as read with the decision in Ex parte 
Shiel (see above), the mortgagee cannot compete with the other 
creditors, as to the assets not comprised in his security, in respect 
of any principal or interest. It seems hopeless to contend, how- 
ever, that under the above-mentioned arrangement as to the pay- 
ment of two kinds of interest, the total interest is not one varying 
with the profits. 

(v) See Agreement L, Clause 7, post, p. 61. 

(w) See Partnership Law Amendment Act, 28 & 29 Yict. c. 86 (1865), Appen- 
dix, post, p. 368 ; and on the general question of liability as a partner by a 
person snaring the net profits of a business, see Lindley on Partnership (4th ed. 
pp. 33—64) ; MoUwo, March <fc Co. v. Court of Wards, L. E. 4 P. 0. 419 ; the 
observations of Jessel, M.B., in PodUy v. Driver, L. B. 4 Ch. D. 458 ; and 
Ex parte Tennant, In re Howard, L. B. 6 Ch. D. 303 ; In re Stone, L. B. 33 
Ch. D. 541 (Kay, J.) ; and Badeley v. Consolidated Bank (1886), L. B. 34 Ch. 
D. 536 (Stirling, J.). See also Exparte Macmillan, In re Whittaker, 24 L. T. 
N. S. 143 ; Elsie v. Webster, 5 Mees. & Wels. 518. 

(x) Exparte Shiel, In re Lonergan, L. B. 4 Ch. D. 789. See seot. 5 of the 
Partnership Law Amendment Act, post, p. 368. 

(y) 28 & 29 Yict. c. 86, Appendix, post, p. 368. 
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In view of the construction which the court might, adversely to Interest eqnal 

11 x l x "i_ i_i t.« !• i_i to share in net 

a lender, put upon an agreement so as to hold him liable as a profits, and 
partner, it seems safer, in his interest at least, not to give him as not m "P* 516 - 
interest a share of the net profits in specie, but some percentage on 
the principal moneys dependent on the amount of net profits, as 
above mentioned (s). 

Cases of loans to persons in business, who are only to repay the I*** to pa- 
moneys out of the net profits of the business without otherwise repayable out 
incurring any personal liability, are probably of little occurrence, and'notper- ' 
Where the sums advanced are also charged on the assets of • onaU y- 
the business, the limitation of the responsibility of the borrowers 
is somewhat similar to that of a limited joint stock company (not 
its members) with regard to its creditors. In framing an agree- 
ment for a loan of this kind, the risk of the lender being declared 
a partner must, of oourse, in his interest be provided against. 
The inability of the lender to obtain payment except out of his 
security, that is, the patent and the net profits (its fruits) will not, 
it is clear, of itself make the transaction other than a loan, so as to 
prevent the application of sect. 1 of the Partnership Law Amend- 
ment Act, 1865 (a). The lender should, therefore, see that no 
provisions in the agreement will be likely to put him in the 
position of a person carrying on business by the borrowers as his 
agents (b). Accordingly, no provision should be inserted binding 
the borrowers to carry on the business at all, or (except for the 
purposes of inspection of the books, and obtaining and verifying 
the accounts) enabling the lender to have any voice in the conduct 
of the business. In the further interest of the lender, the advance 
of the money beyond perhaps an immediate sum (a small one) 
might be made by instalments conditionally as to each instalment 
on the results to him in respect of the previous advances having 
been satisfactory. A precedent of the above kind of an agreement 
for a loan to a firm, joint patentees of an invention, is inserted 



(z) See on this the cases of Mollwo, March <fe Co. v. Court of Wards, and 
Ex parte Tennant, In re Howard, supra. 

(a) This act is set out in the Appendix, post, p. 868. 

(b) Bee Cox y. Hickman, 8 Ho. L. Cas. 268, where scheduled creditors to 
a deed of arrangement, who were to be paid their debts out of the profits of 
the debtor's business, were held not liable to debts contracted by the trustees 
in carrying on the business pursuant to the deed. See also Mollwo, March & 
Co. v. Court of Wards, supra; and Lindley, Book L, Chap. I., Sect. II., 
" Quasi-Partnership." 
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herein (c). It is there virtually provided that principal and 
interest shall, until the charge on the patent becomes enforceable, 
be payable out of one third share of the net profits half-yearly. 
The object of pledging a share only, is, of oourse, to prevent the 
stoppage of the business, which otherwise might occur. The mode 
of ascertaining the net profits should, if possible, be arranged 
prior to such an agreement being entered into, and the precedent 
contains a recital to the effect that the custom of the firm in this 
respect shall be adhered to (</). The payment of interest on all 
past advances is, of oourse, first to be made, and then the balance 
of the share is to go in reduction of the principal sum then remaining 
unpaid. The condition for the advance of an instalment at the 
end of any half-year is, that in the settlement of the accounts for 
that period, it shall be shown that the amount of the one-third 
share will admit of the lender receiving in reduotion of interest 
and principal a sum equal to, or exceeding a certain per-centage 
on the latter (e). The instalments are for convenience provided to 
be equal in amount. The charge on the patent is supplemented by 
a declaration of trust of the patent in support of the charge. A 
legal mortgage could, of course, be executed and registered, but 
such an act would tend to expose to the public the financial state 
of the firm (/). The charge is made enforceable only on default 
of the firm in its obligations under the agreement, or, in case for 
any half-year the share of net profits, will not admit of the lender 
receiving his full interest at least on the principal sum then 
remaining unpaid. On the authority of Werdermann v. Socittt 
Qinirale d i Ekctricitt (g), it seems that the assigns of the patent, 

(c) Agreement III., post, p. 67. 

(d) See note (b) to Agreement III., post, p. 08, for some observations on 
the mode of ascertaining net profits of a business. 

(e) E.g., let the interest on the advances be 10 per cent, per annum, and 
the principal sum remaining unpaid at the end of any half-year (but before 
the settlement of accounts for that period) be 2001. If the minimum per- 
centage above mentioned be 30, and is then reached or exceeded, the lender 
will be entitled to receive 60/. at least, t. e., 101. half-yearly interest, and the 
balance in reduction of principal, in respect of the new advance, the lender 
will be credited with 50/. at least. 

(/) See note (/) to Agreement IIL, post, p. 69, as to this, and also as to 
the agreement being executed as a deed, and the effect of the declaration of 
trust. 

{g) L. E. 19 Ch. D. 246 (Jessel, M.E., and Lush and Lindley, L.JJ.). 
See reference to this case in the Chapters on "Assignments " and "licences,'' 
and generally as to the question of covenants being binding on assigns, post, 
pp. 120, 185. 
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taking with notice of the agreement, would be bound thereby as 
to the charge and the payment out of the net profits. To ensure 
such notice, it is provided that both the partnership deed and the 
letters patent shall be endorsed with a reference to the agreement. 

The right to a share of net profits confers a right to an ao- Accounts, 
count (A). The same is the case, no doubt, where the right is not 
to a share of net profits in specie, but to some sum or per-centage 
equal in amount to or regulated by the amount of a share in the 
net profits. An express right to an account is invariably given in 
the precedents in this work. Where a patentee has assigned a 
share of profits, the assignee is entitled to call on a licensee of the 
patentee for an aooount, but the assignee must make the assignor 
and the assignees (if any) of other shares of profits parties to the 
acoount, and offer to pay to the licensee any moneys due to him from 
the assignor (*). In Werdermann v. Sociiti Oinirale d' Electricity (k) 
a covenant by an assignee of a patent that he and his assigns 
would pay the assignor a per-centage on the net profits, was held 
to be binding on the assigns who took with notioe of the covenant, 
and they were ordered to furnish aooounts accordingly. 

The term " improvement " or " addition " used in respect of an Improve- 
invention plainly suggests the dependence of the improvement additions to 
or addition on the invention itself. An entirely new process, inde- ** discovery 
pendent of the invention, might, however, be discovered as applic- °* other 
able to the production of articles or commodities similar to those 
produced by or with the application of the invention. To such 
process the term "improvement" or "addition" would hardly 
then be applicable. An agreement, therefore, to include present 
(if any) or future improvements or additions to an invention in 
the contract for sale of the invention should, in the purchaser's 
interest, be made also to include any such process, if the purchaser 
is to preclude the vendor from afterwards setting up a rival 
invention. The importance of including the benefit of the dis- 
covery of such an independent process in a contract for sale of an 
invention, and the patent in respeot of it, is noticed in The Printing 

(h) Harrington v. Churchward, 6 Jur. N. S. 576 ; Rishton v. Griesell, L. R. 
5 Eq. 326; Turney v. Bay ley, 4 De Gk J. & Sm. 332 ; all cited in Lindley, 
4th ed. p. 946. 

(i) Bergmann v. Macmillan, L. E. 17 Ch. D. 427. 

(Jc) Supra. See, as to covenants (including as to furnishing accounts) 
how far binding on assigns, Chapter on "Assignments," post, p. 120, and 
Chapter on " Licences," post, p. 185. 

M. D 
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and Numerical Registering Company v. Sampson (/), where Jesaei, 
M.E., intimates that, in the absence of a provision to that effect, 
the inventor (or vendor) might produce something which, without 
being technically an infringement, or technically an improvement, 
would practically destroy the value of the patent purchased. The 
inducement, however, to the inventor (or vendor) to make any new 
discovery might be much diminished if he is to part with the entire 
benefit of it, without at the same time becoming entitled to some 
remuneration for his trouble (m). The best method seems to be to 
provide that the purchaser shall have the option of purchasing the 
exclusive benefit of the new invention at a fixed price, which would, 
no doubt, from the uncertainty involved, be a small one, and should 
be made payable if and when the purchaser exercised his option in 
writing within a reasonable time after the communication of the 
discovery shall have been made to him. 

The practice, however, has been to include new discoveries in 
relation to the patent articles, without providing for any special 
remuneration on the benefit of them becoming vested in the purchaser 
of the original invention. Sometimes the mere personal right to the 
vendor to use any such new discovery made by him is reserved in 
the contract. This would be done especially in a case where the 
vendor is at liberty personally to use the original invention, or 
generally to make the patent articles by any process whatever. An 
agreement by which the vendor and purchaser of the entirety of a 
patent will be put on equal terms as to the use of any discovery 
made by the former is hardly to be recommended on account of 
the unsatisfactory position, inter se 9 of joint owners of a patent 
who are separately to work it (n). If the new invention should be 
patented, a partition of it as to districts might be made, or a 
licence to use it be granted by the inventor to the other party. 
The case of new discoveries by either a licensor or a licensee 
being made to enure also for the benefit of the other of them, is 
considered in the chapter on " Licences " (©). The above remarks 



(I) L. E. 19 Eq. 464. 

(m) In The Printing and Numerical Registering Co. v. Sampson, supra, 
Jessel, M. B., refused to assume as an absolute truth that a man will not 
invent without pecuniary reward, or that, having obtained money for the 
future products of his brain, he will not be ready to produce those products ; 
and mentions artists and sculptors by way of illustration. 

(n) See Chapter on "Assignments," post, pp. 118—122, as to powers of 
co-owners separately working; and also Precedents III.— VI. of Assign- 
ments, post, pp. 142—156. 

(o) Post, p. 218. 
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will equally apply to new discoveries acquired, but not made, by 
the vendor. Where a new discovery is to be inoluded in the 
purchase of the original invention, the benefit of it can, of course, 
be made effectively to pass only so far (if at all) as the terms of 
the acquisition will permit (p). In the case of a joint discovery 
by the vendor and a third party, whioh is intended to be patented, 
the joint inventors would probably be bound, by force of the 
agreement above mentioned, if they effectually apply at all, to 
join the purchaser, if so willing, in the application for the patent, 
or otherwise the grant to the joint inventors would be made upon 
the terms of being vested in trustees for all parties (q). In the 
case of an agreement relating to a patent, otherwise than for the sale 
of the entirety of it, the above remarks as to special remuneration for 
any new disoovery have apparently much less application, because, 
in general, each party would be entitled to some benefit from the 
original invention, and the question as to the want of inducement 
to make any new discovery would be of far less account. Hence, 
on an assignment of a share of a patent, or of the entirety of the 
patent for a district, or on the grant of a licence, or generally, 
where both parties remain interested to some extent in the 
original invention and patent, a mutual covenant should be 
inserted in the instrument providing for the use by both parties 
of new disooveries made, and perhaps acquired, by either of them, 
whether patented or not. 

A patent for an addition or improvement to an old manufacture For what 
may be granted (r), but the patentee cannot make use of the patents can 
substratum, or original invention, patented by another person, on e ° 
which the addition or improvement was based or dependent (s), 
except by license from him (t) ; but he may wait for the expiration 
of the existing patent, and then take out one himself, if his 
invention be novel, and that patent will be valid (u). Where 

(p) See ante, p. 27, as to confidential communications of a secret invention. 

(q) See Be Russell, 2 De Qex & Jo. 130 ; and Ex parte Scott and Young, 
L. B. 6 Ch. 274 (ante, p. 12), as to conflicting claims of master and servant. 
The mode, generally, of satisfying the claims of another person than the 
applicant's, would probably be similar to that provided in one or other of 
these cases. 

(r) BouUon v. Bull, 2 H. Bl. 489 ; and Hornblower v. Boulton, 8 T. B. 104, 
overruling Bircofs Case, 3 Inst. 184. 

(«) Ex parte Fox, 1 Webs. 431. 

(0 Lister v. Leather, 8 Ell. & BL 1017. 

(«) Per Malins, V.-O., in Fox v. DeUestaUe, 15 W. B. 195. 

D2 
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Colonial and 

foreign 

patents. 



International 
union. 



application for a patent for an improvement or addition is made; 
it must be stated in the specification as being of such a nature, and 
not as an original (i.e., an independent) invention, and conse- 
quently the old process or manufacture on which the improvement 
or addition is to be grafted must be set out (#). The discovery of 
a more skilful and efficient mode of working a process already 
known and in use, is not the proper subject of a patent (y). 

With regard to agreements relating to the purchase of oolonial 
or foreign patents, but subject to the provisions of the Inter- 
national Convention as mentioned later, the following circum- 
stances, some of which, at least, apply to most of the colonies or 
foreign countries, should be notioed : — (1) The inventor himself 
only can apply for a patent. (2) The patent will become void if 
the invention is not put in practice within a limited time of the 
date of grant, or not continuously used. (3) The patent will 
become void on the non-payment of the annual or other duties. 
(4) The patented articles are to be made in the country itself, and 
not imported, and (in the case of Austria) the inventor must begin 
to work his invention with inland materials. (5) Publication in 
the United Kingdom, or elsewhere out of the country, is a bar to 
obtaining the patent (s). (6) A foreign or colonial patent expires 
(at least) when the British patent expires. It should be seen also 
(as in the case of Denmark) that the patent is assignable, as, if it 
is not, an application for a new one would have to be made (a). 

An International Convention for the protection of industrial 
property was, on the 20th day of March, 1883, entered into 
between the governments of Belgium, Brazil, Spain, France, 
Guatemala, Italy, Holland, Portugal, Salvador, Servia, and 
Switzerland (6). Great Britain was not a party to this conven- 



(x) See Hill v. Thompson, 2 B. Moo. 451 ; and Gibson v. Brand, 4 Man. & 
Gr. 179. 

(y) Patterson v. The Qa$ Light and Coke Co., L. E. 3 App. Cas. 239, 
affirming Court of Appeal in L. E. 2 Ch. D. 812. On the above subject, see 
Agnew, pp. 50, 67, 100 et seq., and 276, where the cases are set out at some 
length. 

(z) In that case the application should be made as nearly as possible 
simultaneously with the application here, and certainly before the acceptance 
of the complete specification here. 

(a) See as to the laws relating to foreign patents, Johns. P. M. (Appendix), 
and Carpmael's Patent Laws of the World. As to international and colonial 
arrangements, see sect. 103 of the new act, post, p. 325 ; also sect. 104. 

(6) See Appendix, post, pp. 365—367, where the Articles and Protocol are 
set out. To the above countries must now be added Great Britain, Norway, 
Sweden, San Domingo, and Tunis, who have since joined. Salvador has since 
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tion, but, under Artiole 16 thereof, agreed, by an Order in 
Council, dated the 17th day of March, 1884, to adhere to it, with 
the reservation for her Majesty to accede to the convention on 
behalf of the Isle of Man, the Channel Islands, and any other of 
her possessions, on due notioe being given to the other govern- 
ments for the time being adhering to the convention (c). The 
principal provisions seem to be those whioh are in effect : (1) that 
the subjects or citizens of one state are in any other state of the 
Union to be placed on the same footing as to patents as the sub- 
jects or citizens of the latter state ; (2) that the registration of an 
application for a patent in one state will, for the period of six 
months, give a right of priority as to registration in any other 
state; (3) that the introduction of the patent articles manu- 
factured in one state into the state where the patent has been 
granted will not entail forfeiture of the patent, but the patentee 
must work his patent in accordance with the laws of the country 
into whioh he introduces the articles ; and (4) that states which 
have not taken part in the present convention shall be permitted 
to adhere to it at their request. 

If a patent is to be sold, but the purchase-money, or a portion of Sale of patent 
it, is not to be paid at once, the arrangement is sometimes carried mtem. ™ 
out by means of an absolute assignment in which the whole pur- 
chase-money is acknowledged to be received, followed immediately 
by a mortgage executed by the purchaser to the vendor to secure 
the repayment of the moneys and interest (d). In order, however, 
for the vendor to avoid the troublesome position of a mortgagee, 
another plan can be followed, namely, the execution of an agree- 
ment for the sale of the patent on what may be termed " the hire 
system." An exclusive licence is granted by the agreement to 
the purchaser until the time fixed for payment of the final balanoe 
of the purchase-money and the completion of the purchase, with 
provisions for the determination of the agreement by either party 
in certain events, such as the failure of the patent, or default in 
payment of any instalment. A provision is often inserted, similar 
to that in an agreement for the sale of a piano or furniture on the 
hire system, to the effect that on default in payment of any one 

withdrawn. Ecuador joined and afterwards withdrew. See Article XVI., 
potty p. 366. Queensland has been added by Order of the Queen in Council 
(see above) as from the 17th day of September, 1885. 

(c) Under this article Queensland was made a party. See last note. 

(d) This is, no doubt, the common conveyancing practice as to land. 
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instalment the remaining ones shall at once become due. This 
provision, though somewhat modified, appears in the precedent of 
a licence given herein, whioh is intended to provide for a sale on 
the hire system (e). In the kind of agreement now under con- 
sideration, no suoh provision occurs, as, owing to the indefinite 
value of a patent at all times, a purohaser might be found to object 
to its insertion. 

Further, it may be found prudent to make the terms of purchase 
less onerous, in order to attract a purchaser. It is, therefore, pro- 
vided (/) that the only penalties for default on the part of the 
purohaser, except as to the last instalment, shall be the obligation 
also to pay interest, and liberty for the vendor to rescind. On de- 
fault in payment of the last instalment, the vendor is virtually to 
have the choice between specific performance and the rescission of 
the contract (g). Again, as from the amount of each instalment, 
the purchaser is to be supposed liable to pay at the commence- 
ment of eaoh year somewhat (at least) in excess of the sum fairly 
chargeable for the use of the invention for that year (regard being 
had to the duration of the patent), he is permitted to determine 
the agreement any time before the commencement of the last year. 
An exception is made of the last year, in order that the vendor 
may have time, before he makes up his mind (if at all) to have the 
purchase completed, to seek for another purchaser. On payment 
of the final balance of the purchase-money an assignment is to be 
executed. By construction of law, however, the patent would then 
vest, it seems, in the purchaser without any assignment, although 
such an assurance is of importance to the purohaser and should be 
required (h). 

The event of the patent beooming void, either by revocation or 
omission of the vendor to pay the fees or otherwise before the 
purchase is completed, is provided for by this form of agreement. 
In case no appeal shall be made against a judgment in revocation 
of the patent, all instalments not already due at the date of the 
judgment are to cease to be payable. Pending the appeal (if any) 



(«) Licence VII. , post, p. 266, where the sale is to be for a district only. 

(/) Agreement XL, post, p. 89, where the sale is to be for the whole 
kingdom. 

(g) Independently of this provision, he could claim specific performance, 
or, in default, rescission. See Fry on Specific Performance, p. 458 (3rd ed. 
1881). The last instalment mentioned above is intended to be the largest. 

(h) See post, p. 91, note (/), to Agreement XL 
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and subject to the right of either party to determine the agreement 
as therein provided, the payment of every instalment not previously 
due is suspended, which payment is to revive on the appeal be* 
coming successful. It is provided also that the final cesser of 
payments, as above mentioned, shall be in lieu of damages (if any) 
payable to the purchaser by reason of the patent becoming void. 
The right to these damages, however, will depend upon the nature 
of any oovenant by the vendor as to the validity of the patent, or 
his liability to pay the fees or to defend the patent. In the precedent 
now under consideration, the liability of the vendor in respect of 
the validity of the patent is to be as to his own acts or defaults, 
which must neoessarily be such as relate to the payment of the past 
fees, or performance or observance of the other conditions of the 
patent, and not to the novelty or utility of the invention (*"). In 
the same precedent the vendor covenants to pay the future fees up 
to the completion of the purchase, or permit the purchaser to do so, 
and deduct the sums paid from the purchase-money, and also to 
defend the patent in proceedings for revocation (/). 

A sale on the hire system might also be effected by the agree- 
ment imposing royalties for the use of the invention, which, when 
amounting in the aggregate to a certain sum, shall, after payment 
thereof, entitle the purchaser to an assignment of the patent. The 
form oi such an agreement is given in the precedents (k). The 
difference in the forms of the two kinds of agreements mentioned 
in this paragraph is mainly that due to the difference in the con- 
siderations for the purchases. The same observations will, there- 
fore, mainly apply to both parties. The power of the vendor to 
rescind as contained in the later form is, however, more stringent 
than that in the earlier one. As the licensee may be lax in 
working the patent, and thus pay few or no royalties, the 
vendor is given a right to rescind on default not only in pay- 
ment of royalties due or breach of other conditions after notice 
to repair the same, or on bankruptcy, but also in the event of 
his not in any half-year manufacturing patent articles to a certain 
quantity. 

It is now proposed to note some of the principal points in the Some points 

in general law 

(i) Qeepaty p. 114. 

(j) See Chapter on " Licences," post, pp. 196, 199, as to covenants in an 
exclusive licence where premiums are to be paid with or without royalties. 
(k) Agreement XII, , post, p. 93. 
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of contracts general law relating to agreements or, as they are often called, 

noticed. oontracts (t). 

Requisites of A good and valid consideration is a requisite for a simple oon- 

wnbract. traot, and, it appears, must be disclosed in the document itself, 
if the oontraot is in writing (m), as nothing not found in the 
dooument can be considered as part thereof (n). Parol evi- 
dence, however, is admissible to explain latent but not patent 
ambiguities in a dooument (o). Sect. 4 of the Statute of Frauds 
requires agreements that are not to be performed within the 
space of one year from the making thereof to be in writing. 
Such an agreement must be one which, from its terms, appears 
incapable of performance within the year; but the possibility 
of such performance will take it out of the operation of the 
section (p). If, however, it appears from the terms that one 
party can perform his part, the statute does not operate (q). Where 
a verbal agreement in the nature of a licence had been aoted on 
for some years by both parties and royalties had been paid there- 
under, it was held a valid and continuing licence (r). 

Agreement by An agreement by deed has a superior efficacy, as between the 
parties thereto, over a simple contract, both on account of the almost 
absolute completeness of the consideration which, in general, 
is to be implied therein (*), and also of the doctrine of estoppel 
next notioed(tf). 

Estoppel. Estoppel arises where a man is concluded by his own act or 

acceptance to speak the truth (u). Estoppel by writing does not 



(I) For the general law, see Chitty on Contracts, Addison on Contracts, 
Pollock's Principles of Oontracts, &c. 

(m) Eden v. Blake, 13 Mee. & Wei. 614 ; and Lockett v. NicJdin, 2 Exch. 
93, cited in Chitty, 1 1th ed. p. 65. 

(n) Kain v. Old, 2 Barn. & Cress. 627 ; Chitty, 107. 

(o) Chitty, 101, 102. 

(p) Williams on Personal Property (Chapter on " Contracts") ; Pollock's 
Principles of Contracts, 4th ed. p. 160. 

(q) Donellan v. Reid, 3 Barn. & Adolph. 899; Cherry v. Heming, 4 Ex. 
Eep. 631. See notes to Peter v. Compton, 1 Sm. L. Cas. 335 (7th ed.). 

(r) Crowley v. Dixon, 10 H. L. Cas. 293. As to verbal and other licences 
not under seal, see Chapter on " Licences," post, pp. 184, 187 — 189. 

(«) The exceptions will be mostly in case of fraud or as to voluntary settle- 
ments, &c. under 13 Eliz. c. 5, or the bankruptcy laws. 

[t) The precedents of agreements given herein are to be treated as being 
of simple contracts, unless the contrary is stated in any footnote thereto 
respectively. 

(u) Co. Litt. 352 a ; Com. Dig. Estoppel A. 
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arise in the case of a simple contract (x). Strong presumption, 

but not conclusive evidence, may, however, arise against a party 

to the simple contract by reason of the recitals or statements 

therein, but he is at liberty to prove mistakes in, or the falsity 

of, them, unless another person has been induced thereby to 

alter his condition. In the latter event he would be estopped 

with respect to that person and that transaction (y). A deed 

operates as a conclusive bar, and prevents all inquiry into the 

truth (z). A recital in a deed of a particular fact which all the 

parties have agreed to admit as true is an estoppel to all (a) ; 

but when it is intended to be the statement of one party only, 

the estoppel is confined to that party (b). In Hills v. Laming (c), 

there was an agreement under seal in compromise of the disputes 

between two patentees of similar or rival inventions, in which, 

after providing for the exolusive use by either party of some 

limited part of the other's invention, subject to the payment of 

royalties, it was stated that it was assumed, for the purposes of the 

agreement, that eaoh party was exclusively entitled to the portion 

of the invention over which he purported to grant the exolusive 

use to the other party ; and it was provided that, on breach of the 

agreement by either party, a certain sum should be paid to the 

other by way of liquidated damages. In an action to recover that 

sum, the defendant pleaded that the plaintiff's patent was not 

valid. It was held that the plea was bad, as the defendant was 

estopped by the agreement from disputing the validity of the 

patent (d). 

Certain general rules guide the court in decreeing specific Specific per- 
formance of 



(*) There must be a deed : Shep. Touch. 320, 321. See Grant v. Norway, 
10 C. B. 665 ; Bates v. Todd, 1 Moo. & Bob. 106 ; also cases cited in Everest 
& Strode's Law of Estoppel, p. 193. There are exceptions to this rule by 
certain statutes, which do not apply to the subject of this work : see 18 & 19 
Vict. c. Ill, s. 2, as to the signature of a bill of lading by the shipowner. 

(y) Per Bayley, J., in Heane v. Rogers, 9 B. & C. 577, 584, cited in Chitty 
on Contracts, p. 7 ; and see the other cases there cited. As to equitable 
estoppel, see Pollock, 479. 

(z) Carpenter v. Bailer, 8 M. & W. 209 ; Carter v. Carter, 27 L. J. Ch. 74. 

(a) Stroughill v. Buck, 14 Q. B. 787, and other cases cited in Chitty on 
Contracts, p. 6. 

(ft) Stroughill v. Buck, supra. 

(c) 9 Exch. 256; 23 L. J. Ex. 60. 

(d) As to estoppel by recitals in a deed, see also the Chapters on " Assign- 
ments " and " licences," post, pp. Ill, 112, 184, 191, 192, 
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generally. 



Specific per- 
formance of 
contracts for 
sale of 
patents. 



performance of contracts generally. First, an action for damages 
only must appear an inadequate remedy (e). Seoondly, there 
must be mutuality of remedy (/), e.g. an infant cannot obtain a 
decree (g). Thirdly, the contract must be certain in its terms (A). 
Fourthly, the contract must not be in its nature revocable, as the 
interference of the court might after decree be rendered useless, 
e.g. in the case of an agreement to enter into a partnership, the 
duration of which is not specified, and which would consequently 
be a partnership at will merely (t). Fifthly, there must be a 
consideration for the contract (k). Contraots relating to personal 
property will, in general, be enforced when the subject matter is 
very rare, or of unusual beauty or character (/). Speoifio per- 
formance under some or other of the above conditions will con- 
sequently be decreed of agreements relating to inventions and 
letters patent (m). 

An agreement for the sale of a patent may, at the instance of 
either the vendor or purchaser, be decreed to be specifically per- 
formed. This is the case even if the patent was not, at the date 
of the contract, actually taken out by the vendor, provided, at 
least, he was then entitled to make an application for the same («). 
And even before the patent was granted, it was held that the 
court would enforce specific performance to the extent of decreeing 



(«) Harnett v. Teilding, 2 Sch. & Lef . 553 ; Fry, 22. 

(/) Story, 723 ; Adderley v. Dixon, 1 Sim. & Stu. 607 ; Fry, 201 ; William* 
V. Williams, L. B. 2 Ch. 294, 304. 

(g) Flight v. Bolland, 4 Buss. 301. For cases on other points, see Wright 
v. Bell, 5 Price, 325 ; Kenney v. Wexham, 6 Madd. 355 ; Cogent v. Gibson, 33 
Beav. 557 (infra). 

(h) Moseley v. Virgin, 3 Ves. 184 ; Story, 728 ; Fry, 37. 

(i) Hcrcy v. Birch, 9 Ves. 357 ; Sturgev. Midland Railway Co., 6W.E. 233. 

(k) Jeff ergs v. Jefferys, Cr. & Ph. 141, which was the case of a father, by 
voluntary settlement, covenanting to surrender copyholds to trustees for his 
daughters. See also Hervey v. Audland, 14 Sim. 531 ; and Fry, 42. 

(1) E.g., railway shares of a limited number, Duncuft v. Albrecht, 12 Sim. 
199 ; timber, by reason of its vicinity, of peculiar convenience to the plain- 
tiff, a ship carpenter, Adderley v. Dixon, supra ; Buxton v. Lester, 3 Atk. 385 ; 
pictures, Dowling v. Beijemann, 2 John. & Hem. 544 ; and heirlooms, &c, 
Somerset v. Cookson, 1 Wh. & Tu. L. Cas. ; Pusey v. Pusey, 1 Vern. 273. 
As to inventions and patents, see the text above in continuation. 

(m) See Snell on Equity, and Fry on Specific Performance, generally. 

(n) Cogent v. Gibson, supra. In that case the agreement was to sell a 
British patent, which the vendor, the owner of a French patent for the same 
invention, had thereby agreed to take out at the expense of the purchaser. 
The patent was taken out, and the vendor was decreed speoifio performance. 
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that the vendor, the defendant, should sign and seal a complete 
specification, tendered him by the purchasers, and, according to the 
agreement, completed by them at their own expense (0). An 
agreement by a vendor to assign all future patents obtained by 
him for improvements on the patented invention thereby agreed 
to be sold, will, apparently, be decreed to be specifically performed, 
and such an agreement is not against public policy (p). 

An agreement to lend money to enable an inventor to take out Specific per- 
a patent cannot be specifically enforced. In Rogers v. Challk (q) agreements 
the court refused speoifio performance of a written agreement to a ^ {£„£*. 
borrow, whioh definitely fixed the terms of the loan, and the m ff money, 
security to be given, but had remained unperformed by the in- 
tended lender, the plaintiff. Again, on the principle (in particular) 
that there was no mutuality of remedy, the oourt refused specific 
performance of a written agreement to lend money for a defined 
period at interest (r). The court, however, will decree specific 
performance of an agreement to execute a mortgage in considera- 
tion of money actually due or advanced (s). Where some money 
has already been advanced, or other part performance occurred in 
an agreement to lend money to an inventor to enable him to take 
out the patent, whioh money is to be secured on the patent itself, 
together with interest dependent to some extent on the net profits, 
specific performance of the agreement to borrow or lend might, it 
is submitted, be deoreed. The mortgage for the money advanced 
would, as above stated, be decreed to be executed. The borrower 
has, moreover, as to the payment of interest out of or by reference 



(0) Lewin v. Brown (1866), 14 W. E. 640. 

(p) Printing and Numerical Registering Company y. Sampson, L. B. 19 Eq. 
462 ; Leather Cloth Company v. Lorsont, L. R. 9 Eq. 345. 

(q) 29 L. J. Ch. 240. Lord Bomilly there said that the Statute of Frauds 
did not apply to an agreement to borrow, and, therefore, if specific perform- 
ance could be decreed in the case of a written agreement, it would be decreed 
in the case of a mere conversation, and, in the latter case, the task of the 
court would be too difficult and dangerous. 

(r) Sichtl y. Mosenthal, 31 L. J. Ch. 386. The agreement was one for 
entering into a partnership with an existing firm at a future fixed date, or, 
in default of the defendant so doing, for him to make the loan to the firm for 
two years at interest. The agreement had remained unperformed by the 
intended borrowers, the firm, who were plaintiffs. See also Brough y. Oddy t 
1 Buss. & Myl. 55 ; Flight v. Bolland, 4 Buss. 298 ; Bass y. Clivtly, 1 Tamlyn, 
80 ; Crampton v. The Varna Railway Co., L. B. 7 Oh. 562., 

(s) Ashton v. Corrigan, L. B. 13 Eq. 76; Hermann y. Hodges, L. B. 16 Eq. 
18 ; of. Taylor y. EckersJey, L. B. 2 Ch. D. 302 (all cited in Fry, 17). 
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to the net profits contracted to sell (so to speak) a kind of derivative 
interest under the patent. The borrower also may almost be con- 
sidered as being unable to obtain moneys elsewhere on the strength 
of the invention and prospective patent rights, on. acoount of their 
highly speculative and uncertain character. There seems, however, 
to be no direct authority on the point (t). « . 
Bescisdon of In general, a contract cannot be resoinded unless by consent of 
both parties (u). Exceptions occur in the oases of fraud, duress, or 
mistake (a), or where there has been a total failure of the considera- 
tion (y), or where a condition precedent has not been (s) or cannot be 
performed (a). Where there is a oontract for the supply of goods 
of a certain total quantity by periodical instalments, the failure to 
supply any instalment will not preclude the defaulting party from 
requiring the completion of the contraot (6), unless time is of the 



contracts. 



(t) As to the cases of Rogers v. Challis, and Sichel y. Mosenthal, Fry, L. J., 
in his work on Specific Performance, p. 17, notices that the agreement 
remained unperformed in the former case by the intended lender, and in the 
latter case, by the intended borrower, and states the decisions with these 
qualifications accordingly, but expresses no opinion as to what decree in 
each case would have been made if some money had already been paid, or 
other part performance occurred. 

(«) Chitty, 675; Addison, 1218. 

(a?) As to these, see Addison (Chapter on Voidable Contracts). 

(y) E. g., where the thing bargained for is completely different in sub- 
stance from that delivered {Kennedy v. Panama, &c. Mail. Co., L. B. 2 Q. B. 
580) ; or cannot come into existence {Knowles v. Bovill, 22 L. T. N. S. 
70). In the latter case, there was an agreement in consideration of an 
immediate monetary payment for a patentee to apply for prolongation of 
an existing patent, and also for a patent for a new invention, and also for 
him to grant licences of both patents to the other party. The patentee's 
death totally prevented the applications, and it was held that the money 
must be returned, on the ground of total failure of the consideration. See, 
also, Chanter v. Leese (4 Mees. & Wels. 295 ; affirmed 5 ibid. 698) as to total 
failure (constructively under the ciroumstances) of the consideration for 
a licence not under seal, namely, the exclusive use of six patents, one of 
which was found void. If the licence had been under seal, in which it was 
recited that the patent was valid, there would have been an estoppel (see 
ante), and the plea would have been void {Bowman v. Taylor, 2 Adolph. & 
Ell. 295). As to estoppel of a licensee by mere relationship, and failure of 
consideration moving from the licensor, see Chapter on " Licences," post, pp. 
187—191. 

(z) Fitt v. Cassanett, 4 Mao. & G. 898 ; Chitty, 676. The defendant had 
made no default, and was held entitled to rescind. 

(a) Chanter v. Leese, supra, and p. 46, post. 

{b) Pordage v. Cole, 1 Wm. Saund. 319 Z; Simpson v. Crippin, L. B.*S 
Q. B. 14 ; Jonassohn v. Young, 32 L. J. Q. 6. 385. 
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essence (c). Where, in the latter ease, each instalment is to be 
paid for on delivery, the failure to pay for any instalment will 
enable the vendor to cease supplyingfurthey goods (d). If part of 
a contract is performed, so that only partial failure occurs, no 
moneys paid can be recovered (e), unless the consideration is clearly 
severable (/). If a partial failure of performance can be com- 
pensated for in damages the contract is not put an end to (g) ; nor 
can a contract in general be rescinded in toto by one party where 
both cannot be placed in the identical situation which they ocoupied 
when the contract was made (A), and accordingly, where one party 
has derived some advantage from the other party having to some 
extent performed the contract, the general rule is that the agree- 
ment shall stand, and that the defendant must perform his part 
thereof, and seek compensation in damages for the plaintiff's 
default (#). Where the consideration has been executed, or, in 
other words, one party has entirely performed his part of the 
contract, the other party cannot by denying the title of the plain* 
tiff to the subject-matter of the contract be allowed to be discharged 
therefrom. This is illustrated by the case of an agreement not 
under seal, whereby the defendant was licensed by the plaintiff to 
manufacture manur e accor ding to thjL_glaintiff 'i patent, and _ge]l 
thejams*. The prescribed quantity of manure was manufactured 
and sold by the defendant, who then refused to pay moneys under 



(c) See Hoare v. Rennie, 5 Hurl. & Norm. 19, where the first supply was 
exceedingly deficient in quantity, and the purchaser was held entitled to 
rescind. The decision is disapproved of in Simpson v. Crippin, and Jonas- 
sohn v. Young, supra; but semble, may be upheld on the ground of time being 
of the essence of the contract. See Bradford v. Williams, L. B. 7 Ex. 259, 
where the decision is cited with approval, but apparently on the ground of 
the failure going to the root of the contract. See also 2 Sm. L. Cas. 39 (7th 
ed.), notes to Cutter v. Powell, where the decision in Simpson v. Crippin is 
approved of, and the rule laid down that in order to the rescission of a con- 
tract, the breach must have been as to something essential. 

{d) Withers v. Reynolds, 2 B. & Ad. 882. 

(e) Addison, 1184, citing Hunt v. Silk, 5 East, 449; Blackburn v. Smith, 2 
Exch. 783 ; Nicholson v. RickeUs, 29 L. J. Q. B. 55. 

(/) Addison, 1184; Astle v. Wright, 25 L. J. Ch. 864. 

(g) Per Littledale, J., in Franklin v. Miller, 4 Adolp. & Ell. 599, 605; 
Chitty, 677. See also Jonassohn v. Young, supra, and Weaver v. Sessions, 6 
Taunt. 155. 

(h) Chitty, 677, citing Blackburn v. Smith, supra; Fitt v. Oassanet, supra 
(per Tindal, O.J.) ; Hunt v. Silk, supra; and Beed v. Blandford, 2 Younge & 
Jerv. 278. 

(i) Chitty, 677. 
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the agreement, and pleaded the invalidity of the patent. It was 

held that the plea was no defence (k). 

No appor- An entire contract cannot be apportioned (/). So that if a party 

entiie con- undertake to complete a certain act which is entire or indivisible, 

t# before his claim to remuneration is to accrue, he cannot recover for 

a partial performance, although the completion of the act was 

prevented by an inevitable accident (m). The rule, however, is 

subject to the question of olaim upon a quantum memit against any 

party to the contract who accepts and retains the benefit of the 

partial performance after the time for completing the contract has 

elapsed (n). Such acceptance and retaining affords evidence of a 

new contract on a quantum valebant (o). 



k 



(k) Lawes v. Purser (1866), 6 Ell. & Black. 930. See further cases on the 
point in the Chapter on "Licences," post, pp. 189 — 191. 

( I) Chitty, 670, citing Chanter v. Leese, 4 Mees. & Wels. 295 ; affirmed 5 ibid. 
698; and, in general, 3 Vin. Abr. tit. " Apportionment" ; 2 Fothier, by Evans, 
44. In Chanter v. Leese, the enjoyment of the six patents under which the 
exclusive licence was granted, was held to be the consideration for every part 
of the licensee's promise to pay an annuity. See this case as referred to in 
note (y), at p. 44, ante. 

(m) Chitty, 670 et seq., in which the rule of non-apportionment is illus- 
trated by decided cases — (1) as to remuneration of a sailor at a fixed sum 
who dies on the Toyage; (2) as to a covenant in a charter-party to pay 
freight on goods being delivered at B., but which, however, were carried to 
A., where the ship was wrecked, and were accepted by the defendant there; 
(3) as to acceptance of the surrender of a tenancy in the middle of a quarter 
without any agreement for apportionment of rent ; and (4) as to the eviction 
by landlord of his tenant from part of premises let at an entire rent, 
which eviction afforded a complete defence to an action for the use and 
occupation of the whole of the premises. 

(w) Chitty, 523, 678 ; and Chanter v. Leese, ubi supra. 

(o) Chitty, 678, citing Mondell v. Steel, 8 Mees. & Wels. 858, 871. See 
also 2 Smith, L. Cas. 28, 29 (7th edit.), notes to Cutter v. Powell. 
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LIST OF COMMON FOEMS (a). 

P1.0H 

1. Form of letters patent {under new Act) .*.... 48 

Beoitals. 

2. Grant of letters patent {old form) • 49 

3. Complete specification filed {old practice) 50 

4. Grant of letters patent {present form) 50 

5. French patent 50 

6. Claim to be first inventor 50 

7. Provisional protection [or Acceptance of complete specification] 

obtained 50 

8. Invention made and patent taken out 50 

9. Agreement to purchase the patent and all improvements, $fc. y and 

extensions 50 

10. Title by assignment • 51 

Clauses. 

11. Trial of invention 51 

12. Purchaser to be made co-applicant by amendment 51 

13. Accounts to be kept, inspection allowed, evidence given, Sfc 51 

14. Accounts, Sfc. {varying last form) 52 

15. Improvements, additions, $*c. by either party, to be shared equally 52 

16. Improvements, fyc. by vendor 52 

17. Vendor not to be concerned in trade in similar articles 53 

18. Determination of agreement by either party on notice ........ 53 

19. Determination on default inpayments or breach of covenants . . 54 

20. Power to rescind if vendor delays proceedings to obtain patent — 

Qr purchaser may by power of attorney take out patent 54 

21. Liberty for purchaser to withdraw within given time on forfeit- 

ing moneys paid • • 55 

(a) Special clauses relating to licences are set out at pp. 228 — 242, post* 
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PAGE 

22. If patent not obtainable moneys (without interest) returned . . . . 55 

23. If patent declared void, instalments cease, or if appeal made, then 

payments only suspended — Final cesser of payments to be in 
lieu of damages 55 

24. Arbitration clause 55 

25. Transmission clause ("assigns " to be imported) 56 
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Form of 1. Victoria, by the grace of God, of the United Kingdom of 

JjJlto £jT* Great Britain and Ireland, Queen, Defender of the Faith : To all 
act (b). to whom these presents shall come greeting : 

Whereas John Smith, of 29, Perry Street, Birmingham, in the 
county of Warwick, Engineer, hath by his solemn declaration repre- 
sented unto us that he is in possession of an invention for " Improve- 
ments in sewing machines," that he is the true and first inventor 
thereof, and that the same is not in use by any other person to the 
best of his knowledge and belief : 

And whereas the said inventor hath humbly prayed that we 
would be graciously pleased to grant unto him (hereinafter together 
with his executors, administrators, and assigns, or any of them, 
referred to as the said patentee) our royal letters patent for the 
sole use and advantage of his said invention : 

And whereas the said inventor hath by and in his complete 
specification particularly described the nature of his invention : 

And whereas we being willing to encourage all inventions which 
may be for the public good, are graciously pleased to condesoend 
to his request. 

Know ye, therefore, that we, of our especial grace, certain know- 
ledge, and mere motion, do by these presents, for us, our heirs and 
successors, give and grant unto the said patentee our especial licence, 
full power, sole privilege, and authority, that the said patentee by 
himself, his agents, or licensees, and no others, may at all times 
hereafter during the term of years herein mentioned, make, use, 
exercise, and vend the said invention within our United Kingdom of 
Great Britain and Ireland, and Isle of Man, in such manner as to 
him or them may seem meet, and that the said patentee shall 
have and enjoy the whole profit and advantage from time to time 
accruing by reason of the said invention, during the term of fourteen 
years from the date hereunder written of these presents : And to 
the end that the said patentee may have and enjoy the sole use 
and exercise and the full benefit of the said invention, we do by 
these presents for us, our heirs and successors, strictly command all 
our subjects whatsoever within our United Kingdom of Great 
Britain and Ireland, and the Isle of Man, that they do not at any 

(b) This is Form D to the First Schedule to the Act of 1883, set out in 
the Appendix. Reference is made to the form in the Introductory Chapter, 
ante, pp. 16, 17. As to the contents of a patent in the old form, see ante, 
pp. 5, 6; but the form is too long to be set out here. See, however, 
recitals {post), as to old patents. 
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time during the continuance of the said term of fourteen years 
either directly or indirectly make use of or put in practice the 
said invention, or any part of the same, nor in anywise imitate 
the same, nor make or cause to be made any addition thereto 
or subtraction therefrom, whereby to pretend themselves the 
inventors thereof, without the consent, licence or agreement 
of the said patentee in w ritiag__ under his hand and seaJ T on pain 
of incurring such penalties as may be justly inflicted on suoh 
offenders for their contempt of this our Royal oommand, and 
of being answerable to the patentee according to law for his 
damages thereby occasioned: Provided that these our letters 
patent are on this condition, that, if at any time during the said 
term it be made to appear to us, our heirs, or successors, or any 
six or more of our Privy Council, that this our grant is oontrary 
to law, or prejudicial or inconvenient to our subjects in general, or 
that the said invention is not a new invention as to the public 
use and exercise thereof within our United Kingdom of Great 
Britain and Ireland, and Isle of Man, or that the said patentee 
is not the first and true inventor thereof within this realm as 
aforesaid, these our letters patent shall forthwith determine, and 
be void to all intents and purposes, notwithstanding anything 
hereinbefore contained : Provided also, that if the said patentee 
shall not pay all fees by law required to be paid in respect of 
the grant of these letters patent, or in respect of any matter 
relating thereto at the time or times, and in manner for the time 
being bylaw provided; and also if the said patentee shall not 
supply or cause to be supplied, for our service all suoh articles 
of the said invention as may be required by the offioers or 
commissioners administering any department of our service, in 
such manner, at such times, and at and upon such reasonable prices 
and terms as shall be settled in manner for the time being by law 
provided, then, and in any of the said cases, these our letters 
patent, and all privileges and advantages whatever hereby granted, 
shall determine and become void notwithstanding anything herein- 
before contained: Provided also that nothing herein contained 
shall prevent the granting of licences in such manner and for such 
considerations as they may by law be granted : And lastly, we do 
by these presents for us, our heirs and successors, grant unto the 
said patentee that these our letters patent shall be construed in the 
most beneficial sense for the advantage of the said patentee. In 
witness whereof we have caused these our letters to be made patent 

this one thousand eight hundred and and to be 

sealed as of the one thousand eight hundred and . 



/ Seal of \ 
V Patent Office. ) 



Recitals. 



2. Whereas by letters patent under the Great Seal of the United Recital of 
Kingdom, dated &c. and numbered , the sole and exclusive EJJjL *^,. 

,. ° ', ., ., « , . . ' . . , j. letters patent. 

licence and authority of making, using, exercising, and vending in [Old form.] 
the United Kingdom, the Channel Islands, and Isle of Man, an 
invention for &c. [name of invention] were granted to A. B., his 

M. E 



50 



COMMON FORMS. 



executors, administrators, and assigns, for the term of fourteen 

years from the day of , 18 — (c), [subject to the 

said A. B. filing a complete specification of the said invention and 
otherwise, as therein provided]. [Or, if the complete specification 
had been already filed, sat/, " subject to a oondition for making void 
the same if the specification filed by the said A. B. was not a 
complete one, and otherwise as therein provided."] 



Complete 
specification 
filed. 

[Old prac- 
tice.] 

Grant of 



3. And whereas on the 



day of 



-, 18 — , the said 



A. B. duly filed a complete specification of the said invention (d). 



4. Whereas by letters patent under the seal of the Patent 
Office (e), dated &c, and numbered &c, the sole and exclusive 
letter^patent. ij cence an( j authority of making, using, exercising, and vending in 
form.] the United Kingdom and the Isle of Man (/) an invention for &o. 

[name of invention], were granted to the said A. B., his executors, 
administrators, and assigns, for the term of fourteen years from the 
date thereof, subject to the payment of the fees and the conditions 
for making void the same, as therein provided. 

French 5. And \vhereas under a Brfivet d'Invention, dated &c, and 

patent. numbered &c, granted to the said A. B. in the Republic of France, 

he is entitled to the sole privilege or licence of using and vending 

within the said Republic and any of its Colonies or dependencies, 

an invention for &c, for a term of years from the 

day of , 18 — . 

Claim to be 6. Whereas the said A. B. claims to be the inventor of improve- 
first inventor. men tg in &o. [title of invention], and that such invention is not and 
has never been used or known within this realm. 

Provisional 7- Whereas the said A. B., as inventor of a new and improved 

protection (or process for the manufacture of &o. [title of invention], made his 

compete 06 ° f application * or letters patent on the day of last, 

specification) and has obtained provisional protection [or, say, " has obtained the 

obtained. acceptance of a complete specification."] 



Recital of 
invention and 
patent taken 
out. 



8. Whereas the said A. B. is the inventor of a new and 
improved process for the manufacture of &c. [title of invention], 
and has obtained letters patent for the same within the United 
Kingdom [the Channel Islands], and the Isle of Man, dated &c, 
and numbered &c, for the term of fourteen years therefrom. 



Agreement 9. And whereas the said G. D. has agreed to purchase for the 
to purchase flum f £ the said letters patent and the exclusive benefit 

a patent and 



(c) The " subject " clause following the above date may probably, in most 
cases, be omitted. 

(d) A complete specification is now required to be left at the office (sects. 5, 
8, 9 of the new Act, post, pp. 308, 309. 

(e) As to the seal, see sect. 12 of the now Act. 

(/) The Channel Islands are not included. (Sect. 16 of the new Act, post, 
p. 311.) See Form L, ante. 
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thereof, and of any extension thereof, together with the like benefit all improve- 
in all improvements or additions to the said invention, or any m< ? t8, t f?• , 

discovery useful for the manufacture of , now or hereafter atonsT 

made [or acquired], by the said A. B. 

10. And whereas the vendor is entitled under an assignment, Title by 
dated &c, and made between &c, to the said invention and letters a f W1 'g nTn ffl lt - 
patent, and the exclusive benefit thereof respectively. 

Clauses. 

11 (g). The said A. B. shall at his own expense, in the presence Trial of 
of the said C. D. and any agent of his, make trial of the said mventlon - 
invention, and manufacture according thereto some good specimens 

[or a quantity not exceeding lbs. or &c] of , and 

shall give to them respectively all necessary explanation of the 
process and details of such manufacture and the mode of application 
of the said invention, so as to enable them respectively to form an 
opinion as to the utility and value thereof ; but neither the said 
C. D. nor his agent shall, except for any of the purposes hereof, 
hereafter make use of the invention [or communicate the secret 
thereof to any person or persons (A)] without the written consent 
of the said A. B. (•). 

12. The said G. D. shall forthwith be entitled at his own expense Purchaser to 
[or at the expense of &c.]to be made an applicant for the grant ** s S ade t c ?" 
of the patent for the United Kingdom and the Isle of Man a^ndmentT 
jointly with the said A. B., who shall procure the amendment of 
his application in this respect accordingly (j). 

13 (&). The said C. D. shall keep at his usual plaoe of business Aooounts to 
all proper books of account, and make true and complete entries be kept* »- 
therein at the earliest opportunities of all particulars necessary or ^^^ 
convenient for the purposes hereof relating to the manufacture and evidence 
sale of the [articles] made according to the said invention, and the fi^ ven > &c « 
licences [or sub-licences] granted in respeot thereof, and all other 
dealings by him with or in relation to the said invention and patent 
rights subject hereto, and to the said business or any of them, and 
shall balance his accounts at the end of each half-year aforesaid ; 
and shall at all times during the continuance and for the purposes 

(g) See another form, namely, Clause 2 of Agreement II. , post, p. 64, in 
the case where no application for the patent has been made, and the inventor 
has applied to a manufacturer to make a specimen of the patent instrument 
and try it himself before binding himself to join with the inventor in taking 
out the patent. 

(h) If the complete specification has been accented, omit the words in 
brackets. See sect. 10 of the new Act as to publication by the office after the 
acceptance, post, p. 310 ; and ante, p. 14. 

(i) As to confidential disclosures in respect of a secret invention, see ante % 
pp. 27, 28. 

(/) See as to amendment of the application by making a lender or pur- 
chaser a co-applicant, ante, p. 29. 

(&) As to certain introductory matter to this clause, see next form. 

e2 
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hereof produce the said books to the said A. B. or his agents or agent, 
and suffer him or them to inspect and make copies of or extracts 
from the said books or any of them as and when reasonably required 
by hi™ or them, and shall give the said A. B. or his agents or 
agent all information, and, at the expense of the said A. B., evidence 
by statutory declaration or otherwise as to the truth of any par- 
ticulars aforesaid as and when reasonably required by him or them 

[and shall pay the charges and expenses (not exceeding £ ) 

of a chartered accountant (if any) employed by the said A. B. for 
any half-year to investigate the said books and state of the said 
business for the purposes aforesaid] ; and shall at the end of each 
half-year aforesaid send to the said A. B. a full aocouiit and balance- 
sheet for such half-year. 

Aoooiinte.&tt. 14 ^jj accounts between the said parties shall be made up and 
form)! 11 * settled at the end of every calendar month, the first whereof com- 
mencing at &c, and accordingly each shall keep at his factory 
aforesaid [or his usual place of business] all proper books of 
account, &c. [Adapt last form.'] 

Improve- 15 (/). Each party shall from time to time, after making any 
either party 7 improvement in or addition to the said invention or discovery useful 
to be shared, in the manufacture of (including any improvement, addi- 
tion or discovery aforesaid now (if so} in his knowledge and pos- 
session), forthwith give notice thereoi in writing to the other of 
them ; and, as and when reasonably required by the latter and at 
his expense as to actual costs (if any) out of pocket occasioned 
thereby, communicate and explain to him or his agents such im- 
provement, addition, or discovery ; and the said other party, in case 
the communicating party shall not intend to take out letters patent 
in respect thereof, shall be entitled to use the same free of charge (m) ; 
but in case the communicating party shall intend to apply for letters 
patent in respect thereof, shall pay one moiety (n) (not, however, 

exceeding altogether the sum of £ — ) of the ourrent costs and 

expenses of and attending the application for and obtaining the 
said letters patent, and shall be entitled to be made a co-applicant 
therefor, and the same when obtained shall be held and enjoyed 
by the said parties in equal shares (n) [subject to the terms of 
clause hereof]. 

Improve- 16 (0). The vendor shall from time to time, after making any 

mento, &c. 

by vendor. — ^ 

-f 

(I) Where the parties respectively are licensor and licensee, and not co- 
owners, use Sp. CL 44, port, p. 240. For elaborate provisions in the case of 
a purchase of a patent on the "hire system," see Agreement XL, post, p. 89. 

(m) Here add, if applicable, " except as to royalties as aforesaid on the 
manufactured by nim, with the application thereof." 

(n) Or in unequal shares as may be intended. For other provisions relat- 
ing to improvements, &c, see the next Form and the Precedents (General 
Index). On this subject generally, see observations at pp. 33, 34, ante. 

(o) See last Form also, and notes thereto. For an elaborate clause with 
provisoes in an agreement for sale on the " hire system," see Agreement XL, 
post, p. 89. 
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improvement in or addition to the said invention or discovery 

useful in the manufacture of (including any improvement, 

addition, or discovery aforesaid now (if so) in his knowledge and 
possession,), forthwith ffive notice thereof in writing to the pur- 
chaser or fis assigns, who shall be entitled to the sole and exclusive 
benefit thereof [exoept as to the personal use thereof by the 
jvendor] ; and as and when reasonably required by the purchaser 
or his assigns, but at his or their expense as to actual costs (if 
any) out of pocket occasioned thereby, communicate and explain 
to the purchaser or his assigns, or his or their agents, any suoh 
improvement, addition, or discovery [and at the like expense and 
also for suoh remuneration, not being less than at the rate of 

£ per day, as the purchaser or his assigns shall think fit to 

allow therefor, himself personally, and to the best of his ability, 
instruct, superintend, and assist on any business premises of the 

purchaser or his assigns, not less than workmen or other 

persons named by him or them in the process and details of the 
manufacture of articles with the use of such improvement, addition 
or discovery, so as to make them proficient therein]. And shall, 

at the expense (not, however, exceeding the sum 01 £ ) of 

theff ngohoocr or hj? assigns, it he or they shall require the same, 
apply for and obtriiti, or (if Ke or they shall so think fit) join with 
him or them in applying for and obtaining, l e tt e r s patentjin respect 
of any such improvement, addition or discovery ; and execute and 
do all such assurances and things as shall be necessary or conve- 
nient for vesting the same loiters patent and the exclusive benefit 
thereof in the .purchaser or his assigns [subject to the personal 
use by the vendor of the invention comprised therein] as by the 
purchaser or his assigns shall be reasonably required. 

And further, the foregoing provisions in this clause (inoluding 
as to the limit of expense to the purchaser or his assigns) shall, as 
far as possible, apply to the interest of the vendor in every such 
improvement, addition, or discovery aforesaid, which he may, in 
conjunction with any other person or persons, now have in his 
knowledge and possession, or hereafter make (p). 

17. The said A. B. shall not, during the continuance of the said Vendor not to 
patent or any extension thereof [except as herein provided], manu- ^iJJJfojjJ 6 * 
facture [or sell (?)] any articles aforesaid, or such articles as shall similar 
be similar in character to the same, or be engaged or concerned in articles, 
or promote any business or company for the manufacture, sale, or 
letting on hire of any such articles respectively, or do any act or 
thing calculated to depreciate the value to .the said C. D. of the 
said invention. 

18 (r). Either party may determine this agreement at any time Determina- 
hereafter [or after the day of next] by serving ti(m ^ a ^er 

(p) Compare this with the last Form. See also notes thereto. 

(q) A right to manufacture includes' a right to sell the patent articles 
{Thomas v. Hunt, 17 0. B, N. 8. 183). 

(r) See also the next Forms, 19 — 23, which all relate to rescission of agree- 
ments. 
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party on the other of them with three calendar months' previous notice in 
notioe ' writing for this purpose, but suoh determination shall be without 

prejudice to any moneys then due, or right of aotion to either 

party then already accrued hereunder. 

Determine- 19 (s). Provided always that if the said C. D. shall make default 
f i( St°* de ~ ^ or one ca ^ en< l ar month m payment of any moneys due hereunder, 
ment, or* 7 " <> r shall commit a breach of any other of his obligations hereunder, 
breaches of and (where such breach is capable of being made good) shall for 

covenants. ^ e S p ace f day g after he shall have been served by the 

said A. B. with a notice in writing requiring him to make good 
the same, omit so to do, or shall become bankrupt, or commit an act 
of bankruptcy, whether available for adjudication or not [or shall 
not in any half-year aforesaid manufacture by himself or his sub- 
licensees ?if any) of the said articles at least according to 

the said invention, or any improvement or addition thereto, or 
new discovery as aforesaid], then the said A. B. may at any time 
thereafter by notice in writing served on the said 0. D. forthwith 
rescind this agreement, but such rescission shall operate without 
prejudice to the recovery by the said A. B. of any [royalties or 
other] moneys due at the time thereof, or to any right of action by 
either party then already accrued hereunder. 

Power to s 20 (t). If the vendor shall unreasonably make delay in, or 

vendor dela s discontinue the proceedings in respect of, his application for the 

proceedings patent, and shall for more than days after he shall have 

to obtain been requested in writing by the purchaser to continue the same, 

patent; om ^. gQ ^ Q ^ ^ e purchaser may, at any time thereafter before the 

vendor shall (if at all) continue such proceedings, either retire from 
the purchase of that patent (and shall accordingly be entitled to a 
return of all moneys paid by him in respect of such purchase, 
together with interest thereon, respectively (as for money lent) at 

the rate of per cent, per annum from the times of payment 

Or purchaser until the repayment thereof respectively) or, if time will so admit, 
xnay by power ma y a ^ ft^ expense of the vendor and by means of a power of 
SKT attorney or other (if any) necessary power from him (who shall 
patent. accordingly confer the same), himself continue or cause to be con- 

tinued tho said application, and all proceedings consequent thereon, 
until the said patent shall be granted and vested in the purchaser 
as aforesaid ; and all moneys (3 any) paid by the purchaser in the 
due and proper exercise of any such powers shall be repaid by the 
vendor on demand, together with interest thereon respectively at 
the rate last aforesaid from the time of payment until the repay- 
ment thereof respectively, notwithstanding that from any cause 



(«) See also last Form, and next Forms, 20—23, which all relate to. rescis- 
sion of agreements. 

(t) This clause, with slight variation, is used in Agreement VI, , post, p. 78, 
as to foreign and colonial patents in course of being taken out, and is, per- 
haps, more applicable to such patents than to British ones, but may be useful 
as to the latter also. See also the last two and next three Forms, which all 
relate to rescission of agreements. 



COMMON FORMS. 55 

not attributable to the purchaser the patent shall not be finally 
obtained. 

21 (u). The purchaser may at any time not later than Liberty for 

weeks before the time fixed as aforesaid for the completion of the ^^^ *° 
purchase, retire therefrom by then serving the vendor with a within given 
written notice for that purpose, whereby also he shall offer to relin- time on 
quish all claim to any moneys paid by h\m in respect of the said ^^^ a 
purchase, and also to pay on demand any moneys then already due y " 
in the like respect and remaining unpaid. 

22 (v). If through any cause attributable to the state of the title If patent not 
to the invention the patent cannot or shall not be obtained, the obtainable, 
purchaser shall be entitled on demand to a return of all moneys ^^torest) 
paid by him in respect of the said purchase, but without any returned, 
interest thereon, or [subject as in olause provided] any 

claim for damages or compensation on account of the failure to 
obtain the patent. 

23 (w). If the said patent shall be judicially declared void and if patent de- 
incapable of being restored either wholly or as to some material plared void, 
part of the said invention, any instalment or instalments aforesaid jjjjj^j^ 
then remaining unpaid shall thereupon cease to be payable either appeal made 
at all (and in that case this agreement shall absolutely determine then P a 7- 
without prejudice to the payment of all moneys then already due, j^^<fc£ 
or to any right of action by either party then already accrued 
hereunder), or (in the event of a successful appeal from the judg- 
ment) during the period for which the same shall remain in force, 

and in the event of a successful appeal therefrom the right of the 
said A. B. to payment of the said instalments then remaining 
unpaid shall [subject to the exercise by either party of his right 
(if any) to rescind or determine this agreement as aforesaid] 
revive, and the said instalments or such one or more of them (if 
any) as shall have fallen due during the period aforesaid shall bear 
interest at the rate aforesaid from the date of the judgment on 
appeal until payment thereof respectively. Provided always Final cesser 
that any final cesser of payment as aforesaid shall be deemed satis- <* W™! 1 * 
faction in full to the said 0. D. of any claim by him for damages of aJ^g^ 
or compensation by reason of the said patent becoming or being 
declared void as aforesaid (<r). 

24. If any difference shall arise between the parties hereto in Arbitration 
respect of the construction hereof, or their respective rights, duties, clause, 
or liabilities hereunder, the same shall be referred to two arbitrators, 
one to be appointed by each of the parties, and such arbitrators or 
their umpire may accordingly make an award in respect of the 

(u) See last three Forms, and the next two Forms, which all relate to res- 
cission of agreements. 

(v) The Forms 18—23 all relate to rescission of agreements. 

Iw) The previous Forms, 18 — 22, all relate to rescission of agreements. 

(x) See similar clauses as to royalties being in suspense, Agreement XII. , 
and Licence VII., post, pp. 93, 266. 
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Transmission 
clause (" as- 
signs" to be 
imported). 



said difference and the amount of the costs of and inoident to 
such reference and award respectively, and the person or persons 
by whom and in what manner the same shall be paid ; and the 
submission shall be made an order of the High Court of Justice 
upon the application of either party who may instruot counsel to 
consent thereto for the other of them, and the death of any party 
shall not operate as a revocation of the submission or otherwise be 
a bar to proceedings in respect thereof (y). 

25. Except where in any case the context requires a different 
interpretation the expression " the vendor," or " the purchaser " 
[or " the said A. B." or " the said C. D."], or any other expression 
designating the same person, wheresoever used herein shall extend 
and do construed to apply also as far as possible to the assigns of 
the person so designated. 



(y) The Common Law Procedure Act, 1854 (17 & 18 Vict. c. 125), which, 
except as to the particular sections relating to arbitration and some others, 
has Deen totally repealed by the Statute Law Revision, &c. Act, 1883 (46 & 
47 Vict. c. 49), gives the rules as to submission to arbitration and proceedings 
thereon. On the subject generally, see Russell on Arbitration. A concise 
statement of some of the principal rules, together with observations thereon, 
will be found in Palmer's Company Precedents, p. 21 (3rd edition, 1884). 
The sections of the Act, unaffected by the repeal, are sects. 3 to 17, 20 to 30, 
59, 87, 89, 103, 106, and 107. 



57 



AGREEMENTS. 



LIST OF PEEOEDENTS. 

PAQB 

I. AGREEMENT for Loan by Instalments to enable Inventor to 
take out the Patent and work the Invention — Provisional 
protection [or Acceptance of Complete Specification] already 
obtained — Preliminary Trial of Invention — Option to make 
Advances — Patent to be taken out in Joint Names and mort- 
gaged to Lender — Interest half yearly at fixed bate, and 

AL80 ACCORDING TO PROFITS — TERM CERTAIN 59 

IT. AGREEMENT by a Manufacturer to pay expenses of obtain- 
ing a Patent — No application yet made— Joist Latent — 
Manufacturer alone to work Patent — Payment of Royal- 
ties — Option to purchase Patent — Provision for renewal 
of Agreement by Surviving Partners (if any) of Manufac- 
turer 64 

HE. AGREEMENT for Loan to a Firm — Advances with Interest 
repayable only out of fixed Share of Net Profits half- 
yearly — Present Advance — Other Sums advanced according to 
state of Profits — Charge on Patents — No personal Lia- 
bility to repay 67 

IT. AGREEMENT for Sale o/Moiety of a Patent— Provisional 
Protection obtained — Purchase-money in three Instalments, 
payable (I) at date, (2) on acceptance of Complete Specifica- 
tion, (3) on grant of Patent — Conditions of working — 
Rescission before grant in certain events 70 

V. AGREEMENT/or Sale of Patent after acceptance of Com- 
plete Specification — Vendor to Manufacture for Purchaser 
within District — Exclusive Licence for same District — 
Royalties on Goods sold to strangers — Clauses as to prices, 
delivery, accounts and disposition of Goods on determina- 
tion of Licence • , 73 

YI. AGREEMENT for Sale of Foreign and Colonial Patents 
{in course of being obtained) — Special Clauses enabling Pur- 
chaser to retire from any Purchase , . . 77 



$8 AGREEMENTS. 

PJLOH 

VII. AGREEMENT for Sale of Patents to a Trustee for a 
Limited Joint Stock Company (in course of formation) — 
Purchase-money in Cash and Shares • • • • . 79 

VEE. AGREEMENT between Joint Applicants for a Patent, 
defining their respective Interests and powers on working 

SEPARATELY * . , 82 

IX. AGREEMENT to grant exclusive Licence for district — 

Condition precedent to purchase expected Cargo of saw 
material from foreign Island for manufacture of the Patent 
commodity — Contents of Licence as in Schedule, including 
Provisions for future Ptjbohases of raw material — 
Analysis by Chemists — Determination of Agreement in 
certain events • 84 

X. AGREEMENT for exclusive Licence to sell articles— 

Fbench Patentee — British Patent to be obtained in Jonrr 
Names, and then vested in Licensor, subject to a Covenant 
to grant the Licence — Licensee first to establish his 
Business, and buy a certain number of articles from French 
Factory — Terms of Licence as in Schedule, including as 

to MONTHLY SUPPLY of AbTICLES by LICENSOR 87 

XI. AGREEMENT for Sale on the hire system of a Patent 

(exclusive Licence until assignment) — Payment o/Annual 
sums — No Royalties 89 

XII. AGREEMENT for Sale on hire system of a Patent (vary- 

ing last Precedent) — Exclusive Licence until Assignment — 
Premium — Royalties half-yearly until total fixed minimum 
paid • 93 

Xm. AGREEMENT forming a Syndicate to purchase a Con- 
tract for Sale of a Patent, and to sell the Contract or 
Patent to a Company, or otherwise. 96 

XIV. DEED of Partnership for working a Patent 99 

XV. AGREEMENT appointing a sole Agent for the Sale of 

Patent Articles in the Metropolis . . . . , 104 



AGREEMENTS. 69 



I. 

AGREEMENT for Loan by Instalments to enable Inventor to P&khdent 



take otjt the Patent and work the Invention — Provisional 
Protection [or Acceptance of Complete Specification] already 
obtained — Preliminary Trial of Invention — Option to make 
Advances — Patent to bis taken out in Joint Names and mort- 
gaged to Lender — Interest half-yearly at fixed Eate, and 
also according to Profits — Term certain. 

AN AGREEMENT made the day of 18— 

Between A. B. of &c. of the one part and C. D. of &c. of the 
other part (a) : Whereas the said A. B. as inventor of a new and Recital*. 
improved process, &o. [title of invention] made his application for Application 

letters patent on the day of last (b) and has pjL^^Jj 

obtained provisional protection (c) : And whereas the said A. B. protection [or 
has requested the said 0. D. to lend him the sum of £a to Acceptance of 
enable him to obtain the patent for and establish himself at com ^ ete ti 

in the business of working the said invention : NOW IT 2*° < * fa * l J" 

IS AGEEED AND DECLAEED 03 f ollows :— J^ of 

1. The said A. B. shall at his own expense in the presence of Trial f 
the said 0. D. and any agent of his make trial of the said inven- invention, 
tion and manufacture according thereto some good specimens (d) 

of and shall give to them respectively all necessary 

explanation of the process and details of such manufacture and the 
mode of application of the said invention so as to enable them 
respectively to form an opinion as to the utility and value thereof 
but neither the said 0. D. nor his agent shall except for any of 
the purposes hereof hereafter make use of the invention [or com- 
municate the secret thereof to any person or persons (e)] without the 
written consent of the said A. B. (/). 

2. If the said invention shall not be tried as aforesaid within Option after 

calendar months from the date hereof or if within *"** *> make 

weeks after such trial the said 0. D. shall not give notice in advanoe8 - 
writing to the said A. B. of his intention to make any advances 

in the terms of this agreement the same shall at the end of such 
period absolutely determine (g). 



8 



Ja) As to recitals in agreements, and the law of estoppel, see ante, pp. 40, 41 . 

6) This date will also be the date of the patent, notwithstanding the time 
of sealing (sect. 13 of the new act, pp8t> p. 311). 

(c) Or say, if the case, " has obtained the acceptance of a complete specifi- 
cation." As to provisional protection, and the patent rights obtained on the 
acceptance of the complete specification, see pp. 13 — 15, ante, and sects. 14 
and 15 of the new act, post, p. 311. 



(d) Or "a quantity not exceeding -lbs.," or &c. 



the complete specification has been accepted, omit the words in 
brackets. See sect. 10 of the new act, as to publication by the office after 
the acceptance, post, p. 310, and ante, p. 14. 

(/) As to confidential disclosures in respect of a secret invention, see ante, 
pp. 27, 28. 

(g) Until C. D. has advanced any money the parties will be under no 
binding agreement, and each can withdraw at any time before the period 
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Peegbdbot I. 3. Jf the said C. D. shall give suoh notice as aforesaid he shall 
If 0. D. bo advance the said sum of £a by instalments (A) namely £b 
decide, ad- when he shall be satisfied that the said A. B. has prepared the 
Ta ^ oe ? to ^ e complete specification of the said invention (i) and a further sum 

tain patent." °^ ^ c within days after the acceptance of the complete 

specification shall have been duly notified to the said C. D. from 
the patent office in respect of the joint application for the patent 
as hereinafter provided to be made and the balance of the said 
sum of «£a upon the execution of the mortgage hereinafter 
mentioned. 
0. D. to be 4. As soon as the said 0. D. shall have advanced the said A. B. 
made co- the said sum of £b whether he shall have given such notioe as 
am«atoent a f° resa id or not he shall be entitled to be made an applicant for 
the grant of the patent for the United Kingdom and the Isle of 
Man jointly with the said A. B. who shall procure the amendment 
of his application in this respect accordingly (j). 
Joint grant 5. After the said application shall have been amended as afore- 
of patent to Ba id the said patent shall with all due speed and at the expense of 
and mortgage * ne said A. B. be obtained (k) in the joint names of the said parties 
to be exe- and immediately after the grant thereof the said A. B. shall at his 
cuted. own expense execute a mortgage thereof or of all his interest 

therein so that thereby the entirety thereof shall be vested in the 
said C. D. to secure the repayment of all advances hereunder 
together with interest as hereinafter provided and so that on re- 
demption the entirety of the said patent shall be assigned to the 
said A. B. (/). 
No further 6 (w). Provided however that the said C. D. may at any time 

advanoee refuse to make any advance unless satisfied with the application of 

unless former 



fixed for the first advance. The first two clauses are, therefore, only pre- 
liminary to the agreement proper. If the lender were already satisfied with 
the invention and the complete specification he might advance a sum at once. 

(h) In case the complete specification has been acceptod at the date of the 
agreement it may be suitable to substitute the following clause in lieu of 
Clauses 3 and 4 : — 

" If the said G. D. shall give such notice as aforesaid he shall advance the 
said sum of £a in two instalments namely the sum of £b on the said 
A. B. making him a co-applicant for the grant of the patent and the sum 
of £o upon the execution of the mortgage hereinafter mentioned." 

(t) Or say, " satisfied that Mr. X. of &c. or other patent agent nominated 
by or approved of by the said 0. D. has under the instructions of the said 
A. B. prepared &c." 

The sum of £b is suggested in order to defray the expenses of the pre- 
paration of the complete specification, and obtaining the acceptance thereof. 

(j) See as to amendment of the application by making the lender or pur- 
chaser a co-applicant, p. 29, ante. 

(k) As to abortive or abandoned applications, see note (d) to the next pre- 
cedent. 

(I) The patent could, of course, be taken out by the inventor alone, and 
then mortgaged. The above method is, however, advised, in order to prevent 
adverse dealings with the patent before the execution of the mortgage. See 
ante, p. 29. 

As to the form of such a mortgage, see Mortgage II. , post, p. 172. 

As to specific performance of agreements for loans, see ante, pp. 43, 44. 

(m) Omit this clause if the sum is to be advanced in only two instalments, 
as mentioned in note (h), ante. 
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all previous sums advanced or being dissatisfied therewith shall be Pebokmwt I. 
unable or fail to make or sustain any reasonable objection thereto. onee properly 

7. The said A. B. shall pay to the said C. D. half-yearly on applied. 

every day of and day of com- interest at 

mencing as from the time of advancement thereof interest on fixed rate, 
every sum advanced and for the time being remaining unpaid ^te^JJ^ 01 
hereunder that is to say firstly a fixed interest at the rate of of profits, but 

per cent, per annum and secondly a further interest to not exceeding 

the extent of one-third share of the net profits (if any) of the said l^^^° 
business for the half-years then ending respectively or such part owing. 

of the said one-third share as shall be equal to per cent, (n) 

of the total sum advanced as aforesaid and for the time being 
remaining unpaid (o). 

8. Notwithstanding anything hereinbefore contained all ad- Moneys to 
vances shall except as next provided be repaid at the end of six remain for a 
calendar months from the respective times thereof. Provided Interest 

however that if the said patent shall be obtained within punctually 

calendar months herefrom and the said mortgage shall be duly P* 1 ** &0 - 
executed as aforesaid then so long as the said A. B. shall on or 

within thirty days after every half-yearly day aforesaid until the 

day of 18 — pay all interest for the time being due 

as aforesaid and perform and observe all his obligations for the 
time being hereunder or under the said mortgage and shall on or 

before the day of 18 — (p) have finally established 

himself in the said business the said C. D. shall not before the said 

day of 18 — (q) call in the principal moneys so 

advanced or any part thereof respectively. Provided also that the 

said 0. D. shall not before the said day of 18 — (q) 

be compelled to receive the said principal moneys or any part 
thereof respectively. 

9. The said A. B. shall keep at his usual place of business all Half-yearly 
proper books of account and shall make true and perfect entries J^Sotu &o" 
therein at the earliest opportunities of all particulars relating to 

the manufacture or sale of the articles made according to the said 
invention and the licenoes (r) granted by him in respect thereof 
and all other dealings by him with or in relation to the said inven- 
tion and patent rights subject hereto and to the said business or any 
of them and shall balance his accounts at the end of each half-year 
aforesaid and shall at all times during the continuance and for the 
purposes hereof give the said C. D. or his agents all information 
and at the expense of the said A. B. evidence by statutory declara- 
tion or otherwise as to the truth of any particulars aforesaid and 
. . — » 

(n) In fixing this percentage, it should be noticed that the period is half a 
year only. 

(o) As to this further interest, see ante, p. 29. As to the position of the 
lender on the bankruptcy of the inventor, see ante, p. 30. 

(p) Some early date. 

\a) The first-mentioned date. 

(r) There will be a check on the grant of licences by the mortgagor alone 
if the mortgage, or, in default of the latter being executed, the agreement 
itself, be registered immediately after the grant of the patent. See note (w\ 
infra, as to the registration of this agreement if no mortgage be executed. 
As to the power of one co-patentee to grant licences, aeepost, p. 118. 
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Contents of 

mortgage 

deed. 



Pbbcedbnt I. suffer him or them to inspect and make copies or extracts from the 
~ said books or any of them as and when reasonably required by him 

or them and shall pay the expenses (not exceeding £ ) of a 

ohartered accountant (if any) employed by the said 0. D. for any 
half-year to investigate the said books and state of the said business 
for the purposes aforesaid and shall at the end of each half-year 
aforesaid send to the said G. D. a full account and balance sheet 
for such half-year (s). 

10. The said mortgage deed shall contain all such covenants 
and provisions as shall be necessary to carry out the terms of this 
agreement so far as they shall remain to be performed or observed 
together with absolute oovenants for title to the said invention and 
patent rights subject to this agreement and as to the validity of 
the patent and for the payment by the said A. B. of all renewal 
fees and for the maintenance and protection by him of the patent 
but shall reserve to the said A. B. the right at any time or times 
before the said C. D. shall become entitled to exercise the power 
of sale to grant licences other than exchmve ones but at the highest 
royalties obtainable and not at fines or premiums and containing 
provisions enabling the licensor to revoke the same respectively on 
default in payment of any royalties for the space of thirty days or 
on breach of any other oovenants or conditions therein oontained 
and shall enable the said C. D. at any time or times after he shall 
become entitled to exeroise the power of sale to grant licences 
without restriction and shall as far as can be inolude the benefit of 
any extension (t) of the patent and of any improvements or 
additions to the said invention or any new discovery relating to the 
subject-matter thereof (w) now (if at all) in the knowledge and 
possession of or which may hereafter be made by the said A. B. either 
solely or in conjunction with any other person or persons and of all 
patent rights obtainable by him in the United Kingdom and Isle 
of Man in respeot thereof respectively and lastly shall contain 
all suoh other clauses or provisions as shall be necessary usual or 
convenient for securing to the said G. D. payment of the moneys 
and interest intended to be secured as aforesaid (v). 
Charge on H. Until the said mortgage shall be executed the patent rights 

§eda»tion ^ or *^ e ^ me being oomprised herein shall stand charged with the 

of trust. 



Foreign and 

colonial 

patents. 



fa) As to accounts generally, see p. 33, ante. 



As to applications for extensions, see ante, p. 19. 

[u) As to improvements or additions, &c., see ante, pp. 33, 34. 

\v) If any colonial or foreign patents are intended to be also a security 
they cannot, of course, be comprised in the mortgage. There shouM be a 
recital in the agreement of such intention, and also of applications being, or 
about to be, made for the respective patents. A clause should then be 
inserted, providing that A. B. will, with all due speed, or within specified 
times, make or prosecute his applications, and obtain the respective patents, 
and execute a proper mortgage of them to 0. D., "according to the laws of the 
different countries. After the complete specification in this country has been 
accepted, and consequently published (sect. 10 of the new act, and see ante t 
p. 14), it will be impossible in most colonies or foreign countries which are 
not members of the International Union to make effective applications for the 
patents. See as to colonial and foreign patents and the International Union, 
ante, p. 36. 
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repayment of the principal moneys and interest as aforesaid and PbkqbdbbtI. 
the said A. B. shall hold the same patent rights in trust for the 
said G. D. to enable him more effectively to enforce the said charge 
where necessary and shall perform and observe the covenants and 
provisions to be comprised in the said mortgage deed so far as 
possible as if the same had been duly executed. In witness &c. (w) . 

(mQ By the Conveyancing Act, 1881, ss. 19, 20 (App., post, pp. 375, 376), This agree- 

certain powers of sale and other powers are given to mortgagees where the ment to be 

mortgage is by deed. By sect. 2 (6) a mortgage includes " a charge." It executed as a 

seems, therefore, advisable that, in view of possible delay in the execution deed in order 

of the mortgage, the above agreement should be executed as a deed. The to enforce the 

declaration of trust above made may be useful in enabling C. D. to get in powers under 

the legal estate under the Trustee Acts, 1850 and 1852, on any sale by him rjJjPT' ^• c *» 

to enforce the charge in case A. B. refuses to concur in the sale. See notes 1881 * 

to sections 19, 20, and 21 of the Conveyancing Act, 1881, in Wolstenholme Declaration 

and Turner's work on the Conveyancing Acts, pp. 66—72, 4th edition, 1885. ? f truBt to he 

See note (e), Agreement III., post, p. 69, to the same effect. for purposes 

Should there be delay in the execution of the mortgage the agreement °/ ** U8fceo 
itself should be registered, as being a document defining the interests of ' 

co-grantees (see p. 24, ante). Eegistration. 

Stamp duty will be payable on this agreement to the extent of the whole stamp duty, 
sum of £a (see Stamp Act, 1870, tit. "Mortgage," &c, sub-s. (1), and 
sect. 107), and on the mortgage deed sixpence per £100 or fractional part (ib. 
tit. sub-s. (2)). 
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H. 

Pbec. II. AGREEMENT by a Manufactured to pay expenses of obtaining a 

Patent — No application yet made— Joikt Patent — Manu- 
facturer alone to work Patent — Payment of Royalties — 
Option to purchase Patent — Provision/or renewal of Agreement 
by Surviving Partners (if any) of Manufacturer. 

AN AGREEMENT made &c. Between W. of &c. of the one 
Recitals. part and R. of &c. of the other part : "Whereas "W. claims to 

Invention. be the true and sole inventor of a method of determining the 

distances of certain objects from the eye of the observer by means 
No patent yet of an adaptation of the telescope : And whereas "W. has not yet 
applied for. applied for any letters patent in respect of the said invention : 

R. established Ajto whereas R. is established at as a manufacturer 

ZS** **& seller of telescopes and other optical instruments : NOW IT 

IS HEREBY AGREED ns follows :— 
Disclosure of 1. W. shall forthwith fully disclose to R. the nature and extent 
invention. f fa sa j(j invention (a). 

B. to make 2. Within one calendar month after such disclosure and at his 

and try meci- own expense R. shall make or adapt a telescope or other instrument 
noTeleet to i 11 accordance with or exhibiting the said invention and make trial 
cany out of the same and within a further period of one calendar month he 
Jjjf 1 * 6 ^ 11 ]^ shall in writing state his willingness to carry out the obligations on 
be void with- his part hereinafter oontained or in default of suoh statement this 
out oompen- agreement shall become null and void as to anything remaining to 
sation. |^ ^one thereunder and the said invention shall continue to be the 

sole property of W. who shall not be liable in respect of any sum 

or sums expended by R. under this clause (b). 
After R.'s 3 # After R. shall have stated his willingness to carry out the 

patentto be obligations aforesaid the said parties shall at his expense apply for 
obtained at and obtain a patent in their joint names for the said invention for 
his expense fl^ United Kingdom and Isle of Man. Provided however that 
JJam^ all moneys paid by R. in respect of any application or proceedings 

W. to pay thereon which by reason of any wilful aot or default of "W. shall 
expenses of become abortive or abandoned (whether revivable or not) shall be 

abortive mt>- repaid by "W. on demand with interest thereon at the rate of 

SSfltf pi oentf per ammm from the respective times when the same were 
him, together so paid until the repayment thereof respectively (c). 

with interest. 

(a) Compare this with Clause 1 of last precedent. Here no elaborate clause 
is needed. 

(b) See as to disclosure and trial of an invention and remedies for breach 
of confidence in using or revealing the information, ante, p. 27. 

(c) No new initiatory application can, of course, be made after the accept- 
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4. Subject and without prejudice to the provisions hereinafter Pbec II. 

contained the said parties hereto shall hold the said invention and g~j J -~T~f * 

patent and all other inventions and patent rights for the time remaining 
being subject hereto equally between them as tenants in common, provisions, 

5. E. shall have the sole right for himself and partners (if any) ri^uJte 
for the time being exclusive of W. and all other persons of using held equally 
working and vending the said inventions and patent rights in- as tenants in 
eluding the granting of licences at royalties. Provided however ^ mm ° n - 
that both parties shall concur in the sale or assignment (if any) ^ nghTto 
of any patent rights for the time being subject hereto or any part make and sell 
thereof or share therein respectively and also in the grant of * nd & rant 
licences under any of the said patent rights at fines or premiums ^^^^ 
and they shall be entitled to the net proceeds of any such sale or other deal- 
the fines or premiums or any royalties aforesaid in equal shares. inga jointly, 

6. R. shall at the end of each half year hereinafter mentioned and all sums 

pay to "W. the royalty of shillings in respect of each licences ^ 

instrument aforesaid made or adapted by him according to the divided 
said or any other invention for the time being subject hereto and e< l uaU 7' 

in such half-year sold by him whether he shall actually have *• Jq^ 3 ^ 
received the price thereof or not (d). yf % on inatru- 

7. All fees and the costs and expenses of and attending the menteaold. 
maintenance and protection of the said patent rights shall in the Fees and costs 
first instance be paid and borne by R. who shall be entitled in the & ^ a ^ t by D, 
half-yearly accounts hereinafter provided to be furnished to charge R. firstly, 
W. with one moiety of the same respectively. then borne 

8. E. shall keep at his usual place of business all proper books ** y * 
of account and shall make true and complete entries therein at the ^^ ^ nd 
earliest opportunities of all particulars necessary or convenient for inspection 
the purposes hereof relating to the manufacture and sale of the aJWed* &c. 
instruments made or adapted as aforesaid and the licences granted 

in respect thereof and shall produce the said books to W. or his 
agents or agent at all reasonable times for inspection and the 
taking copies or extracts therefrom and shall at his own expense 
obtain and give to him or them from time to time all such infor- 
mation as to any item or matter contained or which ought to be 
contained therein as shall be reasonably required. 

9. Accounts between the said parties shall be settled at the end Half-yearly 
of each half-year the first whereof commencing at the date when 8ettlemente - 
complete protection shall have been obtained in respect of the said 
invention. 



ance of the complete specification, as publication then takes place. (Sect. 10, 
and see p. 14, ante.) After the expiration of the time for acceptance, if no 
acceptance has been obtained, it seems that, as by sect. 4 of the Amendment 
Act, 1885 (post, p. 332), no publication by the office is to ensue, the applicants 
may begin their applications de novo. This is, in fact, an abandonment of a 
provisional specification. In Oxley v. Holden (8 C. B. N. S. 666), it was held 
(under old law) that the abandonment of a provisional specification [it had 
not been published by the office] was not a dedication to the public of the 
invention. 

No provision is made above for the default of B. in advancing; moneys, or 
neglecting to co-operate in the application, as he would probably be in the 
position to make his own terms. 

(d) For a provision in the case of bad debts, see Sp. CL 17, post, p. 232. 

M. F 
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Pbec. II. 

Improve- 
ments, &c. by 
either party 
to be in- 
cluded. 



R. maypur- 
chase W.'s 
interest at 
fixed price 
on notice. 



On death of 
R. his sur- 
viving part- 
ners may elect 
to continue 
the agree- 
ment. 



10. Every improvement in or addition to the said invention or 
new discovery useful in the manufacture or adaptation of telescopes 
for the like purpose as aforesaid now (if at all) in the knowledge 
and possession of or which hereafter may be made by either party 
either solely or in conjunction with any other person or persons 
shall as far as practicable but subject to the rights therein of any 
such person or persons be treated as part of or as comprised in the 
said invention and except as to costs (if any) out of pocket occa- 
sioned thereby be communicated and explained by him free of 
charge to the other of them but no patent shall be applied for or 
taken out in respect thereof unless K. shall think fit and then as 
between the said parties at their joint cost and in their joint 
names subject to the rights of any such person or persons and such 
patent (if any) shall subject as aforesaid be also subject to this 
agreement in the same manner as far as possible as the letters 
patent to be obtained in respect of the said invention (e). 

11. B. may at the end of any half-year aforesaid after having 
served W. with one calendar month's previous notice in writing 
for that purpose and satisfying all sums (if any) then due to W. 

hereunder purchase for the sum of £ all the estate and 

interest of W. in the said patent and any patent rights then 
subject hereto (/). 

12. If B. shall die during; the continuance of any patent rights 
for the time being subject nereto before he shall have elected to 
purohase the same as aforesaid his surviving partner or partners (if 
any) shall subject to any provisions in the articles of partnership 
to the contrary have the option to be declared in writing and 

served on "W. within calendar months from the date of the 

death of B. to continue to carry out his part of this agreement 
upon the like terms as aforesaid except as provided in Clause 11. 
In witness, &c. (g). 



(e) As to improvements or additions, see ante, pp. 33 — 36. 
(/) As to specific performance of contracts to sell patents, existing or 
future, see ante, p. 42. 
(<?) For a clause as to service of notices, see Sp. CL 51, past, p. 242. 
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in. 

AGEEEMENT/or Loan to a Firm — Advances with Interest repay* Pbbo. III. 



able only out of fixed Share of Net Profits half-yearly — 
Present Advance — Other Sums advanced according to state of 
Profits — Charge on Patents — No personal Liability to 
repay (a). 

AN AGKEEMENT made the — - day of 18— 

Between A. B. and 0. D. of &c. (hereinafter called "the firm") jueitak. 
of the one part and E. F. of &c. of the other part : Whereas the Title to 
firm is absolutely entitled to the patent rights mentioned in the *•**£*■ "* 
Schedule hereto : And whereas the firm has for some time past !? . e * 
been engaged at its address aforesaid in co-partnership in the busi- fi^to w °rk 
ness of working the said patent rights and the granting of licences same, 
thereof: And whereas the said E. F. has agreed to advance the Agreement 

firm the sum of £ by instalments repayable together with *° r ' advanoes 

interest at the rate of per cent, per annum out of one-third payable'out 

share of the net profits derivable from the said patent rights as of net profits, 

from the day of last but charged on the said patent and c ^arged 

rights as hereinafter provided and not to be repayable by the firm on P* n • 
or any member thereof personally : And whereas the last half- Last , half " 
yearly accounts of the said business have been duly made up and counts made 

ascertained as on the said day of last : And up. 

whereas the said E. F. has inspected the books of the said busi- Accounts for 
ness and ascertained the state thereof and the amount of net profits jntj^^b"* 
derived from the said business during the two years immediately E. F., and 

preceding the said day of last and for the purposes accepted as 

hereof has accepted all the accounts relating to such period as oorrecfc - 
entirely correct : And whereas the method by which the said Past method 
accounts have been taken is intended subject as hereinafter men- aooountf ac- 
tioned to be also applied in ascertaining the amount of future net oepted for 
profits : And whereas in part pursuance of the said agreement ascertaining 
the said E. F. has immediately before the execution hereof ad- pJT 5 / te * 

vanced the firm the sum of £ part of the said sum of moneys now 

£ the receipt of which sum of £ the firm doth hereby advanced. 

acknowledge. NOW IT IS HEREBY AGREED as follows :— Operative 

1. The said sum of £ and all other sums advanced here- parfc# 

under shall bear interest at the rate of per cent, per annum ^t^stwSS* 

from the respective times of advancement thereof but except as to repayable out 
the charge on the said patent rights hereinafter contained shall °* profits or 
together with the interest aforesaid be repayable only out of one- ^h^** 1 * 
third share of the net profits derivable from working the said 

(a) As to this kind of agreement, see ante, pp. 31, 32. 

F 2 
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Pbeo. III. patent rights and not by the firm or either member thereof per- 

sonally (b). 

Repayments 2. The said payments out of net profits shall be made half- 
half-yearly, yearly on every day of and day of 

commencing with the day of next or within thirty 

days thereafter respectively (c) and shall be made firstly in dis- 
charge of all interest aforesaid and then in or towards satisfaction 
of the principal moneys for the time being due hereunder and 
remaining unpaid. 

teb i ^ alm Sd ® # ^ e sum °* ^ (being the balance of the said sum of 

each half- 1 ^ ) s^aM be advanced in four equal instalments of £ 

vear if each (d) at the respective times hereinafter mentioned that is to say 
lender's re- jf an( j whenever the said E. P. shall for any half -year aforesaid so 
den^edextent l° n £ ^ an y moneys advanced hereunder shall remain unpaid be 
at least. entitled to receive out of the said net profits as hereinbefore pro- 
vided a sum equal to or exceeding per cent, of the entire 

principal sum advanced and then remaining unpaid and the firm 
shall have duly performed its obligations hereunder up to the time 
of accounts being furnished for such half-year as hereinafter pro- 
vided and shall not nor either member thereof have become bank- 
rupt or committed any act of bankruptcy whether available for 
adjudication or not the said E. P. shall then forthwith subject to 
the satisfaction of any moneys due to him on the said accounts 
advance one of the said instalments (e). 
Charge of 4. The said patent rights and all extensions thereof together 

(with dafa^ 8 yr ^ 1 ^ e interest of the firm in any patents hereinafter obtained by 
ration of it in respect of any improvements or additions to the several 
trust), but inventions mentioned in the Schedule hereto or of any new dis- 

ab^wMle 6 " c ^" 68 useful for the manufacture of are hereby charged 

firm performs with the repayment of the said principal moneys and interest and 
obligations or the firm shall hold any patent rights sold by the said E. P. in 
T^nt! ** enforcement of the said charge or any part thereof in trust for the 
purchaser or purchasers at any such sale but such charge shall not 
be enforced so long as the firm shall perform or observe its obliga- 
tions hereunder and work the said patent rights at such a profit at 
least as will admit of the said E. P. receiving each half-year out 
of the one-third share of the net profits for that period as aforesaid 
all interest then due on the principal moneys then already advanced 
by him and remaining unpaid but in case the firm shall make 
default in the performance or observance of any obligation here- 

When legal (&) If the firm are to be personally liable a formal legal mortgage instead 

mortgage. of this agreement should be executed. In the estimation of net profits for 
Mode of esti- an Y naif-year, and in the absence of an agreement to the contrary, interest 
mation of net on borrowed capital, and a fortiori the estimated receipts by the lender as 
profits. above provided, would not apparently be first deducted from the gross 

returns. See as to the mode of ascertaining profits when the person entitled 
is not a partner (e.g. a manager or foreman), Iiishton v. Orissell, L. R. 5 Eq. 
326 ; Geddes v. WaUace y 2 Bligh, 270, cited in Lindley, 790 (4th ed.). 

f c) These extra days are mentioned in view of the charge made by Clause 4. 
fa) Or unequal instalments. 

[e) As to specific performance of agreements to lend or borrow money, see 
ante, pp. 43, 44. 
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under and (where such default is capable of being made good) Preo. ni. 

shall for days after a notice in writing shall have been 

served on the firm by the said E. F. requiring it to make good the 
same omit so to do or in case the said share of net profits for any 
half-year shall not admit of the receipt by the said E. F. of the 
full interest thereout as aforesaid then the said E. F. may at any 
time thereafter notwithstanding any further advances made by 
him to the firm in the meantime call in the principal moneys 
advanced and for the time being remaining unpaid hereunder 
together with all interest thereon aforesaid and in default of pay- 
ment thereof or any part thereof respectively forthwith may enforce 
the said charge (/). 

5. The firm shall keep at its usual place of business all proper Acoounta. 
books &o. [Clause 9, Agreement /., p. 61, ante]. Inspection, 

6. [For Clause as to payment of fees, use Sp. CI. 37, post, p. 238.] p 0- f 

7. The firm shall at all times during the continuance hereof f ^^^ 
defend every proceeding for revocation of any letters patent com- Defence of 
prised herein, and protect the same from infringement. patent. 

8. Notice of the effect of this agreement shall forthwith be Notice of this 
indorsed on the deed of partnership dated &c. of the firm and also ^ gl ^ Q f e ^ to 
on the several letters patent mentioned in the Schedule hereto and n partner- 
signed in each case by the several persons parties thereto (g). In ship deed and 
witness &o. (A). P atente - 

The Schedule. 



(/) A formal legal mortgage could, of course, be executed, comprising the 
terms of this agreement, except as to the mere charge, and then registered. 
The object here, however, is to leave the firm quite unfettered in its dealings 
with the patents before the charge becomes enforceable, and to avoid any 
exposure of the affairs of the firm, which might result from registration of 
the mortgage. Notice of the charge is to be indorsed on the patent. (Clause 6. ) 
If the agreement be executed as a deed, then sects. 19 ana 20 of the Convey- 
ancing Act, 1881 {post), conferring powers of sale, &c, wiU operate. By 
sect. 2 (vi.) of that act, " a mortgage may mean " any charge on any pro- 
perty for securing money." See Wolstenholme and Turner's Conveyancing 
Acts (4th ed.), notes to sect. 21 of the Conveyancing Act, 1881. A declara- 
tion of trust, as above, is recommended. The object is to obtain, if necessary, 
an order under the Trustee Acts, 1850 and 1852, vesting the legal estate in 
the purchaser, in case the patentee will not, or cannot, join in the assignment. 
See note (w) to Agreement /., ante, p. 63, to same effect. 

{g) The indorsement seems advisable, as the agreement, not being a legal 
mortgage, will not be registered. See as to registration under the new act 
and the equitable doctrine of notice, ante, pp. 23 — 25. The notice will pre- 
vent licences beinggranted at premiums, or sales of the patents, without the 
concurrence of E. F. See as to assignees of patents taking with notice of 
the claims of a prior assignor to a snare of the net profits being bound to 
account to him for the profits received by them, Werdermann v. Socieie Generate 
^EledtriciU, L. E. 19 Ch. D. 246 ( Jessel, M.E. , and Lush and Lindley, L. JJ X 

{h) This agreement should be by deed (see note (c), ante), but cannot oe Agreement to 
registered. Ibid., and also pp. 23 — 25, ante, be by deed. 

Stamp duty ad vol. on the whole sum of £ must be paid as on a Stamp duty. 

mortgage. See Stamp Act, 1870, tit. Mortgage, &c. 

The lender will be under no liability as a partner. See Partnership Law ^° "ability 
Amendment Act, post, p. 368, Appendix, and ante, p. 31. °irta ** 

For a clause as to service of notices, see Sp. CI. 51, post, p. 242. Service of 

notices. 
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Pbeo. IV. 



IV. 

AGREEMENT for Sale of Moiety of a Patent— Provisional 
Protection obtained — Purchase-money in three Instalments pay- 
able (1) at date, (2) on acceptance of Complete Specification, 
(3) on Grant of Patent — Conditions of working — Rescission 
before Grant in certain events. 



AN AGREEMENT made the 



Recitals. 

Invention and 

provisional 

protection. 

Agreement 
for sale of 
moiety of 
home patent, 
&c. 

Part of pur- 
chase-money 
now paid. 



Complete 
specification 
to be pre- 
pared. 

Further part 
of purchase- 
money to bo 
paid after 
acceptance. 

On such pay- 
ment G. D. 
to be made 
co-applicant. 



day of 



Between 



A. B. of &c. (hereinafter called " the inventor ") of the one part 
and 0. D. of &c. of the other part : Whereas the inventor has 
invented certain improvements in &c. [title of invention] and has 
obtained provisional protection within the realm in respect of such 

invention as from the day of last (a) :;Ak i> whereas 

it is agreed that the said 0. D. shall for the sunv'of £ pur- 
chase one half share in the patent and any extension thereof (b) 
obtainable in respect of the said invention : An^> whereas as part 
of the said purchase-money the said 0. D. hasr' immediately before 
the execution hereof paid the inventor the sum of £-- — the 
receipt- whereof is hereby acknowledged (c). NOW "HP i8~ 
HEREBY AGREED as follows :— 

1. The inventor shall forthwith prepare a complete specification 
of the said invention and with all due speed procure the same to 
be accepted at the patent office. _. .. - . 

2. Within days after written notice of the acceptance of 

the complete specification (d) shall have been served on him by the 
inventor the 6aid C. D. shall pay to the inventor the sum of 
£ (e) further part of the said purchase-money. 

3. On payment of the said sum of £ the said C. D. shall be 

entitled to be made an applicant for the patent jointly with the 
inventor who shall then forthwith obtain the amendment of his 
application in this respect accordingly (/). 



r a\ See notes (a), (b), and (c) to Agreement L, above. 

b\ As to extensions, see ante, p. 19, said post, pp. 114, 142. 

[c) This should bo a small percentage by way of deposit. Until the 
complete specification is accepted a purchaser would hardly pay a substantial 
part of the purchase-money. After tho accoptanco tho purchaser pays a 
more substantial sum, and then should be entitled, as above provided, to bo 
made a co-applicant. 

f d) See Patents Eules 25, post, p. 338, as to notice of acceptance. 

e) A substantial part of tne purchase-money. See note (c). 

/) As to the amendment of the application in this respect, see ante, p. 29. 
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4. All costs and expenses inourred by the said parties on aooount Pbeo. IV. 
of any opposition to the grant of the patent shall be borne by the Costs^foroo^ 
inventor exclusively (g) . ^ aition to grant 

5. As soon as the patent shall be granted as aforesaid and to b* borne 
duly sealed the said C. D. shall pay the inventor the balanoe of ^y inventor, 
the said purchase-money. # oY£te^* 

6. The patent and every extension thereof shall be held and balance of 
enjoyed by the parties in equal shares as tenants in common sub- ptrohase- 
ject to the following conditions :— Jgj* to * 

(a) The fees for renewal shall be the annual ones and together conditions of 

with any fees payable for extension of the times for ownership, 
renewal respectively shall be borne equally by and be- Renewal fees 
tween the parties and if either party shall at any time or P aid t ? < ^ ld " 
times* hereafter make default in or object to continue the m * 
payment of the said fees the other party shall be at 
liberty to pay the same or to continue the payment 
thereof as for the remainder of the term or any shorter 
period and may claim from the defaulting or objecting 
party aforesaid a return of one-half of any payment so 
made and shall have a charge on his share in the patent 
and extension (if any) thereof for the sum so returnable 
* together with interest thereon from the time of demand 
thereof at the rate of 5 per cent, per annum (ti). 

(b) Each party shall be unrestricted in the working of the Unrestricted 

patent and grant of licences at royalties and shall not working, &c, 
be liable to account for any profits or royalties receivable Ucences^at 
by him thereby or thereunder but no licence except at premiums, 
royalties shall be granted otherwise than by the parties 
jointly who shall be entitled to all fines and premiums 
thereunder in equal shares (t). 

(c) The conditions in this clause shall as far as possible apply Same oondi- 

to any patent obtained by the parties for any improve- to^tentefor 
ment addition or discovery hereinafter mentioned (j). improve- 

7. If the inventor shall under the present or any new applica- ments, &c. 
tion fail to obtain the aoceptanoe of a complete specification (k) he ** *&**&<*- 



(9) Opposition can only arise after the acceptance of the complete specifi- 
cation (sect. 11). 

(A) As to the liability of a co-owner for contribution in respect of fees in 
the absence of any agreement on the subject, see Chapter on " Assignments," 
post, p. 122. 

(i) As to the working of a patent and grant of licences by one co-owner 
alone, see post, pp. 118 et seq. Condition (b) may be modified by providing 
for the partition of the patent in some respects (see Agreement VIII., post, 
and sect. 36 of the new act). For a partition deed, see Assignment XL, post, 
p. 165. For further provisions, see Assignments IV. and V., post 

(/) See Mr. T. Aston's remarks at p. 2 of his work (notes to sect. 4 of the 
new act) as to the advisability of co-grantees entering into an agreement 
defining the conditions of ownership as soon as, if not before, the joint 
patent is obtained. 

(k) As to the time for obtaining the acceptance, see p. 14, ante, and 
sects. 8 and 9 of the new act, and sect. 3 of the Amendment Act, 18S5 
(Appendix, post). 
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Pbec. IV. shall then forthwith give notice in writing to the said C. D. of 
such failure and the said C. D. may within weeks after the 



cf§! may receipt of such notice abandon the said purchase and claim a 

abandon pur- return forthwith of the said sum of £ together with interest 

chase and thereon at the rate of per cent, per annum from the date 

of deposit 1 " 1 hereof until repayment but if the said 0. D. shall within the said 
with interest, period omit to give notice in writing to the inventor of his having 
abandoned the said purchase he shall be deemed to have elected to 
take the benefit of another application and in that case the said 
parties shall thereupon forthwith (if not precluded) (/) jointly (but 
at the expense of the inventor) make and prosecute a new appli- 
cation for the said patent (m). 
Improve- 8. Each party shall from time to time after making any im- 

kO^Ja' *° P rovemeT1 * i n or addition to the said invention or discovery useful 
equaiwinthe * 0, [Form 15, ante, p. 52, but at the end saying, "subject to the 
terms hereof, terms of Clause 6 hereof."] 

If patent not 9. If by reason of opposition to the grant thereof or otherwise 
obtained, the said patent cannot be obtained the said C. D. shall be entitled 
r^amaLsub- forthwith (subject to the provisions of Clause 7) to the return of all 
ject to any moneys paid by him as aforesaid but without interest thereon or in 
claim for default of payment after demand together with interest thereon 

afire8 ' from the time of demand thereof at the rate of per cent. 

per annum until repayment but without prejudice to any claim for 
damages by either party against the other of them on account of 
any act or default whereby such failure to obtain the patent 
ensued (n). 
Transmission 10. Except where in any case the context requires a different 
clause. interpretation the expression " the inventor " or " the said C. D." 

or other expression referring to either of the said parties where- 
soever used herein shall extend and be construed to apply also 
as far as possible to the assigns of the person so designated. In 

WITNESS &0. (o). 



(1) As to abandoned applications, see note (c) to Agreement II. , ante. 

(m) The object of the above clause is to ensure care in the preparation of 
the specification, and also to provide against its non-acceptance, and the delay 
thus occasioned. If it be omitted, Clause 9 should be slightly altered, by 
providing for the grant being obtained by a certain date, and omitting 
reference to the above clause. 

(n) There is no implied warranty of title to the invention in an agreement 
to sell a patent (or share therein). See chapter on "Assignments," post, 
p. 112. 

(o) For a clause as to service of notices, see Sp. CI. 51, post, p. 242. 
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V. 

AGREEMENT for Sale of Patent after acceptance of Complete pmc. v. 
Specification — Vendor to manufacture for Purchaser within 
District — Exclusive Licence for same District — Royalties 
on Goods sold to strangers — Clauses as to prices, delivery, 
accounts, and disposition of Goods on determination of Licence. 

AN AGREEMENT made the day of 18— 

Between A. B. of &o. of the one part and C. D. of &c. of the Reeital8 
other part : Whereas the said A. B. as the inventor of a new and i nvent i on 
improved process &c. [title'] made his application for letters patent Acceptance 

on the day of last and obtained the acceptance of complete 

of a complete specification in respect of the said invention on the specification. 

day of last (a) : And whereas the 6aid A. B. Vendor 

has established himself at aforesaid in the business ^.bUshed ln 

of &c. and is possessed of divers plant machinery utensils and 
other effects necessary or suitable and ready for the manufacture 

of the said : And whereas the said C. D. is desirous of Desire to 

purchasing the said invention and the letters patent obtainable in P^hase 
respect thereof and every extension of the said letters patent and for Vendor to 
the exclusive benefit of all improvements in or additions to the manufacture 
said invention or any new discovery useful for the manufacture for P*"* 1 " 1 **- 

of now (if at all) in the knowledge and possession of or 

which hereafter may be made by the said A. B. (b) and of securing ' 

the services of the said A. B. in the manufacture of . 

NOW IT IS HEREBY AGREED as follows :— 

1. The said A. B. shall sell and the said C. D. shall purchase Sale for sum 
the said invention patent and rights aforesaid for the sum of JJ^JJ^iJ 1 " 

£ of which the sum of £—- has now been paid (the ( on e now 

leeeipt-whereof is hereby acknowledged) and the sum of £ paid). 

the remainder thereof shall be paid at or immediately before the 
execution of the assurance hereinafter mentioned. 

2. The said C. D. shall be entitled to be made an applioant for 0. D. to be 
the grant of the said patent jointly with the said A. B. who shall """^ a °? m 
at his own expense forthwith prooure the amendment of his app oan * 
application in this respect (o). 

3. All costs and expenses inouired by the said parties on account Costs of op- 
of any opposition to the grant of the said patent and of obtaining ^ rit ?b to 
the grant thereof shall be borne exclusively by the said A. B. (d). b^A. B™ 



(a) See notes (a), (b), and (c) of Agreement I. t ante. 

(b) As to improvements, &c, being included in a purchase, and modes of 
providing for tne same, see ante, pp. 33, 34. 

(c) As to such amendment, see ante, p. 29. 

(a) Or equally between the parties, or otherwise. 
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Peeo. V. 4. The said patent shall be obtained with all due speed and 
Assignment"" immediately after the sealing thereof shall at the expense of the 
of patent to said 0. D. but subject to the payment of the balance of the said 
CD. after purchase-money be assured together with the exclusive benefit of 
gran * any extension thereof to the said C. D. by the said A. B. so that 

the entirety thereof shall become vested in the said 0. D. (e). 
obtained n ° fc *** -^ ^y reason of opposition \o the grant thereof or otherwise 
deposit to be the said patent cannot be obtained the said 0. D. shall be entitled 

returned forthwith to the return of the said sum of £ without interest 

J^ c ° e u ^ pre " or in default of payment &c. \Qlame 9 of last Agreement]. 

claim for 6. Subject as aforesaid the said A. B. shall for a term of 

damages (if years from the date hereof within the borough of or other 

v a + place or places in the said county of approved of by the 

manufacture sa ^ ^ -D. manufacture for and supply to the said C. D. or his 
for purchaser nominees all such articles aforesaid which can be manufactured 
at fixed prices according to the said invention as the said 0. D. shall from time 

crm. j. o j.j mQ require not exceeding in number per calendar 

month and at prices not exceeding the prices mentioned in the 
Schedule hereto in respect of the class of articles so supplied and 
Good manu- shall manufacture the same in a good and workmanlike manner 
facture. an( j execute all such orders with due and necessary dispatch. 

Vendor may 7. The said A. B. shall at all times during the said term subjeot 
a^seii Cture as a ^ oresa id be at liberty within the said borough or other place or 
goods to places aforesaid to manufacture the said articles in such numbers 
others within as he may think fit and within the said county to sell the same to 
distnot. an y p erson or persons other than the said C. D. or his nominees 

at such prices respectively as shall not be less than per 

cent, over and above the prices for the time being payable by the 
said 0. D. for corresponding articles as aforesaid (/) and so that 
the said A. B. shall pay to the said 0. D. on all such articles when 
sold by him the royalties mentioned in the schedule hereto aooording 
to the class thereof respectively (g). 
Monthly 3 ^jj accounts between the said parties shall be made up and 

speotion/So. settled at the end of every calendar month the first whereof com- 
mencing at the date of the said assurance and accordingly the said 
A. B. shall keep at the said manufactory or other usual plaoe of 



(e) For a precedent of each assurance, see Assignment VI /., p. 158, post 

(/) This clause will operate as a licence, which, by Clause 10, is to be 
exclusive for the county, except that it is implied that 0. D. himself may also 
use the invention within the same district. A licence simply expressed to be 
exclusive excludes the licensor, apparently (post, p. 182). See, also, p. 24, 
ante, as to a licence before the grant of a patent. 

Eor contents of a licence, see pp. 191 — 203, post, and pp. 223—25, post, and 
also Chapter on "Licences Generally," and "Precedents of Licences," post. 
The agreement can, of course, be added to by the insertion of other clauses 
relating to licences. 

(g) The royalties become payable as soon as the sale is effected — that is, 
when the legal title of the purchaser to the articles first accrues. Conse- 




livery") 

in Possession.") 
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business of his for the time being all proper books of aooount &c. Pbbo. V. 

[Clause 10 of Agreement /., ante, omitting reference to licences and 

other dealings, substituting "month" for "half-year," and omitting 
reference to paying expenses of an accountant and the remaining 
matter.'] 

9. Ail artioles so supplied to the said C. D. or his nominees shall Expenses of 
if delivered within the said borough (h) be delivered, free of expense ^^ ery °* 
to him or them but otherwise shall be delivered at his or their 
expense. 

10. The said C. D. shall not during the said term license within Purchaser not 
the said county any other person or persons than the said A. B. to ^J* 06 ?!? 6 

» . ^ ii j i • j i • i r other than 

manufacture or sell the said articles. vendor 

11. The said A. B. shall from time to time after making any within tho 
improvement in or addition to the said invention &c. [Form 16, d^ct. 
ante 9 p. 52] and every such improvement addition or discovery Jj^^&o. 
shall if the said 0. D. shall not otherwise direct be applied to the 
manufacture of the said articles to be supplied to him or his 
nominees as aforesaid (i). 

12. The said A. B. shall not during the continuance of the said Vendor not to 
patent or any renewal thereof or any other patents for the time £ t TX£ 
being comprised herein (except as hereinbefore provided) manu- similar 
facture or sell any articles aforesaid or such as shall be similar in articles, 
character to the said articles or be engaged or concerned in or pro- 
mote any business or company for the manufacture or sale of any 

such articles respectively or do any act or thing calculated to 
depreciate the value to the said^C. D. of the said invention. 

13. The said C. D. shall be at liberty to determine the agree- Determina- 
ment and licence aforesaid relating to the manufacture supply and tion °* agree- 
sale of the said articles on the said A. B. wilfully neglecting or Soy vendor 
refusing or for the space of one calendar month becoming unable on default in 
from any cause whatever to execute any order aforesaid or other- applying 
wise making default in the performance or observance of any of bankruptcy. • 
his obligations hereunder or on the said A. B. becoming bankrupt 

or committing any act of bankruptcy whether available for ad- 
judication or not. 

14. In the event of the said agreement and licence as to the Disposition of 
manufacture supply and sale of articles beooming determined by g0( ^ 8 te J1 hand 
effluxion of time or any other event the said 0. D. shall be at nation of 
liberty so long as the same shall remain unsold by the said A. B. agreement 

to call for the supply to him or his nominees at the said prices "^ licence - 
respectively mentioned in the Schedule hereto of all artioles (if any) 
manufactured as aforesaid or any of them then in the possession 
and ownership of the said A. B. and not subject to any previous 
orders of the said C. D. or at the option of the said 0. I), as to 
any such articles to claim royalties thereon payable on demand of 



(h) Or the limits within which A. B. will send his own carriers. In the 
absence of agreement in this respect, a vendor is not obliged to send the goods. 
(Benjamin on Sales (3rd ed.), p. 670.) 

(i) As to improvements, &c, being comprised in a purchase, see ante, 
pp. 33, 34. 
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Fbeo. V. the respective amounts mentioned in the Schedule hereto less 

per cent, in lieu of any royalties on the sale thereof 

respectively. Provided always that subject as above mentioned the 
said A. B. shall be at liberty at any time or times after the deter- 
mination of such agreement and licence to sell any such articles last 
aforesaid at any prices respectively whatever but shall immediately 
after any such sale pay to the said C. D. royalties thereon of the 
respective amounts mentioned in the said Schedule and that after 
such determination the said A. B. shall give the said C. D. every 
facility at all reasonable times to ascertain the number and class of 
such articles and the transactions of the said A. B. in regard 
thereto respectively. 
Tr^isaion 15 [Transmission Clause as in last Precedent] 

In witness, &c. (/ ). 

The Schedule. 

(J) In respect of the licence, this agreement should be executed as a deed, 
see ante, pp. 16, 24. 

This agreement should be registered, qud the licence, after the assignment 
has been registered. As to registration, see ante, pp. 23—25. 

Eor a clause as to service of notices, see Sp. CL 51 ; post, p. 242. 
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VI. 

AGREEMENT for Sale of Foreign and Colonial Patents (in Pbbo. vl 
course of being obtained) — Special Clause enabling Purchaser to 
retire from any Purchase. 

AN AGREEMENT made &c. Between A. B. of &o. (hereinafter 
called " the vendor ") of the one part and 0. D. of &o. (hereinafter 
called " the purchaser ") of the other part [recite the invention and ReeUaU. 
that provisional protection has been obtained at ltome^as in Agreement IV. 
ante (a)] : And whereas the vendor has lately made or is ahout to Applications 
make application for patent or other similar privileges (hereinafter pending for 
called " patents ") for the colonies and foreign countries mentioned f^J 11 ^ and 
in the Scnedule hereto in respect of the said invention: And whereas patents, 
the vendor has agreed with the purchaser (by separate contract as Separate 
to each patent (b) ) to sell to him the said patents at the respective contracts to 
prices mentioned in the said Schedule : And whereas the purchaser * jU J ame t0 
has immediately before the execution hereof paid to the vendor p " " 

the sum of £ (apportioned between the said patents as in deposit? ° 

the said Schedule mentioned) part of the said purchase-money the 
receipt whereof is hereby acknowledged. NOW IT IS HEEEBY 
AGREED as follows :— 

1. The vendor shall at his own expense forthwith commence or Vendor to 
continue and with all due speed take and prosecute the necessary continue 
steps and proceedings for obtaining the said several patents. proceedings. 

2. The balance of the purchase-money for any patent shall be Balance of 
payable by instalments in the amounts and at the times respectively purchase- 
in the Schedule hereto mentioned and any instalment not paid at or ^g 6 ^* 7 " 
before the time appointed for payment shall thenoef orth bear stalments, as 

interest at the rate of per cent, per annum until actual P er Schedule. 

payment thereof. 

3. The purchaser may at any time not later than weeks Retirement 

before the time fixed in the Schedule for the completion of the ^ m 1 a ^ haaer 
purchase of any patent retire therefrom by then serving the vendor ohwewf re^ 

(a) Except (if time admits) as to countries which are members of the Inter- 
national Union (ante, p. 36), a provisional, not a complete, specification should 
only be furnished, because publication first takes place on the acceptance of 
the complete specification (sect. 10 of the Act of 1883, Appendix, post, p. 310), 
which would be a bar in many colonies and foreign countries to the obtaining 
patents there. See the Articles of the International Convention, in the 
Appendix, post, p. 365. 

(6) An entire contract cannot be apportioned (see ante, p. 46). The 
contracts are here to be supposed to be verbal ones, as, if in writing, they 
should either be fully recited here or be sufficient without the necessity of 
this agreement. 



78 



AGREEMENTS. 



. Pbeo. VI. 

Hnquifihment 
of moneys 
paid, &c. 

Purchases 
completed at 
times and 

S laces as per 
chedule. 

If vendor 
discontinue, 
purchaser 
may claim 
return of 
moneys and 
interest. 



Or, with 
necessary 
powers, him- 
self continue 
proceedings. 



Expenses of 
purchaser 
repaid with 
interest. 



If any patent 
unobtained 
through 
defect in title, 
moneys re- 
turned with- 
out interest, 
&o. 

Service of 
notices. 



with a "written notioe for that purpose whereby also the purchaser 
' shall offer to relinquish all claim to any moneys paid by him in 
respect of the said purchase and also to pay on demand any moneys 
then already due in the like respect and remaining unpaid. 

4. The purchase of each patent shall be completed at the time 
and place in respect thereof mentioned in the Schedule (c). 

5. If the vendor shall unreasonably make delay in or discontinue 
the proceedings in respect of his application for any patent and 

shall for more than days after he shall have been requested 

in writing by the purchaser to continue the same omit so to do the 
purchaser may at any time thereafter before the vendor shall (if at 
all) continue such proceedings either retire from the purchase of 
that patent and shall then accordingly be entitled to a return of all 
moneys (if any) paid by him in respect of such purchase together 
with interest thereon respectively (as for money lent) at the rate 

of per cent, per annum from the times of payment until the 

repayment thereof respectively or if time will so admit may at the 
expense of the vendor and by means of a power of attorney or 
other (if any) necessary powers given by him (who shall accordingly 
confer the same) himself continue or cause to be continued the said 
application and all proceedings consequent thereon until the said 
patent shall be granted and vested in the purchaser and all moneys 
(if any) paid by the purchaser in the due and proper exercise of 
any such powers shall be repaid by the vendor on demand together 
with interest thereon respectively at the rate last aforesaid from the 
time of payment until the repayment thereof respectively notwith- 
standing that from any cause not attributable to the purchaser the 
patent shall not finally be obtained. 

6. If through any cause attributable to the state of the title to 
the invention in any country aforesaid the patent in respect thereof 
cannot be obtained the purchaser shall be entitled on demand to a 
return of all moneys paid by him for the purchase of such patent 
but without any interest thereon or (subject as in the last clause 
provided) any claim for damages or compensation on account of 
the failure to obtain the patent. 

7. [For a clause as to service of notices, use Sp. CI. 51, post, 
p. 242.] 

In witness, &c. (d). 

The Schedule. 



(c) This can, of course, only be finally effected in each country itself, and 
according to the laws thereof. 

(d) As to the specific performance of agreements to sell patents, see ante, 
pp. 42, 43. 
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VII. 

AGREEMENT /or Sale of Patents to a Trustee for a Limited Pbeo. VII. 
Joint Stock Company (in course of formation) — Purchase" 
money in Cash and Shares (a). 

AN AGREEMENT made &o. Between A. B. of &o. (herein- 
after called " the vendor ") of the one part and C. D. of &o. as 
trustee for the company (hereinafter mentioned and called " the RetitdU. 
company ") now in course of formation of the other part : Whereas Vendor en- 
the vendor is entitled under an assignment dated &c. and made &c. titled by 
to the invention and patent in respect thereof mentioned in the t^ 818 ?? 1 ? 1 * 
Schedule hereto :[And wheheas the vendor has agreed with the A n ' ^ 
said C. D. as such trustee for the sale to the company at the price sefftToom- v" '! 

of £ of the said patent and all extensions thereof and the pany for J 

exclusive benefit of all improvements in or additions to the said p at6nt *5 e 
invention or any new discovery relating to the manufacture of & d equaTin- 

now (if at all) in the knowledge and possession of or which Merest in any 

hereafter may be made by him (b) V) And whereas the company is ^^ ve " 
about to be formed under the Companies Acts 1862 to 1886 with Com 

the name of The Company Limited having the object befwmidto 

(amougst others) of acquiring the said patent : And whereas the purchase 

memorandum and articles of association of the company have with P atent - 

the privity of the vendor been already prepared : And whereas ^d"^^" 11 

the nominal capital of the company is provided to be £ already pre- 

divided into 15,000 shares of £ eaoh (c). NOW IT IS P^ed. 

HEREBY AGREED as follows :— Capital and 

1. The vendor shall sell and the company shall purchase at the 5? 1 ? 1 *?* 

Sale for 



£■ 



(a) This precedent is intended to answer the double purpose of an ordinary 
agreement for sale to an individual of a patent already obtained, and of 
dealing with the case of an inchoate company as the purchaser. For more 
elaborate or other forms of purchases by companies, see Mr. F. B. Palmer's 
work on Company Precedents (3rd ed.), 1884. 

ib) As to improvements, &c, see ante y pp. 33, 34. 
c\ See Palmer's Company Precedents (pp. 1 — 6) as to the three different 
kinds of contracts for the purchase of property by a company formed for the 
purpose. The above agreement is according to the first plan, and involves the 
adoption of it by the company when formed. This will be done by an agree- 
ment between the vendor, the trustee, and the company (see Forms 12 and 
13 in Palmer, pp. 30, 31), which is intended for indorsement on the original 
contract, with or without modifications thereof. The two other kinds of con- 
tracts are expressed to be made with the company itself, and not a trustee. 
The memorandum usually states it to be one of the objects of the company to 
acquire the property in question, and the articles generally contain a clause 
empowering the directors to put the seal of the company to the contract as 
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Pbko. VII. price of £ the invention and patent mentioned in the 

Schedule hereto and the sole and exclusive benefit of the said 
patent and all extensions thereof (d) and the like benefit of all 
improvements additions or new discoveries aforesaid. 

Pnrohase- 2. The said purchase -money of £ shall be satisfied by the 

mo ?T in cash payment of £ in cash and the allotment to the vendor or 

an area. ^. g nom £ neeg f shares in the company numbered to 

both inclusive which shall be deemed for all purposes to 

be fully paid up (e). 
Day fixed for 3. The purchase of the said patent shall be completed on the 

completion fay f nex t a t No. &C. the offices of 

payable if 8 Messieurs E. F. & Co. the solicitors of the vendor or if from any 

purchase not cause the same shall not be then completed the company shall pay 

thencom- interest on the said sum of £ at the rate of per 

p et " cent, per annum from that day until the completion thereof. 
Improve- 4. The vendor shall from time to time after making any im- 

ments, &o. to p rovemen t in or addition to the said invention &c. [Form 16, ante, 

be assigned, * / /\ T 

instruction p. O* (J ) . J 

given, &c 5. The adoption of this agreement by the company shall operate 

When agree- to discharge the said C. D. from all liability in respect thereof (g). 

ment adopted ° 

by company, . . 

C. D. to be 

discharged drawn, with or without modifications. Such a clause does not, however, bind 

from liability, the directors, or release them from the obligation of ensuring that the contract 
is for the company's benefit (Palmer, p. 2). A companv cannot ratify a 
contract made on its behalf as above, although by acting on it it might 
become bound on equitable principles (Empress Engineering Co., L. E. 16 
Ch. D. 125 ; and Pritchard's Case, In re Tavarone Mining Co., L. E. 8 Ch. 960). 

(d) See sect. 25 of the new act, and p. 19, ante, as to extensions. An 
assign can petition, as the term " patentee" means " the person for the time 
being entitled to the benefit of a patent " (sect. 46). 

(e) By sect. 25 of the Companies Act, 1867 (30 & 31 Vict. c. 131), every 
share in any company shall be deemed to have been issued, and to be held, 
subject to the payment of the whole amount thereof in cash, unless the same 
shall have been otherwise determined by a contract duly made in writing, and 
filed with the registrar of joint stock companies, at or before the issue of such 
shares. A special short agreement, so far as relates to the issue of shares 
as fully paid up, is sometimes filed for this purpose, instead of the contract. 
Such a proceeding avoids the disclosure to the public of all the transactions 
mentioned in the contract. See introductory notes to Palmer's Company Pre- 
cedents. As to the object and effect of the section, see notes thereto in 
Buckley on Companies, p. 492 (4th ed.), 1883. 

(/) See pp. 33, 34, ante, as to improvements, Ac. 

A clause might follow the above one as to the vendor not engaging in the 
manufacture or sale of similar articles. See Form 17, ante, p. 53. 

(g) The liability of C. D. so far, until the company adopts the agreements, 
is to pay for the patents himself at the total fixed price in cash. See Kelner 
v. Baxter (L. E. 2 C. P. 174), which was a case of an open contract by per- 
sons on benalf of an unformed company to buy goods for cash. The company 
was formed, and the goods handed over and consumed in its business, but 
they were not paid for. The company collapsed without making the pay- 
ment, and it was held that no ratification by the company could relieve the 
persons from liability without the assent of the vendors. See, also, Scott v. 
Lord Ebury (L. E. 2 C. P. 255), where, in the case of an advance being made 
to promoters of a company to be repaid out of the calls on shares, it was held 
that on the collapse of the company without payment, and notwithstanding 
its adoption of the contract, the promoters were personally liable. Clause 5, 
above, is therefore essential to the discharge of C. D. Further, the next two 
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X 

6. Either party hereto may in writing rescind this agreement Pseo. VII. 

unless before the day of next shares at ^tt^ 

least of the company shall have been duly subscribed for and either party 
£ j>er share at least paid by the subscribers thereon. ** minimum 

7. If this agreement shall not t!e adopted by the company before ^SS^riot 
the day of next (A) either party may by writing re- subscribed 

BCind the same. within certain 

8. This or some other agreement binding the oompany to allot £"**. . 

the said shares to the vendor shall before the allotment thereof be a^ ITagree- 
filed by the oompany with the Registrar of Joint Stock Com- mentnot 

panies (t) . adopted bjr 

IN WITNESS, &C. (/). SrtaTLto. 

The Schedule. Agreement to 

be filed before 

tone of 
shares. 

clauses provide for rescission by either party. It seems impossible, however, 

to contend that G. D. would be liable at all under the above form of agree- 
ment as it stands, except in the case of his refusal to assent to the assignment 
to the company. This exception will apparently prevent the above agreement 
from being treated as a contract in which one of the parties shall not be per- 
sonally liable. Such a stipulation, if expressed at least in the contract, 
would be void, as being repugnant to the nature of a contract. See Palmer 
(Introductory Notes) on the subject generally, and the cases of Furnivall v. 
Coombes (5 Manning & Gr. 736), and Williams v. Hathaway (L. R. 6 Ch. D. 
544}, therein cited as to such a stipulation being void. 

(k) Some day prior to the day of completion fixed by Clause 3. 

ft) See note (e), ante, 

(/) For a clause as to service of notices, see Clause 19 of Licence X., post, 
p. 282, and 8p. CL 51, post, p. 242. 
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VIII. 

Pbbo. VIIL AN AGREEMENT between Joint Applicants for a Patent, 

defining their respective interests and powers on working sepa- 
rately (a) . 

AN AGREEMENT made &c. Between A. B. of &o. of the 
Recitals. one part and 0. D. of &o. of the other part : Whereas the said 

Joint appli- parties on the day of last jointly applied for letters 

cation. patent for the United Kingdom and the Isle of Man in respect of 

Acceptance of an invention for &c. : And whereas the oomplete specification of 

complete the invention was accepted on the day of last: 

specification. ^ ND WHEREA8 the g^d parties are desirous of defining the terms 
deftn^the an ^ °° n( lition8 under which they respectively shall use work and 
respective vend the said invention and letters patent. NOW IT IS 
interests. HEKEBY AGEEED as follows :— 

Exclusive use 1. The said A. B. shall henceforth be entitled to use work and 

^frftflt 1 ven( l the s^d invention and assign grant licences in respect of and 

one or the otherwise deal with the said patent for the residue of the term to 

other party, be comprised therein and any extension thereof to the exclusion of 

the said C. D. for the districts or places mentioned in the first 

schedule hereto as effectually in all respects as if he were the 

absolute owner of the said patent for such districts or places and 

the said C. D. shall henceforth be entitled to similar rights for the 

like period or periods to the exclusion of the said A. B. in and for 

the districts or places mentioned in the second sohedule hereto (b). 

Except as 2. Except as aforesaid each party shall be at liberty to work the 

aforesaid, said patent and grant licences in respect thereof for his own 

work fwany ex <>lusive benefit for any district or districts or place or places 

district, and within the United Kingdom or Isle of Man at any annual royalties 

grant licences he may think proper without the consent or concurrence of the 

at royalties 

(a) See Assignments III, to VI, , post, pp. 142 — 154, as to more elaborate 
provisions. 

(b) This will be an exclusive licence at least for the districts or places in 
each case. See ante, p. 24, as to licences granted before the patent is granted. 
As to whether such a licence can be an assignment quaere, and see p. 24, ante. 
The agreement might provide that instead of the above clause there should be 
a formal partition made after the grant of the patent in the terms of the above 
clause, or otherwise, and that until such formal partition should be effected 
the parties respectively should use the invention for the particular districts or 
places, in all respects, as nearly as might be as if the partition were effected. 
As to the form of a deed of partition of patent rights, see Assignment XL, 
post, p. 165. As to the effect of partition, see post, p. 117 (Chapter on 
" Assignments"). 
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other party and shall not be liable to acoount for any profits or Pbbo.VIII. 
royalties received by him thereby or thereunder but shall not grant w ith<mt 
any such lioenoes at fines or premiums unless with such consent or accounting, 
concurrence and all fines premiums or other moneys (except Licences at 
royalties) payable under any such licences shall be divided equally gwmiuinato 
between the said parties (e). joln3y? 

3. The fees for the continuance or renewal of the patent shall Fees, how 
be the annual ones and together with any fees payable for extension payable, 
of the times of renewal respectively shall be borne equally between 

&o. [Clause 6 (a), Agreement IV.> anteJ] 

4. This agreement shall as far as possible also apply to any Agreement to 
patent obtained by the parties for any improvement addition or ?PP 1 J r to ^ 

j* l. • *f i.- j improve- 

discovery hereinafter mentioned. ments, &c. 

5. Each party shall from time to time after making any improve- improve- 
ment in &c. [Form 15, ante, p. 52 " subject to the terms of Clause ments, &o. to 
4 hereof."] ^ # • ^^^ 

6. Exoept where in any oase the oontext requires a different terms nereof. 
interpretation &o. [Transmission Clause as in Agreement IV*, ante. Transmission 

p. 72] (d). clause. 

In witness, &o. 

First Schedule. 
Second Schedule. 



(c) Licences at fines or premiums will be granted by the co-owners jointly, 
and the payments made accordingly, so that there seems no need for providing 
for accounts between them. 

(d) As to further provisions than the above for the working of a patent by 
co-owners separately, see Assignments III. to V. t post. 

As the agreement may be taken to be a final, and not an executory, instru- 
ment, it should be executed as a deed. If by deed, it should also be registered 
after the sealing of the patent, as conferring legal rights (by way of licence, 
at least, if not assignment). See ante, pp. 23, 24, as to what documents may 
be registered. 



g2 



84 



AGREEMENTS. 



IX. 



Pbbo. DL 



Recitals. 

Grant of 

Satent and 
evolution. 

Concession to 
A. B. to 
search for, 
&c. raw ma- 
terial from 
foreign 
island. 



Raw material 
suitable for 
the invention. 

CD. in 

business. 

G. D.'b desire 
to obtain 
licence for 
certain coun- 
ties. 

Cargo of raw 
material in 
course of 
shipment to 
A.B. 

Payment of 
£ — : — as 
consideration 
for this agree- 
ment. 



AGBEEMENT to grant Exclusive Licence for District— Con- 
dition Precedent to purchase expected Cargo of Raw Mate- 
rial frotn Foreign Island for manufacture of Patent commodity 
— Contents of Licence as in Schedule, including provisions 
for further purchases of Raw Material — Analysis by 
Chemists — Determination of Agreement in certain events (a). 

AN AGREEMENT made &c. Between A. B. of &o. of the one 
part and C. D. of &c. of the other part: Whereas by letters 
patent &o. [Grant of patent, pp. 49, 50, ante, and devolution {if any) 
of title] : And whereas by an instrument in writing or acte d?auto~ 

ritt dated &c. under the seals of &c. (hereinafter called 

"the said concession") the said A. B. has obtained from the 

government of the sole and free right and liberty to search 

dig for obtain and take away in and from the Island of in 

the Sea within the limits therein mentioned all kinds of 

&c [name of raw material] subject to such royalties or duties as 

therein mentioned for the term of seven years from the 

day of determinable and renewable as therein provided : 

And whereas the said [raw material] is the principal ingredient 
for the manufacture of &o. [the patent material] and usually con- 
tains a considerable proportion of : — acid : And whereas 

the said C. D. is established at aforesaid as a manufacturer 

of chemicals of various kinds : And whereas the said C. D. is 
willing to take a sole and exclusive licence from the said A. B. to 
manufacture chemicals according to the said invention and to sell 

the same (b) within the counties of &c. &c. and the said 

A. B. is willing to grant the same upon the terms hereinafter appear- 
ing : And whereas the said A. B. has been advised by his agents 
at the said Island that a quantity of the said [raw material] not ex- 
ceeding probably tons is being shipped oy the vessel rfeptune 

for delivery to the said A. B. and may be expected to arrive in the 

Thames about the end of next : And whereas it was one 

of the said terms that the said C. D. should pay to the said A. B. 
the sum of £ which sum has already been paid and the 



fa) The licence founded on this agreement is Licence IV., post, p. 254. 

(b) A licence to " manufacture " patent articles within a district includes 
the right to sell the same within the district, and the sale thereof carries with 
it the right to use the articles in any part of the whole area covered by the 
patent, unless the patent provides otherwise. See post, p. 117, n. 
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receipt whereof is hereby acknowledged. NOW IT IS HEREBY pbho, tt 
AGEEED as follows :— 



1. The said licence shall be granted as from the date on which licence to be 
the said 0. D. shall have completed the purohase of the said cargo gr ^^^ i f t 
now in course of shipment as aforesaid as hereinafter provided and ^ rg0 t> y ° 
shall be for the residue of the term of fourteen years comprised in G. D. 

the said patent and any extension thereof. 

2. The prioes to be paid by the said 0. D. for the different quali- Mces in cash 
ties of material oomprisin^ the «ud cargo ahall be paid in cash ^S f to 

after the said cargo shall have been analysed as hereinafter pro- acid 

vided and delivered to the said C. D. free ex ship in the Eiver found by 
Thames and shall be as follows namely for such quantity thereof JE^jSSu^f 
as after analysis aforesaid shall be found to contain not less than material. 
per cent, of acid the price of £ per ton and 

for such quantity as shall be found as aforesaid to oontain less than 

per cent, and not less than per cent, of 

acid a price per ton less than the said sum of £ in the pro- 

Eortion thereto whioh such lesser percentage of acid shall 
ear to the percentage thereof and any quantity of the 

said cargo found as aforesaid to contain less than per oent. 

of acid may be refused by the said C. D. 

3. Any difference between the parties as to the percentage of Analysis by 

acid in the different quantities of material aforesaid com- ° heml8te - 

prising such cargo shall be referred to the arbitration of some 
oompetent and well-known chemist in Great Britain or of two 

such chemists one to be appointed by each party hereto and 
Clause 8 hereof shall with the necessary modifications be ap- 
plicable to any such reference. 

4. The said licenoe shall contain covenants and provisions to the Terms of 
effect of those mentioned in the schedule hereto (c) and (together ^v^*^ "* 
with a counterpart thereof whioh shall be duly executed and 
delivered by the said C. D.) shall be prepared by the solicitors of 

the said A. B. and all expenses attending the preparation and 
execution of this agreement and of the said licence and counter- 
part shall be borne by the parties equally. 

5. If from any cause whatever the said or any similar cargo Agreement 
from the said Island shall not be delivered subject to analysis afore- J^^ by eter " 

said at or before the day of next or such analysis 0. D. in 

shall disclose that not more than tons thereof shall be suit- certain events. 

able for purchase as aforesaid the said C. D. may refuse to purohase 

the same or any part thereof or accept the said licence and suoh 
refusal shall operate to determine this agreement as from the said 

day of next and in that case the said C. D. shall 

have no claim against the said A. B. in respect of the payment of 

the said sum of £ or for damages or compensation in respect 

of such non-delivery or otherwise and if the said letters patent 
shall from any cause whatever before the grant of the said licenoe 
become wholly or partially and substantially void and be incapable 

(c) Or state that the said licence shall be in the form set out in the schedule 
hereto. For this form, see Licence IV., poet, p. 254. 
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Pbeo. X. 2. Within calendar months from the date hereof the 

D to said C. D. shall establish himself in the metropolis of London in 

establish him- the business of selling the said artioles. 

self in bud- 3. As soon as the British patent shall be obtained and vested in 
l^articlea^ *k e said A. B. as aforesaid and the said A. B. or any person or 
Licence to be Persons deputed by him for this purpose shall be satisfied that the 
granted when said C. D. is in a position to commence the said business and on 
9. D. ready payment by him to the said A. B. of the purchase-money for the 
buskin wad ^^ quantity of articles to be supplied to him as hereinafter pro- 
paid for first vided the said A. B. shall execute a licence to the said 0.. D. in 
supply. the terms hereinafter mentioned. 

After A. B. 4. As soon as the British patent shall be vested in the said 0. D. 

Britis^h ained an( ^ ^ e ^^ ^ ^tfefod ^at ^ e Ba id 0. D. is in a position to corn- 
patent &c. menoe the said business he shall supply the said C. D. with 500 
he shall sup- of the said artioles in equal quantities according to the five olasses 
witha certain & ere °f and any further quantity not exoeeding 1000 in number 
number of of all or any classes or class thereof as the said C. D. shall require 
articles at and all such artioles shall be paid for in cash at the respective 
sch^ule prices mentioned in the first part of the sohedule hereto. 
Duration of & m ^ e 6a ^ licenoe shall be granted for the residue of the term 
licence— and to be comprised in the British patent and any extension thereof (c) 
0O ^^ n * 8 M m and shall contain covenants or provisions to the effect of those 
e " • mentioned in the second part of the sohedule hereto (d) and &c. 
[As in Clame 4 of last Precedent], 
Agreement to 6. This agreement shall determine if the British patent shall 
be determined from any cause not attributable to the neglect or default of the 
erentef 111 sa ^ ^- -^ *° obtain the same not be obtained at all or if the said 
C. D. shall become bankrupt or commit any act of bankruptcy 
whether available for adjudication or not or if the said A. B. shall 
omit or refuse to supply the said articles as mentioned in Clause 4 
or to grant the said licence but the party determining this agree- 
ment for any cause aforesaid shall give the other weeks' 

previous notice in writing for the purpose and any determination 
of this agreement shall be without prejudice to any oause of action 
which may have then already aocrued to either party hereunder. 
In witness, &c. (e). 

The Schedule. 

First Part. 
[Price of Articles.] 

Second Part. 
[Provisions in licence.] 

(c) As to applications for extensions, see ante, p. 19, and sect. 25 of the 
new act, post, p. 314. 

(d) Or state that the licence shall be in the form set out in the second part 
of the schedule hereto. For such a form use Licence V. t post, p. 259. 

(e) This agreement had better be under seal, in order to operate as a full 
licence, if necessary. (See note (6), ante.) 

For clause as to service of notices, see Sp. CI. 51, post, p. 242. 
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XI. 

AN AGBEEMENT for Sale on the Hire System of a Patent Pww. XI. 



(Exclusive Licence until Assignment) — Payment of Annual 
Sums — No Royalties (a). 

AN AGREEMENT made &o. Between A. B. of &o. of the one 
part and 0. D. of &o. of the other part : Whereas the said A. B. 
claims to be entitled to the patent mentioned together with the 
invention comprised therein in the schedule hereto (6) : And 
whereas the said C. D. is desirous of purchasing the said invention 
and patent and the exclusive benefit of all improvements or 
additions to the said invention or any new discovery useful for 

the manufacture of now (if at all) in the knowledge and 

possession of or which may hereafter be made by the said A. B. 

for the sum of £ and until payment of the whole of such 

sum of obtaining a sole and exclusive licence in respect of the said 
invention patent and other premises aforesaid upon the terms here- 
inafter appearing. NOW IT IS HEREBY AGREED AND 
DECLARED as follows :— 

1. In consideration of the sum of £a (c) now paid by the Exclusive 
said C. D. to the said A. B. (the receipt whereof is hereby licence to 
acknowledged) and of the payments respectively of the four p i e tioni^ m " 
annual sums of £b £c £d and £e as hereinafter provided consideration 
(whioh sums together with the said sum of £a make up the °* payment 

said sum of £— ) the said C. D. shall be entitled from the gtalmentand 

date hereof to the sole and exolusive licenoe to use work and of agreement 
vend the invention and patent mentioned in the schedule hereto *?JW ^ 
for the period or successive periods hereinafter mentioned and ° m ' 
subject thereto and otherwise as hereinafter provided to an assign- 
ment of the same absolutely. 

2. The said C. D. shall pay to the said A. B. the said sums Annual pay- 
of £b £c £d and £b respectively at the following dates J?^* 8 ^!? 611 
namely the sum of £b on the day of 18 — (d) 

the sum of £o on the day of 18 — the sum of 



(a) See observations on this kind of agreement, ante, pp. 37 — 39. The 
arrangement might, however, be carried out by means of an instrument more 
in the form of a licence. See Licence VII., poet, p. 266, where the sale is to 
be for a district only. As to a sale in consideration of royalties being paid up 
to a certain amount, see next Precedent. 

Jb) As to this recital, see poet, p. 112. 
c) This sum is to be the smallest of the instalments. 
d) The four dates above mentioned are to be at the end of the first, second, 
rd, and fourth years respectively from the date of the agreement. 
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Pbbo. XL £d on the day of 18 — and the sum of £k on the 

With interest ^ a y °* ^ — ' ^ Ln( * ^ caBe an y BUm K^ 01688 -^ 

on any sum or part thereof shall become in arrear for one calendar month 

fr "rear (whether demanded or not) shall also pay to the said A. B. 

JJJrthuiS interest on such sum or part thereof in arrear at the rate of five 

ment. per cent, per annum from the day herein appointed for payment 

until the actual time of payment thereof. 

***** 

Clauses [For Clauses 3 — 7 as to non-assignment fyc. without consent, not 

3 "~" 7 * disputing the validity of the patent, detecting and giving notice of 

infringements, payment of fees, fyc, and defence of patent, fyc, use 

Licence IIL,post, p. 250.] le). 

***** 

Improve- 8. The said 0. D. shall be entitled during the continuanoe of 

So^^&fto" *^ e sa *^ ^ oenoe *° *^ e s °k an ^ ex olusive right to every improve- 
be comprised ment in or addition to the said invention and to every new 

herein. discovery useful for the manufacture of which now are (if 

at all) in the knowledge and possession of or whioh hereafter may 
be made by the said A. B. [either solely or in conjunction with 
any other person or persons but in the latter case subject to his or 
their rights therein respectively] as if every such improvement 
addition or discovery were part of the said invention but shall 
not be at liberty during the same period unless at his own expense 

(to the extent however of £ at most) to require any patent 

to be taken out in respect thereof (/) and further the said C. D. 
shall if he shall become entitled to an assignment of the said 
invention and patent as hereinafter provided be also entitled subject 
to [the rights (if any) of any such person or persons and to] the 

payment by him to the said A. B. of the sum of £ (g) less 

the amount of any expenses then already paid by the said C. 1). in 
respect of the grant of any patent taken out as aforesaid to an 
assignment at nis own expense of the exclusive benefit of any 
such improvement addition or discovery and of the patent (if any) 
granted in respect thereof and to require the said A. B. free of 
expense to the said (J. D. except as aforesaid to take out or join 
with the said C. D. [and all other necessary parties (if any) J in 
taking out any such patent if the same shall not be then already 
granted. Provided always that the said A. B. shall give notioe 
in writing to the said C. D. of any such improvement invention or 

(e) See contents of Licence VIL, post, p. 266. In the above list, covenants 
as to the use of the patent mark, the non-amendment of the specification, the 
non-subsistence of other licences, and the non-user by A. B. of the invention, 
are omitted for the sake of brevity, and as being more easily dispensed with 
than the others. 

(/) As G. D. may not become entitled to an assignment of the existing 
patent, he can hardly require a patent to be taken out at the expense of A. B. 
for any improvement, &c, but will be entitled to the use of the latter during 
the licence. 

(g) See ante, p. 34, as to the want of inducement of a vendor to make new 
inventions for the benefit of a purchaser, and the importance of including 
future improvements, &c, in a contract for the purchase of an existing 
patent. 
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discovery immediately after the same shall be made by the said Fbbo. XI. 

A. B. [as aforesaid] and shall at the expense of the said 0. D. as 

to costs out of pooket (if any) occasioned thereby communicate and 
explain the same to the said C. D. as shall be reasonably required 

by him. Provided also that if the said 0. D. shall for 

weeks after the receipt of any such notice omit to require the said 
A. B. to make any such communication and explanation (if not 

then already made) or shall for weeks after the same shall 

be made omit to give the said A. B. notice in writing of his 
intention to obtain the benefit of any such improvement addition 
or discovery and any patent in respect thereof according to the 
terms aforesaid or if the said G. D. after having become entitled to 
the assignment of the said invention and patent as hereinafter 
provided and also to the benefit of any such improvement addition 
or discovery and any patent in respect thereof as aforesaid shall for 

the space of days after notice in writing shall have been 

served on him by the said A. B. requiring him so to do make 

default in payment of the said sum of £ the said A. B. 

shall be at liberty at any time thereafter to cancel the agreement 
aforesaid to assign the benefit of suoh improvement addition or 
discovery and any patent in respect thereof. 

9. As soon as all the said sums of £b £c £d and £b and On payment 
interest (if any) shall have been paid the said C. D. shall be ?* ■& m ° m *B 

x'i.1 j j. i» j. • j.i»xT- *j« the purchaser 

entitled at his own expense to an assignment of the said mven- i 8 tc » be en- 
tion and patent (A) absolutely and such assignment shall contain titled to an 
covenants by the said A. B. as to his title to the patent as aa8i s nmen t. 
beneficial owner and also a covenant by him limited to his own 
acts and defaults as to the validity thereof which covenants respec- 
tively are also to be implied herein and to operate as from the date 
hereof (i) and also a covenant and provisoes in the terms of the last 
clause as to any improvements additions or new discoveries afore- 
said then already or thereafter to be made by the said A. B. or in 
such of the said terms as may be unperformed at the date of such 
assignment so far as they shall be applicable thereto (J). 

10. If the said patent shall from any cause become wholly or as ce^^l 

to some material part of the said invention void the unpaid balance (pending ap- 
not then already due of the said purchase-money, &c. [ Use Clause pea |j^ e .5 ua " 
2 of Licence VIL 9 post, p. 268, writing "agreement" for "licence" patent void 
and " yearly day" instead of " half-yearly day"~] but final 

11. The said 0. D. may determine this agreement by serving P 688 ^*? b ^ 
the said A. B. with three calendar months* notice in writing for JJ damages. 00 
this purpose expiring on or at any time before the said day Power of 

0. D. to 

(h) The assignment of these existing patents for improvements, &c, is 
provided for by the last clause. 

i) As to these covenants in assignments, see post, p. 114 (Chapter on 

Assignments"). 

(/) Except as affording evidence of the payment of the purchase-money, 
~id as to the covenants therein, suoh an assignment will not be absolutely 
necessary, if the agreement be by deed. See Cartwrigkt v. Amatt, 2 Bos. & 
Pull. 43, cited in Chapter on " Assignments," post, p. 111. As to licences 
amounting to assignments, see Chapter on " Licences," post, p. 183. 
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Peeo. XI. of 



18 — (k) and paying to him at or before the time fixed 



determine by 
notice before 
last instal- 
ment bat one 
due. 

Vendor may 
rescind if 
default in 
payment of 
any instal- 
ment. 



Production 
&c. of 
patents. 



Transmission 
clause. 



for such determination all moneys (if any) then already due here- 
under but such determination shall be without prejudioe to any 
right of action by either party then already accrued hereunder (I). 

12. Provided always that if the said 0. D. shall make default 
for two oalendar months in payment of any one of the said annual 
sums of £b £c or £d or any part thereof or for three calendar 
months in payment of the said sum of £e or any part thereof 
whether any such sum or part shall be demanded or not then the 
said A. B. may at any time after such default by notice in writing 
served on the said C. 1>. rescind this agreement without prejudioe 
to the recovery of any moneys then already due to him in respect 
of the said sums of £b £c or £d (m) or any interest thereon as 
aforesaid respectively or to any right of aotion then already 
accrued to either party hereunder other than in respect of the said 
sum of £e. 

13. An acknowledgment and undertaking by the said A. B. 
under sect. 9 of the Conveyancing and Law of Property Act 
1881 (n) shall as to every patent for the time being comprised 
herein until an assignment shall be made thereof as aforesaid be 
implied herein. 

14. [Transmission Clause, Form 25, ante, p. 56] (o). 
In witness, &o. (p). 

The Schedule. 



(k) The day fixed for the payment of the last instalment but one, namely, 
£d. This is, of course, a matter of arrangement. 

( l) There will be no apportionment of any annual sum on determination, 
as such sums are not in the nature of income. The Apportionment Act, 1870 
(33 & 34 Yict. c. 35), sect. 1, only applies to periodical payments in the nature 
of income. 

(m) But not, of course, the sum of £e. Instead of rescinding, the vendor 
can sue for specific performance. 

(n) See post, n. 373, Appendix. 

(o) A licence is not assignable unless its terms so permit. [Poet, p. 184.) 
The present agreement being one for ultimate purchase, on which part of the 
purcnase-monev is expressed to be paid at once, will probably, however, be 
held transmissible, without the insertion of a transmission clause. 

( p) The agreement should be under seal in respect of the licence, and for 
the purpose of being notified on the register. See post, p. 1 84, as to the sealing, 
and ante, p. 23, as to registration. 

For a clause as to service of notices, see Sp. CI. 51, post, p. 242. 
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xn. 

AN AGBEEMENT for Sale on the Hire System of a Patent Pmo.xn. 
(varying last Precedent) — Exclusive Licence until Assign- 
ment — Premium — Royalties half-yearly until total fixed 
Minimum paid (a) . 

AN AGREEMENT made &o. Between A. B. of &c. of the 
one part and 0. D. of &o. of the other part : Whereas the said BaaMs. 
A. B. claims to be entitled to the patent mentioned together with Claim to 
the invention comprised therein in the first schedule hereto : And J?*? 1 °?* 
whereas the said 0. D. is desirous of purchasing the said invention c. D. to 
and patent and all improvements or additions to the said invention acquire the 

or other discoveries useful for the manufacture of now (if at P** 011 ** 

all) in the knowledge and possession of or which may hereafter be 
made by the said A. B. and until completion of the purchase of 
obtaining a sole and exclusive licence in respect of the said invention 
patent and other premises aforesaid upon the terms hereinafter 
appearing. NOW IT IS HEREBY AGREED as follows :— 

1. In consideration of the sum of £ this day paid by the Grant of 

said C. D. to the said A. B. (the receipt whereof is hereby acknow- «*oluaive 
ledged) and also in consideration of the covenants for payment of o^^tion 
royalties and otherwise as hereinafter expressed the said C. D. of purchase, 
shall be entitled from the date hereof &o. [as in Clause 1 of last 
Precedent.] 

2. The said C. D. shall for each half-year ending on the Koyalties 

day of or day of during the oontinuanoe of payable half- 

this agreement pay to the said A. B. for every manu- SuaSSuie. 

factured by the said C. D. or his sub-licensees (if any) under the 

said licence the royalty mentioned in the second schedule hereto 
according to the size and description of the said . 

3. The said C. D. shall keep at his usual place of business all Aocomita 
proper books of account and shall make &o. [Form 13, ante, p. 51.] tbn fB^ah- 

* * * * * ingofac- 

\For Clauses 4 and 5 as to manufacture according to the specification, °°JS t8 ff d 
and inspection of factory, use Licence II, post, p. 248; and for Clauses * 
6 — 10 as to non-assignment fyc. without consent, not disputing the 4_io. 



(a) See observations on this kind of agreement, ante y pp. 37 — 39, and 
note (a) to last Precedent. 
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Pbbo. xn. validity of the patent, detection 8fc. of infringements, payment of fees 
8fc, and defence of patent fyc. use Licence III., post, p. 251] (b). 

***** 

Improve- 11. The said C. D. shall be entitled during the continuance of 

beoompriBed *k e Baid licenoe to the sole and exclusive right &c. [Clause 8 of last 
herein. Precedent as to Improvements $"£.] 

Assignment 12. If after taking the accounts for any half-year it shall be 
on payment found that the total amount of royalties from the date hereof up to 
up^fixed *^ e en( * °^ su °k half-year received by or payable to the said A. B. 

minimnm. equal or exceed the sum of £ the said C. D. shall then be 

entitled at his own expense subject to the satisfaction by him of all 

moneys then due hereunder to an assignment of the said invention 

and patent absolutely and such assignment shall contain covenants 

by the said A. B. &c. [As in Clause 9 of last Precedent] but until 

satisfaction of all moneys for the time being due hereunder the 

said C. D. shall before the execution of the said assignment 

continue to pay royalties as hereinbefore provided (c). 

E °y al ^ | 13. If the said patent shall before the time when the said 0. D. 

faring pro- du*R ^ rB ^ become entitled to an assignment thereof as aforesaid 

oeedings, or become wholly or as to some material part of the said invention 

*° tenTdf vo ^ no roy 8 ^ 68 no ^ then payable by reason of any already 

dared void manufactured by the said G. D. or his sub-lioensees (if any) shall 

but final become payable either at all and in that case this agreement shall 

PJ 886 '*?** absolutely determine without prejudice &c. &o. and in the event of 

of damages. suc ^ 1 an appeal the right of the said A. B. to the payment of the 

suspended or and continuing royalties shall revive. Provided 

always that the final cesser &o. [ Use Clause 2 of Licence VII, 

post, p. 268]. 

Licensor may 14. Provided always that if the said C. D. shall make default 

rescind this f r one calendar month in payment of any royalties due here- 

agreement in un( j er or g^aH commit a breach of any other of his obligations 

events. hereunder and (where such breach is capable of being made good) 

shall for the space of days after he shall have been served 

by the said A. B. with a notice in writing requiring him to make 
good the same omit so to do or shall become bankrupt or com- 
mit an act of bankruptcy whether available for adjudication or 
not or shall not in any naif-year aforesaid manufacture by himself 

or his sub-lioensees (if any) of the said articles at least 

according to the said invention or any improvement or addition 
thereto or new discovery as aforesaid then the said A. B. may at any 
time thereafter before the said C. D. shall beoome entitled to the 
assignment of the said invention and patent as aforesaid by notice 
in writing served on the said C. D. forthwith rescind this agree- 
ment but such rescission shall operate without prejudice to the 

(b) As to certain other covenants which also might be inserted, see note (e) 
to last Precedent. 

(c) The interim royalties might be considered as somewhat in the nature of 
interest on the purchase-money. The ad valorem stamp duty on the assignment 
should, it is presumed, be calculated on the aggregate of royalties as they 
should stand when the licensee first became entitled to the assignment. 

As to the necessity of the assignment, see note (/) to last Precedent. 
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recovery by the said A. B. of any royalties or other moneys due at Bno.3Cn. 
the time thereof or to any right of action by either party then 
already accrued hereunder (d). 

[For a Clause as to service of notices use Sp. CI. 51, post, p. 242, Aoknowledg- 
and for Clauses as to acknowledgments 8fc. of the patents, and the ^^^^ 
Transmission Clause, see the last two Clauses of the last Precedent], clauses. 

In witness, &o. (e). 

m 

First Schedule. 
Second Schedule. 



(d) As the licensee need only stop using the invention, in order to avoid 
further liabilities, no power is given for him to determine the agreement. 

(e) See notos (o) and ( p) of last Precedent as to the assignability of the 
licence, and its being under seal, and the registration of it. 
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Recitals. 

Title of 
present 
owners. 

Contract to 
sell to A. B. 



xni. 

Pbbq. xm. AGBEEMENT forming a Syndicate to purchase a Contract 

for Sale of a Patent, and to sell the Contract or Patent to a 
Company or otherwise. 

AN AGKREEMENT made &o. Between A. B. of &c. and C. D. 
of &o. of the one part, and the several persons whose signatures 
addresses and descriptions are given in the Schedule hereto (a) of 
the other part : Whereas [recite the grant title and oicnership of the 
patent] : And whereas by a contract in writing dated &c. and 
made between E. F. (hereinafter called the "vendor") of the one 
part, and the said A. B. of the other part the vendor hath agreed 

with the said A. B. for the sale to him at the price of £ of 

the said patent together with the benefit of improvements or addi- 
tions thereto and any discovery relating to the manufacture of 

made or acquired by the vendor as therein mentioned : 

And whereas on the execution of the said contract the said A. B. 

paid the vendor the sum of £ part of the said price : And 

whereas the several persons parties hereto have agreed to unite in 
purchasing the benefit of the said contract and to form themselves 
into a syndicate for that purpose. NOW IT IS HEREBY 
AGEEED AND DECLARED as follows :— 

1. A syndicate is hereby established between the several persons 
parties hereto (hereinafter called the " subscribers") for the purpose 
of acquiring the benefit of the said oontract. 

2. The oapital of the syndicate shall be the sum of £ 

which shall be considered as divided into shares of £ 

each and shall be subscribed for by the respective subscribers in the 



A. B. paid 
deposit. 

Agreement 
by parties 
hereto to 
unite in pur- 
chasing oon- 
tract. 

Syndicate 
formed. 



Capital and 
shares. 



(a) As a syndicate is a partnership or company (New Sombrero Phosphate 
Co. v. Erlanger, L. R. 5 Ch. D. 73), notice must oe taken here of sect. 4 of 
the Companies Act, 1862 (25 & 26 Vict. c. 89). That section provides that no 
company, association, or partnership consisting of more than twenty persons 
can be formed for the purpose of carrying on any business (not being that of 
banking, as to which ten persons are the limit) that has ior its object the 
acquisition of gain, unless it is registered as a company under that act, or 
formed by some other act of Parliament, or letters patent, or is engaged in 
working mines within and subject to the jurisdiction of the Stannaries. See 
Smith v* Anderson (L. B. 15 Ch. D. 247), as to a trust investment involving 
dealings with shares subscribed for by the public in answer to a prospectus, 
not being an illegal association under sect. 4 of the Companies Act. Tne dis- 
tinction was there drawn between the case of trustees and that of directors. 
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number of shares mentioned opposite their respective signatures in Pbko. XIII. 
the Schedule hereto. 

3. The said A. B. and C. D. shall be trustees of the syndicate £. B. and 
with power to make calls on the subscribers from time to time on teesMuTthdr 
their respective shares and to receive all moneys paid thereon and powers. 

to conduct the affairs of the syndicate in such manner as they shall 
think fit subject as hereinafter provided. 

4. As the consideration for his assignment of the said contract A. B. to be 
the said A. B. shall be credited on the books of the syndicate with gj^^^* 11 
a sum of £ in satisfaction of calls to the like amount in the shares as con- 
aggregate on the shares subscribed for by him hereunder sideration of 

equally between them. assigning 

k i -£- vT xiT i x i j i. i> ii °° ntraot - 

5. Subject to the last clause and as soon as shares snail Firat caU 

have been subscribed for the subscribers shall pay to the said A. B. 

and 0. D. the sum of £ on each share subscribed for by 

them respectively by way of call thereon. 

6. The said A. B. shall at his own expense as soon as a. B. to 

shares shall have been subscribed for and ail payments made under assign as 
the last clause execute and do all such assurances and things as Bhare^sub^ 
shall be necessary to vest the said contract or his interest there- scribed, 
under in himself and the said 0. D. as such trustees aforesaid. 

7. At any time after the said shares shall have been Sale to per- 

subscribed for the trustees may sell the said contract and the sonsoroom- 
benefit thereof or after having acquired the said patent may sell j^ed with " 
the same in its entirety or for any district or districts to any power for 
private person or persons or to any firm or joint stock company ^^J^ 8 ^ 
with limited liability and may form or promote the formation of 

any such company and agree to aocept as the consideration for any 
such sale a sum in cash or fully paid-up shares or debentures of the 
said company or other valuable consideration as they shall think fit 
subject to any resolution in general meeting which may be passed 
by the syndicate as hereinafter provided (b). 

8. No dealing with the said contract or the patent otherwise No dealings 
than by way of sale as aforesaid shall take place unless the same with f? n ^ act 
shall have been authorized by resolution as aforesaid. othOT than by 

9. Three days' notice at least of any meeting shall be given to sale except 
the other subscribers by the persons convening tne same who must ^^ c ^ ent 
be any five at least of the subscribers generally including or ex- oonveninffof 
eluding the trustees or either of them and all meetings shall be meetings, 
held within a radius of miles from &c. 

10. Each share shall oonfer one vote which may be given by Votes, 
proxy in writing and a bare majority of the votes given at any 
such meeting shall be sufficient to pass or veto the resolution. 

11. This agreement shall become void if shares aforesaid Agree ment 

shall not be subscribed for at or before the day of shares not 

next. subscribed by 

certain date. 

(6) As to vendors being also promoters of a company, see New Sombrero Co. 
v. Erlanger, L. E. 3 App. Cas. 1218 ; and British Seamless Paper Box Co., 
L. E. 17 Ch. D. 467 ; and also Buckley, pp. 362, 510, 519 ; and Palmer's 
Company Precedents, pp. 20, 33. 

M. H 
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Peeo. XIII. 12. Any notice intended to be served by the trustees on any 
Notices how subscriber may be served on him personally or &c. [Use Sp. CL 

served. 51, post, p. 242.] 

In witness, &c. (c). 

The Schedule. 



Signatures and Addresses of Subscribers. 


Number of Shares Subscribed. 







(c) The agreement should be under seal, in order to import a consideration.- 
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XIV. 
DEED OP PARTNEBSHIP for working a Patent. Pbko. XIV. 



THIS INDENTURE made the day of 18— 

Between A. B. of &o. of the one part and 0. D. of &c. of the other j*.*, 
part : Whereas the said A. B. is the sole and original inventor (a) » .. ' 
of certain improvements in the method of cleansing wool and of a7b. ^ y 
removing the products : And whereas the said A. B. made his Application 
application for letters patent in respect of the said invention on for letters 

the day of last and has obtained the acceptance of ^mpleST* 

a complete specification in the like respect: And whereas the specification 
said A. B. is possessed of divers plans drawings models plant accepted, 
machinery implements and things (hereinafter called "the said ?!*»*» draw- 
implements and effects ") now lying in or about the messuage and ft^owned by 

premises No. Street aforesaid which he has purchased or A. B. 

acquired for the purpose of exhibiting utilizing or working the said 
invention whereof an inventory (J) signed by the said A. B. has 
been delivered to the said C. D. : And whereas the said parties Agreement to 
have agreed to enter into a partnership for carrying on the busi- GnteT int ° 

ness of and working the said invention in connection there- ** e ip * 

with upon the terms hereinafter appearing. NOW THIS IN- Testatum. 
DENTUEE WITNESSETH that it is agreed and declared as 
follows : — 

1. The business of the partnership shall be that of Nature of 

including the using working and vending the said invention and ^^ness 
granting licences in respect thereof and shall be carried on at No. — workmg^the 
• Street aforesaid. inTention. 

2. The partnership shall commence from the date hereof and Partnership 
shall continue during the term granted by the letters patent (if *j° continue 
any) to be obtained in respect of the said invention and any encTS patent 
extension thereof and during the subsistence of any other patent rights if both. 
or like rights which may become subject hereto. partners so 

3. The firm shall be styled "A. B. & Co." Selffirm 

4. The partnership may be determined as from the end of the Deten^a. 
fifth year herefrom or any subsequent year by either of the tionby 
partners subject to the service by him on the other partner of not n ?* ice at end 
less than six calendar months' previous notice in writing for that JL uen t°year," 
purpose. 

i » 

(a) C. D. will be estopped, if he executes the deed, from disputing this. 
See post, -p. 111. 

(b) The inventory should bear a ten shilling stamp. (Stamp Act, 1870, 
"Schedule, Inventory, &c") 

H2 



100 AGREEMENTS. 

Pebo. xrv. 5. The said A. B. shall with all due speed and at his own 

expense procure the said letters patent to be granted in the joint 

expense to"* names of himself and the said C. D. and at his own expense apply 

obtain home for and obtain in his own name in trust for the firm patents or 

patent in j^ e instruments for the colonies and foreign countries mentioned 

and ateo^ 8 in the Schedule hereto all of which oountnes are members of the 

penae of International Union (c) . 

P b[ t in7 hil i ®- ^ e Ba ^ ^' ^' s * k° en titled to receive as hereinafter pro- 

&c. patents, vided the sum of £1,000 as a consideration for one moiety of the 
A. B. to said letters patent and of all other patent or like rights to be 

receive as obtained in respect of the said invention at home or abroad, 
vided^sum 7 - ^e 8a ^ d ®' ^' s ^ aU immediately after the said letters patent 
foronemoiety shall be obtained as aforesaid pay to the said A. B. the sum of 

of patent. £ pajt of the said sum of £1 ,000 but the remainder thereof 

After sealing gj^n no t except as provided by Clause 17 be payable by the said 
A. b! parTof 0- D. personally and except as provided by Clause 18 shall be 
said sum but charged on the share of the said C. D. in the capital and profits of 
b ^ nce P* v " the partnership subject to his monthly drawings under Clause 11 
O. D.'s share an d shall from the time of dissolution of the partnership as to any 
in business, part thereof remaining unpaid bear interest at the rate of 5 per 

cent, per annum. 
Capital. 8. The capital of the partnership shall be or be considered to be 

contributed equally by and between the partners and shall subject 
to Clause 18 consist of the said letters patent and colonial and 
foreign patents and of all improvements or additions to the said 

invention and discoveries useful for the manufacture of 

made by either partner during the partnership and of the said 

implements and effects and also of a sum of £ cash which 

shall be contributed as follows namely £ by the said A. B. 

(he being in addition thereto credited with the sum of £ as 

the value of the said implements and effects) and £ by the 

said C. D. who shall not before the said letters patent shall be 
obtained and sealed be obliged to contribute any part thereof (d). 



(c) The letters patent might, of course, also be taken out in the name of 
A. B. only. In that case, unless the articles provide otherwise, the letters 
patent will become assets of the firm, so that on a dissolution each partner 
would have a right to work them. (Kenny's Patent Buttonholing v. Somer- 
ville and Lutwyche (1878), 37 L. T. N. S. 878, per Bacon, V.-C). It was also 
held in that case that the right existed, notwithstanding the registered owner 
had assigned the patent to a person having notice of the partnership. In 
Axmann v. Lund (1874) (L. E. 18 Eq. 330), it was held that where the plain- 
tiff and defendants had worked in partnership a patent which was the pro- 
perty of the defendants, the plaintiff was not debarred from disputing the 
validity of the patent. See Muntz v. Gr en fell, 2 Cooper, 61, n. As to the 
International Union, and what countries are comprised in it, see ante, pp. 36, 37. 

(d) The cash to be furnished by A. B., added to the sum representing the 
value of the implements and effects, is, of course, to be equal to the amount 
of cash to be furnished by C. D. As the partnership might become dissolved, 
under Clause 18, before sealing, C. D. would by that clause be probably 
unable to recover the full amount of his contribution, as part of it at least 
might go in the expenses of the partnership. As the patents are to be part- 
nership assets, there seems no reason to provide that licences shall only be 
granted by the partners jointly. 
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9. The bankers of the partnership shall be &c. Paso. XIV. 

10. All outgoings of the business including the annual sum of BankerB 

£ payable quarterly to the said A. B. by the partnership outgoings, 

by way of rent for the said premises (and which sum shall be rent &c. 
deemed to cover all rates taxes and assessments whatsoever but not 

the insurance of the said premises) shall be payable out of the 
capital and profits thereof or in case of deficiency then by the 
partners equally. 

11. After the expiration of six calendar months from the time Monthly 
when the said letters patent shall have been obtained the said drawings, 
partners shall be entitled to draw out from the funds of the 
partnership sums for their separate use respectively at the end of 

every ensuing calendar month namely as to the said A. B. the sum 

of £ and as to the said C. D. until satisfaction of the said 

sum of £ (e) the sum of £ only and after satis- 
faction thereof the sum of £ (/) subject to the liability at 

the end of each current year for each partner to refund to the 
partnership any excess of his drawings for that year over and 
above his moiety of the net profits for that period. 

12. All bonds bills notes or other securities given accepted or All securities 
indorsed on account of the partnership shall be executed accepted given by firm 
signed or indorsed by both parties in their respective names and ^ ^SJth 
not in the name of the firm unless the use of such name thereto partners, 
respectively shall be plainly necessary for the benefit of the 
partnership and all suoh securities except as aforesaid not so 
executed signed or indorsed shall be deemed to have been given 

only on the account of the partner who alone executed signed or 
indorsed the same and not of the firm (g). 

13. Each partner shall guarantee to the firm the prices due for No goods sold 
goods sold or work undertaken or done by him or his direction on °* ^ft t done 
behalf of the firm on credit to or for the benefit of any person or against 

Eersons contrary to the wishes of the other partner as expressed by wishes of 
im in writing and shall on the annual account day next after the otner P artner - 
times when the said goods were sold or work undertaken or done 
respectively account for the prices thereof accordingly. 

14. Any goods ordered or bought by either partner without the Goods bought 
written consent thereto of the other partner exceeding the value of £ c jJ er to£ oeed 

£ shall at the option of such other partner be either treated V alue unless 

as goods of the firm or as the separate property of the partner who ^, ifcn consent 
ordered or bought them and be paid for accordingly. ™°~ J??" 

■tc-r» jpi-i it ii* -iii-iai t ners or part- 

15. Jrroper and full accounts and valuation shall be taken and ner buying 
made on the last day of each current year of the partnership of Uable * or 
the moneys debts liabilities property and effects of the firm and ^ me " 



(() The balance of the £1,000. 

If) The same as A. B. 

(g) A member of an ordinary trading partnership can bind the firm by 
drawing, accepting, or indorsing bills of exchange, or by making or indorsing 
promissory notes in its name. See Lindley, p. 266, and cases there cited. A 
partner, however, has no power to bind nis co-partners by deed, unless by 
way of release of a demand. (Ibid. 278.) 
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Peec. XIV. shall be recorded in two books and in each thereof signed by both 

partners within calendar months after the end of such 

year and each partner shall retain one of the books and except 

where any manifest error shall be found therein within six calendar 

months after the signatures shall have been entered therein as 

aforesaid 6hall be bound by such accounts and valuation. 

Equal divi- 16. The net profits of the said business shall be divided equally 

profits subject ^tween the partners subject as to the moiety therein of the said 

to balance of 0. D. to the said charge in favour of the said A. B. 

purchase- 17. If the partnership shall be determined by the said 0. D. by 

C^D^share. no ^ ce under Clause 4 the said 0. D. shall be liable personally to 

C D liablo P a y to the said A. B. the said sum of £ or such part thereof 

personally to &s shall then remain unpaid and the same shall together with 

pay balance interest thereon at the rate of 5 per cent, per annum from the date 

inraeyijfne' °^ eux ^ i determination be a charge on the share of the said 0. D. in 

determines the capital and profits of the partnership (h). 

partnership. 18. If either partner shall before the letters patent shall bo 

If either die sealed die or become bankrupt or commit an act of bankruptcy 

ban^STbe- wne ^ ner available for adjudication or not the partnership shall 

fore sealing of thereupon determine and in that case the interest of the said C. D. 

patent it Bhall or his representatives in the said invention letters patent and other 

lutelr hiA B P a t en t 8 or like instruments aforesaid or the right to obtain and 

or his repre- " nold the same respectively and all other (if any) inventions and 

sentatiyee, patent or like rights then comprised herein and also the said 

implements and effects or other like implements and effects then 

belonging to the partnership shall enure for the benefit of the said 

A. B. or his representatives subject to the satisfaction of all 

liabilities (if any) of the partnership and of all lawful claims by or 

on behalf of the said 0. 1), or his representatives against the assets 

of the partnership or against the said A. B. or his representatives 

in respect of any moneys brought by the said C. V. into the 

partnership or otherwise and accordingly the said C. D. or his 

representatives shall at the request and cost of the said A. B. or 

his representatives execute and do all such assurances and things 

as may be necessary or convenient for vesting the entirety of the 

6aid inventions letters patent patents instruments and rights and 

also the said implements and effects respectively in the said A. B. 

or his representatives or his or their assigns as by him or them 

shall be reasonably required (i). 

(h) Should A. B. by misconduct try to force C. D. to dissolve, the latter 
ehould apply to the court for an injunction against the acts complained of. 
It is presumed that a judgment for dissolution in the action, even if prayed 
for by C. D., would not involve the infliction of the above personal penalty, 
as the dissolution would not have been effected by mere notice. In Fairthorne 
v. Weston (3 Hare, 387), one of two solicitors, partners, filed a bill for an 
account and a receiver, without praying for a dissolution. ^ A demurrer as to 
the necessity of praying for a dissolution in order to obtain relief was over- 
ruled. 

(t) By Clause 8, C. D. is not obliged to bring in any moneys before the 
sealing of the patent, and, by Clause 7, he is not, before the sealing, to pay 
any sum for his share of the various patents. A. B,, his executors or ad- 
ministrators, or his assignees in the bankruptcy (if so) should therefore, in 
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19. If the dissolution of the partnership shall take plaoe by Fbeo. XIV. 
reason of the death of either partner after the sealing of the said ~ tionto 
letters patent but within two years from the date hereof the other purchase de- 
partner shall (but if he shall be the said C. D. then subject to his ceased part- 
satisfaction of the said balance (if any) and interest thereon from ij^f-f" 90 ' 
the time of such death) have the option to be exeroised by him in Jeath after 

writing within calendar months from the time of such sealing but 

death to purchase the interest of the deceased partner in the said ^^^ 
inventions letters patent patents instruments and rights and also date hereof, 
the said implements and effects as then lately comprised in the 
partnership at the price of £ . 

20. Except and subject as hereinbefore provided if either partner Subject as 
shall die in the first year of the partnership his executors or ^jiMrpiirto 
administrators shall only be entitled to the amount of capital may purchase 
brought in by him which shall or ought to be standing to his ehar ®,°? do 1 ' 
credit in the partnership books and not to any further sum by j^^. 111 
way of profits or otherwise except any sum or sums properly due 

to such deceased partner in respect of his monthly drawings as 
aforesaid which sum or sums 6hall be payable on demand but if 
either partner shall die in any subsequent year of the partnership 
his executors or administrators shall be entitled to his share in the 
partnership assets as they shall be found to have amounted to on 
the last previous yearly day hereinbefore appointed for taking a 
valuation of the said assets and also to such sum or sums (if any) 
as shall since such yearly day have been brought by the deceased 
partner into the partnership and also (in lieu of profits but subject 
to deductions as to all intermediate monthly drawings by the 
deceased partner as aforesaid) to interest up to the date of the 
death of the deceased partner at the rate of five per cent, per 
annum on the value of such share as from the same yearly 
day and also on such sum or sums (if any) last aforesaid as from 
the time or respective times when the same was or were so brought 
in which interest respectively shall be payable by the surviving 
partner on demand and the principal sum so found due to the estate 
of the deceased partner shall be payable by the surviving partner 
in six equal instalments at half-yearly intervals the first whereof 
being payable at or before the end of nine calendar months from 
the date of the death of the deceased partner and each instalment 
until payment thereof shall bear interest from the same date at 
the rate of five per cent, per annum and the surviving partner 
shall at his own expense if and when required by the said execu- 
tors or administrators so to do enter into a bond or deed of cove- 
nant for payment of the said instalments and interest in manner 
aforesaid. 

{Arbitration Clause as in Form 24, ante, p. 55.] 
n witness, &c. (j). 

either of the above events, be entitled to the full benefit of the patents. It 
is to be supposed that little business will be done, or liability occurred by the 
firm, before the sealing. 

(j) A notification of this partnership, so far as it shows that the patents are 
to be worked by the patentees jointly, can be entered on the register. See ante, 
p. 24, and sects. 23 and 87 of the Act of 1883, App., post, pp. 313, 322. 

For a clause as to service of notices, use Sp. CL 51, post, p. 242. 
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XV. 

Pbbq-XV. AGEEEMENT appointing a Sole Agent for the Sale of Patent 

Articles in the Metropolis. 



Recitals. 

Title of firm 
to patent. 

Business of 
firm. 

Patents are 
partnership 
assets. 

Desire to 
employ E. F. 
as agent. 

Certain quan- 
tity of goods 
already con- 
signed. 

Security 
given by 



E. F. to be J ; 
sole agent for 
two years at 
least. 



Determina- 
tion by notice 
by either 
party at end 
of two years 
or by the 
agent any 
succeeding 
half-year. 



AN AGEEEMENT made &o. Between A. B. and C. D. of &o. 
(hereinafter called "the said firm") of the one part and E. F. of &c. 
of the other part : Whereas the Baid A. B. and C. D. are joint 
patentees of an invention termed &o. under letters patent dated &o. 

and numbered for the United Kingdom and the Isle of 

Man : And whereas the said A. B. and C. D. are engaged at 
in the county of in the business of as co- 
partners under the firm of &o. : And whereas the said letters 
patent form part of the assets of the partnership: And whereas 
the said A. B. and C. D. are desirous of employing the said E. E. 
as sole agent in the city of London and the metropolitan districts 
in selling [the articles'] which can be made by the said firm accord- 
ing to the said invention upon the terms and conditions hereinafter 
appearing : And whereas shortly before the execution hereof the 
said firm have placed in the agency premises hereinafter men- 
tioned in number of the said articles to be sold by the said 

E. F. as such agent : And whereas the said E. F. has given or 

afforded to the said firm a guarantee from the Company 

Limited to the extent of £ for the fulfilment of his obli- 
gations hereunder. NOW IT IS HEEEBT AGEEED as 
follows : — 

1. The said E. F. shall act as sole agent in the city of London 
and the districts and places lying within a radius of twelve miles 
from Charing Cross for the said firm for the sale of the said articles 

for the term of two years to be computed from the day of 

18 — and for such further period as hereinafter mentioned. 

2. The agency may be determined by either party at the end of 
the said term of two years subject to his or their service on the 

other of them of calendar months' previous notice in writing 

for that purpose and if not so determined shall continue beyond 
that period and may be determined by the said E. F. at the end 
of any succeeding half-year or period of six calendar months sub- 

I'eot to his service on the said firm of three calendar months at 
east previous notice in writing for that purpose and if not deter- 
mined in either of the said modes shall continue so long as the said 
E. F. shall duly perform or observe his obligations hereunder. 
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3. The said firm having approved of the premises situate at &o. Pfeso. XV. 
in the city of London as being suitable for the said agency and 



which premises the said E. F. in view of this agreement has just mf^taEen" 
contracted to take on lease the said agency shall be established at with approval 
the said premises accordingly and shall continue to be carried on of finn - 
thereat until the said E. F. shall with the written consent of the 
said firm engage other premises for such purpose. 

4. The rent and taxes and the oost of all furniture books of Agency ex- 
account stationery and insurance of premises and the salaries of Eri^y*a*ent 
clerks messengers and others and all other office and other necessary except as to 
or proper charges and expenses of and incidental to the said carriage of 
agency except those relating to the carriage of goods sent to him Z 00 ** to hm ' 
by the said firm the charges and expenses for which they shall be 
solely liable shall be incurred and borne by the said E. F. alone. 

6. The said E. F. shall place his own name with the addition Agency how 
of the words " Sole Agent in the Metropolis for A. B. and 0. D.'s to ^ . '£! 
patent [name of article] " and no other name or statement in the of premLea n 
most conspicuous part of the front of the agency premises (the and on the 

words " A. B. and C. D.'s patent " being painted in much stationery. 

larger type than the other name and words aforesaid) and shall 
also keep use and retain his own name with the addition aforesaid 
upon all invoices heads of account and the stationery generally of 
the said agency (a). 

6. The said firm shall from time to time from and after the Monthly rop- 

. day of next supply to the said E. F. such articles P^J fir ^ t 

aforesaid as he shall require not exceeding (unless the said firm artiolesV 
shall be willing to supply any further quantity) in number 

per calendar month on an average of three calendar months and 
the said E. F. shall sell the same articles and those already 
supplied to him as aforesaid at the best prices he can obtain for 
the same but the 6aid firm shall nevertheless be at liberty from 
time to time in variation of any provision in this respect herein 
contained to fix the minimum selling prices hereof or to prescribe 
either generally or in particular the cases in or the longest periods 
for which respectively credit may be given or refused as to the 
selling prices thereof (b). 

7. Credit shall not be given to any single person firm or Limitation of 
company for a longer period than calendar months nor for ^ edifc *° 0U8 ' 

(a) Such a provision will prevent the operation of the reputed ownership 
clause against the firm on the bankruptcy of the agent. See Bankruptcy 
Act, 1883, sect. 44, sub-sect. 2, par. 3 (46 & 47 Vict. c. 52) ; and Ex parte 
Bright, In re Smith, L. E. 10 Ch. I). 566 (C. A.). In that case the bankrupt 
firm (agents) had placed over their premises, and printed on their stationery, 
the words " Merchants and Manufacturers' Agents," and were to be paid as 
commission the surplus of the proceeds of goods sold above certainprices. 
They acted for various manufacturers. It was held by Jessel, M. E., and 
James and Bramwell, L.J J., that the creditors had thereby notice of the 
agency sufficient to exclude the operation of the reputed ownership clause. 

(6) E. F. would not be a mere agent if he was at liberty to sell the articles ( 
at any price he pleased, and pay fixed sums only for them to his principals I ] 
after the respective sales. (Ex parte White, In reNevill, L. E. 6 Ch. 397 (Ct. I \ 
App.) ; affirmed in House of Lords, nom* Towle v. White, 21 W. E. 465.) 
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without con- 
sent of firm. 



Commission 
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Pbeo. XV. any articles the selling prices whereof to any single person firm or 
company shall be beyond the total amount of £ . 

8. The said E. F. shall not unless with the written consent of 
the said firm first obtained commence or prosecute in the name of 
the firm any action for the recovery of any moneys due to the 
agency for goods sold by the said E. F. nor compound nor release 
the said moneys or any part thereof but may at his own oost and 
risk commence or prosecute any such action (c). 

9. The said firm shall as to all orders for purchase sent from any 
part of the world (including the said distriot) to the agency pay or 

allow to the said E. F. a commission of per cent, upon the 

prices received for the articles purchased but the said E. F. shall 
not without the written consent of the said firm procure or attempt 
to procure orders from any person or persons firm or company not 
residing or having offices within the said district. 

10. Orders which shall be received by the said firm from any 
person or persons firms or companies residing or carrying on 
business within the city of London or any of the districts and 
places aforesaid for the supply of the said articles may be exeouted 
by the said firm if they shall think fit after previous notice in 
writing shall have been given by them to the said E. F. who shall 
be entitled (but independently of such notice being given) to 
receive or be allowed in aocount a commission calculated upon the 
prices of the articles so sold as if the same were paid on the days of 
delivery or within thirty days thereafter respectively namely as to 
all suoh orders received up to the end of the year 18 — a commis- 
sion of per cent, and as to all such orders received after 

suoh date a commission of per cent, (d) or any suoh orders 

may be delegated to the said E. F. if he shall be able to execute 
the same but upon the same terms as to commission as if they had 
been given to him direct. 

11. As to all articles sold by the said E. F. other than in respect 
of orders delegated to him by the said firm as aforesaid the said 
E. F. shall guarantee to the said firm the payments by the pur- 
chasers of the respective prices thereof on the days of the delivery 
after the sale thereof or within thirty days thereafter respectively 
and in consideration of such guarantee shall be entitled to an extra 



Agent to re- 
ceiye com- 
mission also 
on goods sold 
by firm and 
ordered by 
persons in 
district. 



Del credere 
commission. 



(c) The agent may sue in his own name if he has a special property in the 
subject-matter of the contract, notwithstanding he contracted for an avowed 
principal. ( Williams v. Millington, 1 Hen. Blacks. 81, the case of an auc- 
tioneer.) 

The factor and owner may each have actions on a contract. (Ibid.) 

(d) A higher percentage than the last-mentioned one. These commissions 
(so called) are, of course, by way of compensation to the agent for the firm 
dealing with purchasers in the district of the agency, and should, it is pre- 
sumed, be little lower than the commission the agent would get if the orders 
were given direct to him. The change in the percentage after a given date is 
to be supposed to be owing to the circumstance that the firm have already 
customers in the district, and will in time, as far as possible, withdraw per- 
sonally from supplying them with the articles. 
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commission of per oent. over and above the commission Pbbo. XV. 

payable in respect thereof as hereinbefore first provided (e). 



12. The said E. F. shall at all times during the continuance Premises and 
hereof at his own expense well and sufficiently insure and keep ^ ^J° h be 
insured against fire the agency premises and all artioles aforesaid J^nt. 7 
for the time being therein and shall whenever required by the 

said firm produce the receipts of the current premium or premiums 
paid by him in respect of such insurance (/). 

13. The said E. F. shall at his discretion and expense properly Agent to 
and sufficiently advertise the said artioles at a rate not less than *^ e f tl8e , 

£i j j.-l j» a J.T. articles and 
per calendar month tor an average of any three con- expend a 

secutive calendar months. minimum 

14. All commissions payable to any sub-agents employed in the ^^ 
said district by the said E. F. for the sale of the said artioles shall c ommifia i ong 
be borne by and between the said parties equally who shall together to sub-agents, 
determine the amounts of such commissions respectively. 

15. The 6aid E. F. shall so long as he shall not be indebted to Monthly 
the said firm be entitled each calendar month to draw from all fj?™*^ 
moneys received by him for the sale of articles as aforesaid or agent— but 
other moneys paid to him for the benefit of the said firm a sum balance of 

not exceeding £ in anticipation of the moneys (if any) m ? n *7 8 re ~ 

payable to him on the half-yearly settlement of accounts to be amounting to 

effected as hereinafter provided on the half-yearly day then next £ at 

ensuing subject to the liability on his part to refund any sums le ^J? b ^ dit 
which on such settlement shall appear to have been overdrawn but offirm at 
subject to such drawings and any claims by the said E. F. thereout bank. 

for moneys due to him from the said firm all moneys so received 
by or paid to the said E. F. as aforesaid shall when amounting to 

the sum of £ altogether be forthwith paid to the credit of 

the said firm at the bank of Messrs. at &c. 

16. The said E. F. shall keep at the agency premises all proper Accounts to 
books of account and shall make true and perfect entries therein at ** k £pt and 
the earliest opportunities of all orders both taken and exeouted and statements 
artioles received by him from the said firm and also any such furnished, 
articles sold by him and the names and addresses of the purchasers 
thereof on credit or so far as known to the said E. F. and also of 

all other matters and things in any way relating to the agency 
and essential or convenient for any of the purposes hereof and 
shall on the day of each calendar month send to the said 

(«) E. F. thus becomes what is termed a del credere agent in respect of this 
guarantee. See Mackenzie v. Scott, 6 Bro. P. C. 291 (Tomlin's edition). A 
del credere agent is only liable to his principal as a surety for the purchasers. 
(Morris v. Cleasby, 4 Maule & Selwyn, 566; Hornby v. Lacy, 6 ibid. 166; 
Camming v. Forester, 1 ibid, 494 ; Baker y. Langhom, 6 Taunt. 519.) 

(/) A factor is bound to keep the goods with the same care that a prudent 
man would keep his own {Cogga v. Bernard, 2 Ld. Baym. 217 ; and 1 Smith's 
L. Cas. ; and Vere y. Smith, 1 Vent. 121), but is not liable in case of robbery, 
fire, ot other accidental damage happening without his default (Co. Litt. 89a ; 
Anon. 2 Mod. 100 ; and Vere y. Smith, supra), and must insure the goods if 
lie have effects in hand enough to coyer the expenses of insurance. (See 
Smith's Mercantile Law, p. 113 (8th ed.), 1871, on the last and other 
points.) 
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Prec. XV. firm a full clear and correct statement in writing" of all orders and 
' sales aforesaid and particulars thereof respectively for the then 

previous calendar month and shall at all times during the con- 
tinuance and for any of the purposes hereof give the said firm or 
their agents all necessary information and if so required and at the 
expense of the said firm evidence by statutory declaration or other- 
wise as to the truth of any particulars appearing in the said books 
or any of them or any other matter or thing affecting the agency 
and suffer them or any of them to inspect and make copies or 
extracts from the said books or any of them as and when reasonably 
required by them or any of them. 
Accounts 17. The accounts of the said agency shall be balanced by the 

half^au-ly. sa "* ^" ^ a * ^ e en( * °* eac ^ h a tf-y ea * ending on the day 

of or day of or within ten days thereafter. 

Sums due to 18. All sums by way of commission or otherwise to which the 
agent payable g^ jj. F. shall as shown by each half-yearlv account aforesaid be 
" y y * entitled to receive from the said firm shall be paid to him within 
one calendar month from the time of delivery of such account. 
Agent to JjHjve 19. The said E. P. shall subject to the rights (if any) of pur- 
foTmoneys 8 lasers thereof have a lien on all articles aforesaid for the time 
owing to him. being in his possession for any moneys then due to him here- 
under (g). 
No other 20. The said firm shall not during the continuance of this 

SPd* trit*t» a g reexnen t within the city of London or any place or district 
be°employed. aforesaid employ any other person than the said E. F. as agent 
for any of the purposes for whioh the said E. P. shall by virtue of 
this agreement be entitled to be employed nor shall employ any 
other person as agent for any purposes connected with the sale of 
the said articles whose place of residence or business shall be within 
the said district or radius. 
Agent to 21. The said E. F. shall make every endeavour to detect any 

fr^ementa suspected infringement of any of the patent rights of the said firm 
and give with regard to the said invention or any other patent rights for the 

notice thereof time being held by them in relation to the manufacture of 

*° firm * and inform the said firm of any suspected or ascertained infringe- 

ment thereof as soon as the same shall be suspected or ascertained 
by him. 
No obligation 22. The said firm shall be under no obligation to keep up or 
^fr^.^° maintain the said letters patent or any extension thereof or any 
patent &c. patent rights for the time relating to the said invention or the 
manufacture of the said articles or to take or defend any proceed- 
ings or action legal or otherwise as to any infringement thereof 
or otherwise. 
Agreement to 23. The benefit of this agreement shall as to the said E. F. be 
sore oTftmTif ma< ie as f ar as possible binding not onlv on the said firm and the 
possible. survivor of them but also on their and nis assigns of the business 

of the said firm. 
In witness, &o. (A). 

(g) The articles will not be in the reputed ownership of the firm on the 
bankruptcy of the latter — that is, the lien of the agent will prevail. See Ex 
parte Taylor, Montagu, 240; and Greening v. Clark , 4 Barn. & Cress. 316. 

(A) For a clause as to service of notices, use Sp. Cf. 51, poet, p. 242. 
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A patent or share or for distinct part of invention generally assign- 
able ; so also for a district ; a co-owner may assign his share ; 
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penses ; remuneration of trustees ; appointment of new trustees ; 
Assignment of a share by patentee, but he alone to work patent — 
nature of reservation ; conditions for working 121-7 

Assignment of a licence — where licensor is not a party; where 

licensor is a party • 128 
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Mortgage of a patent — recitals and absolute covenants for title and 
validity ; covenant as to payment of fees and maintenance of 
patent ; to detect infringements and take proceedings, or permit 
mortgagee so to do; implied power of sale and other powers ; 
grant of licences by mortgagor ; provision that mortgagor may 
grant licences until power of sale exerciseable ; provision as to 
licences by mortgagee; improvements, Sfc. to form part of 
security 128-31 

Mortgage of a licence — where licensor is not a party ; where licensor 

is a party 131-2 

Registration of assignments and mortgages — not compulsory except as 
against third parties ; registration will relate back to date of 
document, semble 1 32-3 



A patent or 
share or for 
distinct part 
of invention 
generally 
assignable. 



So also for a 
district. 



A co-owner 
may assign 
his share. 

Mode of 
assignment 
should be by 
deed. 



A patent is assignable if the terms of the grant permit assign- 
ment, but is apparently not so if they confer no such privilege (a). 
Both the late and present forms of patents confer a power of 
assignment by implication from the use of the words " assigns " (6). 
The power to assign extends to any part or share of the patent (<•), 
or to the entirety of the patent so far as it relates to a separate 
and distinct part of the invention (d). Further, the new act pro- 
vides that a patent may be assigned for any place in or part of the 
United Kingdom and Isle of Man as effectually as if the patent 
were originally granted to extend to that place or part only (e). 
Again, one co-owner of a patent, subject to any agreement between 
him and the other owners, can assign his share in the patent (/). 

No particular form of words seems needed for an assignment {g). 

A covenant to assign a patent upon the happening of an event 
may, when the event happens, operate as an assignment without 



(a) See Hindmarch, 234. 

(6) See Form L, ante, p. 48, as to present form. 

(c) Walton v. Lavater, 8 C. B. (N. S.) 162. The assignee, whether of the 
entirety or of a part or share, takes the legal interest, and is not to be con- 
sidered merely as a licensee (per Erie, J.). 

(d) Dunnicliffv. Mallet, 7 C. B. (N. S.) 209. 

(e) Sect. 36. As to the effect of such assignment and the distinction and 
comparative advantages between an assignment for a district and an exclusive 
licence for the same, Bee post, pp. 115 — 118. 

(/) Lindley on Partnership, 4th edition, pp. 68, 69, citing Dunnicliff v. 
Mallet (ubi supra); Walton v. Lavater, supra; and Mathers v. Green, L. B. 1 
Ch. 29. See also Hancock v. Bewley, Johns. 601. 

(g) Hindmarch, 235, citing Shep. Touch. 83, 86. The latter authority 
gives general rules for the construction of deeds of grant. 
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any farther assurance (A). An assignment however must be by 

deed, as the privilege is of suoh a nature that it cannot be granted 

without a deed (0 ; and the rule of law is that things which can 

only be granted or created by deed can only be assigned by deed (j ) . 

But where an instrument not under seal purports to be an assign- Otherwise 

ment of a patent, it may, it is presumed, be treated merely as an tUct ariaes, 

agreement to assign, and be enforceable accordingly (k). In the 

analogous case of an instrument not under seal, purporting to be a 

lease of land for a longer term than required by statute for leases 

not under seal, the lease would be treated as an agreement only to 

grant the intended lease (/). 

The contents of an ordinary deed of assignment of a patent are Ccmtenta o* 

* ° * ordinary deed 

now to be briefly noticed. of aamgn- 

The first recital (if any) in an ordinary deed of assignment is Rentals 

commonly as to the origin of the invention. A recital that the „,. , 

J e Title or fact 

assignor or person through whom he claims the patent was the of invention 
true and first inventor will estop the assignor, and also (if he thereto? 
execute the deed), the assignee from afterwards disputing the 
validity of the grant (m). The mere faot however of the assign- 
ment causes such an estoppel to the assignor (n). As, in an 

(h) Cartwright v. Amatt, 2 Bos. & Pull. 43, referred to at p. 91, ante. 
An exclusive licence not providing for any resumption of the patent in any 
one or more events may thus amount to an assignment, so as to enable the 
licensee to sue for infringements in his own name. See pp. 200, 201, post, 
as to actions by a licensee. 

(0 Co. lit. 96, 172a. 

(j) 3 Co. Bep. 63a, Lincoln College Case. 

(k) See as to the specific performance of a contract to assign a patent, p. 
42, ante, 

(I) Parker v. Taswell, 2 De G. & Jo. 559 ; Bond v. Bosling, 1 Best & Smith, 
371 ; Tidey v. Mollett, 33 L. J. (C. P.) 235. See Davidson, Prec. Cony. Vol. 
V. Part I. (Chapter on " Agreements for Leases"). 

(m) As to estoppel by recitals generally, see ante, p. 41. In Bow- 
man y. Taylor, 4 Nev. & Man. 264, where a licence contained a recital 
that the licensor had invented the machines and obtained the patent and 
enrolled the specification, it was held that the licensee who had executed was 
estopped. See also Doe d. Shelton y. Shelton, 3 Adolp. & Ell. 265, as to an 
estoppel not arising against an assignee who did not execute the deed. The 
estoppel must be pleaded to avail either party {Bowman v. Bostron, 2 Adolp. 
& Ell. 295). In Stroughill y. Backs, 14 Q. B. 787, it was held that a recital 
in a deed, intended to be the statement of one party only, is confined as to 
estoppel to that party only. See also Wiles v. Woodward, 5 Ex. 557, to 
same effect. 

(n) Oldham v. Langmead, cited in Webs. 291 ; Walton v. Lavater, 8 C. B. 
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No implied 
warranty of 
title to the 
invention. 



Recital that 
assignor 
represented 
himself as 
inventor. 



ordinary deed, there are no covenants by the assignee, he does not 
in general execute it. If therefore there is such a recital, it must 
be considered with reference to its bearing on the covenant (if any) 
as to the validity of the patent, for the recital might be construed 
as a covenant that the assignor or other person was the true and 
first inventor (0). The qualified covenant as to the validity of the 
patent (p) limited to the acts and omissions of the assignor alone 
does not relate to the identity of the true and first inventor. 
Where therefore both the recital and the qualified oovenant are 
inserted, it may be contended either that the reoital cannot be 
construed as a covenant, or that the recital and the covenant are 
cumulative or independent of each other (q). Where the covenant 
as to the validity is unqualified, it will harmonize with the recital. 

It must be noticed however that in a contract to assign a patent 
there is no implied warranty that the patentee was the true and 
first inventor (r), and it is therefore clear that in the absence of an 
agreement to the contrary a reoital to that efPeot should not be 
inserted. 

It has been recommended that in order to prevent estoppel 
against an assignee who executes the deed, the recital as to the 
origin of the invention should be only that the assignor (the 
patentee) has represented himself to be the true and first inventor («). 
This recital, it is presumed, where not qualified or annulled by some 



(N. S.) 162, 187 ; Chambers v. Crichley, 33 Beav. 274. See Heugh v. Chamber- 
lain, 25 W. R. 742, as to a mere partner of the assignor not being estopped 
where he puts in a separate defence in an action by the assignee for infringe- 
ment (Jessel, M. R.). The assignment by the trustee in bankruptcy of the 
owner of a patent does not estop the latter from afterwards disputing the 
validity; Smith v. Cropper, L. R. 10 App. Cas. 249. 

(0) A recital may amount to a covenant. On this see Elph. N. & C. pp. 
415 et seq., and cases there cited. 

(p) As to this covenant, Bee post, p. 114. 

(q) The terms of an express covenant will override those of a recital which 
would otherwise be treated as a covenant. See Elph. N. & C. p. 418, citing 
Young v. Smith, L. R. 1 Eq. 180, and 35 Beav. 87 ; and Jessel, M. R., in 
Dawes v. Tredwell, L. R. 18 Oh. D. 359. 

(r) Ilall v. Conder, 2 C. B. (N. S.) 22; affirmed on appeal, ibid. 53; Smith 
v. Neale, ibid, 67 ; Liardet v. Hammond Electric Light & Power Co., 31 W. R. 
710 (Ct. App.). 

(s) See Davidson's Prec. Oonv. Vol. II. Part I., where both in an agree- 
ment for sale and also in an assignment such a recital is used. No other 
writers seem to have adopted it. 
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express oovenant, will amount to a oovenant that the assignor (the 
patentee) was the true and first inventor. In many of the pre- 
cedents of assignments in this book, no recital as to the origin of 
the invention is inserted either on the supposition that no warranty 
is to be given, or because the covenants express all that may be 
intended in this respect. 

Subject to the foregoing remarks as to a recital of the origin of Grant of 

. patent. 

the invention the first recital in a deed of assignment maybe taken 

to be that of the grant of the patent. Then follow recitals as to Devolution of 

the devolution (if any) of title and other matters (t). 

The next part of the deed is the testatum and operative part. Testatum. 
The covenants implied by the use of the words " beneficial owner " Assignment 
or "trustee" are noticed later. The invention as well as the a^weu^a8° n 
letters patent is expressed to be assigned. This haa always been P****- 
the practice, notwithstanding the apparent inseparableness of the 
invention and the patent. As there is and has been no provision 
in any act for the grant of any new or substituted patent, in the 
event of a patent becoming revoked, or, from breach of any con- 
dition, becoming void, no special advantage seems likely to aocrue 
to an assignee whose assignment purports to include " the inven- 
tion " as well as the patent. Otherwise, it might be contended 
that an assignment of the invention would comprise all patents 
that would be granted in respect of it (u). The rights powers Also of 
emoluments and advantages in respect of the patent are usually powers, &c 
also assigned although there seems no necessity for doing so, in- 
asmuch as the expression " assignment of a patent " is a technical 
one, recognized by the new act and former acts, as embracing 
all the privileges conferred by the patent, including no doubt the 
benefits reserved in licenoes already granted. The mention, in the 
habendum, of the term for which the premises are to be held seems 
unnecessary, although the praotioe varies on this point. 



(t) "Where the parties are agreed, recitals might of course be dispensed 
with, or a recital might be inserted that the assignor was entitled absolutely 
to the invention and patent mentioned in the schedule. Where there has 
been devolution of title the purchaser will of course search the register 
immediately before execution to see that the recitals are not at variance with 
the record. 

(u) See sect. 26 of the new act (p. 315, post), and also pp. 20, 21, ante, as 
to revocation. As to the saving of the prerogative of the Crown, see 
sect. 116 of the new act, post, p. 328. 

M. I 
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Covenants. Th e covenants for title to the patent will be implied by the use 
For title and of the expression " as beneficial owner " or " as trustee " as applied 
of patent. *° ^ e assignor when he is expressed to assign (v). These covenants 
however are as to the ownership and devolution (if any) of the title 
as distinguished from the validity of the patent, and are practioally 
of little value, mainly on aocount of the system of registration. A 
covenant that the patent is valid is not a oovenant for the title to 
the ownership of it. If such a covenant be unqualified (w) it plainly 
comprises the oovenante that were formerly inserted in assignments, 
namely as to the inventorship and the novelty and utility of the 
invention and the past proper performance and observance of the 
conditions in the patent (<r). The decisions in the cases of Hall v. 
Conder and Smith v. Neale cited above (y) as to there being no 
implied warranty in a contract of assignment as to the validity of 
the patent, make it now suitable, where there is no agreement to 
the oontrary, to qualify the covenant so as to confine its operation 
to the acts and omissions of the assignor alone, and also (except as 
to a trustee or executor) following the usual conveyancing practioe 
in the analogous case of the assignment of a lease, of his testator 
intestate or donor (if any) (s). Such a qualified covenant would 
then relate in particular to the past performance and observance 
of the conditions in the patent, such as the payment of the 
renewal fees, and to the defence in any proceedings for revoca- 
tion (a). 
As to im- The implied covenant for further assurance (b) will not apply to 

provements, # # 

fto. and improvements or additions to the invention or extensions of the 

extensions. 

(v) See sect. 7 of Conveyancing Act, 1881, Appendix, post, p. 370. 
V (w) For such a covenant, see Mortgage L, post, p. 167. 

(x) See Coryton, p. 514, and Jarm. & Byth. edition 1841 (form of assign- 
ment of a patent). 

(y) Ante, p. 112, note. 

(z) The qualified covenant as to acts, &c, of the assignor is used in David- 
son P. C. Vol. II. Part I. ed. 1877, p. 631 ; but, as stated in the note thereto, 
the earlier editions had incorrectly contained unqualified covenants. See 
also the editions of Prideaux from 1870 downwards, and Crabbe's Conv. Prec. 
ed. 1859, p. 406. In Coryton (1855) and Jarm. & Byth. (1841) the unqualified 
covenant was inserted; but the decisions in Hall v. Conder, &c, were 
later. 

(a) It cannot relate to any defect which was irremediable at or before the 
grant, and hence will not refer to the novelty or utility of the invention. 

(b) As to this covenant, see Conveyancing Act, 1881, sect. 7, eub-s. 1 (A), 
Appendix, post, p. 370. 
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patent. Express covenants in these respects should therefore be 
inserted (c). 

In addition to these express covenants, it is recommended by Not to seek 
some writers that there should also be a covenant binding the amend specifi- 
assignor not to seek leave to amend the specification or drawings oa ? on wit ^* 

. " m r ° out consent. 

without the written consent of the assignee (rf). This seems 
advisable in the case of an assignment for a district or of a share 
of the patent or of the entirety of the patent in respeot of a dis- 
tinct part of the invention, but not of the actual entirety of the 
patent, inasmuch as in the latter case the assignor will have no 
locus standi to apply for leave to make the amendment (e). 

The oontents of a deed of assignment for a district up to and Contents of an 
inclusive of the oovenants for title and the qualified covenant as to f or f district, 
the validity of the patent, may be taken to be the same as those Covenants. 
of a deed of assignment comprising the entirety of a patent, with Title and 
the addition of a reference to the distriot. patentT 

The covenant as to improvements or additions to the invention improve- 
and new discoveries useful for the manufacture of the patent men 
articles, if intended to be inoluded in the purchase, need hardly 
provide for any special remuneration to the assignor on account 
thereof, as the inducement to the assignor to interest himself in 
improving the existing invention or making any new discovery in 
the manufacture of the patent article is much greater than if he 
were selling the whole of the patent (/). Where the district is an 
integral part of the United Kingdom suoh as Scotland, or a very 
extensive region such as the six northern counties of England, or 
the purchase-money for the original patent is of considerable 
amount, it may be advisable for the purchaser to insist that any 
new patents for improvements, &c, should be applied for and 
taken out in the joint names of the parties, and afterwards assured 
so as to vest in him the exclusive benefit thereof for the district (g). 

(c) As to qualified covenants and covenants for title generally, see Elph, 
N. & C. Chapter 30. As to improvements, &c, see ante, pp. 33 — 36, and 
as to extensions, see sects. 25 and 46 of the new act (Appendix, post), and 
ante, pp. 19, 20. 

(d) Johns. P. M. 224. 

(e) See ante, pp. 19, 20, and sects. 18 — 21 of the new act, poet, pp. 312, 
813. 

(/) See p. 34, ante. 

(g) See pp. 33 — 35, ante, as to improvements, &c, being comprised in a 
purchase, and the different modes in which this can be done. 

i2 
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And as to 
extensions. 



Payment of 
renewal fees. 



This is reoommended of oourse in order to prevent dealings with 
any new patent adverse to the assignee, which might ooour if the 
assignor obtained the grant in his own name alone (h). The cove- 
nant as to improvements, &c. (except as to special remuneration 
and the obligation of the assignor actually to take out any patent 
in respect thereof), and the covenant as to extensions (except as to 
the obligation of the assignor to apply for them), will, but limited 
to the district, be the same respectively as on an assignment of the 
entirety of a patent. 

The assignor of a patent for a district, if he retains the re- 
mainder of the patent, should covenant to pay the renewal fees 
well within the prescribed times, and give due notice to his co- 
owner or co-owners of every such payment when made, or permit 
him or them to pay the same, and to repay the sums so paid on 
demand, and until repayment to charge them together with interest 
on his interest in the patent (i). In consequence of the rule that 
the law will not create a oovenant respecting a personal thing (/), 
and also because of the impossibility with any degree of accuracy 
of apportioning the amount of the fees between the various co- 
owners, such a covenant cannot properly be dispensed with (&). 
As no provision is made by the new act for apportionment of the 
renewal fees in the case of an assignment for a district or otherwise, 
the assignee, in default of payment by the assignor, must, in order 
to save the patent, pay the entire amounts, which he would no 
doubt prefer to be the annual ones (/). The covenant to pay the 
renewal fees should however, it is submitted, be modified by a 
proviso relieving the assignor or his assigns from the liability in 
case the assignee or his assigns should for a lengthened period 
cease to work the invention (m). 



(A) See p. 29, ante. 

(i) Where the district is the only one for which the patent is held by the 
assignor, the assignee, if allowed the custody of the patent, should covenant 
to pay the renewal fees, and give an acknowledgment and undertaking as to 
the production, &c, of the patent for the benefit of the co-owners. 

(/) Com. Dig. tit. Covenant (A. 4) ; Hindmarch, 243. This rule is of course 
modified to some extent by statutory enactments and by the practice of con- 
veyancers. As to the latter, see post, p. 196 (Chapter on " Licences "). 

(Jc) As to the contribution towards the fees when the patent is divided into 
shares, see poet, p. 122. 

(0 See lists of fees, pp. 329, 344, 357, post 

(m) For the covenant and proviso, see Assignment II. , p. 140, post. 
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The next covenant to be inserted is that the assignor or his No «»***- 

meat of speoi« 

assigns will not amend or seek leave to amend the specification (n) fioation with- 
without the consent of the assignee or his assigns. This is im- asrigneTfor 
portant only probably as to the seeking leave to amend, and not as the di8tnot - 
to the actual amendment, which would, it is submitted, not be 
affected without the citation or appearance of all the legal owners 
of the patent. At any rate it seems advisable for the parties to be 
agreed as to the nature of the amendment (if any). It should be 
stated, however, that the consent to the amendment shall not 
be arbitrarily withheld, in order that the assignee shall not be able 
to make a bargain (o). 

Lastly, the assignor should give an acknowledgment or under- Production, 
taking as to the right of the assignee to the production of the letters patent, 
letters patent, and to the delivery and right to take copies 
thereof (/>). 

After the owner of a patent has assigned it for a district, he is Comparison 
relieved from the necessity of taking or permitting legal proceed- between *** 
ings to be taken in his own name in the event of an infringement ^^^£ 
within the district (q), as no doubt by foroe of sect. 36 of the new licences for 

districts. 

act the assignee may in his own name undertake such proceedings. 
Again, by means of an assignment for a district, a partition of a 
patent can be made by co-owners, by force of which they are relieved 
from the necessity either of working the patent in co-partnership, 
or of ooming to an arrangement (more or less complicated) as to 
the working of it by each owner separately (r). Where royalties 



(n) As to amendment of specifications, see sect. 18 of the new act 
(Appendix, post, p. 312), and ante, p. 18, 

(o) See Chapter on " Licences/' poet, pp. 202, 213. 

(p) See sect. 9 of the Conveyancing Act, 1881 (Appendix, p. 373, post). 
By sect. 40, sub-s. 2, of the new act (Appendix, p. 318, poet) the comptroller 
is to keep on sale copies of complete specifications. 

(q) See Renard v. Levinstein, 2 Hem. & Mil. 632, as to the right of an 
exclusive licensee to apply in the name of the owner of the patent for an 
injunction to restrain infringement on his indemnifying the latter against 
the costs of the proceedings. 

(r) As to the powers and obligations of co-owners of a patent inter se, and 
the difficulties as to, and provisions necessary to be provided for, the working 
of it by each owner separately, see poet, pp. 118 — 126. 

Where the owner of a patent manufactures and sells the patent article in a 
foreign country as well as in England, the sale of the article in one country 
implies a licence to use it in the other, but if the owner has assigned his 
patent in either country the article cannot thereafter be sold or used so as to 
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or premiums by instalments or other sums are to be paid periodi- 
cally or covenants are to be observed or performed, it will be found 
advisable for the owner of the patent, in order to protect his interests 
more fully, not to make an assignment but to grant an exclusive 
licence for the district, which may be made determinable by notice 
of the licensor on default in payment of the sums or breach of the 
covenants. This is advised on the ground that at law an assign- 
ment of a chattel or other personal property cannot be limited to 
a mere interest («), and therefore that a proviso for defeasance or 
revocation in an assignment on default being made in the pay- 
ment of the moneys reserved or on breach of any of the 
covenants, will be inoperative, except as conferring a right to call 
for a re-assignment in any such event. 
Powers and Where the terms of a joint patent do not provide otherwise, 

obligations of „ . 

co-owners of any one or more of the oo-patentees may without the consent or 

SiSr w. concurrence of the other or others use the invention and not be 

obliged to account for the profits made thereby, and also may 

grant licences under the patent. This was decided in Mathers v. 

Green (t), where the grant in the patent was to the grantees their 

executors administrators and assigns " that they and every of them 

by themselves their servants and agents and such others as they 

may agree with and no others may use the invention." 

Mathers v. In Mathers v. Gfreen, Lord Granworth expressed his opinion to 

rem ' the effect that the rights of oo-patentees were exolusive as to all 



defeat the rights of the assignee {Betts v. Willmott, L. B. 6 Ch. 239; Von 
Heyden v. Neustadt, L. R. 14 Ch. D. 230 ; Betts v. Neihon, L. R.5H.L.lj 
Soctetedes Manufactures des Glaces v. Tilghman's Patent Sand Blast Co., L. R. 
25 Ch. D. 1 ; NoibeVs Explosives v. Jones, L. R. 8 App. Gas. 5). The principle 
involved in these decisions seems applicable to the case of an assignment for 
a district as between the district owner, on the one hand, and the owner or 
any of the owners of the remainder of the patent, on the other hand. If 
this be so, it is to be presumed that an exclusive licensee would be on the 
same footing in this respect as an assignee, and that in order that the licensee 
or assignee should be entitled to protection against the sale or use of the 
patent article within the district, his licence or assignment should be regis- 
tered before the sale of the article, unless the purchaser had actual or con- 
structive notice of the licence on assignment before he purchased. Refer to 
pp. 182, 183, as to exclusive licences. 

(«) See Williams, P. P. (Introductory Chapter and Chapter on " Settle- 
ments "). 

(t) L. R. 1 Ch. 29, overruling Lord Romilly, M. R., in L. R. 1 Ch. 29, on 
the above point. 
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the world but themselves, and that, in the absenoe of express 
contract between them, there was no implied contract that a 
co-patentee should not use the invention without the consent of 
the others, and that a doctrine to the contrary of this would 
enable one co-patentee either to prevent the use of the invention 
altogether, or else to compel the other co-patentees to risk their 
skill and capital in the use of the invention on the terms of being 
accountable to him for the profits (if any), without their being 
able to call upon him for contribution if there should be loss. 
The question as to the liability of a oo-patentee to aocount for any 
royalties or other sums reoeived by him under licences granted by 
him was not actually dealt with by the court, as Lord Cranworth 
considered that no evidence had been furnished that any royalties 
had become payable. Lord Bomilly however in the court below 
had decided that the co-patentee was so liable (u). 

As some skill and capital is generally required in order to induce Accounts as 
persons to become licensees, it might be thought that the above under 
observations of Lord Cranworth on the question of accounts would licenoefl « 
equally apply to the granting of licences, and therefore that a oo- 
patentee would not be liable to account for moneys received from 
licences granted by him. If suoh a rule obtains, which is doubt- 
ful, a co-patentee would derive no advantage whatever from the 
patent unless he took an active part in working it. As there has 
been no later case on the point, Lord Eomilly's decision cannot be 
treated as overruled. 

It may therefore be considered that a co-patentee is a trustee for 
the others of their shares in the moneys receivable under the 
licences granted by him alone, and therefore that the licensees will 
not be ooncerned to see to the distribution of such moneys (t>). 
The licences cannot of course as against the other co-patentees be 
exclusive ones. The above decision in Mathers v. Green may no 
doubt be taken to apply also to the case of co-owners who or some 
of whom are not the actual patentees (w). 



(«) L. E. 1 Ch. 29. 

(v) See sect. 36 of the Oonv. Act, 1881, as to trustees* receipts. The salient 
words there seem to be " payable . . . under any . . . power." 

(w) Mr. Lawson (notes to sects. 4 and 87) thinks that the power of the 
single co-owner to grant licences must depend on the words of the patent 
itself, and that a valid licence can now only be made with the concurrence 
of all the grantees whose names appear on the register. Beferenoe to sect. 
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Difficulties of Where a patent has been divided into unequal shares and no 
■working provisions have been made, for the working of it by all the 
wEere^ co-owners in partnership or by each separately on his own account, 
special provi- it will follow, from what has been before stated, that the owner of 

sions. 

(say) one-third part of the patent will not (except perhaps as to 
licences) be on a superior footing to the owner of (say) one- 
hundredth part of the patent. Hence special provisions should be 
inserted in any deed by which the owner of a patent assigns an 
unequal share (a) therein, so as to bind (if possible) not only the 
parties themselves, but all future owners to account to each other 
for the profits made by them respectively, and to grant or concur 
with the others in granting licences in the prescribed manner. 
Suoh provi- These provisions being in the nature of mere personal covenants 
personal will bind the parties themselves or their legal personal representa- 
«naeraUy n0t ^ ves even a ^ er assignments by them respectively, unless it be 
binding the otherwise provided, but will not as of course bind the assigns or 

assigns. * „^_^ ° 

future owners (b). Where the provisions relate to paying moneys 
out of the profits of a share and rendering accounts in respect of 
such profits, it seems that the assigns of either party taking their 
assignment with notice of such provisions would be bound thereby. 
Thus, in Werdermann v. Soci&te GSnSraie d > Ekctric%U{c) > it was 

87, however, will, it is submitted, show that no attempt is made to define 
the rights of the proprietors inter se, and that the powers there given to them 
are to be exercised as against 'other persons. The decision of Jessel, M. B., 
in Powell v. Heady L. E. 12 Ch. D. 686 (cited by Mr. Lawson, p. 184, in his 
notes to sect. 87 as being applicable by way of analogy to the case of designs 
and inventions), related to the co-ownership of a copyright in a dramatic 
entertainment. The decision there was that under the act of 3 & 4 Will. 4, 
c. 15, one part owner could not grant a licence for representation without 
" the consent " of the other owners. No such consent, however, is mentioned 
in sect. 87 of the new act (p. 322, post), the salient words there being " subject 
to any rights appearing from such register to be vested in any other person." 
Mr. T. Aston (p. 2 of his work) considers that any co-patentee might grant 
a licence, and, it would seem, on such terms as he might think fit, but that 
probably he would be compelled to account for royalties, and that no certain 
answer could be given as to whether such a licence would be a good defence 
in an action for infringement brought against the licensee by another 
co-patentee who had not joined in the licence. 

(a) As to the assignment of a moiety of a patent by the owner of the 
entirety, see next page. 

(ft) See 4 Cru. Dig. by White, 472, cited by Davidson, Prec. Conv. Vol. I. 
(Introduction), and also Shep. Touch. 161, as to the nature of personal 
covenants. 

(c) L. E. 19 Ch. D. 247. 
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decided that, under a covenant by an assignee of a patent on behalf 
of himself and his assigns to pay the. assignor a percentage on the 
profits and furnish acoounts, the assigns of the assignee who had 
taken with notice of the agreement, were bound to furnish the 
assignor with acoounts and make him the payments (d). The 
assigns of the assignor would as owners for the time being of the 
share of the profits be also entitled to payment and accounts in 
respect thereof. 

A mutual covenant between the oo-owners of a patent as to the Covenant as 
granting of licences in variation of their existing rights in this Uoenoes. ° 
respect would not it is presumed be binding on the assigns of any 
co-owner, even if they were mentioned in the deed or whether 
they took with notice or not. The assigns however would pro- 
bably be bound to account to each other for the moneys received 
under licences granted by them respectively. 

A deed of assignment of a share of a patent usually oontains a Covenant by 
covenant by the assignee to perform and observe the stipulations ^^^ *° 
(if any) which bind the assignor and to indemnify him from future oMjgati 0118 °* 
breaches thereof. In the absence of such a covenant the assignee 
will apparently, as a general rule, be bound to give such an 
indemnity (e). Further, the acts of the new owners might be 
such as to imply an adoption of some of the stipulations at least 
so as to form a new contract in respect of them (/). 

In the case of a patent being held by two grantees, or of an Division of 
assignment of a moiety of a patent by the owner of the entirety, ^ula'nSSties 
elaborate provisions for the separate workings are often omitted, ^PK? 4 ? 



(d) On this case, see post (Chapter on "Licences"), pp. 185, 186, tit. 
" Covenants, how far binding on assigns." The decision semble is on the 
ground that the patent and its fruits were virtually charged with the pay- 
ments. When the royalties are mere gross sums not charged on the patent 
the assigns would not be bound semble, 

(e) In Waring v. Ward, 7 Ves. Jr. 337, it was held that, independently of 
contract, a purchaser of an equity of redemption was bound to indemnify 
the vendor against the mortgage debt. Dart, p. 557, 3rd ed., says, "it may 
be laid down as a general rule that whenever he [the vendor] is personally 
subject to liabilities, either in respect of the estate or for the performance of 
which the estate stands as a security, the purchaser taking the estate must 
undertake the liabilities and covenant to indemnify the vendor against them." 

(/) See Chitty on Contracts, Sect. II. p. 57 et seq. (11th ed.), as to contracts 
implied from the acts of parties. As to a licensee's covenants binding his 
assigns, see post, pp. 185, 186, where the observations will also apply to the 
matter above* 
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as reliance seems to be placed on the circumstance that both 
parties then start on a footing of equality and have the same 
chances in dealing with the public in respect of the patent. Thus 
the conditions of separate working of a patent by co-owners of 
moieties are occasionally made to relate only to the payment of 
the renewal fees, the joint granting of licences at premiums or 
other capital sums, and the joint benefit of improvements or addi- 
tions to the invention or discoveries useful for the manufacture of 
the patent article made by either party (g). In all other respects 
each co-owner is left to deal with his share in the patent as he 
shall think fit. As these conditions will not provide for the diffi- 
culties that may arise in the event of there being a sub-division of 
either moiety, whereby the patent becomes divided into unequal 
shares, it is advisable to have an arrangement as to the division of 
a patent into equal shares similar to that which is usually made in 
the case of a division into unequal shares as mentioned in this and 
the next few pages. 
Division into Where a patent is by assignment or agreement divided into 
shares- Sep*- unequal shares, and it is intended that each owner may work the 
— Nofrustees! patent as to his share separately from the others without the intro- 
duction of trustees, the covenants and provisions usually inserted 
may be taken to be such as are now to be mentioned (ti). 
Each owner Each owner should covenant to pay his proper proportion of the 
of fees. renewal fees, and should charge his share in the patent with the 

repayment of any moneys which may be paid by any other owner 
on his behalf in this respect. In the absence of such a covenant 
it is presumed that no owner will be bound to contribute with the 
others towards the payment of any fee, unless he assumes to use 
the patent for any part of the period for which the fee is paid, 
or otherwise obtains eome benefit from the payment of it by the 
others (i). The covenant virtually makes it obligatory on each 



(g) See Agreements IV. and VIII. 9 ante, pp. 70, 82, and Assignment III., 
post, p. 142. In Agreement VIII., ante, p. 82, the division into equal moieties 
is varied by providing for a partial partition of the patent, i.e. by the assign- 
ment of the patent for a certain district to each party absolutely. 

(h) See Assignment IV., post, p. 144, as to an assignment of a twelfth share 
of a patent, in which are contained these covenants and provisions. 

(t) The law will not create a covenant respecting a personal thing (Com. 
Dig. tit. " Covenant,'* A. 4 ; Hindmarch, 243 ; and ante, p. 116, note). The 
claim to contribution might, perhaps, be supported by applying the maxim, 
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owner to contribute to the payment of the fees so long as any other 
owner is willing to keep up the patent, but a proviso to that effect 
might, for the sake of clearness, be inserted (k). 

With regard to the granting of licences, it should be provided licences to be 
that this should be done only by all the owners jointly, who are to jointly, 
share all benefits therefrom in proportion to their shares (/). The 
case of a licensee taking his licence from a single oo-owner without 
having notice of such a provision need hardly be considered, as it 
is assumed that the deed of assignment or arrangement will be 
registered immediately after execution (m). 

With regard to the manufacture by each co-owner himself of the Each owner 
patent articles, it should be provided that every artiole so manu- ties on articles 
faotured shall, when manufactured (or sold), bear a royalty whioh made by hm1, 
shall be divided amongst the owners generally (including the manu- 
facturer) in proportion to their shares. The amount of this royalty 
should generally be such as would be charged to a licensee who 
paid no premium. Where this royalty is put on the manufacture 
and not on the sale of the article, it should be fixed lower than the 
royalty in the latter oase, so as to allow for the article remaining 
unsold for a time. A royalty placed on the manufacture seems, 
however, the most convenient incidence, as the articles are freed (so 
to speak) at the earliest opportunities, and no delay in the final 
settlement of accounts will be caused by there being unsold articles 
in the possession of any owner. Where the royalty is placed on 
the sale, it should be provided that unsold articles in hand on the 
final winding-up shall bear a lesser royalty than that payable on a 
sale, and in lieu of the latter royalty. 

*' Qui sentit commodum sentire debet et onus." See Strelly v. Winson, 1 Vern. 
297 ; and Green v. Briggs, 6 Hare, 395, which are cases as to the obligations, 
inter w, of co-owners of ships; and Lindley on Partnership (4th ed.), 
pp. 63—69 ; as to remedies of co-owners inter ae. 

(Jc) Where an owner objects to have the patent renewed, and cannot sell 
hi« share, he should agree with the other owners to assign or release the share 
to them respectively in proportion to their shares, on condition of being 
released from his covenants. 

(?) See ante, p. 118, as to the grant of licences by co-owners separately. 

(m) As to registration, see ante, pp. 23 — 25, and post, pp. 132, 133. As 
to constructive notice, see Dart's Vendor and Purchaser (Chap. XV., sect. 5), 
and cases there cited, especially as to the neglect of a purchaser (of land) to 
investigate the title, relying on the mere assurance of the vendor (Jackson v. 
Rowe, 1 Ph. 255 ; Neesom v. Clarhaon, 2 Hare, 173 ; West v. Reid, 2 Hare, 
260. See also Conveyancing Act, 1882, sect. 3, post, p. 383). 
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Other provi- Provisions as to the use of the patent mark, the keeping and 
furnishing of aocounts, and allowing inspection of the books, the 
periodical delivery and settlement of accounts, the inspection of 
the factories or places of business of the different owners, and the 
benefit of improvements or additions to the invention or discoveries 
useful for the manufacture of the patent article (n) and an acknow- 
ledgment and undertaking by one of. the parties as to the custody 
and production of the letters patent, should' be inserted in the deed. 
A reference as to the non-implication of a partnership between the 
parties is unnecessary, as no owner will be an agent of the others, 
and the profits are not to be divided between the owners (o). 

Where no partnership is intended, the introduction of trustees 
on a division of a patent into shares is no doubt the only satisfac- 
tory method (if any) by which the mutual rights of the owners for 
the time being can be properly regulated. In the plan now under 
consideration, the principal object sought to be effected is the re- 
duction, practically, of the ownership of the shares in the patent 
itself to that of interests only in the net prooeeds of sale or profits 
to be obtained from it. The share of each owner is thus charged 
for the benefit of all the owners with the current expenses of the 
arrangement, in priority to his obtaining any benefit for the time 
being from his share in the patent. Each owner also parts with 
his right to use the patent except by way of licenoe from the 
trustees. A purchaser therefore of any original owner's share 
takes it according to its nature and subject to the charge. Except 
as to any lioence granted to him, the only active obligations of an 
owner are made to be those relating to his contribution towards the 
expenses in case the trust fund for the time being shall be insuffi- 
cient for that purpose, and the bringing into the trusts all improve- 
ments, &c. made by him. 

Assigns of As a step towards binding the assignee of any share to perform 

owners to 



(n) The benefit is to all the owners of all improvements, &c, made by each 
one ; and the new inventions and patents in respect thereof are to be subject 
to the provisions of the deed as if part of the premises. See Clause 5 of 
Assignment IV. , p. 145. 

(o) See Lindley on Partnership (4th ed.) pp. 33 — 64 (" Quasi-Partner- 
ship"). The Partnership Law Amendment Act, 1865 (Appendix, post, 
p. 368), does not affect the case. 

For a provision as to bad debts, see the next paragraph. 

For an arbitration clause, see Form 24, p. 55, ante. 
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obligations in respect of it, it is found advisable to insert in the execute the 

deed as parties " every person who shall become an assignee of a 

share in the trust property and'execute [the deed'] or otherwise assent 

to be bound by it." The execution of the deed by an assignee pro- but $**? 

roi&rnt do 

vided thereby to be made a party may not be the only evidence of bound by 
his having assented to it, as his acts, apart from the deed, may be Ga 
sufficient for this purpose (p). This would no doubt be so where 
the assignee taking tEe- benefits under the deed interferes with or 
attempts to control, as* provided by the deed itself, the trustees in 
the execution of any trusts, if such action can be only referable to 
the deed. As the assignee would be bound to indemnify the 
assignor (q) the former might be forced to do some overt act by 
which he would be bound to the trustees to conform to the deed 
should he not execute it. In the precedent carrying out the 
scheme (r) the definition of owner is inserted, from which it follows 
that a beneficiary of a share is not to be recognized until he has 
executed or otherwise assented to be bound by the deed in respect 
of his share, for, until suoh assent be given, the last previous bene- 
ficiary who had so assented is to be deemed to be still the owner. 

The patent then is to be assigned to trustees who, by means of Duties of 
lioences to all or any of the owners for particular districts, and to JE^Suit 
other persons (if thought fit), or by sale of the patent either in the ii 06 * 068 *° 

... . owners or 

entirety or for any districts, will from time to time receive moneys strangers, or 
which, after satisfaction of all ourrent costs and expenses relating Request of * 
to the patent and the trusts, will be divisible amongst the owners 
periodically in the specified proportions. Except by means of a 
licence from the trustees, no owner is to use the invention. The 
licence to each owner should be on the same footing as that to a 
stranger except that no premium should be made payable. The 
power of sale is to be exercised at the request of a majority in 
value being (say) one third at least in number of the owners for 
the time being, and the respective terms of the sale are to be 
settled or at least approved of by the persons composing the same 
or another like majority. 



(p) As to a party to a deed who, taking the benefit of it, is bound by it, 
though he does not execute it, see Co. Litt. 230 b ; Bex y. Houghton-le- Spring, 
2 Barn. & Aid. 375 ; Burnett v. Lynch, 5 Barn. & Cress. 589; Webb v. Spicer, 
13 Q. B. 886 ; Witham v. Vane, 44 L. T. N. S. 718 (1881, 0. A.). 

(q) Ante, p. 121. 

(r) Assignment V. t pest, p. 148. 



owners 
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The duties of the trustees heyond the granting of licences and 
receiving the royalties and doing other acts in relation thereto, will 
be to pay or provide for the current costs and expenses, and 
(if thought fit) any approaching or contingent liabilities in 
respect of the trusts, and to take or defend proceedings in relation 
to the patent, and to obtain (where necessary) from each owner 
his contribution towards such costs and expenses, and to deliver 
and settle the accounts periodically. 

Where the trust moneys are insufficient for the expenses, the 
trustees, while having a lien on the patent for the deficiency, are to 
be entitled to demand the same from the owners generally without 
regard to the amount of their respective shares (*), but as between 
the owners themselves the contribution is to be according to the 
shares. Further, each owner is to have a charge on the share of 
any other owner in the patent and trust moneys for any sum paid 
by him in respect of such share in excess of his proper contribu- 
tion. 

Provision is also made for the remuneration of the trustees out 
of the trust funds from time to time, and for any majority in value 
being (say) one-third at least in number of the owners for the time 
being, to remove any trustee or to appoint new trustees. 

If a patentee assigns a share only, and it is agreed that he 
(say) shall alone work the patent, a licence to use the share 
can be granted by a separate deed, or the deed of assignment 
itself can provide for the sole working of the patent. In the 
latter case, it seems advisable in the operative part of the assign- 
ment, to reserve to the assignor the right to use the share according 
to the prescribed conditions. The right thus reserved being a legal 
one, a notification of it can be made on the register (t). For con- 
venience of language, however, this right may be treated as being 
conferred by way of licence, although it is presumed that an 
assignee cannot by the same deed make a legal disposition of any 
part of the premises assigned. The assigns of the assignee would 
then virtually obtain the share subject to the licence, which they 
could not revoke, except as prescribed by the deed. The obliga- 



(*) This is necessary for the convenience or protection olthe trustees in case 
of the absence from the kingdom, or the default or bankruptcy of any 
owner. 

(t) See sect. 85 of the new act as to the non-registration of trusts. 
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tion, however, of the assigns of the assignor to perform and observe 
the conditions as before stated with regard to the assignment of 
shares generally (w) is not so certain, but breaches in this respect 
would, on the exercise of the power of revocation mentioned later, 
involve the revocation of the lioenoe. The assignee, moreover, 
wonld rely on the expressed or implied obligation of the assigns to 
their assignor to perform and observe the conditions and indemnify 
him against them (#). 

These conditions can be made of a simple nature (y). Let the Conditions 
duration of the licence be made oo-extensive with that of the ^^' 

patent and any extension of it. It will be suitable to give the 
assignor alone power to grant licences at fair royalties only, but 
not at premiums. The assignor should, of course, covenant to 
pay to the assignee his share of the royalties, and also a like share 
of some fixed royalty on every patent article manufactured by the 
assignor personally. In order to enable the assignee to have a 
voice in any assignment by the assignor of any part of his interest 
in the patent or licence, there should be a condition that, exoept by 
way of granting licences as above mentioned, the assignor shall 
not without the consent of the assignee dispose or attempt to dis- 
pose of his interest or any part of it. The breach of this condition 
will by force of the proviso as to revocation enable the assignee to 
rescind the licence. Provisions relating to accounts, the inspection 
of the factory, the payment of renewal fees, and the bringing in 
of improvements, &o. will of course be inserted. The power of 
revocation should be made exeroiseable on default being made in 
the payment of the assignee's share of any royalties for a certain 
period after they shall have become due respectively, or on the 
bankruptcy of the assignor, or the breach by him of any of the 
conditions other than as to the payment of moneys, and, where 
such breach is remediable, on his failure after due notice to make 
the breach good (is). The effect of the revocation, unless the 
assignee had purchased the larger or an equal share of the patent 
will, as before mentioned, place him at a great advantage over the 

(w) Ante, p. 120. 

(«) As to the implied obligation, see Waring v. Ward, 7 Yes. Jr. 337, and 
ante, p. 121. 

(y) See Assignment VI. , post, p. 154. 

(z) Perhaps also add the event of the assignee not receiving any half-year 
Borne Tninimmn sum as his share of the profits. 
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assignor as to the future working of the patent by the parties 
separately (a). 

Two precedents of assignments of licences are given in this work 
in the respective cases of the licensor not being a party and of the 
reverse (b). The object of making the licensor a party is of course 
to enable him to obtain direct covenants from the assignee, and 
also (where necessary) to testify his consent to the assignment. 
The question as to how far the covenants by a licensee are binding 
on his assigns are considered in the Chapter on " licences/' post, 
pp. 185, 186. 

Where the licensor is not made a party the assignment of the 
licence is of a simple nature. There is a qualified oovenant by the 
assignor that the licence is valid and that the covenants and condi- 
tions have been performed up to date. As the licensee's (assignor's) 
covenants are personal to him and binding throughout the term 
notwithstanding the assignment, the purchaser oovenants to per- 
form and observe them for the future and to indemnify the assignor 
against the breach of them. 

Where the consent of the licensor is necessary to the assignment, 
he should be made a party to testify his consent and confirm the 
licence, and also enter into a qualified oovenant that the licence is 
valid and that he has full power to confirm it. In consideration 
of the consent confirmation and covenants by the licensor, the pur- 
chaser should covenant with him as well as with the assignor to 
pay all future royalties and other gums reserved, and thenceforth 
perform and observe the licensee's covenants. The presence of 
these covenants by the purchaser will not probably have the effect 
of absolving the licensee (assignor) from his liability under the 
same oovenants, but a proviso that suoh liability shall still continue 
had better be inserted. 

A mortgage of a patent is usually made to contain or have 
implied in it all suoh recitals and covenants for title, and as to the 
validity of the patent, as would be inserted or are to be implied in 
an assignment of a patent, but in absolute terms (c). As to the 
Covenants this practice is in accordance with the principle generally 



(a) Ante, p. 120. 

(b) Assignments IX. and X., post, pp. 161, 163. 

(c) Compare the recitals and covenants in Assignment I. and Mortgage I., 
post. 
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observed in mortgages of land and other kinds of property, which 
is to give a warranty of title against all the world (d). If there- 
fore recitals are used at all in a mortgage deed, the first is generally 
that the grantee of the patent was the true and first inventor (e). 
The covenants for title from the beneficial owner are to be implied 
from the use of the expression " as beneficial owner " in the assign- 
ment to the mortgagee (/). Beyond the covenants for the pay- 
ment of principal and interest, the first express covenant is as to 
the absolute validity of the patent. Other covenants by the Covenants as 
mortgagor are to pay the renewal fees well within the prescribed fees and 
times and otherwise to keep up the patent, and also to furnish the S^ttent! 108 
mortgagee with the receipts for all payments. The mortgagee is 
of course to be at liberty to prevent the lapse of the patent, if 
neoessary, by himself making any payments or doing other things 
for that purpose. In the absence of oontract the mortgagee would 
be able to charge the mortgagor with the expenses incurred by the 
mortgagee in maintaining the patent (g). The mortgagor is to do To detect in- 
his best to detect every suspected or actual infringement of the and^aJte pro- 
patent rights and to speedily inform the mortgagee thereof, and (if °^^ fi £ l °l 
required) to take proceedings or permit the mortgagee to take gageesotodo. 
proceedings in respect of the infringement. Expenses incurred by ^^ o{ 
the mortgagee in respect of the premises are charged on them, and Bale and otner 
together with interest are made either repayable on demand, or, 
if the deed provides for further advances, sometimes treated as 
actual advances. A power of sale and other powers will be implied 
by force of the Conveyancing and Law of Property Act, 1881 (h). 

As to the grant of lioenoes by a mortgagor, it must be noticed Grant of 
that he is in a similar position to a mortgagor of land before the nJortgagor. 



(d) See Davidson, Vol. I. (Introduction). It is there said, that as the 
mortgage deed always contains separate covenants for payment of principal 
and interest, there is no good reason why the covenants for title should not 
be restricted in mortgage deeds the same as in conveyances on sales. 

(e) See ante, pp. Ill — 113, as to recitals in assignments. 

(/) Sect. 7 of the Conveyancing Act, 1881, sub-s. C (Appendix, post, p. 
371). If a trustee assigns he only covenants against his own acts and 
omissions (sub-s. F). 

(g) See Coote on Mortgages (by Mackeson, 1880), p. 795, as to a mort- 
gagee's claims for expenses incurred in maintaining the property. 

(h) See sects. 19—24, port, pp. 375 — 377, as to implied powers in a mortgage 
deed. 

H. K 
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last-mentioned act came into operation (i), and can only grant 
licences which are voidable at the instance of the mortgagee as 
not taking effect ont of the legal estate (&). Besides, such a 
■ licence cannot apparently be registered (/), although it maybe good 
by estoppel as between the mortgagor and his licensee (m). So 
licences by the mortgagee alone are liable to repudiation by the 
mortgagor after he has redeemed (n). 
Provision that It is suitable then (if not usual) to provide in a deed of mortgage 
may grant of a patent (0) that, until the mortgagee shall become entitled to exer- 
powOTofTale c ^ e ^ e implied power of sale (/?), the mortgagor may use the inven- 
exerciseable. y 0Ilj ^fl may, in the joint names of himself and the mortgagee (as 
the attorney of the latter so far as necessary but without involving 
him in any personal liability), grant licences (g) to use it at the 
highest rent or royalties but not at premiums, and that each lioence 
shall contain provisions enabling the licensors to determine it on 
default in payment of any sum reserved or the breaoh of any of 
the covenants, and that the licensee shall execute a counterpart. 
Licences thus granted may as between the mortgagor and mortgagee 
continue valid beyond the time when the power of sale first beoomes 
exerciseable, and even after sale or foreclosure. The mortgagee is 
thus relieved from the necessity of seeing to the working of the 
patent and the grant of the licences so long as he is content to let 
his money remain on the security. The licensees will be deemed 
to have had notice of the terms of the power if the mortgage is 



(t) By sect. 18 a mortgagor of land while in possession has certain powers 
of leasing. 

(k) See CuthberUon v. Irving, 4 Hurls. & Norm. 742 ; affirmed on appeal, 
in 6 Ibid, 135, as to the analogous case of a lease of land by a mortgagor. 

(1) See ante, pp. 23, 24, and poet (" Licences "), p. 184, as to registration. 

(m) Cuthbertson v. Irving, eupra. 

(») Coote on Mortgages (by Mackeson, ed. 1880), p. 740. Where there is 
an absolute necessity for a mortgagee alone to grant a lease (if any at all is to 
be granted), it seems that he may grant one binding on the mortgagor (Ibid. 
citing Hunger ford v. Clay, 9 Mod. 1). 

(o) See a form of such a proviso in Key and Elphinstone, Vol. II., p. 365 
(" Mortgage of a Patent "). 

(p) See sect. 20 of the Conveyancing Act, 1881 (Appendix, post, p. 376), 
as to when this power becomes exerciseable. The conditions in that section 
may, by sect. 19, sub-sect. 2, be varied or annulled. 

(g) Exclusive, and partially exclusive, licences are, as a rule, to be ex- 
cepted, unless where the mortgagee actually assents. 
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notified on the register. As the power Is a legal right being in 
the nature of licence from the mortgagee (the legal owner) it is 
presumed that it can be specially notified on the register (r). Par* 
tioulars in writing of the grant of any such lioence are then to be 
furnished the mortgagee within a few days after the grant. 

The time when the power of sale first becomes exeroiseable will Provision as 
conveniently be the earliest time when the mortgagee can be held mortgagee, 
entitled to use the patent rights (a). It is therefore provided that 
from and after that time he may alone use the invention and grant 
licences, but no restriction whatever is placed on the nature or 
extent of such licences, and it is usual expressly to give the mort- 
gagee power to grant lioenoes exclusive, non-exclusive, or other- 
wise, at any royalties or premiums or for such terms of years and 
other conditions as he may think fit. This provision should then 
be followed by a proviso protecting the licensee from inquiries as to 
whether the mortgagee was entitled or not to grant a lioenoe bind- 
ing on the mortgagee. 

Finally, there should be a covenant by the mortgagor to bring Improre- 
into the security all improvements or additions to the invention or form part of 
any new discoveries made by him useful for the manufacture of the flecunt y« 
patent articles and also any extension of the patent. 

The form of a mortgage of a lioence where the lioensor is not Mortgage of 
made a party, is somewhat similar to that of a mortgage by assign- ™ 
ment of a lease (t). In addition to the covenants for payment of licensor not a 
principal and interest, there is an absolute covenant by the mort- 
gagor as to the validity of the licence and the performance and 
observance of the licensee's covenants up to date; and for the 
future performance and observance of them during the continuance 
of the security. Where the licensee (mortgagor) is by the terms 
of the licence at liberty to grant sub-licences, provisions similar to 
those mentioned above (u) as to the use of the invention by the 
mortgagor of a patent and the grant of licences by the mortgagor 
and mortgagee, should be inserted. Where there is no such power 



(r) As to registration, see sects. 23, 85, and 87 of the Act of 1883, Appendix, 
post, pp. 313, 321, 322, and ante, pp. 23 — 25. As to constructive notice, see 
sect. 3 of the Conveyancing Act, 1882, Appendix, post, p. 383. 

(*) See sect. 20 of the Conveyancing Act, 1881, as to the time when the 
power of sale is first exeroiseable. 

(*) See Mortgage III., port, p. 175. 

(u) See last two pages. 
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Where 
Iw'PTisor is a 
party. 



Registration 
of assign- 
ments and 
mortgages. 

Not compul- 
sory except as 



to grant sub-licences, a proviso merely for quiet enjoyment by the 
mortgagor until the day fixed for redemption may perhaps be 
inserted (x). A covenant for quiet enjoyment by the mortgagee 
after that date will be implied from the use of the words " as 
beneficial owner" (y). 

Where the consent of the licensor to the mortgage is necessary, 
he should make himself a party in order to obtain a covenant from 
the mortgagee that, so long as he or his assigns shall be in posses- 
sion of the premises or in the receipt of the profits under it, whether 
during the continuance of the security or after foreclosure or (as 
regards the assigns) the sale of the licence, he or they will perform 
and observe the licensee's covenants (s). This obligation of the 
mortgagee should be made to cease as to the future performance &o. 
of the covenants, if on his transfer of the mortgage or sale of the 
licence (with the consent of the licensor), he procures for the licensor 
a substituted like covenant (so far as applicable) from the transferee 
or purchaser. The licensor in fact consents to the mortgage on the 
condition that such a covenant shall be entered into (a). The 
insertion of this covenant will not of course absolve the licensee 
(mortgagor) from his obligations under the licence, but a proviso 
that such obligations shall still continue may conveniently be given. 
As the licensor is made to confirm the licence, it is only reasonable 
that he should give a qualified covenant as to the validity of the 
patent and his power to confirm the licence. 

The registration of an assignment is apparently intended merely 
for the benefit of the assignee as against third persons and is not 
compulsory, so that the omission to register will not affect the 
validity of the assignment as between the parties (b). Suoh a rule 



(sc) In Davidson's Precedents, Vol. II. Part II. (Introductory Chapter), it 
is stated to be the modern practice to omit such a proviso, where the redemp- 
tion day fixed is only six calendar months off, as the protection of the 
mortgagor for so short a period is of little or no account. 

(y) Sect. 7, sub-s. 1 (C), of Conveyancing Act, 1881 (Appendix, post, p. 
370). 

(z) As to covenants in a licence binding the assigns of the licensee, see 
Chapter on "Licences," post, pp. 185 et seq., and also ante, pp. 120, 128. 
Mortgage IV. , post, p. 177, is a precedent of a mortgage of a licence to which 
the licensor is a party. 

(a) See Chapter on " Licences," post, pp. 213, 214, as to the consent of the 
licensor being given upon terms. 

(b) See sects. 23 and 87 of the Act of 1883, post, pp. 313, 322, and P. B. 
1883, Bule 65 {post, p. 342). A mortgage is notified as an absolute 
assignment. 
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obtains in the case of registration of assurances of land and is no *gunst third 
doubt in accordance with the principles of equity (<?). Moreover 
the new act allows for the existence of equitable rights and 
interests notwithstanding the reoord on the register (tf). 

In Ha88att v. Wright (e)> Malins, V.-C. held that under the Act 
of 1852 an unregistered assignment was good as between assignor 
and assignee. An assignee could not however have maintained an 
action for infringement against a third party until his assignment 
was registered (/). If such an action can now be maintained, 
then, as the new act (g) provides that before such registration the 
existing registered proprietor shall have power absolutely to deal 
with the patent, a defendant will be liable to be sued at one and 
the same time by the assignor and assignee (A). In Hawaii v. 
Wright, it was decided that an assignor might also maintain an 
action against licensees from the assignor who had taken their 
licences subsequent to and with notice of the unregistered assign- 
ment. This decision is probably applicable also to oases under the 
new act. 

It has not been decided if the registration of an assignment will Registration 
relate back to the date of the assignment, so as to enable the book to date 
assignee to maintain an action to restrain infringements committed wm jfc Um 
after the date of the assignment but before the registration. In 
Hawaii v. Wright, it seems to have been the Vice-Chancellor's 
opinion that suoh relation occurred, but it was not neoessary for 
him to decide the point. It is submitted that this opinion was 
correct, and that such relation also occurs under the new act, but 
that protection would be given to persons taking licences from the 
assignor between the dates of the assignment and registration 
without notice of the assignment (t). 

(c) In Lawson, p. 224 (note to P. B. 1883, Rule 65) the opinion is expressed 
that the registration of assignments is compulsory in order to their validity, 
not merely as against third persons, but also as between the parties them- 
selves. Under the old law, registration was not compulsory. (Hawaii v. 
Wright, see text above) as between the parties themselves. 

(d) Sect. 87. (c) L. E. 10 Eq. 510. 

(/) Cholleit v. Hoffmann, 7 £11. & Black. 686 ; and Bee registration generally 
under the old practice, ante, pp. 8, 9. See Ellwood v. Christie, 10 Jur. N. S. 
1079, as to registration of probate by executors after their assignment of the 
patent. 

(g) Sect. 87. (h) Chollett v. Hoffmann, supra. 

(») As to registration under the old and present practices, and the rectifica- 
tion of the register, see Introductory Chapter, ante, pp. 8, 9, 23 — 25. 
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I. 

Pbbo. Ir ASSIGNMENT of a Patent with benefit of Improvements, &c. 

{Ordinary Form) (a). 



Recitals. 

Claim to be 
inventor. 

Grant. 



THIS INDENTURE made the 



day of 



18— 



Between A. B. of &c. (hereinafter called " the assignor") of the 
one part and 0. D. of &o. (hereinafter called " the assignee") of 
the other part : Whereas the assignor claims to have been the 
inventor of a process for &c. [title of the invention (4)] : And 
whereas by letters patent dated &c. and numbered &c. [recite the 
grant of the patent and devolution {if any) of title {c)~] : And whereas 
Devolution of the assignor has agreed with the assignee for the sale to him at 

uu6f ■ ~~ ~~ --- __.. _ . _ 



Testatum. 



the price of £ 



of the said invention and letters patent and the 



exclusive benefit thereof and of all extensions {d) of the said letters 
patent and also (subject as hereinafter provided) of all improve- 
ments or additions to the said invention or discoveries useful for 
the manuf acture of now already (if at all) in the know- 
ledge and possession of or which may hereafter be made by the 
assignor {e). NOW THIS INDENTURE WITNESSETH 
that in pursuance of the said agreement in this behalf and in 

consideration of the sum of £ this day paid to the assignor by 

the assignee (the receipt whereof is hereoy acknowledged) he 



(a) As to the contents of an assignment, see ante, pp. Ill — 115. 

\b) "Where the assignor is not the original grantee, omit this recital. As to 
the reason and effect of the recital, see ante, pp. 1 1 1 et seq. For this recital, and 
those of the grant and devolution (if any) of title, insert, if thought fit, one 
recital only, namely, that the assignor is entitled absolutely to the letters 
patent mentioned in the schedule. As to recitals generally in an assignment 
of the entirety of a patent, see pp. Ill — 113, ante; and as to estoppel by 
recital, see pp. 40, 41, ante. 

(c) For recitals of grants, see Common Forms, ante, pp. 49, 50. Dis- 
tinguish between the grants of patents under the two procedures. 

{d) The right of application for extensions seems to be, as formerly, in the 
legal owner for the time being of the patent. See definition of " patentee " 
in sect. 36 of the new act ( post, p. 317), and, as to extensions, sect. 25 (post, 
p. 314), and p. 19, ante. 13oth sections apply, apparently, to old patents. 

(e) As to improvements, &c, being included in a purchase, and how pro- 
vided for, see pp. 33 — 35, ante. 
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the assignor as beneficial owner (/) doth hereby assign unto the too. I. 
assignee All those the said invention and letters patent and the 
sole and exclusive benefit thereof and of all extensions thereof and 
also all rights powers emoluments and advantages whatsoever under 
or in respect of the said letters patent (g): To hold use exercise and 
enjoy the said invention letters patent and premises unto and by 
the assignee and his assigns absolutely (A) : And the assignor Covenants. 
doth hereby covenant with the assignee and his assigns that not- Validity of 
withstanding anything by him the assignor done omitted or know- p»te&k 
ingly suffered the said letters patent are now valid and subsisting 
and not void or voidable (t) : And also that he the assignor will Improve- 
from time to time after making any improvement in or addition to menta - 
the said invention or any discovery useful in the manufacture of 
(including any improvement addition or disoovery afore- 
said now (if so) in his knowledge and possession) forthwith give 
notice thereof in writing to the assignee or his assigns who shall be 
entitled to the sole and exclusive benefit thereof [except as to the 
personal use thereof by the assignor] : And as and when reasonably 
required by the assignee or his assigns but at his or their expense 
as to actual costs (if any) occasioned thereby communicate and 
explain to him or them or his or their agents such improvement 
addition or discovery (J) : And will at the expense (not exceeding 

however the sum of £ ) of the assignee or his assigns if he or 

they shall require the same apply for and obtain or (if he or they 
shall so think fit) join with him or them in applying for and obtaining 
letters patent in respect of such improvement addition or discovery 
and execute and do all such assurances and things as shall be ne- 
cessary or convenient for vesting the same letters patent and the 
sole and exclusive benefit thereof in the assignee or his assigns 
[subject to the personal use by the assignor of the invention com- 
prised therein] as by the assignee or his assigns shall be reasonably 
required (k) : And lastly that the assignor will at the expense of Extensions, 
the assignee or his assigns execute and do all assurances and things 
necessary or convenient for enabling him or them to obtain and 
exclusively to hold and enjoy the benefit of any extension of the 
terms comprised in the letters patent hereinbefore expressed to be 

^ M^ ^ ^ »^ ^^— I »^— — ^ i^— ^^^^^^^» MI i .11. , I — ^^^— ^—^^^^ >M ^^ 

(/) The term " beneficial owner " is to import the covenants for title, as 
to which see sect. 7 of the Conveyancing Act, 1881 (Appendix, post, p. 370). 

(g) See note (d) sis to extensions. There are covenants (see later) as to 
both extensions and improvements, &c. 

(h) The word "assigns" includes "executors and administrators," who 
are assigns at law (Williams on Executors, 792, 8th edition). The word, 
however, is not strictly necessary in the grant or habendum. 

(i) There is no provision in the Conveyancing Act, 1881 (44 & 45 Vict. c. 
41), for the implication of this covenant. See sect. 7 of that act (Appendix, 
post, p. 370). As to covenants in assignments generally, see ante, pp. 115 — 
117. 

(/) As to instructing workmen and others in the employ of the assignee, 
see Form 16, ante, p. 52. 

(k) To the above add (if thought fit) the last provision in Form 16, ante, p. 
53, as to improvements, &c., made by the assignor in conjunction with any 
other person. See also Form 15, ante, p. 52, and Sp. CI. 44 and 45, post, p. 
240. 
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Pbeo. I. assigned or as far as practicable of any term which may be com- 
prised in any letters patent which may become vested in him or 
them aocordine to the covenant in this behalf hereinbefore con- 
tained as shall be reasonably required (/). 
In witness, &o. (m). 



(I) As to foreign and colonial patents being assigned, see Mortgage /., note 
(d), post, p. 167. 

(m) The assignment should be executed as a deed (ante, p. Ill), and should 
also be registered (ante, p. 132, and sects. 23 and 87 of the new act). 



ASSIGNMENTS, 1^9 



n. 

ASSIGNMENT of a Patent /or a District (a). Tskq.il. 

THIS INDENTTJEE made &o. Between A. B. of &o. (herein- 
after called " the assignor ") of the one part and C. D. of &o. 
(hereinafter called " the assignee") of the other part [recite as in last RectiaU. 
precedent] : And whereas the assignor has agreed with the assignee claim to be 

for the absolute sale to him at the price of £ of the said inventor. 

letters patent and every extension thereof for the county of Giant. 

and also the exclusive benefit for the same county of all improve- Devolution of 
ments or additions to the said invention or any discovery useful titie * 

for the manufacture of now already (if at all) in the ^em^* 

knowledge and possession of or which hereafter may be made by the 
assignor (6). NOW THIS INDENTTJEE WITNESSETH that Testatum. 
in consideration &o. (the receipt &o.) he the assignor as beneficial 
owner (c) doth hereby assign unto the assignee : All those the 
said invention and letters patent and the sole and exclusive benefit 
thereof and of every extension thereof (d) and all rights powers 
emoluments and advantages whatsoever under or in respect of the 

said letters patent for the county of but not elsewhere : To 

hold use exercise and enjoy the said premises unto and by the 
assignee and his assigns absolutely : And the assignor doth Covenants. 
hereby covenant with tne assignee and his assigns that notwith- Validity of 
standing anything by him the assignor done omitted or knowingly P atent - 
suffered the said letters patent are now valid and subsisting and 
not void or voidable (e) : And also that he the assignor will from As to im- 
time to time &c. [covenant as to improvements 8fc. as in last precedent P royemente > 
excluding the provision for taking out a patent, and making the 

exclusive benefit to be "for the county of aforesaid" and 

omitting reference to the personal use by the assignor] : And that in 
case he the assignor shall obtain letters patent in respect of any 

(a) It is presumed that an assignment for a district can be made of an old 
patent, notwithstanding that in sect. 36 of the new act the Channel Islands 
are not mentioned. (See p. 317, post.) As to the comparative advantages 
of assignments and exclusive licences for districts, see pp. 117, 118, ante; 
and as to the contents of such assignments, see pp. 115 — 117, ante, 

(b) As to improvements, additions, &c, being included in a purchase, see 
pp. 33—35. 



(c) See note (/) to last precedent. 

w~ 



;) See note (d) to last precedent. There is a covenant (see later) as to 
improvements, &c. 
(e) See note (») to last precedent. 
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Pbbo - ij - suoh improvement addition or discovery he will at the expense of 

the assignee or his assigns (if and when requiring him to do so) 

execute and do all such assurances and things as shall be neoessary 

or convenient for vesting the same letters patent and the exclusive 

benefit thereof for the said county in the assignee or his assigns 

As to exten- as shall be reasonably required by him or them (/) : And also 

siona. ^at the assignor will at the expense of the assignee or his 

assigns execute and do all assurances and things neoessary or 

convenient for enabling him or them to obtain and exclusively hold 

and enjoy the benefit within the said county of any extension of 

the terms comprised in the said letters patent hereinbefore expressed 

to be assigned or in any letters patent intended to be comprised in 

the covenant in this behalf hereinbefore contained as shall be 

Assignor to reasonably required (A): And also that the assignor or his 

Hu» renewal assigns (t) will pay all fees necessary for the renewal of the said 

letters patent respectively during the respective terms comprised 

therein one calendar month at least before the latest times when 

the same can properly be paid respectively (/) and will give the 

assignee or his assigns written notice of every such payment imme- 

In default diately after the same shall have been made but in case of non- 

payand be 7 P a y men t thereof as aforesaid will if required by the assignee or his 

repaid with assigns permit him or them to pay the same and any sum if so paid 

interest. by him or them shall be repayable on demand together with interest 

Charge on thereon at the rate of 5 per cent, per annum from the time of 

as8^nOT°ni payment thereof and until repayment shall together with interest 

patent until aforesaid be a oharge on the interest of the assignor and his 

repayment, assigns (k) in the said letters patent respectively : Provided 

Assignor not always that neither the assignor nor his assigns shall be bound 

^B^assi^ee *° V 8 ^ an y * ee * or renewa ^ °* an y liters patent aforesaid if the 

discontinue assignee or his assigns shall for the space of calendar 

nseof months within the current year of the term comprised in such 

invention. 

(/) The obligation to take out any new patent is not imposed. If the dis- 
trict is very large or important the assignor should be bound to take the 
patent out in the joint names of himself and the assignee, and then a par- 
tition should be effected so as to Test the patent rights for the district, and the 
remainder of the area comprised in the patent in the assignee and assignor 
respectively. See ante y p. 115. 

Ch) The assignor does not covenant actually to apply for an extension. 

(t'J This, like each preceding covenant, is, of course, only a personal cove- 
nant of the assignor, not binding on the assigns. Where tne assignor finally 
parts with all interest in the patent, he would probably obtain a covenant 
from the assigns to perform his covenants herein, and indemnify him against 
them. See ante, pp. 120, 121, and also post, pp. 185, 186 (Chapter on 
" Licences,") as to how far covenants are binding on assigns. 

(/) In the absence of this stipulation neither party will be bound to make 
any payments, as, except by statute, no covenants are to be implied in 
general in assurances of personal property (ante, p. 122). The implied 
covenant for further assurance (sect. 7 of Conveyancing Act, 1881, post, p. 
371) relates only to matters of conveyance (p. 114, ante). The assignor need, 
of course, only pay the lowest necessary fees. See Lists of Fees, pp. 329, 
344, 357, post. 

(k) The assigns will be bound by this charge if they purchase, as presum- 
ably would be the case with notice of it. See Werdermann v. SociHS a Electri- 
city, L. E. 19 Ch. D. 246, and ante, pp. 32, 33, 120, and post, pp. 185, 186. 
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letters patent at the end of whioh year any annual fee for renewal J** - n. 
would become payable (not including however any extension of the 
time of payment thereof which might be granted on application at 
the Patent Office) have practically or in fact ceased within the said 
county to work by himself or themselves or his or their licensees 
(if any) the patented invention in respect of whioh such fee would 
have become payable : And further that neither the assignor nor Assignor not 
his assigns will without the written consent of the assignee or his to "J* 011 * 
assigns amend or seek leave to amend the specification in iorce for without 
the time being of any patented invention then comprised herein consent, 
but such consent shall not be arbitrarily withheld (/) : And the Acknowledg- 
assignor hereby acknowledges the right of the assignee and his me ?*J"|^ 
assigns respectively to production of the said letters patent herein- J^ to pro d U c. 
before expressed to be assigned or otherwise mentioned and to tion,*o.oftho 
delivery and the right to make copies thereof and hereby undertakes P** 011 * 8 - 
for the safe custody thereof (m). 
In witness, &o. (n). 



(?) As to amendments of specifications, see sects. 18 — 21 of the now act, 
pp. 1312, 313, post, and see pp. 18, 19, ante. As to the consent not being 
arbitrarily withheld, see p. 202, post, in the Chapter on " Licences," where 
the observation will also apply to an assignment for a district. 

(m) As to this acknowledgment and undertaking, see Conveyancing Act, 
1881, sect. 9 {post, p. 373). See also notes to this section in the works on 
the Conveyancing Acts of Messrs. Wolstenholme and Turner, Clerke and 
Brett, and Hood and Challis. By sect. 40, sub -8. 2, of the now act ( post, p. 
318) the comptroller is to keep on sale copies of all complete specifications in 
force. If a patent is lost or destroyed, or its non-production is accounted 
for to the satisfaction of the comptroller, he may cause a duplicate thereof to 
be sealed (sect. 37, post, p. 318). 

(n) The assignment should be executed as a deed (ante, p. HI), and be 
also registered (ante, p. 132, and sects. 23 and 87 of the new act). 
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III. 

Pbeo. ill. ASSIGNMENT of a Moiety of a Patent — Conditions of 



8EPARATE WORKING (a). 

THIS INDENTUEE made the day of 18— 

Between A. B. of &o. (hereinafter called " the assignor") of the 

one part and 0. D. of &c. (hereinafter called " the assignee ") of 

Recital*. the other part [recite as in Assignment I. as to claim grant and 

Grant and devolution of title! (b) : And whereas the assignor has agreed 

tide. w ^ the assignee for the sale to him at the price of £ of 

Agreement to one mo iety of the said invention and letters patent and all exten- 

patent* 6 7 ° 8 i° ns thereof upon the terms hereinafter appearing. NOW THIS 

Testatum. INDENTURE WITNESSETH that in pursuance &c. [as in 

Assignment Assignment /.] he the assignor as beneficial owner doth hereby 

of moiety. assign unto the assignee One equal moiety of and in the said 

invention and letters patent and all extensions thereof and of 

and in all rights powers emoluments and advantages whatsoever 

under or in respect of the said letters patent (c) : To hold the said 

E remises unto the assignee and his assigns subject to the conditions 
ereinafter appearing : And the assignor doth hereby covenant 
to validity, ^th the assignee &c. [as to the validity of patent as in Assignment /., 
ante] (d). AND IT IS HEEEBT AGREED AND DECLARED 
Mutual cove- that the amounts of the respective fees for the renewal of the said 
nanta8 fc% letters patent and any letters patent for the time being subject 
Fewe^aSy. hereto shall be borne equally by and between the parties hereto or 
their respective assigns (e) and that all sums paid by either party 

(a) Compare this with the next three precedents, any one of which might 
be made to apply to an assignment of a moiety of a patent. As to rights of 
co-owners inter se working separately, and as to assignments of shares in 
patents, see Chapter on "Assignments," ante, pp. 118 — 127. 

lb) See notes (a) and (&) to Assignment I. 

c) See note (d) of Assignment L 

[a) A covenant as to extensions is not inserted, as there seems no reason 
why one party should be bound more than the other to apply for an extension. 
See sects. 25 and 46 of the new act, and Be Pettit Smithes Patent, 7 Moo. P. 
0. 0. 133 ; Southworih's Patent, 1 Webs. 487, as to who should apply. 

(e) The co-owners will be bound (during the time, at least, they respectively 
are willing to keep up the patent) to contribute in proportion to their shares. 
See ante, pp. 122, 123, and Mathers v. Green, L. E. 1 Ch. 29. See also 
Lindley as to the presumed obligations of co-owners of property generally 
and letters patent, and other chattels in particular, to contribute to expenses, 
&c, of the common property, pp. 67—69. 
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or his assigns in excess of his one moiety of the said fees re- P* 80 - m » 
spectively shall be repayable by the other party or his assigns on Elooooof 
demand and together with interest thereon at the rate of 5 per payments 
oent. per annum from the time of demand thereof shall be a charge charged with 
on tne moiety of him or them of the said letters patent re- JJtWrarty's 
spectively : And also that &o. [For other conditions use as thought share. 
fit Clauses 6 (b and c) and 8 of Agreement IV., ante, pp. 71, 72, or other 
Agreement VIII., ante, p. 82, or the more elaborate and extensive covenants. 
provisions given by the next precedent] (/) : And the assignor Aoknowledg- 
hereby acknowledges the right of the assignee &c. [Acknowledgment Setters M 
and undertaking Sfc. as in last precedent], patent. 

In witness, &c. (jg). 



(/) As to the working of a patent and grant of licences by one co-owner 
alone, and the right to accounts between co-owners, see ante, pp. 1 18 tt seq. 
As to assignments of shares, see ante, pp. 121 — 128. An elaborate precedent 
of an assignment of an uneven share of a patent is given in Hayes s Concise 
Conveyancing, p. 137 (ed. 1883, by Coltman). 

Where the parties are to work together there should be a partnership deed. 
See a precedent of such a deed, Agreement XIV. , ante, p. 99. 

(g) The assignment should be executed as a deed and registered. See last 
note to Assignment /., ante. 

For a clause as to service of notices, use Sp. CI. 51, post, p. 242. 
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IV. 

Peeo. IV. ASSIGNMENT (/One-twelfth Share of a Talent — Special Pro- 

visions as to each Co-owner working the Patent separately (a). 

THIS INDENTURE made &o. Between A. B. of &o. (herein- 
after called "the assignor") of the one part and 0. D. of &o. 
(hereinafter called "the assignee") of the other part : Whereas (b) 
the assignor is entitled to the invention and letters patent men- 
tioned in the First Schedule hereto : And whereas the assignor has 
agreed with the assignee for the sale to him at the price of £ 



Recitals. 

Absolute title 
of assignor. 

Agreement to 
sell one- 
twelfth share. 

1st Testatum. 

Assignment 
of one- twelfth 
share of 
patent. 

2nd Testatum. 

Agreement 
and declara- 
tion. 

Renewal fees 
paid accord- 
ing to shares 
and excess 
paid by any 
owner to be 
charged on 
shares of the 
others. 






of one-twelfth part or share of and in the said invention and letters 
patent and all extensions there of s ubject as hereinafter expressed : 
NOW THIS INDENTURE WITNESSETH that in pursuance 
&c. [Assignment I., ante'] he the assignor as beneficial owner doth 
hereby assign unto the assignee One-twelfth part or share of 
and in the said invention &c. \_use last precedent to end of cove- 
nant as to the validity of the patent] : And this Indenture also 
witnesseth that in pursuance of the said agreement in this 
behalf and in consideration of the premised IT IS AGREED 
AND DECLARED (c) as follows :— 

1. The amounts of the respective fees for the renewal of the 
said letters patent and any other letters patent for the time being 
subjeot hereto respectively shall be borne by and between the 
parties hereto or other the owners for the time being thereof 
(hereinafter called "the owners") in the proportion of their 
respective shares therein respectively and any moneys paid in this 
respect by any owner which are properly payable by any other 
owner shall be repaid on demand and together with interest there- 
on at the rate of 5 per cent, per annunyfrom the time of demand 
shall be a charge on the share of such other owner and if any 
owner shall at any time or times objeot to continue the payment 
of the said fees any other owner or owners shall nevertheless be at 



(a) Eefer to pp.122 — 124, ante, and compare this with the last and also 
the next precedents. As to the working of a patent and grant of licences by 
one co-owner alone, and the disadvantages of separate working without the 
intervention of trustees, see ante, pp. 118 et seq. The next precedent is an 
assignment to trustees. 

Joj See Assignment L, however, as to other recitals, and ante, pp. Ill — 113. 

(c) See ante, pp. 120, 121, as to how far these stipulations wul be binding 
on future owners. 
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liberty to continue the payment thereof as for the remainder of Pmo. IV. 
the term for which the same shall be payable or any shorter period 
and may claim from the objecting party aforesaid repayment of 
his proper proportion of any moneys so paid by him or them with 
interest thereon at the rate aforesaid from the time of demand 
until payment thereof and the amount so repayable shall together 
with interest thereon be a charge on his share aforesaid accord- 
ingly (<*). . 

2. No licence for the use of any invention for the time being No licences to 
subject hereto shall be granted except by all the owners jointly he granted 
who shall be entitled to all benefits thereunder in the proportion of ^nwn J 
their respective shares in the letters patent relating thereto (e). jointly. 

3. In taking any half-yearly accounts hereinafter provided to Royalties for 
be taken there shall be debited to each owner for the benefit of benefit of all 
the other owners for the time being in respect of each patent p^ 6 ^* 
article manufactured by him in the half-year then ended (/) a articles manu- 

royalty of shillings less his proportion thereof according to f stared by 

his share in the letters patent which royalty less as aforesaid shall eaoh ownen 
be divisible in the said accounts between the other owners in the 
respective proportions of their shares. 

4. Each owner shall affix on every patent article as and when Patent mark 
manufactured by him the patent mark now in use and shall not part ^^^^ on 
with any such article without such mark being affixed thereto and 

each owner not being the assignor shall buy all such patent marks 
from the assignor so long as he shall be able and willing to supply 
the same at the rate of &c. and shall be debited half-yearly in the 
accounts hereinafter provided to be taken for such as shall be so 
bought by him (g). 

5. Each owner shall from time to time after making any Improve- 
improvement in or addition to the said invention or discovery mente » &c -^ 

useful in the manufacture of (including any improvement be brought in. 

addition or discovery aforesaid now (if so) in the possession and 



(d) As to the payment of renewal fees in the case of co-owners, see ante, 
p. 122. 

(e) On the question of constructive notice by an intended licensee of any 
single owner of theprovisionB in the above assignment, see Dart's Vena, 
and Purch. (Chap. XT. sect. 5) and cases there cited on constructive notice, 
especially as to the neglect of a purchaser to investigate the title, who relied 
on the mere assurance of tn\ vendor {Jackson v. Howe, 1 Ph. 255 ; Neesom v. 
Clarkson, 2 Hare, 173 ; and West v. Reid, 2 Hare, 260). The licensee should 
search the register. See also ante, pp. 122 — 126, as to assignments of unequal 
shares of patents, and Conveyancing Act, 1882, s. 3 (Appendix, post, p. 383). 
Where unreasonable objections are raised by a co-owner to the grant of a 
licence advantage may be taken of sect. 22 (post, p. 313) of the new act as to 
compulsory licences ordered by the Board oi Trade. 

(/) Or say (if so intended) "manufactured and in the half-year then 
ended sold by him." It may be more convenient to fix the royalty on the 
manufacture, so as to avoid the provisions in Clause 8a as to articles in hand 
at end of the term. The royalty in either case may, for convenience at least, 
be taken to be of the amount which a licensee would have to pay where no 
premium has been charged him. 

(g) See other forms as to the use and supply of the patent mark in the 
Precedents of Licences and " Special Clauses as to Licences," post, pp. 234, 235. 

M. L 
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Fbeo. IV. 



Books of 
aocount kept 
by each 
owner and 
inspection 
allowed and 
verification 
made. 



Accounts 
delivered and 
settled half- 
yearly. 



knowledge of any party hereto) forthwith give notice thereof in 
writing to the other owner or owners and as and when reasonably 
required by and at the expense of him or them respectively as to 
actual costs (if any) out of pocket occasioned thereby communicate 
and explain to him or them respectively or his or their respective 
agents such improvement addition or discovery and the same shall 
be considered and treated as being part of or comprised in the said 
invention but in case the communicating owner shall intend to 
apply for letters patent in respect thereof the other owner or 
owners shall jointly with him contribute in the proportion or pro- 
portions aforesaid to the payment of the current costs and expenses 
of and attending the application for and obtaining the said letters 
patent (such costs and expenses however being taken not to 

exceed altogether the sum of £ and the excess whereof 

being borne by such communicating owner) and shall be entitled 
to be made a co-applicant or co-applicants respectively therefor and 
the said letters patent or patent rights in respect thereof when 
obtained shall be held by the owners in the proportions aforesaid 
subject as far as possible to the like terms and conditions as are 
herein contained in respect of the letters patent hereinbefore ex- 
pressed to be assigned [And further the foregoing provisions in 
this clause including as to the limit of contribution shall as far as 
possible apply to the interest of any owner in every such improve- 
ment addition or discovery aforesaid which he may in conjunction 
with any other person or persons now have in his knowledge and 
possession or hereafter make] (h). 

6. Each owner shall keep at his usual or chief place of business 
all proper books of account and shall make true and perfect entries 
therein at the earliest opportunities of all particulars necessary or 
convenient for any of the purposes hereof of all transactions relating 
to the manufacture or sale (i) of the said articles manufactured by 
him and shall at the same place produce the said books to the other 
owner or owners respectively for inspection thereof and taking 
copies or extracts therefrom and at his own expense obtain and 
give to him or them respectively all information necessary or con- 
venient for any of the purposes hereof as to any item or matter 
comprised therein or relating thereto and at the expense of any 
party requiring it verify such information by st at utorV declaration 
or otherwise as shall be reasonably required. 

7. Each owner shall within twenty-one days after the end of 

each half-year ending on the day of or day 

of deliver or send to eaoh of the other owners a statement 

of aocount in respect of the transactions and matters aforesaid on 
the part of the accounting owner for the half-year then ended and 
shall if required by but at the expense of the owner requiring the 



(h) Compare the above clause with Forma 15 and 16, ante, pp. 62, 63, 
and Sp. CI, 44 and 46, post, p. 240. 

(i) Particulars of sale should appear, notwithstanding that royalties are 
only payable on the manufacture, as thereby a check will be furnished, to 
some extent, on the entries as to the articles manufactured. 
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same verify or procure some fitting person in his own employ to Pw- rv. 

verify the said statement or any part thereof by statutory aeolara- 

tion : And shall as soon as statements of account respectively for 

any half-year shall have been delivered by him as aforesaid and 

the balance (where any) due from him to the other owner or 

owners respectively shall be ascertained shall pay the same to him 

or them respectively then forthwith accordingly but if the said 

balance or any part thereof shall from any cause whatever remain 

unpaid for one calendar month from the end of the said half-year 

it shall bear interest from the end of suoh calendar month at the 

rate of 5 per cent, per annum and together with such interest 

be a charge on the share in the said letters patent respectively of 

the person liable to pay the same. 

8. Each owner or his agents shall be at liberty at all reasonable Liberty for 
times during the continuance of any letters patent subject hereto jjjfj^^.* 
and afterwards for suoh period as shall be necessary or convenient toneaf&c. of 
to him for any of the purposes hereof to enter any factory or other owners, 
place of business of any other owner to ascertain the state and 

extent of the manufacture or sale of the said artioles or for other 
the purposes hereof. 

8a (f). [In taking the final accounts between the respective Reduced 
owners each shall be debited as to each article aforesaid then in his royalties on 

possession and remaining unsold with the reduced royalty of souTon deter- 

shillings less his proportion thereof according to his share in the mination of 
letters patent in lieu of the royalty less as aforesaid in respect of patents, 
the sale by him of such article as hereinbefore provided which 
reduced royalty less as aforesaid shall accordingly oe divisible in 
the said accounts in respect thereof between the other owners in 
the proportion of their respective shares aforesaid.] 

9. The assignor hereby acknowledges the right of the assignee, Acknowledge - 
&o. [Acknoiwkdgnienty tifc, as in Assignment II., ante]. J*"* 1 ^ *<>• *» 

IN WITNESS, &0. (j). patent™ 

First Schedule. 
Second Schedule. 



ft) This clause is, of course, to be inserted only if royalties are made pay- 
able on sales. See note (/), ante, 
i) The deed should be registered, 
for a clause as to service of notices, use Sp. 01. 61, post, p. 242. 
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Pbbo. V. 



Recitals. 

Claim, grant, 
&c. 



Further 
agreement to 
assign to the 
trustees. 

Assignment 
of patent to 
the trustees. 



V. 

ASSIGNMENT of a Patent to Trustees for Co-oicners in unequal 
Shares — Exclusive Licence for a particular District to be 
granted to each Co-mner at Eoyalties — Power of Sale and 
general Powers of Licensing in the Trmtees — Trust Moneys 
divisible Half yearly — Remuneration to the Trustees (a). 

THIS INDENTUEE made &c. Between A. B. of &c. (herein- 
after called " the vendor ") of the first part C. D. of &c. E. F. of 
&c. and Gh H. of &o. (hereinafter called " the purchasers ") of the 
second part H. K. of &c. and L. M. of &c [trustees'] of the third 
part and every person who as mentioned in Clause 1 hereof shall 
execute these presents or otherwise bind himself hereto of the 
fourth part (b) [Recitals as to the claim, grant, 8fc. (c) ] : And whereas 
the vendor has agreed with the purchasers for the sale to them 
respectively of shares in the said letters patent and every extension 

thereof namely to the said C. D. one-fifth share at the price of £ 

and to the said E. F. one two-fifths share at the price of £ and 

to the said Gk H. one-tenth share at the price of £ : And 

whereas the vendor and purchasers have agreed that the said 
letters patent shall be assigned to the said H. E. and L. M. upon 
the trusts and otherwise subject as hereinafter expressed. NOW 
THIS INDENTUEE WITNESSETH that in pursuance of the 
said agreement in this behalf and in consideration as to the said 0. D. 

of the sum of £ and as to the said E. F. of the sum of £ 

and as to the said Gk H. of the sum of £ now paid to the vendor 

by the purchasers respectively (the receipt of which several sums 
the vendor doth hereby acknowledge) and otherwise in considera- 
tion of the premises he the vendor as beneficial owner subject to 
the said agreement for sale doth hereby assign : And each of 
them the purchasers as beneficial owner in respect of his share 
under the said agreement as aforesaid doth hereby assign unto the 
the said H. K. and L. M. All those the said invention and letters 
patent and the sole and exolusive benefit thereof and of all exten- 
sions thereof and all rights powers emoluments and advantages 



(a) As to this kind of assignment, see ante, pp. 124 — 126. In the last pre- 
cedent no trustees are introduced. 



i 



b) As to the parties of the fourth part, see ante, p. 124, 

c) As to recitals, see notes (6) and (c) to Assignment I. 
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^whatsoever under or in respect of the said letters patent To hold Tsso. V. 
the said premises unto the said H. K. and L. M. and their assigns r 

upon trust for the vendor and purchasers respectively as tenants in 
common in the following shares namely as to the vendor three- 
tenths as to the said C. D. one-fifth as to the said E. F. two-fifths 
and as to the said Gh H. one-tenth but nevertheless subject to the 



covenants and conditions hereinafter contained : And the vendor Covenant 
doth hereby oovenant with the said H. K. and L. M. jointly (d) to validity of 
and also with each of the purchasers separately that notwithstand- P atonfc - 
ing anything by the vendor done omitted or knowingly suffered 
the said letters patent are now valid and subsisting and not void 
or voidable. AND THIS INDENTUEE ALSO WITNESS- 2nd Tettaittm - 
ETH that in pursuance of the said agreement in this behalf and ^P** 5 ™® 11 * 
in consideration of the premises IT IS HEEEBT AGEEED ?£ n " 

AND DECLAEED as follows :— 

1. The term "the trustees" shall mean the said H. K. and Definition of 
L. M. or the survivor of them or other the trustees or trustee l*™^! 8 ^ 
hereof for the time being and the term "owner" shall mean and "shares." 
either the actual beneficial owner for the time being of any share 

in the trust premises or in case such beneficial owner shall not then 
already as a party hereto of the first second or fourth part have 
executed these presents or otherwise have bound himself to perform 
and observe the obligations herein contained and in respect of such 
share to be performed and observed then the beneficial owner or 
last of the beneficial owners through whom he shall have derived 
the title to such share who shall have bound himself as aforesaid 
and the term " shares " shall mean the shares into which the trust 
premises shall for the time being be divisible between the owners. 

2. The said H. K. and L. M. shall immediately after the exeou- Trustees to 
tion hereof grant to each of them the vendor and purchasers at his g?*** exclu- 
expense (including as to the counterpart (e) ) an exclusive licence of ^certain* 
the said invention and any other patented invention for the time districts to the 
being subject hereto for the district mentioned opposite his name vendor and 
in the Schedule hereto and in the form given therein. reroe^vely 

3. Except according to the terms of any such licence aforesaid as per 
or any other or further licence granted to him by the trustees Schedule, 
under the power in this behalf nereinafter contained no owner No owner 
shall be entitled to use any patented invention aforesaid. Ucenceof the 

4. The trustees shall at any time during the continuance hereof trustees to 
at the request in writing of a majority in value being one-third at U8e * he to- 
least in number of the owners sell the said letters patent or any ventlon - 
other letters patent then comprised herein either as to the entirety ^^^1+^? 
thereof or for any district or districts subject to the respective majority, 
licences aforesaid and all other licences (if any) granted under the 



(d) By sect. 60 of the Conveyancing Act, 1881 {post, p. 381), this covenant 
mil go to the survivor of the trustees. 

(e) In the absence of agreement, it is presumed that a licensee should pay 
the expenses of the licence, though not of the counterpart. In the case of a 
lease, the parties are under like obligations (Jennings v. J£ajor> 8 Oarr. & 
Payne, 61). 
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Pbbo. V, provision in this behalf hereinafter contained or with the consent 

" — ~ and concurrence of the owner or owners of any such licenoe freed 

and discharged from the same at such prices for cash or if to a 
limited joint stock company for cash shares or debentures payable 
or issuable at such times and subject to such conditions as the 
persons comprising such or any other majority in value of the 
owners being one- third at least in number thereof shall direct or in 
default of any suoh direction then as the trustees shall think fit 
with power for them without the concurrence of any owner except 
as to his licence as aforesaid to assign to the purchaser or purchasers 
thereof the premises so sold and to give complete discharges for the 
purchase-moneys thereof and so that such purchaser or purchasers 
shall not be obliged to inquire into the title to any of the shares or 
otherwise as to the propriety or regularity of the sale (f). 
General 5. Subject to any such sale and licences aforesaid tne trustees 

trartMBto ^31 from time to tune on the requisition in writing of any owner 
grant licences, or owners grant licences to any owners or other persons or com- 
panies respectively (but as to any owner at his expense including 
as to the counterpart of his licence) of any patented invention 
aforesaid according to the form given in the Schedule hereto or 
suoh other form as the owners may unanimously prescribe for this 
But prior purpose : Provided always that the trustees snail prior to any 
notice to be Buc £ grant give to each owner who may be unaware of their in- 
jjJJJ^g tention to make the same or ignorant of the particulars thereof or 

thereof. send to him by post to his last usual or known place of abode or 

business a written notice of days at least of their intention 

so to do and of the particulars aforesaid and shall not grant any 
such licence in oase a majority in value being one-third at least in 
number of the owners shall either together or separately serve the 
trustees with an objection in writing to the grant thereof but in 
default of the service of such objection or objections within or at 
the end of the said period may effectually grant the said licence : 
No licensee Provided also that it shall not be incumbent on any person or 
]*""**j£ tf persons treating for the grant of any such licence to ascertain if 
owners object an y suc ' 1 objections whatever have been or might be made or to 
to grant. require the concurrence of any owner thereto. 
Net trust 6. All royalties and other sums receivable by the trustees under 

moneys to be an y f ^ e g^ licenoes or from sales of any letters patent or other- 
oordingto the y ^ &e ** aforesaid and all other moneys receivable by them here- 
ahares. under shall form part of the trust estate and subject to the pay- 

ment thereout of all oosts and expenses herein provided to be 



(/) See sects. 35 and 36 of the Conveyancing Act, 1881, as to powers of 
sale, and giving receipts. Trustees, with power of sale and giving receipts, 
can alone assign (Binks v. Lord Rokeby, 2 Madd. 227) ; but it is usual ? f or the 
purchaser to require the concurrence of the beneficiaries (where practicable \ 
in order to obtain covenants for title (Re London Bridge Acts, 13 Sim. 176). 
See Lewinon Trusts (8th ed. 1885), p. 447. As the owners (if all sui juris) 
would be entitled, notwithstanding the power or trust for sale, to elect to 
take the property in its actual state {Davits v. Ashford, 15 Sim. 44 ; Brown 
v. Brown, 33 Beay. 399 ; Sisson v. Giles K 3 De G. Jo. & Sm. 614), the above 
provision seems necessary, in order to avoid the execution by numerous parties. 
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made shall be held by the trustees in trust for the owners in the P»»>. V. 
proportions of their respective shares. 

7. The trustees shall from time to time out of any trust moneys Disposition of 
in their hands pay and disoharge and (if they shall think fit) also the *"** 

set apart any sum in order to provide for the satisfaction of all mon ^ r8, 
or any renewal fees or other costs expenses or liabilities then 
already due or incurred or whioh might thereafter become due or 
be incurred by them in respect of the said trusts or any of them 
and shall pay or divide the balance (if any) of the said moneys to 
or amongst the owners in the proportions of their respective shares: 
Provided always that all costs expenses or liabilities aforesaid Expenses 
not paid discharged or otherwise provided for as aforesaid shall as changed to 
between the trustees and the owners in respect of whose shares ^truet" 1 
respectively the same shall be payable or incurred by the trustees property 
be borne by such owners or any one or more of them and in such ^^"t 7 f 
proportions (if any) as the trustees shall think fit without reference ^J^ ^ shares 
to tne interest of any such owner in the trust premises and shall or change of 
notwithstanding any change of ownership in any of the shares be ownership, 
a first charge on the trust premises generally but shall as between but owner 
the owners themselves in respect of whose shares respectively the Soe^tohave 
said costs expenses or liabilities shall be so payable or incurred be charge on 
borne by them respectively in the proportions of their respective other shares, 
shares and so that every sum paid by any owner as demanded 
by the trustees in respect of any such costs expenses or liabilities 
which shall be properly payable by any other owner shall together 
with interest thereon at the rate of 5 per cent, per annum from 
the time of demand thereof by the owner so paying the same be 
payable by the other owner aforesaid on demand and shall together 
with such interest be a charge on the share of the latter m the 
trust premises. 

8. All proceedings necessary or suitable for the support pro- Legal pro- 
tection or defence of any letters patent aforesaid (but in respect of flings as to 

i i • j • a. \ * * a. •• i.*j* tne patents. 

any place or district subject to any provisions contained in any r 
licenoe aforesaid as to infringements within the same (g) ) shall be 
taken and prosecuted by the trustees whenever a majority in value 
of the owners shall in writing require them so to do. 

9. Accounts between the trustees and the respective owners Accounts 

shall be delivered and settled half-yearly on every day of **&*& half - 

and day of commencing with the year y * 

day of next but the trustees shall be at liberty at any time 

to require payment by any owner of any sum found or properly 
claimed by them to be due to them hereunder whether under any 
half-yearly account aforesaid or otherwise and in case any owner 

shall for days after the trustees shall in writing have 

required him to pay to them any such sum make default in the 
payment of the same or any part thereof the said sum or part 



(g) A licence might provide that the licensee should undertake all actions, 
Ac, for infringement within his district. 
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gta0 - v * thereof shall thenceforth bear interest at the rate of 5 per cent, per 

annum until payment or satisfaction thereof. 

Improve- 10. Each owner shall from time to time &c. [Part of Clause 5 of 

anyoTOertcT ^ P rece ^ en ^ forthwith give notice thereof in writing to the 

be brought in. trustees and the other owners respectively and as and when 

reasonably required by any owner and at his expense as to actual 

costs (if any) out of pocket occasioned thereby communicate and 

explain to him or his agents such improvement addition or 

discovery and the same shall be considered &c. [/6.] but in oase the 

communicating owner shall intend to apply for letters patent in 

respect thereof the trustees shall out of the trust estate or by 

contribution of the owners generally in the proportions respectively 

aforesaid pay all the current costs &c. [Continue to end of words 

" communicating owner " in brackets and then as follows"] and the 

trustees shall be entitled to be made co-applicants therefor and 

the said letters patent or patent rights in respect thereof when 

obtained shall at the expense of the trust estate or by contribution 

as aforesaid be vested in the trustees and be held by them as far as 

possible upon the like trusts and subject to the like terms and 

conditions as are herein declared and contained in respeot of the 

letters patent hereinbefore expressed to be assigned. 

yrooeedings 11. The vendor shall at the expense of the trust estate or the 

8tonT ten " owners generally in the proportions aforesaid when required by 

the trustees so to do as authorized by a majority of the owners 

being one-third at least in value of whom the vendor may be one 

execute and do all assurances and things necessary or convenient 

for enabling the trustees to obtain and as such exclusively hold 

and enjoy any extension of the said letters patent as shall be 

reasonably required (A). 

Remuneration 12. Each trustee shall be entitled half-yearly and so proportion- 

out^trust a tely for any shorter period during his trusteeship to a sum of £ 

moneys sub- for his services hereunder payable however as to each half-year out 
ject to other f the trust moneys (if any) at the end thereof available for suoh 
expenses. purpose after satisfaction of or making due provision for all fees 
and other costs expenses and liabilities (if any) then due from or 
incurred by the trustees in respect of the trust premises with power 
to make up to himself during the period of his trusteeship the defi- 
ciency (if any) for any half-year in respect of the said sum out of 
the trust moneys properly available for the purpose as aforesaid 
which shall be in or come to the hands of the trustees in any sub- 
sequent half-year or half-years but such sum shall not be a debt 
due from any of the owners personally. 
Power of ap- 13. The power of removing any trustee and also of appointing a 

new toisteelf new * ru8 ^ :ee or new trustees hereof shall vest in the majority in 
value being one-third at least in number of the owners (f). 



(h) As to extensions, see ante, p. 19. 

ft") As to appointments of new trustees, see the Conveyancing Act, 1881, 
sects. 31 — 34, and the Conveyancing Act, 1882. 



ASSIGNMENTS. 153 

14. If any difference shall arise between &o. [Arbitration Clause, I>M0 - v - 
ante, p. 55, Form 24]. Arbitration 

IN WITNESS, &0. (J ).^ clause. 

The Schedule. 

(j) The deed should be registered, but the trusts will not be noticed. See 
sect. 85 of the Act of 1883 (Appendix, post, p. 321) ; and as to registration 
generally, see sects. 23 and 87 of the same act, and ante, pp. 23 — 25. 

For a clause as to service of notices, use Sp. CI. 51, post, p. 242. 
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1st Testatum. 

Grant of 
share. 



VI. 

Pbeo. VI. ASSIGNMENT by a Patentee of a Share of a Patent— the 

Assignor alone to work the Patent (a). 

THIS INDENTURE made &e. Between A. B. of &e. (herein- 
after called "the assignor") of the one part and C. D. of &c. 
(hereinafter called " the assignee ") of the other part [recite as in 
Assignment IV., ante). NOW THIS INDENTURE WIT- 
NESSETH that in consideration &c. he the assignor as bene- 
ficial owner doth hereby assign unto the assignee one-twelfth share 
of and in All those the said invention and letters patent and all 
extensions thereof and of and in all rights powers emoluments and 
advantages whatsoever under or in respect of the said letters patent : 
Except and reserving unto the assignor and his assigns to the 
extent and aocording to the conditions hereinafter appearing a 
right of user of the said premises (b) : To hold the said premises 
unto the assignee and his assigns subject as hereinafter expressed : 
And the assignor doth hereby covenant with the assignee &c. 
[as to the validity of the patent as in Assignment I 9 ante"] : And 
that the assignor or his assigns will at the expense of the assignee 
or his assigns execute and do all such assurances and things neces- 
sary or convenient for enabling him or them to obtain and exclu- 
sively hold and enjoy subject to the conditions in this behalf herein- 
after appearing the sole and exclusive benefit of one-twelfth share 
of and in every extension of the said letters patent as shall be 
2nd Testatum, reasonably required by him or them (c). AND THIS INDEN- 
Agreement TUEE ALSO WITNESSETH that in pursuance of the said 
and declare- agreement in this behalf and in consideration of the premises IT 
Uon [ IS HEREBY AGREED AND DECLARED as follows :— 

Assignor to i. The right of user hereinbefore excepted and reserved to the 
useof toe 181 ™ a^g 110 * and hL 3 assigns (hereinafter termed " the licence " ) shall 



Covenants. 

Validity of 
patent. 

Benefit of 
extension. 



(a) As to assignment of shares generally, see pp. 121 — 127, ante, and the 
nature of the above kind of assignment, p. 126, ante. 

(b) The object of inserting this exception and reservation is to obtain a 
recognition on the register of the legal rights of the assignor in respect of the 
share, as otherwise the technical question might be raised that the assignee 
obtaining a legal interest could not by the same deed grant to the assignor 
another legal interest (a licence) out of it. Eegistration will only be of 
legal rights or interests (sect. 85 of the new act, and ante, pp. 23, 24). 

(c) The assignor is under no obligation to apply for any extension. 
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be the sole and exclusive right to use the said one-twelfth share Fsm. VI. 
hereinbefore assigned of the said invention and letters patent and ^j~ TTT" 
of a like share of any other invention and the letters patent to con^ons. 
(if any) in respect thereof for the time being during the sub- 
sistence of every such letters patent and extension (if any) thereof 
but subject as hereinafter provided. 

2. During the continuance of the licence until any breach (d) by During 
the assignor of any covenant or condition herein contained and on {j 061 "? Imta 
his part to be performed or observed the assignor shall be un- gignor may" 
restricted in the grant of licences at royalties (but not at any grant licences 
premiums) in respect of the said letters patent respectively except of entir jk at 
that the said licences shall be as to the entirety and not any mere "^ roy ^ 
share in the same respectively : Provided always that the assignor — *»* P*y 

shall within days of the receipt by him of any royalties direct 

under any of the said licences and notwithstanding the determina- royalties, 
tion (if so) of the licence aforesaid pay to the assignee one-twelfth 

part thereof respectively. 

3. Except as aforesaid ail licences in respect of the said letters Other lioenoee 
patent respectively whether at premiums or royalties or otherwise £ ^f 1 ^^ 
and whether during the continuanoe of the licence or after the jomtly. P " 
revocation thereof (if any) shall only be granted by the said parties 

jointly and the premiums royalties or other sums payable there- 
under shall be divisible between them in the shares in which they 
shall be entitled to the said letters patent respectively. 

4. The assignor shall half-yearly on every day of Royalties to 

and day of during the continuance of the licenoe ** P aid to 

Eay to the assignee in respect of eaoh patent article manufactured ^tent 6 * ° n 
y him according to any invention subject hereto and in the half- articles sold 
year then ended sold by him one-twelfth part of a royalty of by assignor. 

shillings (e) : Provided always (/) that every sum not Bad debts, &o. 

being less than £ which may be owing to the assignor from P rovided for - 

any single person firm or company or persons jointly as the price 
of articles sold by him in any half-year aforesaid shall be treated 
in the accounts therefor as having been then actually paid to the 
assignor and every sum of whatever amount which at the end of 
some half-year aforesaid during the oontinuanoe of the licence 

shall have been owing to the assignor as aforesaid for 

calendar months or more shall unless the assignor shall show to 



(d) This must be apparently a breach that the assignee may choose to 
avail himself of, as the above restriction is r>lainly inserted for his benefit 
only. In a lease a proviso that the term snail cease on a breach by £he 
lessee will operate only at the election of the lessor. See Woodfall on Land- 
lord and Tenant as to voidable leases and forfeiture, pp. 178 and 285 (11th 
edition). 

(e) The royalty might be put on the manufacture only, so as to avoid the 
provisions as to bad debts and articles in assignor's possession at the end of 
the licence. See 8p. CL 2, 4, p. 228, post, for provisions as to royalties 
both on manufacture and sale, or with an option to the licensee as to variation 
of royalties. 

(/J Omit this proviso, if the royalties are only to be on the manufactures. 
See 8p. CL 17 {poet, p. 232), for a proviso in similar language ; and see the 
notes thereto. 
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Pbbo. VT. 



Restrictions 
on assign- 
ment, &c. by 
assignor of 
any part of 

Satent or 
cence. 

Payment of 
renewal fees. 



Accounts 
kept, &o. by 
assignor. 

Half-yearly 
statement and 
settlement of 
accounts. 



Mutual im- 
provements, 
&c. to be 
brought in. 

Inspection of 
factory. 



the satisfaction of the assignee that he had taken all reasonable 
means to recover the said sum be treated in the accounts for that 
half-year as having been actually paid to the assignor but exoept 
as aforesaid and subject to his accounting for any moneys as and 
when received by him (if at all) in respect of any debts owing to 
him as aforesaid no debts at the end of any half-year aforesaid 
remaining owing to the assignor for articles sold by him as afore- 
said shall be treated in such accounts as moneys actually received 
by him. 

5. Except by way of granting any licence as aforesaid the 
assignor shall not without the written consent or concurrence of 
the assignee assign charge mortgage or in any way dispose of or 
attempt to dispose of the said licence or any part share or other 
interest of or in the said letters patent respectively (g). 

6. The amounts of the respective fees for the renewal of the said 
letters patent respectively shall be borne by and between the said 
parties in the proportion of their respective shares aforesaid and 
any moneys paid in this respect by either party which are properly 
payable by the other party shall be repaid on demand and together 
with interest thereon at the rate of 5 per cent, per annum from 
the time of demand shall be a charge on the interest of the latter 
in the letters patent and premises then comprised herein. 

7. The assignor shall during the continuance of the licence keep 
at his usual or chief place of business all proper books of account 
&c. [Clause 6 of Assignment IV., ante, with the necessary variations.'] 

8. The assignor shall at the end of each half-year aforesaid 
deliver or send to the assignee a statement of account for the pur- 
poses of the payments to be made to the assignee for the half-year 
then ended as aforesaid and shall if required by the assignee but at 
the expense of the assignor verify or procure some fitting person 
in his employ to verify the said statement or any part thereof by 
statutory declaration and subject to such verification pay the sum 
due on such account to the assignee forthwith. 

9. Each party shall from time to time after making any im- 
provement in or addition to the said invention &c. [Clause 5 of 
Assignment IV., ante, with tlw necessary variations (/*).] 

10. The assignee by himself or his agents shall be at liberty at 
all reasonable times during the continuance of the said licence and 
afterwards for such period as shall be necessary or convenient to 
him to enter any factory or place of business of the assignor to 
ascertain the state and extent of the manufacture or sale of the said 
articles or for other the purposes hereof (i). 

(g) This clause is inserted to enable the assignee in the above instrument to 
have a voice (if possible) in any arrangements by the assignor with the new 
purchasers, &c, as to the future working of the patents. A breach of the 
clause will, as provided later, enable the assignee to rescind the licence 
granted by him. 

(h) Or the above might be made a covenant by the assignor alone to bring 
in any improvements, &c, made by him. For other clauses as to improve- 
ments, &c, see Forme 15 and 16, ante, pp. 52, 53, and Sp. CI. 44, 45, post, 
p. 240. 

(t) As to such a clause, see post, Chapter on "Licences," p. 212. For a 
variation of the above, see Sp. CI. 35, post, p. 238. 
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11. (J) In taking the final accounts between the said parties at Fbho. V*. 
the end or sooner determination of the licence the assignor shall Reduoed 
be debited as to each article aforesaid then in his possession and royalties on 
remaining' unsold with one-twelfth part of the reduced royalty of articles un- 
shillings in lieu of the like share of any royalty in respect Jo^. 

of the sale by him of such article as aforesaid. 

12. If the assignor shall beoome bankrupt or oommit any act of Determina- 
bankruptcy whether available for adjudication or not or shall %&£"* 
make default for the space of twenty-one days in the payment of ruptcv or 
any moneys due from him to the assignee hereunder or shall breaches, 
commit or suffer any breach of his obligations hereunder other 

than as to the payment of moneys and as to any such breach or 
obligation (if capable of being repaired or performed) shall for the 
space of fourteen days after he shall have been served by the 
assignee with a written notice requiring him to repair or perform 
the same shall omit so to do the assignor shall be at liberty at any 
time thereafter to determine the said licence by serving the assignor 
or his assignee in bankruptcy (if any) with a written notice for 
that purpose but such determination shall be without prejudice to 
the recovery by the assignee of any moneys then already due to 
him hereunder or to any lioence aforesaid granted by the assignor 
or by the assignor and assignee jointly. 

13. Except where in any case the context requires a different Transmission 
interpretation or the term " assigns " is already used these presents clause - 
shall extend and be construed to apply also as far as possible to 

the assigns of either party in substitution for him. 
In witness, &c. (k). 

(/) Omit this clause if the royalties are originally only to be on the 
manufactures. See note (e). 
Uc) The deed should be registered. 
For a clause as to service of notices, use Sp. CI. 51, post, p. 242. 
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PBBO.VH. 



JUcitaU. 

Invention by 
assignor. 

Agreement 
before grant 
for purchase 
of patent. 



Patent ob- 
tained in joint 
names. 



vn. 

ASSIGNMENT and Eelease of a Patent by One Co-grantee to the 
other in pursuance of an Agreement for Sale of the En- 
tirety by the Inventor entered into before the Grant (a). 

THIS INDENTUKE made &c. Between A. B. of &o. (herein- 
after called " the assignor ") of the one part and 0. D. of &c. of 
the other part : Whereas the assignor as the inventor of a new 
and improved process &c. obtained the acceptance of a complete 

specification in respect of the said invention on the day of 

18 — : And whereas by an agreement dated &c. and 

made between the assignor of the one part and the assignee of the 
other part (b) it was agreed amongst other things that the assignee 
should purchase the said invention and the patent in respect 
thereof and the benefit as therein provided of all improvements 
or additions (if any) to the said invention made by the inventor 
for the sum of £a and that the assignee should be entitled to be 
made an applicant for the grant of the said patent jointly with the 
assignor and that the said patent should be assured to the assignee 
by the assignor so that the entirety thereof should become vested 
in the assignee : And whereas the said patent was duly obtained 
in the joint names of the assignor and assignee and is numbered 
bearing date the day of &c. (c) and was duly 



sealed on the 



day of &c. : And whereas the said sum of 



Assignor to 
execute this 
assignment 
and release. 

Testatum. 



£a has been duly paid as the assignor doth hereby acknowledge (d) : 
And whereas the assignor hath consented to execute the assign- 
ment of the said patent hereinafter contained. NOW THIS 
INDENTUEE WITNESSETH that in pursuance of the said 
agreement in this behalf and in consideration of the sum of £a so 



(a) This is to be the kind of assurance mentioned in Agreement V., ante, p. 



73. 



fully 



It seems desirable to notice this agreement here specially, not only 
y to explain the relative positions of the parties, but also to give, indirectly 
at least, additional notice of its contents. 

c) The day of application. See sect. 13 of the new act ( post). 
) By sect. 70 of the Stamp Act, 1870 (33 & 34 Yict. c. 97), the term 
nveyance on sale " is to apply to an equitable transfer on which ad 
valorem duty is payable. The agreement above recited might thus be 
chargeable, but in practice it seems that the duly is generally put on the 
deed, which seems an incorrect proceeding. 
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paid to the assignor by the assignee as aforesaid (the reoeipt Pbbo. vn. 
whereof is hereby acknowledged) he the assignor as beneficial 
owner (e) to the extent only of his estate and interest as herein- 
before appears in the invention letters patent and premises hereby 
assured doth hereby assign and release unto the assignee All 
those the said invention and letters patent and the sole and 
exclusive benefit thereof and of all extensions thereof and all rights 
powers emoluments and advantages whatsoever under or in respect 
of the said letters patent To hold the premises unto the assignee 
and his assigns absolutely : And the assignor doth hereby cove- Covenants. 
nant with the assignee that notwithstanding anything by him the Validity of 
assignor done omitted or knowingly suffered the said letters patent patent 
are now valid and subsisting and not void or voidable (/) : And Improve- 
that the assignor will from time to time after making any im- mente » &0 « 
provement in or addition to the said invention &c. [Farm 16, ante, 
p. 52] : And that the assignor will at the expense of the assignee Extension, 
or his assigns &c. {Covenant as to Extensions as in Assignment /., 
ante, p. 137.] 

In witness, &c. (g). 



i 



(e) According to Wall v. Bright (1 Jac. & W. 494) and Lysaght v. Edwards 
L. K. 2 Ch. D. 499) (Jessel, M. E.), the assignor will have become a trustee 
or the assignee ; but he covenants as beneficial oumer, because he was such at 
the date of the contract. 

if) See note (t) to Assignment L, p. 137. 
g) The deed should be registered. See last note to Assignment L 
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VIII. 



Prao.vm. ASSIGNMENT of a Patent to the Inventor {a Foreigner rat- 

dent Abroad) by his Agent, the Patentee. 



Recitals. 

Assignee 
real inventor. 

And being 
resident 
abroad em- 
ployed as- 
signor. 

Assignor 
obtained 
patent in own 
name. 

Number of 
patent. 

Request to 
assign. 

Testatum. 
Grant. 



Covenant as 
to validity 
and exten- 



sions. 



THIS ASSIGNMENT made &o. Between A. B. of &c. (here- 
inafter called " the assignor ") of the one part and C. D. of &c. 
(hereinafter called " the assignee") of the other part : Whereas 
the assignee is the sole and original inventor of improvements &o. 
[title of invention] : And whereas the assignee being a foreigner 
resident abroad and desirous of obtaining letters patent for the 
United Kingdom and Isle of Man employed the assignor to obtain 
the same for the sole and exclusive benefit of the assignee (a) : 
And whereas the assignor accordingly and at the entire expense 

of the assignee duly made application on the day of &o. 

for the said letters patent and obtained the grant thereof in his 
own name : And whereas the said letters patent are numbered 

: And whereas the assignee hath requested the assignor 

to assign to him the said letters patent. NOW THIS IN- 
DENTUEE WITNESSETH that in consideration of the pre- 
mises he the assignor as trustee doth hereby assign unto the 
assignee All those the said invention and letters patent and the 
sole and exclusive benefit thereof and of all extensions thereof and 
all rights powers emoluments and advantages whatsoever under or 
in respect of the said letters patent To hold the premises unto 
the assignee and his assigns absolutely : And the assignor doth 
hereby covenant &c. [As in Assignment I., ante, as to validity of 
patent and extensions.'] 
In witness, &c. 



(a) The Patent Office will not grant a patent to any importer, or agent of 
inventor, resident abroad. See ante, p. 13, and Form of Application Al, 
post, p. 359. The inventor himself though resident abroad can apply tinder 
Form A., post, p. 358. 
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IX. 
ASSIGNMENT of a Licence — the Licensor not being a Tarty (a), Pbeo. EL 



THIS INDENTURE made &c. Between A. B. of &c. (herein- 
after called " the vendor ") of the one part and C. D. of &o. (here- 
inafter called " the purchaser ") of the other part : Whereas by 
a licence under seal dated &c. and made between E. F. of the 
one part and the vendor of the other part the said E. F. granted 
unto the vendor and his assigns the sole and exclusive right within 
the town of &c. to manufacture articles according to the invention 
mentioned (together with the letters patent in respect thereof) in 
the Schedule hereto for the residue of the term of fourteen years 
comprised in the said letters patent at royalties payable half-yearly 

on every day of and day of and 

subject to the covenants and conditions therein contained : And 
whereas the vendor hath from the date of the said licence up to 
this present time worked the said invention in the said town in 
accordance with the terms thereof : And whereas the vendor 
lately agreed with the purchaser for the sale to him of his business 
in the said town of manufacturing and selling the said articles and 

other the business of a — as from the said day of 

last (b) : And whereas it was part of the said agreement 

that the puronaser should purchase the said licence for the sum 
of £a. NOW THIS INDENTTJEE WITNESSETH that in 
consideration &c. he the vendor as beneficial owner doth hereby 
assign unto the purchaser All that the said licence dated &c. and 
the full benefit thereof To hold the same unto the purchaser and 
his assigns subject to the covenants and conditions therein con- 
tained and henceforth on the part of the licensee to be performed 
or observed: And the vendor doth hereby covenant with the 
purchaser that notwithstanding anything by him done omitted or 
knowingly suffered the said licence is now valid and subsisting and 
not void or voidable and that all the royalties reserved by the said 

licence have been paid up to the day of last and 

that all the covenants and conditions therein contained and on the 



(a) See next precedent as to the licensor being a party. As to the 
covenants in a licence binding the assigns of the licensee, see post, Chapter 
on "Licences," pp. 185, 186. 

(b) Omit reference to this or any other day if the assignment is dated on 
a half-yearly day. Eecite also (if so arranged) that " the vendor has duly 
paid all royalties and other sums reserved by the said licence owing up to 
the date hereof." 

M. Jft 
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I>gBq ' ES. p^ of the licensee to be observed and performed have been 
observed and performed up to this present time : And the pur- 
chaser doth hereby covenant with the vendor that he will as from 

the said day of last (c) pay the royalties and other 

sums by the said licence reserved and also will perform and observe 
all the oovenants and conditions therein contained and on the part 
of the licensee henceforth to be performed and observed and keep 
the vendor indemnified against all actions claims and expenses in 
respect of the same royalties sums covenants and conditions or any 
of them respectively (d). 
In witness, &c. (e). 

The Schedule. 



(c) 
onlv. 



If the assignment is dated on a half-yearly day, say "henceforth" 
ly. Or if so arranged the vendor can satisfy royalties up to date, and the 

covenant can be made to apply only to future royalties. 
(d) The covenants, by the licensee are personal to him and binding through 

the term, unless otherwise expressed. See ante, p. 128. 
(c) The deed should be registered, see ante, pp. 23, 24. 
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X. 

ASSIGNMENT of a Licence — the Licensor being a Party (a). Pbbo. X. 



THIS INDENTURE made &o. Between A. B. of &c. 
(hereinafter called " the vendor " ) of the first part E. P. of &o. 
(hereinafter called " the licensor " ) of the second part and C. D. 
of &c. (hereinafter called "the purchaser") of the third part 
[Recite as in last precedent with any necessary variations'] : And 
whereas in the said licence it is provided that the licensee shall 
not assign the same without the oonsent in writing of the licensor : 
And whereas the licensor hath agreed to enter into these presents 
in order to testify his consent to the assignment of the said licence 
to the purchaser upon the terms that the purchaser shall covenant 
with him as hereinafter expressed. NOW THIS INDENTURE 
WITNESSETH that in pursuance of the said agreements in this 

behalf and in consideration of the sum of £ this day paid to 

the vendor by the purchaser (the reoeipt whereof is hereby acknow- 
ledged) and also in consideration of the premises he the vendor 
as beneficial owner doth hereby assign and he the licensor by the 
direction of the vendor as such beneficial owner doth hereby con- 
firm unto the purchaser All that licence dated &o. and the full 
benefit thereof To hold the same unto the purchaser and his 
assigns subject to the covenants and conditions therein contained 
and henceforth on the part of the licensee to be performed or 
observed : And the vendor doth hereby covenant &o. [As to 
the validity of the licence as in last precedent] : And the licensor 
doth hereby covenant with the purchaser that notwithstanding &o. 
[Covenants as to the validity of the patent as in Assignment /., an(e 9 
adding " and he now hath full power to confirm the said licence in 
manner aforesaid "J : And the purchaser doth hereby covenant 
with the vendor and as a separate covenant also with the licensor 
and his assigns (b) that he the purchaser will as from the said 

day of last (c) pay the royalties and other sums 

by the said licence reserved and also will perform and observe all 



(a) See last precedent as to the licensor not being a party. As to the 
covenants in a licence binding the assigns of the licensee, see post, Chapter 
on " Licences," pp. 185, 186. 

(b) The benefit of these covenants as choses in action can be assigned by 
the licensor both at law and in equity. See now the Judicature Act, 1873 
(36 & 37 Yict. c. 66), s. 25, sub-s. 6. 

(c) Or " from henceforth," as arranged. 

m2 
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Peeo. X. the covenants and conditions therein oontained and on the part of 

the licensee henoeforth to be performed and observed and doth 

hereby also covenant with the vendor that he the purchaser will 

henceforth keep the vendor indemnified against all actions claims 

demands and expenses in respect of the said royalties covenants 

Proviso that and conditions or any of them respectively : Provided always 

refearodfeom ^at nothing herein oontained shall be construed or operate so as 

his obliga- to absolve the vendor as against the licensor or his assigns from 

tions under any of his obligations under the said licence. 

tho licence. J N WITNESS, &0. 

The Schedule. 
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XI. 
DEED of Partition of a Patent. P**o. XI. 



THIS INDENTUEE made &o. Between A. B. of Ac. of the 
first part C. D. of &o. of the second part and E. F. of &o. of the 
third part [Recite grant of patent to the parties jointly] : And Recitals. 
whereas the said parties have agreed to make such partition of Grant of 
their rights under the said letters patent as hereinafter expressed : P*.* 6 *' *° "^ 
And whereas it has also been agreed that for equality of partition ^ m y * 
the said A. B. shall pay to the said E. F. the sum of £a and the fofpwr^Ln. 
said 0. D. shall pay to the said E. F. the sum of £b. NOW sumstobe 
THIS INDENTUEE WITNESSETH that in pursuance of paid for 
the said agreement in this behalf and in consideration of the sum squatty- 
of £a this day paid by the said A. B. to the said E. F. and of the Testatum. 
sum of £b this day paid by the said 0. D. to the said E. F. ^ lea ^ r to 
(the receipt of which sums of £k and £b respectively the said thTJurdone 
E. F. doth hereby acknowledge) and also in consideration of the of the rights 
premises every two of them the said A. B. C. D. and E. F. as gSdf tteJ 
beneficial owners respectively according to the terms of the said to him. ° 
letters patent do and each of them doth hereby assign and release 
unto tne third of them All those the said invention and 
letters patent and the sole and exclusive benefit thereof and of 
every extension thereof and all rights powers emoluments and 
advantages whatsoever under or in respect of the said letters 
patent for the districts or places mentioned opposite the name of 
such third person in the Schedule hereto but not for any other 
district or place To hold use exercise and enjoy the said premises 
unto and by such third person aforesaid and his assigns abso- 
lutely (a). AND IT IS HEEEBT AGEEED AND DE- Mutual 
CLAEED that the amounts of the respective fees for the renewal °^ ena ^ t8 ' 
of the said letters patent and any other letters patent for the time certain°pro- ln 
being subject hereto respectively shall be borne by and between portions, 
the said parties in the following proportions namely as to the said 

A. B. ths as to the said C. D. ths and as to the said 

E. F. ths and that any moneys paid in this respect &o. [as 

in Assignment IV., ante, p. 145, using the term "any party" 
instead of " owner," and " parties " instead of " owners "] : And Improve- 
also that each paxty shall from time to time after making any mente » &0 - 
improvement in &o. [mutual covenant as to improvements, 8fc. as in 
Assignment IV., ante, using the term " party " for " owner," but 

(a) Any covenant as to the validity of the patent seems hardly necessary. 



166 ASSIGNMENTS. 

Pbec. XI. providing that the letters patent or rights shall be " held by the 

parties respectively for the same districts or places and otherwise 

The patent to subject to the like terms, &o. " (ft)]. AND IT IS HEREBY 

e^todyof au. ALSO AGREED AND DECLARED that the said letters 

patent respectively shall be in the joint custody of the said 

J parties or in the custody of such person or persons as they shall 
rom time to time jointly appoint for the benefit of the said 
Transmission parties respectively : And also that except where in any case the 
U8e * context requires a different interpretation the expression " the said 

A. B." or "the said C. D." or "the said E. F." or other 
expressions referring to any party hereto whenever used herein 
shall extend and be construed also to apply as far as possible to 
the assigns of the person so designated. 
In witness, &o. (c). 

(6) A covenant as to any extension of the patent is omitted, as no party is 
a vendor (see Alignments I. and II.) 9 so that any other party could call 
upon him to covenant in this respect, and also because the benefits of an 
extension may vary according to the district. The question is therefore left 
to future arrangement. 

(c) The assignment should be executed as a deed, and be registered See 
last note to Assignment /., ante. 
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MORTGAGES. 
I. 

MORTGAGE of a Patent, with Provisions for future Advances, Pbto. I. 
and reduction of Interest — Moneys to remain for a Term 

CERTAIN (a). 

[Ordinary ForrnJ] 

THIS INDENTURE made &o. Between A. B. of &o. (herein- 
after called " the mortgagor ") of the one part and 0. D. of &o. 
(hereinaf ter called " the mortgagee ") of the other part : Whereas (b) Hedtai*. 
the mortgagor was the true and first inventor of improvements in Invention, 
the process of &o. : And whereas by letters patent &o. [recite grant §? nt and 
of patent and devolution (if any) of title or simply that the mortgagor is 
absolutely entitled to the invention and letters patent mentioned in the 
Schedule hereto (c)] : And whereas the mortgagor has applied to the Application 

mortgagee for a loan of £ to be secured together with interest for ^ oan - 

thereon by mortgage of the said invention and letters patent and 
all extensions thereof and otherwise as hereinafter expressed (d) : 
And whereas it is intended that all future advances (if any) Future 
made by or other moneys hereinafter becoming owing to the advances to 
mortgagee to or from the mortgagor shall together with interest e mcmded - 
thereon also be secured hereunder. NOW THIS INDENTURE ut Testatum. 
WITNESSETH that in consideration of the sum of £ this day In oonsidera- 

Eaid by the mortgagee to the mortgagor (the reoeipt whereof is tio, j<rfpre- 
ereby acknowledged) the mortgagor doth hereby oovenant with Jf 1 V ^°^' 
the mortgagee that he the mortgagor will pay to the mortgagee on pe^aTwith 

the day of next the sum of £ together with interest in six 

interest thereon at the rate of 6 per cent, per annum and also montns - 
within six calendar months from the time or times of the same ^i to "IP^ 

i»ii* -I jit • j -Lii • • i iurtner ad.- 

respectively being advanced or becoming due such other principal vanoes with 

interest with- 

(d\ As to the contents of a mortgage, see ante, pp. 128, 131. 

(6) This recital may be merged, together with that of the grant (if made to 
the mortgagor), in a recital that " the mortgagor is absolutely entitled to the 
invention and letters patent mentioned in the Schedule hereto." 

(c) See last note. As to recitals of grants, see pp. Ill, 112, ante, and also 
Forms 2 — 4, pp. 49, 50, ante. 

(d) As to colonial and foreign patents, see ante, pp. 36, 365. If such are 
intended to be mortgaged there should be a preliminary agreement for the 
purpose, and the mortgages will of course be effected according to the laws 
of the particular countries respectively. 
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Peeo. I. 



in six months 
from same. 

2nd Testatum. 

Assignment of 
patent and 
extensions. 



Proviso for 
redemption. 



Covenant to 
pay interest 
after the fixed 
dates on sums 
remaining 
unpaid. 



Proviso for 
reduced in- 
terest on 
punctual 
payment. 



If interest 
punctually 
paid moneys 
to remain for 
term certain. 



moneys (if any) as may be advanced by the mortgagee to or 
beoome due to him by the mortgagor together with interest thereon 
at the rate aforesaid from the time or times of the same respectively 
being advanced or becoming due. AND THIS INDENTURE 
ALSO WITNESSETH that for the consideration aforesaid the 
mortgagor as beneficial owner (e) doth hereby assign unto the 
mortgagee All those the said invention and letters patent and 
the sole and exclusive benefit thereof and of all extensions thereof 
and all rights powers emoluments and advantages whatsoever 
under or in respect of the said letters patent To hold the said 
invention letters patent and premises unto the mortgagee and his 
assigns subject to the proviso for redemption hereinafter contained: 
Provided always that if the mortgagor shall pay to the mortgagee 

the sum of £ with interest for the same in the meantime at the 

rate of 6 per cent, per annum on the said day of next 

and shall also within six calendar months from the time or times 
of the same respectively being advanced or becoming due pay to 
the mortgagee such other principal moneys aforesaid together with 
interest thereon at the rate of 6 per cent, per annum from the 
time or times last aforesaid then the mortgagee will at any time 
thereafter at the request and cost of the mortgagor reassign to him 
the said premises: And the mortgagor doth hereby covenant 
with the mortgagee that if the said sum of £a or any part thereof 

shall remain unpaid after the said day of next or 

if any other principal moneys advanced or owing hereunder or any 
part or parts thereof respectively shall remain unpaid after the 
expiration of six calendar months from the time or times of the 
same respectively being advanced or first becoming owing he the 
mortgagor will pay to the mortgagee so long as the said sum of 

£ or part thereof or such other principal moneys or part or parts 

thereof respectively shall remain unpaid interest on such sum or 
other moneys or on such part or parts thereof respectively aforesaid 
at the rate of 6 per cent, per annum by equal half-yearly pay- 
ments on the day of and the day of : 

Provided always that if the mortgagor shall on any day 

of or day of or within thirty days next 

thereafter pay to the mortgagee interest for the said sum of £- 



or other principal moneys aforesaid or such part thereof respectively 
as shall then remain unpaid at the rate of 5 per cent, per annum 
then such payment of interest shall be accepted by the mortgagee 
in full discharge of all interest payable hereunder for the half-year 
in respect of which such payment shall have been made : Pro- 
vided also that if the mortgagor shall on every day of 

and day of until the day of 

18 — (/) or within thirty days after each of the said days respec- 
tively pay to the mortgagee interest for the said sum of £ 



(e) See as to what covenants are to be implied in a mortgage deed from the 
ft of the term " beneficial owner," sect. 7, sub- s. (1) C of the Conveyancing 



use 



Act, 1881 (Appendix, p. 371, post). 
(/) The end of the fixed term. 
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and other principal moneys (if any) aforesaid at the rate of 5 per Ps " ' *• 
oent. per annum up to the same half -yearly days respectively and 
shall perform and observe all the covenants and conditions herein 
contained or to be implied and on his part to be performed or 

observed then the mortgagee will not before the said day 

of 18 — (/) call in the said sum of £ or other principal 

moneys aforesaid or any part thereof respectively : Provided also Mortgagee 

that the mortgagor shall not before the said day of 18— (/) JE^KS! 4 *° 

compel the mortgagee to receive the said sum of £ or any other payment 

principal moneys aforesaid or any part or parts thereof respectively : Before end of 
And the mortgagor doth hereby covenant with the mortgagee term " 
that the said letters patent are now valid and subsisting and not Cove ^ ntt - 
void or voidable (g) : And that the mortgagor will during the Y $^* of 
continuanoe of this security pay all fees necessary for the renewal 1, 
of the said letters patent one calendar month at least before the ofrenewarfees 
latest time provided by law for payment of the same respectively and keeping 
and shall do all other acts and things necessary for keeping up up of P atent - 
and maintaining the said letters patent and will send or deliver to 
the mortgagee the receipt for every such payment immediately 
after the same shall have been made and that in default of the 
mortgagor paying any such duty or other money or any part 
thereof or doing any such other act or thing last aforesaid the 
mortgagee may if he shall think fit himself make such payment or 
do or cause to be done such act or thing : And also that the Detect in- 
mortgagor will during the oontinuance hereof make every ^" n ^™ e ^j^ 
endeavour to detect and prevent any suspected or actual infringe- proceedings, 
ment of the said letters patent and inform the mortgagee of every &<>• 
suspected or ascertained infringement thereof as soon as the same 
shall be suspected or ascertained by him and if and when required 
in writing by the mortgagee so to do will commence or take and 
prosecute or defend all legal or other proceedings necessary or 
suitable for the protection of the said letters patent or the recovery 
of damages for or restraining the infringement thereof or will 
permit the mortgagee (if so willing) so to do and assist him in any 
such proceedings accordingly: And also that all moneys and Repay 
expenses (if any) when paid by the mortgagee for or in respect of !£^a w~ 
any renewal fees or other charges or any proceedings or other mortgagee for 
matters aforesaid shall remain on the security hereof as moneys above pur- 
advanced as aforesaid (h) : Provided always that until the mort- pose8, 
gagee shall become entitled to exercise the power of sale to be implied ^orUra f °r to 
herein (i) the mortgagor shall be at liberty to use and work the said use invention 
invention without interruption from the mortgagee and also may *?& gr^t 
[but so that he shall in each case give to the mortgagee days !|ow«o?Bal l 

_ . . is exercise- 
able. 



(/) The end of the fixed term. 



[g) This is an unqualified covenant according to the usual practice in 
mortgages. See ante, p. 128. 

(h) This provision may be varied by making these monevs, &c. payable on 
demand, together with interest at the rate, &c, and in the meantime to be 
charged, together with interest, on the premises. 

(t) As to this power, see sects. 19 — 22 of the Conveyancing Act, 1881 
(Appendix, poet, pp. 375—7). 
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P** c - J » at least notioe in writing of his intention so to do and of the par- 
ticulars thereof] in the joint names of himself and the mortgagee (and 
as the attorney of the mortgagee where necessary for this purpose 
hut not so as to involve the mortgagee in any personal liability) 
grant licences (other than sole and exclusive or partially exolusive 
ones) to use and work the said invention as from the dates thereof 
respectively for the whole or any part of the term comprised in the 
said letters patent at the highest rent or royalties that can reason- 
ably be gotten respectively payable half-yearly but unless with 
the written consent of the mortgagee first obtained not for pre- 
miums merely or for premiums and royalties together respectively 
and each licence aforesaid shall contain provisions enabling the 
licensors to determine the licenoe on default being made for thirty 
days in the payment of any royalties after the respective times 
therein appointed for the payment of the same or in case of the 
breach by any licensee thereunder of any other of the oovenants 
and conditions therein contained and on his part to be performed 
or observed and such licensee shall execute a counterpart of his 
Them ^ t ". licence (J) : And further the mortgagor shall within fourteen 
notice of the* days after the execution of every such licence furnish the mort- 
grants and gagee with particulars in writing of the contents thereof : Pro- 
particulars. vided also that from and after the time when the mortgagee shall 
first beoome entitled to exercise the statutory power of sale to be 
implied herein (k) but subject to any lioenoes which may have been 
granted as hereinbefore authorized it shall be lawful for him alone 
to work the said invention and to grant licences in respect thereof 
whether sole and exclusive or non-exclusive or limited or otherwise 
and whether at royalties or premiums only or royalties and pre- 
miums together and for such terms of years and upon such other 
Such licences conditions respectively as he may think fit and that no licence so 
petc^e^bT" granted by the mortgagee shall be impeachable by the mortgagor 
mortgagor on the ground that no case had arisen to authorize the same or 
but remedy in that the power to grant such licence had been improperly or irre- 
damafireso 7 ' gularly exercised but that the mortgagor or any other person 
damnified by an unauthorized or improper or irregular exercise of 
such power of licensing shall have his remedy in damages against 
the mortgagee or other person who so exercised the power: 
Covenant as j^jy THE mortgagor doth hereby also covenant with the mort- 
ments >I &c?" g a g ee that ©very improvement in or addition to the said invention 

or new discovery useful for the manufacture of (/) now (if 

at all) in his knowledge and possession or which shall be made or 



(/) The above proviso is adapted from one to the like effect in Key and 
Elphinstone, Vol- II. p. 365 (Mortgage of Letters Patent). 

(k) As to this time, see sect. 20 of tne Conveyancing Act, 1881 (Appendix, 
post, p. 376). After taking possession, which the mortgagee can do at any 
time unless precluded by a proviso for quiet enjoyment by the mortgagor 
until default, the mortgagee can grant licences, which might be defeated by 
the mortgagor after he has redeemed. The proviso in the text gives the 
mortgagee a power to grant licences which cannot be so defeated. See ante, 
pp. 130, 131. 

(/) As to improvements, &c, see ante, pp. 33 — 36. 
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acquired by him (but not his assigns) during the continuanoe of **»>• *• 
this security whether possessed made or acquired by him solely or 
in conjunction with any other person or persons and whether 
patented or not shall together with all patent rights (if any) 
within the realm obtained in respect thereof but to the extent only 
of his interest therein be comprised in this security and that the 
mortgagor will give the mortgagee notice in writing of every such 
improvement addition or discovery having been first possessed or 
made or acquired by him as aforesaid immediately after the same 
shall have happened and will so far as practicable make him a 
co-applicant with the mortgagor for any letters patent in respect 
thereof and at the expense of the mortgagor communioate and 
explain to the mortgagee or his agents every such improvement 
addition or discovery and at the like expense execute and do all 
assurances and things necessary or suitable to make the said im- 
provement addition or discovery and any patent rights in respect 
thereof but to the extent only of the interest of the mortgagor 
therein a complete security for the repayment of the moneys 
intended to be hereby secured as nearly as may be as if the same 
had or could have been included in the premises as shall be reason- 
ably required by the mortgagee : And lastly that the mortgagor And exteu- 
will at his own expense execute and do all assurances and things aons. 
necessary or suitable for enabling the mortgagee to obtain by way 
of like security as aforesaid the benefit of any extension of the 
term comprised in the said letters patent or to the extent of the 
interest of the mortgagor therein of any term which may be com- 
prised in any other letters patent for the time being subject hereto 
as shall be reasonably required (m). AND IT IS HEREBY Transmission 
DECLARED that except where the oontext requires a different dause - 
interpretation each of the expressions " the mortgagor " and " the 
mortgagee " shall wherever used herein be also applicable as far as 
possible to the assigns of the person designated thereby. 
In witness, &o. (n). 



f: 



fm) As to extensions, see ante, p. 19. 

[n) The deed should be registered. As to registration generally, see 
sects. 23, 85, and 87 of the Act of 1883 (Appendix, post, pp. 313, 321, 322), 
and ante, pp. 23 — 25. 

For a clause as to service of notices, use Sp. CI. 51, post, p. 242. 
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Recitals. 

Invention. 
Application 
for patent 
and pro- 
visional pro- 
tection. 

Agreement 
for the mort- 
gage. 

(Agreement I. 
ante.) 



II. 

MORTGAGE of a Patent by One Co-patentee (the Inventor) to the 
other for past and present Advances, in pursuance of Agree- 
ment made pending Application for Patent — The Agreement 
having charged the Patent rights with repayment, and the 
Joint Grant having been obtained as Additional Security — 
Interest at Fixed Rate, and also according to Profits — On 
Redemption the Entirety to be assigned to Inventor — [Agree- 
ment I. carried out (a).~] 

THIS INDENTURE made &c. Between A. B. of &c. (herein- 
after called " the mortgagor ") of the one part and C. D. of &c. 
(hereinafter called " the mortgagee ") of the other part : Whereas 
the mortgagor as inventor of a new and improved process &c 

made his application for letters patent on the day of 

18 — and obtained provisional protection in respect of the 

said invention on the day of &c. : And whereas by an 

agreement (b) dated &c. and made between the mortgagor of the 
one part and the mortgagee of the other part it was agreed 
(amongst other things) that on the respective events therein 
mentioned the mortgagee should advance moneys to the mort- 
gagor by instalments amounting altogether to the sum of £a to 
enable him to obtain the patent for and establish himself at 

in the business of working the said invention : And that 

as soon as the mortgagee should have advanced the mortgagor the 
sum of £b he should be entitled to be made an applicant for the 
grant of the patent jointly with the mortgagor: And that 
immediately after the grant thereof the mortgagor should execute 
a mortgage thereof or of all his interest therein 60 that the 
entirety thereof should be vested in the mortgagee to secure the 
repayment of all advances under the said agreement together with 
interest as therein provided and 60 that on redemption the entirety 
of the said patent should be assigned to the mortgagor: And 
that until the said mortgage should be executed the patent 
rights for the time being comprised in the said agreement should 
stand charged with the repayment of the principal moneys and 



(a) See this agreement, p. 59, ante. 



Agreement /., ante. 
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interest as aforesaid and the mortgagor should hold the same in Pbeo. n. 

trust for the mortgagee to enable him more effectually to enforce 

the said charge (where necessary): And whereas ad valorem Full stamp 

stamp duty as on a mortgage namely £ has been paid on JjSyjJ^ 011 

the said agreement to the full extent of the said sum of £a (c) : 

And whereas the said patent was duly sealed on the day Joint patent 

of last and granted to the said parties in their joint names : 8ealed - 

And whereas in pursuanoe of the said agreement the mortgagee Sums ad- 
advanced to the mortgagor the sum of £b on the day of J? 1106 * under 

last and the sum of £c on the day of last : mentf**" 

And whereas all interest as aforesaid has been duly paid to the interest paid 
mortgagee on the said sums of £b and £c up to the date hereof (d) : up to date. 
And whereas the mortgagor hath established himself at ■ Mortgagor 

aforesaid in the business of working and hath for some time worked jj^^jf m 
the said invention : And whereas these presents are intended to working 
be the said mortgage with certain modifications (e). NOW THIS patent. 
INDENTUEE WITNESSETH that in pursuance of the said *" T«tatum. 
agreement in this behalf and in consideration of the said sums of £b * n ^^era. 
and £c so advanced by the mortgagee to the mortgagor as afore- &£[ advance 
said and of the sum of £d now paid (/) by the mortgagee to the now made, 
mortgagor making together with the said sums of £b and £c the 
said sum of £a (the receipt of which said sums of £b £c and £d 
respectively the mortgagor doth hereby acknowledge) he the mort- 
gagor doth hereby covenant with the mortgagee that he the mort- ^ ven ^^ to i 

gagor will pay to the mortgagee on the day of anclmteresT 

next (g) the sum of £a together with interest thereon from the on fixed day. 

date hereof firstly at the rate of per cent, per annum and Interest at 

secondly to the extent of one-third share of the net profits (if any) 2f JSriSi 
of the said business for the half-year then ending or such part of to profits. 

the said one-third share as shall be equal to -per cent. (A) of 

the said sum of £a. AND THIS INDENTtJEE ALSO ***Te*tatum. 
WITNESSETH that for the consideration aforesaid the mort- ^fSSSSfcrf 
gagor as beneficial owner to the extent hereinbefore appearing (/). patent. 
doth hereby assign and release unto the mortgagee the said 
invention and letters patent and the sole and exclusive benefit 
thereof and of all extensions thereof and all rights powers emolu- 
ments and advantages whatsoever under or in respect of the said 
letters patent To hold the said invention letters patent and pre- 

(c) See Stamp Act, 1870, tit. " Mortgage," &c. The stamp duty on the 
above mortgages will be sixpence per 100 J. (ibid.). 

(d) This mil be found convenient, and can be deducted from the final 
advance about to be made. The covenants for payment of principal can 
thus be simplified, although in variance of the agreement in this respect. 

!e) These will, in particular, be as to the times for repayment. 
/) Before advancing this sum the mortgagee should, of course, see that 
the register discloses no mesne incumbrances. 

!g) At the end of six calendar months. 
h) In fixing this percentage it should be noticed that the period is half-a- 
year only. As to this kind of interest, see pp. 29, 30, ante. 

(i) This saves the full statement of the mortgagor's interest. He virtually 
covenants as beneficial owner of the entire patent subject to the agreement 
and charge, and any acts of the mortgagee in respect thereof. 
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Proviso for 
redemption. 



Further like 
interest after 
day of re- 
demption. 



mises unto the mortgagee subject to the proviso for redemption 
hereinafter contained : J?rovided always that if the mortgagor 

shall on the day of next pay to the mortgagee the 

sum of £a with interest for the same in the meantime firstly at 

the rate of per cent, per annum and secondly to the extent 

of one-third share of the net profits (if any) of the said business 
for the half-year then ending or such part of the said share as 

shall be equal to per cent, of the said sum of £a then the 

mortgagee will at any time thereafter at the request and cost of the 
mortgagor assign to him the entirety of the said invention letters 
patent and premises : And the mortgagor doth hereby covenant 
with the mortgagee that if the said sum of £a or any part thereof 

shall remain unpaid after the said day of next 

he will pay to the mortgagee half-yearly on every day of 

and day of interest (J) thereon or on such 



part aforesaid firstly at the rate of 



per cent, per annum 



Moneys to 
remain for 
term certain 
if interest 
punctually 
paid. 



Covenants. 

Validity of 
patent. 

Other clauses. 
(See Mort- 
gage I., ante.) 



Charge kept 
on foot. 



and secondly to the extent of one-third share of the said net profits 
(if any) for the time being or such part of the said one-third share 

as shall be equal to per cent, of the principal sum for the 

time being remaining unpaid hereunder: Provided however 

that if the mortgagor shall on every day of and 

day of until the day of 18 — (k) or within 

thirty days after each of the said days respectively pay to the 
mortgagee interest for the said sum of <£a at the rate first men- 
tioned in this behalf and also further interest in respect of one- 
third share of net profits as aforesaid up to the same half-yearly 
days respectively and shall perform and observe &o. [Remainder 
and following proviso as atj>. 169 in last precedent] : And the mort- 
gagor doth hereby covenant with the mortgagee that the said 
letters patent are now valid and subsisting and not void or void- 
able and that the mortgagor will &o. &c. (Continue as in last prece- 
dent to the end thereof but inserting Form 13, p. 51, ante (tcith the 
necessary variations as to expenses and othencise) as to half-yearly 
accounts inspection 8fc. immediately before the covenant as to improve- 
ments or additions]. AND IT IS HEEEBY DECLAEED 
that for the purpose (if necessary) of protecting the mortgagee 
against any mesne incumbrances the charge effected by the herein- 
before recited agreement dated &o. as aforesaid shall be kept on 
foot(/). AND IT IS HEEEBT DECLAEED that &c. 
[Transmission Clause as in last precedent]. 
In witness, &c. (m). 



j) The same two kinds or rates of interest as before. 
Jc) The end of the fixed term. 

I) This is to prevent, if possible, merger of securities, in case the agree- 
ment should not have been executed as a deed, or registered. 
[m) The deed should, of course, be registered, 
or a clause as to service of notices, use Sp. Ci. 51, post, p. 242. 
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m. 

MOBTGAGE of a Licence {the Licensor not being a Party) (a), Pebo. III. 



THIS INDENTURE made &o. Between A. B. of &o. (herein- 
after called " the mortgagor ") of the one part and 0. D. of &o. 
(hereinafter called " the mortgagee ") of the other part : Whereas 
by a licence under seal dated &c. [recite licence as in Assign- Recital*, 
ment IX., ante] : And whereas the mortgagor hath requested Licence. 

the mortgagee to advance him the sum of £- to be secured Intended 

together with interest thereon by mortgage of the said licence in loan * 
manner hereinafter appearing. NOW THIS INDENT UEE i" Testatum. 
WITNESSETH that in consideration &c. he the mortgagor Covenant to 
doth hereby covenant &o. [first testatum in Mortgage L, p. 167, andmtereet 
ante, except as to future advances]. AND THIS INDENTURE on redemption 
ALSO WITNESSETH that for the consideration aforesaid he da r- 
the mortgagor as benefioial owner doth hereby assign (b) &c. [as in 2nd Testatum. 
Assignment IX., ante, p. 161, to the end of the habendum] and oVu^^ 11 * 
also subject to the proviso for redemption hereinafter contained : subject to 
Provided always that if &o. [proviso for redemption as in Mort- proviso for 
gage L, ante, p. 168, except as to future advances] : And the mort- ^^p 41011 - 
oaoor doth hereby covenant with the mortgagee, &c. [covenant for r Jde^tion 
payment of interest after redemption day, as in Mortgage I., ante, Covenant for 
p. 168, except as to future advances and reduction of interest, fyc] : further in- 
And the mortgagor doth hereby ialso covenant with the mort- terest - 
gagee that the said licence is now valid and subsisting and that all £ 0V ?J5^ 8 ^ 
the royalties reserved by the said licence have been paid up to the licence. 7 ° 
■ day of last (c) and that all the covenants and con- 

ditions therein contained and on the part of the licensee to be 
observed and performed have been observed and performed up to 
this present time : And that the mortgagor will during the con- For payment 
tinuance of this security duly pay all royalties and other sums (if °* royalties, 
any) due under the said licence and observe and perform all the &0, 
covenants and conditions in the said licence contained and on the 



(a) If the licensor is made a party, see next precedent. 

(b) There is no need of assuring the licence by way of demise, as covenants 
relating to personalty (not being leaseholds) do not run with the property. 
See Spencers Case, o Coke, 16, and 1 Smith's L. Cas., and notes thereto. The 
mere assignment does not fix the mortgagee with liability. 

(c) The last half-yearly or other date for payment of royalties. 
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Pbbo. III. 

Quiet enjoy- 
ment by 
mortgagor 
until redemp- 
tion day. 

Transmission 
clause. 



part of the licensee to be observed and performed. AND IT IS 

HEEEBT DECLARED (d) that until the said — day of 

next the mortgagor snail be at liberty alone without inter- 
ruption from the mortgagee to exercise and enjoy all or any of the 
powers and rights conferred by the said licence. AND IT IS 
HEREBY ALSO DECLARED &o. [Transmission Clause as in 
Mortgage /., ante"}. 
In witness, &o. (e). 



(d) If the licensee (mortgagor) has power to grant sub-licences, provisoes 
similar to those in Mortgage I. , ante, as to the use of the invention and granting 
of licences by the mortgagor and mortgagee respectively, should be inserted 
in substitution of the above declaration. 

r e) The mortgage should be registered, 
or a clause as to service of notices, use Sp. CI. 51, post, p. 242. 
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IV. 
MOETGAGE of a Licence {the Licensor being a Party) (a). Txsa. IV. 



THIS INDENTURE made &c. Between A. B. of &o. (herein- 
after called " the mortgagor ") of the first part E. F. of &o. (here- 
inafter called " the licensor ") of the second part and C. D. of &c. 
(hereinafter called "the mortgagee ") of the third part : Whereas Recitals. 
by a licence under seal dated &c. [recite licence as in Assignment IX. 9 Iicenoe. 
ante, but with mention of the renf] : And whereas in the said "Whioh is not 
licence it is provided that the licensee shall not assign mortgage *® *» asaigned 
or incumber the same without the consent in writing of the c^ento* 1 
licensor (b) : And whereas the mortgagee hath agreed to advance licensor. 

the mortgagor the sum of £ to be secured together with Agreement 

interest thereon by mortgage of the said licence : And whereas for advance, 
the sum of £a is now owing to the licensor in respeot of rent due to A « um no ^ 

him under the said licence on the day of last : And 2SS£rfor 

whereas except as aforesaid all payments of rent and royalties rent. 
and other sums under the said licence have been duly made up to other sums 

the said day of last : And whereas the licensor nnder iicenoe 

hath agreed to join in these presents in order to testify his consent satiflfied - 
to the assignment of the said licence to the mortgagee upon the Licensor # m 

terms that the sum of £a part of the said sum of £ shall on^ment of 

be paid to him the licensor in satisfaction of the said sum of £a so arrears and 
owing to him as aforesaid (c) and also that the mortgagee shall obta ining 
enter into the covenant hereinafter expressed to be entered into by f^nTmort- 
him. NOW THIS INDENTUEE WITNESSETH that in gagee. 
pursuance of the said agreement in this behalf and in considera- ut Testatum. 
tion of the sum of £a this day paid to the licensor by the mort- Covenants to 
gagee at the request of the mortgagor (the receipt whereof the PJJ j^l 1011 ^ 
licensor doth hereby acknowledge) and of the sum of £b this day onredemp- 
paid to the mortgagor by the mortgagee (the payment and receipt tion day. 
of which sums of £a and £b making together the said sum of 

£ the mortgagor doth hereby admit and acknowledge) he 

the mortgagor doth hereby covenant &c. [covenant to pay principal 



(a) If the licensor is not to be a party use last precedent. 

(b) As to the effect of this covenant, see Chapter on " Licences," post, pp. 
213, 214. 

(c) See note (♦) to p. 213, post (Chapter on " Licences"). 

M. N 
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Pbeo. IV. and interest, as in the first testatum in Mortgage I., ante, except as 
2nd Testatum, to future advances'). AND THIS INDENTURE ALSO WIT- 
Assignment NESSETU that in pursuance of the said agreement in this behalf 
of licence. and for the considerations aforesaid he the mortgagor as beneficial 
owner doth hereby assign and he the licensor by the direction of 
the mortgagor as such beneficial owner doth hereby confirm unto 
the mortgagee All that the said licence dated &c. and the full 
benefit thereof: To hold the same unto the mortgagee and his 
Subject to assigns subject to the covenants and conditions in the said licence 
jnEcwaoe oontained and on the part of the licensee to be performed and 
and covenant observed and to the covenant by the mortgagee and the proviso for 
by mortgagee redemption hereinafter contained: Provided always that if &c. 
for red«mp > - [proviso for redemption, as in Mortgage I., ante, p. 168, except as to 
tion. future advances] : And the mortgagor doth hereby oovenant with 

Proviso for the mortgagee, &c. [covenant for payment of interest after the re- 
redemption, demption day, as in Mortgage I., ante, p. 168, except as to future 
Covenant for a( ] vanC€8 ] : And the mortgagor doth nereby also covenant with 
terest. " the mortgagee that &o. [covenants as to validity of the licence, payment 
And as to of the rent and royalties, and observance, 8fc. of the covenants in the 
validity of licence, as in last Precedent]. AND IT IS HEREBY DE- 
m^ttf rSu^e CLARED by the mortgagor and mortgagee that until the said 

rent &o. day of next the mortgagor shall &c. [declaration 

Quiet enjoy- as to quiet enjoyment, as in last Precedent] : And the licensor doth 
mentbymort- hereby covenant with the mortgagee that notwithstanding &o. 
redemption [covenants (qualified) as to the validity of the patent, as in Assignment I., 
day. ante, and that " the licensor hath now full power to confirm the said 

Covenants by licence in manner aforesaid " (d)] : And the mortgagee doth 
licensor with hereby covenant with the licensor that he the mortgagee or his 
As tovaMity a8s 4> n8 8° l° n £ ** ^ e or they respectively shall have possession of 
of licence and the premises or be in the receipt of the profits thereunder whether 
power to during the continuance of this security or after the foreclosure of 
Z££ 9 *• «qri*7 o* redemption in tiie prenuses or (as to the assigns last 
Covenant by aforesaid) after the sale (if any) of the premises under the statu- 
mortgagee tory power to be implied herein will perform and observe the cove- 
withljcensor nants and conditions in the said licence contained and on the part 
covCTiantTin °' *^ e licensee to be performed and observed for the time being (e) : 
licence daring Provided always that the obligation of the mortgagee under this 
possession. covenant shall on the assignment by him (with the oonsent of the 
IWisofor licensor) of the premises whether by way of transfer of his mort- 
cease on g a g e hereunder or on sale by him of the premises or otherwise 

mortgagee entirely cease as to the performance and observance by him of the 
subtStut^d rovenants and. conditions last aforesaid then remaining to be per- 
covenant formed and observed and as to which no right of action shall then 
from assigns, already have accrued if he the mortgagee shall procure from the 
transferee or assignee a substituted covenant by him with the 
licensor or his assigns to the like purport and effect as this present 

(d) These covenants may be regarded as a set-off against the covenant by 
the mortgagee (see later). 

(<-) This covenant, coupled with the provisoes which follow, will place the 
mortgagee on a similar footing to that of an assignee of a lease. 



MORTGAGES. 



179 



covenant bo far as the same shall be applicable : Provided also Pbec - iv * 
that nothing herein contained shall be construed or operate so as to But no release 
absolve the mortgagor from any of his obligations under the said *° mortgagor 
licence. AND IT IS HEEEBT DECLARED &c. [transmission £^ h * 0OTO " 
clause j as in Mortgage I., ante]. licence. 

In witness, &o. (/). 



(/) The mortgage should be registered. For a provision as to service of 
notices, see Sp. CI. 51, post, p. 242. 
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CHAPTER ON LICENCES. 
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Definition of licence; Exclusive licence — effect of later licence to 
another person ; partially exclusive licence ; Licence may amount 
to an assignment ; should be under hand and seal ; but, if not, 
might be good as between parties, though it cannot be registered, 
nor enable licensee to take proceedings for infringement, and no 
estoppel from the recitals 182-4 

Assignment of a licence — Covenants how far binding on assigns of 
licensee ; Werdennann v. Society GNm6rale d'Electricit6 ; what 
covenants to pay bind assigns, and what do not, semble ; passive 
covenants as to user of invention probably bind assigns 184-7 

Sub-licences 187 

Estoppel of Licensee during licence from disputing validity of 
patent — even if licence be exclusive ; and whether licence oe by 
deed or not ; but not so after patent set aside and use of invention 
discontinued or licence determined ; how licensee should relieve 
himself from obligations if patent void ; money paid not return- 
able, unless total failure of consideration, or apportioned part 
thereof, or where fraud 187-91 

Estoppel by recitals, 8fc. in licence; What recitals should be in 

licences 191-2 

" Give " and " Grant " do not imply covenants ; implied covenants 
by use of words " as beneficial owner " or "as trustee" ; Con- 
sideration — -fines, premiums, royalties, rent; Average clause; 
use "assigns" if licence assignable (with consent or not); To 
"sell" or "manufacture and sell" the patent articles — but 
right to manufacture includes right to sell ; Reddendum 192-4 

Preliminary remarks on covenants and provisoes in licences — The 
following remarks are subject to some modifications where the 
licences are only to " sell " 194-5 

What covenants in licence where only open contract to grant one ; 
practice of conveyancers ; covenants for title and as to validity 
of patent — where premium or rent; where no premium or rent; 
in licences generally ; usually unimportant, as prior searches and 
investigation of title are relied on 195-7 
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Other ordinary covenants by licensor — in licences at royalties only ; 
in licences at premiums or rents; 1. To pay renewal fees and 
perform 8[c. the other conditions of patent; 2. To defend 
patent ; 3. To take proceedings for infringement or permit, Sfc. ; 
4. Not to amend specification ; 5. As to improvements; 6. (In 
exclusive licence) No other subsisting licences; 7. (in 
exclusive licence) Not to use ifc. invention within district; 
8. Power for licensee to determine licence, if patent void, or 
breach of covenants; 9. Production Sfc. of the letters patent ; 
No remedy if licensor not agree to pay fees ; Non-exclusive 
licensee cannot sue for infringements, but an exclusive licensee 
may, in name of licensor, or, sembU, in own name, if 
licensor be co-plaintiff' or defendant ; and licensor may sue alone, 
for special damage, notwithstanding exclusive licence — Consent 
to amendment of specification not to be arbitrarily withheld . . 198-202 

Ordinary covenants by licensee ; No clause for distress since Bills of 
Sale Acts 202-3 

Special covenants in connection with ordinary covenants now to be 

noticed 203 

Covenant to pay royalties, rent Sfc. ; royalties on manufacture, sale 
or both ; reduced royalties on articles in hand at end of licence ; 
option of licensee to pay royalties on sale instead of manufacture 
or vice versd Sfc. or on both ; remission of royalties in the case 
of bad debts ; suspension of rent and royalties while licensor 
omits to take proceedings for infringements; royalties and rent 
paid to trustees during proceedings for revocation of patent ; 
cesser of rent while licensor fails to supply material according 
to his covenant ; commutation of royalties 203-7 

Covenant not to grant licences at lower royalties or for reduction to 
same amount as in other licences; royalties in ascending or 
descending scale 207-8 

Exclusive licence for district on sale on hire system — covenants in such 

a licence 208 

Different kinds of royalties 209 

Covenant to keep and furnish accounts and allow inspection Sfc. ; 
covenant to use the patent mark on articles 9 , supply of dies 
plates 8fc. ; use of patent mark by sub-licensees ; covenant to 
manufacture only according to specification; covenant by 
licensor to assist licensee in application of invention ; covenant 
as to liberty for licensor to inspect factory 210-3 

Covenant not to assign or charge licence or grant sub-licences without 
consent— consent given upon terms ; consent not to be arbi- 
trarily withheld ; consequence of breach of such a covenant ; 
express power to grant sub-licences ; terms of such a power ; 
royalties to licensor from licensee in respect of sub-licences . . . .213-6 

Covenant not to dispute the validity of the patent ; covenant to detect 

infringements, and assist licensor in proceedings 216-7 

Covenants as to improvements Sfc, made by either party 218 

Revocation of a licence — notice to repair breach before power exer- 
cised ; breach not cause forfeiture if no power of revocation ; 
Determination of the licence by the licensee — Neilson v. 
Fothergill ; power to determine on breach by licensor ; Return 
of part of premium on patent becoming void 218-21 
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Licence merely to sell the patent articles — contents of such a licence . 221 

Arbitration clause ; other special covenants to be found in the pre- 
cedents ; Registration of licences ; Fees and Stamps 221-2 



List of Ordinary Covenants in licences 223-5 



Definition of 
licence. 

Exclusive 
licence. 



A licence as to a patented invention may be defined to be the 
grant by the owner of the patent of an authority or right to use 
the invention (a). Where this right is to be exercised to the 
exclusion of all persons, including (generally) the owner himself 
and persons claiming under him, it is termed an exclusive licence 
for the district within which it is to be exeroised. As ambiguous 
words in a deed will be taken most strongly against the grantor 
and in favour of the grantee (6), it is generally understood, and 
would no doubt be held, that, by the grant of " the full sole and 
exclusive licence " to use an invention within a district, the licensor 
and his assigns of the patent would be excluded from the use of it 
and be prevented from granting licences to other persons within 
the district (c). It is, however, a common praotioe to insert in an 



(a) A licence to use an invention comprised in a patent is in fact a grant 
of a right by the patentee to the licensee (see, respecting the difference 
between a licence and grant, 15 Vin. Abr. tit. Licence (A) ), and during the 
time it is in force it exempts the licensee either from the whole or some 
portion of the prohibition contained in the patent, and enables him to 
exercise the whole or some particular part of the privilege granted by the 
patent (Webs. 239). The only right which a licensee can acquire under the 
letters patent is a right of user (per Lord Eldon in George v. Beaumont, 1 
Carp. P. 0. 295, qua right of a licensee to sue for infringement, as to which 
see infra, pp. 200, 201). 

(6) "Verba fortius accipiuntur contra proferentem " (Co. Litt. 36a; Bac. 
Max. Keg. 3 ; 2 Bl. Com. 380). 

(c) Hindmarch, p. 240, says: — " Unless then the licensor retains a right 
to use the invention himself, an exclusive licence for the entire term shows 
that the parties intended the licensee to have the sole right to exercise the 
whole or some particular portion of the privilege comprised in the patent, 
and also that the licensor should not have the power to grant any other 
licence, &c." Coryton, p. 120, says to the effect that a licence of the 
exclusive use of an invention amounts to an assignment, in the same way 
that a demise by a lessee for the whole term amounts to an assignment of 
the premises to the underlessee. It is submitted, however, that the analogy 
in such case is not complete, as, in the case of the demise, unlike that of the 
licence, the right (if any) claimed by the grantor to the premises is entirely 
inconsistent with his grant. 
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exclusive lioenoe a oovenant by the lioensor that he and his assigns 

will not, during the oontinuanee of the licence, use the invention 

or grant other licences in respeot of it within the district (d). If Effect of later 

the licensor should in derogation of the exclusive lioenoe grant a J^^.* 

licence to another person, the question of priority between the two P 6 "^- 

licenoes will depend on the respective times of registration of them, 

subject to the equitable doctrine as to notioe (e). 

A lioence may, of course, be only partially exclusive or non- Partially 
exclusive, e. g. where the licensor has already granted non-exclusive Uoenoee. 
licences for the same district, or covenants not to grant more than 
a limited number of other licences in the district, or where the 
effect of the operative part of the grant expressing the exolusive- 
ne8s is modified by a proviso that, in certain events, such as a 
breach of certain covenants or the failure of the licensee to work 
the invention profitably (/), the lioenoe shall become non-exclusive 
or the lioensor may grant other licences to a limited extent. 

As no particular form seems needed for an assignment of a Lioence may 
patent, it may happen that the grant of a licence substantially assignment, 
amounts to the grant of all the rights covered by the patent. In 
such a case, the licence will be construed as an assignment of the 
patent (g). 

(d) See Sp. 01. 29, p. 236, post. In Hindmarch, p. 240, it is stated that 
an exclusive licence usually contains a covenant by the patentee that he will 
not grant any other licence to interfere with the licensee's privilege, but that 
it is doubtful whother such a licence or covenant divests the patentee of all 
power to grant a licence contrary to his covenant, although ho would clearly 
render himself liable to an action if he were to grant a licence contrary to 
his covenant. This statement, however, appeared in 1846, before the 
establishment of any register of patents or licences, and must now be 
modified by taking into account the protection given by the late Act of 1852 
(15 & 16 Vict. c. 83), sect. 35, and the Act of 1883, sect. 87 (Appendix, post, 
p. 322), to register licences. 

(«) As to registration generally, see sects. 23, 85, and 87 of the Act of 1883 
(Appendix, post, pp. 313, 321, 322); and see also pp. 23—25, ante. 

(/) For a proviso as to unprofitable working, see Sp. CI. 50, post, p. 242. 

(g) As to a licence amounting to an assignment, see Hindmarch, 241 et 
seq. The opinion seems to be there expressed that any reservation to the 
patentee [owner of patent] or any condition to avoid the licence, will prevent 
the licence from being construed as an assignment. An exclusive licence 
operating as an assignment is there treated as on a similar footing to that of 
a demise by a lessee of all the term (Palmer v. Edwards, 1 Doug. 187, n. ; 
Parmenter v. Webber, 8 Taunt. 593 ; see also Beaumont v. Marquis of Salis- 
.fary, 19 Beav. 198; and Beardmore v. Wilson, L. E. 4 0. P. 57). The 
reservation, however, must, it is submitted, be that of the patent rights on 
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Should be 
underhand 
and seal. 



But if not, 
might be good 
as between 
parties ; 



though it can- 
not be regis- 
tered nor 
enable licensee 
to take pro- 
ceedings for 
infringement; 

and no estop- 
pel from the 
recitals. 

Assignment 
of a licence. 



A patent usually provides that lioenoes should be under the 
hand and seal of the patentee or his assigns (A) ; but delivery also 
is not required in order to constitute the licence a deed («). 

As between the lioensor and licensee, however, a lioenoe by 
parol, whether expressed in writing or not, may be good, if acted 
upon by the parties for a time, especially where royalties have been 
paid on the patent articles manufactured by the licensee in accord- 
ance with the licence (j). Such a licence could not, it is pre- 
sumed, be registered at the Patent Office, nor would the licensee 
as suoh, in the name of the licensor or otherwise, be enabled success- 
fully to prosecute any action for infringement of his alleged 
rights (k). Further, no estoppel would arise from any recital or 
statement in such a licence (/). 

A licence is not assignable if the grant of it is not expressed to 



some contingency, as the mere reservation of rent or royalties, without 
power of resumption on default, will not give the licensor any interest in the 
patent itself. On the same point, see also ante, p. Ill, n. 

(/») See the form of a patent under the present practice as to the grant of 
licences, Form L, ante, p. 48. For the contents of a patent under the late 
acts, see ante, pp. 5, 6. 

(i) See Chanter v. Johnson (1845), 14 Mees. & Wels. 411, where it was 
held that no stamp was necessary, as a licence rather resembled a warrant or 
award, which, though under seal, was not a deed. There the licence did not 
purport to be scaled and delivered. In Evans v. Grey, 9 L. E. (Ir.) 539, it 
was decided that an attestation clause " signed, sealed, and delivered," &c, 
is primd facie evidence of delivery, and that leaving the deed on a table " for 
a few seconds " is a sufficient delivery (per Sullivan, M.B., as cited in Elph, 
N. & C. in the Addenda). 

(/) Crosshy v. Dixon, 10 H. L. Cas. 293. In Chanter v. Dewhurst (12 Mees. 
& Wels. 823), it was decided that a person having obtained a licence not under 
seal, for which he had bargained, was bound to pay for it, and that although 
the patent required the licence to be under hand and seal, the licence was not 
void. Alderson, B., said : — "To grant a licence not under seal is a contempt 
of the Grown, but does not exempt the man to whom it is granted, and who 
derives a benefit from it, from paying the price of it." It was not decided, 
however, that the licensor had an absolute power to grant licences not under 
seal. Further, the licence was to make the patent machine for use on the 
premises ; and the same judge considered the licensee was, for such a purpose, 
only an agent of the licensor, and that he was not thereby holding himself out 
as the inventor contrary to the terms of the patent. As to estoppel by judg- 
ment, see Ooucher v. Clayton, 11 Jur. N. S. 107 and 462. 

(&) See post, p. 200, as to actions for infringement by a licensee. 

(l) See post, p. 191, as to estoppel by recitals in a deed. It does not seem 
to have been decided that estoppel can arise as to recitals, &c, in instruments 
under seal merely, and not delivered as deeds. 
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extend to assigns. A licence merely grants a power or dispenses 
with a right or remedy, and therefore confers a mere personal 
right upon the licensee which cannot be conferred on any other 
person, unless the grantor in the instrument itself makes the 
privilege which he grants assignable (m). It has been stated, 
however, that a licence is not in strictness assignable, even if the 
assigns of the licensee are mentioned in the licence as grantees, but 
that, in the latter case, the assigns become licensees at least by 
estoppel between them and the licensee, and also by virtue of the 
grant to the assigns (n). 

As all the covenants in a mere licence are personal only, the Covenants 
assigns of the licensee will not at Common Law be bound by his ing on assigns 
covenants, notwithstanding that the latter are expressed to extend ° ° enaee ' 
to assigns (o). In Equity, however, the assigns of a licensee, 
taking with notice (p) of his covenants (as would generally be the 
case either in fact or constructively), would be. bound by the 
covenants to pay royalties, where they are to consist of a share of 
the net profits to be obtained by the use of the invention. On 
this see the case of Werdermann v. SocteM Qinirale cFElectriciti (a), Werdermann 
in which a covenant by an assignee of a patent that he and his T QjnTrai$ 
assigns would pay the assignor a percentage on the net profits, d ' £ kc trteit <* 
was held to be binding on the assigns who took with notice of the 
covenant, and they were ordered to furnish accounts accordingly. 

(m) Hindmarch, 242. 

(n) "A licence is not really assignable, but the assignment acts only as an 
estoppel between the parties" (per Jervie, C.J., in Bower v. Hodge*, 22 L. J. 
C. P. 194). " Licensing a person and his assigns is licensing him and all 
whom he shall licence. You cannot say there is any particular form for 
passing a licence" (per Maule, J., ibid.). From the latter observation it 
would appear that in general, unless the context clearly requires another 
interpretation, the word " assigns" includes sub-licensees. 

(o) See Chapter on "Assignments," ante, pp. 120, 121, as being applicable 
to licences also. The covenants by a licensee and a proviso avoiding the 
licence on the breach thereof, are absolutely necessary for the security of 
the licensor where any payments are reserved (Hindmarch, 244). If the 
licence is assignable, the licensee might after assigning become insolvent or 
quit the country, so that the patentee could not have any remedy against 
him for non-payment of the sums reserved (ibid.). And as the assignee 
would not be bound by the covenants of the licensee, the patentee would 
have no remedy against him in a court of law, and would be driven to have 
recourse to a suit in Equity (ibid.). 

(p) As to notice, see sect. 3 of the Conveyancing Act, 1882, Appendix, 
post, p. 383. 

{q) L. E. 19 Ch. D. 247 (Ct. App.), and ante, p. 120. 
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"What cove- o ne general rule to be deduced from that decision seems to be 

nants to pay ° 

bind assigns that the assignee of an owner of patent rights will be bound by 
not, sembu. the oovenants of the latter to pay the sums reserved, where they 
are to form part of the fruits of the thing granted, i.e. the patent 
or licence, or to be virtually a charge on it (r). According, there- 
fore, to the last-mentioned rule, a covenant to pay a percentage of 
or a part of the selling price of each patent article manufactured 
or sold would also bind the assigns of the licensee («). Not so, 
however, semble, would be a covenant to pay rent or a premium by 
instalments or royalties at a fixed sum upon the articles manu- 
factured or sold, unless the sums were charged on the patent rights 
of the licensee. 
Passive cove- ft jg submitted, nevertheless, that the assigns of a lioensee taking 

nants as to 770 o 

user of inven- with notice of the covenants by the latter to observe (not perform) 
bmd assign/ certain conditions in the licence, will in Equity be themselves 
bound to observe them, on the ground that, or so far as, such con- 
ditions help to define the nature or extent of user of the invention 
authorized by the licence. Except then as to oovenants to pay 
royalties coming under the above rules and as to passive oovenants, 
it seems that a licensor if he cannot obtain direct covenants from 
the assignee of the licensee to perform and observe the covenants 
in the licenoe, must rely on the liability of the licensee and the 
power of revocation (if any) contained in the licence, and also on 
the liability of the assignee, either under a covenant with the 
licensee or by construction of law (t) to perform and observe the 
covenants in the licence and indemnify the licensee against them. 
An implied contract between the licensor and the assignee can 
hardly arise by reason of the acts of the latter in using the 
invention, as such acts would be clearly referable to the original 



(r) In his judgment, Jessel, M.R., says that " it is tolerably plain that the 
parties intended certain liabilities to attach to the patent itself " (p. 251), and 
comes to his decision, whether the question was as to a partnership or a charge 
on the patent, or the payment of a royalty (p. 252). Lindley, L. J., puts the 
case as almost the same as that of partners on a dissolution assigning the 
assets charged with an annuity to the outgoing partner, where the purchaser 
of such assets taking with notice would be bound (p. 257). 

(a) This would be a payment in specie, so to speak. The purchaser of an 
equity of redemption (even of land) is not, as such, personally bound to the 
mortgagee to pay the dobt, but he holds the property subject to the debt, and 
to the liability of sale or foreclosure, if he omits to pay it. 

(t) See p. 121, ante (Chapter on " Assignments"). 
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contract under the licence which would still be subsisting. It is, 
therefore, generally necessary in the interests of a licensor for the 
licensee to covenant not to assign the licence without his con- 
sent («). 

A power to grant sub-licenoes being in the nature of a power to Sub-lioenoee. 
assign must also be expressly (if at all) conferred by the licensor (v). 
The power may, therefore, it is presumed, be conferred by the use 
of the word " assigns " in the operative part of the grant (tr), or it 
may be separately oonferred, or be necessarily implied on the con- 
struction of the terms of the licenoe generally (#). 

In general, in the absenoe of fraud or an agreement to the con- Estoppel of 
trary, the mere relationship of licensor and licensee, while subsist- m'^Soenoe*" 
ing, whether originally constituted by licence under seal or a mere * rom fJ5j^~ 

■ O Mil l#Jr 

writing, or even verbally, estops the latter from disputing the of patent; 
novelty or utility of the invention or, in any other particular, the 
validity of the patent [y). Until the patent has been declared void 
in legal proceedings between the licensor and third parties, the 
licensee cannot successfully resist the performance of any of his 
obligations if entered into by deed (z), or, if not so, then unless he 
can show either the total failure of the consideration for such 
obligations (a), or, where such consideration is apportionable, a 
partial failure thereof (a). 

(u) See post, pp. 213, 214, as to this covenant. The licensor should join in 
the assignment, in order to obtain direct covenants from the assignee. See 
Assignment X., ante, p. 163, which is a precedent of an assignment of a licence 
to which the licensor is a party. 

(v) See ante, p. 184, as to a licence being assignable. 

(w) See observations of Jervis, C. J., and Maule, J., in Bower v. Hodges, 
ante, p. 185, note. 

(x) Such an implication would, it is submitted, arise if the licence or 
counterpart thereof contained a covenant by the licensee to send particulars 
to the licensor of sub-licences when granted, or if there were a proviso in the 
licence that no sub-licences should be granted at premiums, or for less 
royalties than those payable by the licensee. 

As to the contents of sub-licences, Bee post, p. 215 (Express power to grant 
sub-licences). 

(y) See the cases of Smith v. Scott, Lawes v. Purser, Crossley v. Dixon, and 
others mentioned later on these points. If the licensee disputes the validity 
of the patent during the continuance of the licence he may be restrained 
from using the invention (Q rover & Baker Sewing Machine Co. v. Millard, 
8 Jur. N. S. 714). 

(z) Smith v. Scott, 6 0. B. N. S. 771. 

(a) Chanter v. Lees, 4 Mees. & Wels. 295, affirmed on appeal in 5 ibid. 698. 
In that case the licence was not under seal, and one of the six patents being 
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The doctrine also applies in the case of a deed, even if the licensor 
covenants for quiet enjoyment or as to the validity of the patent, 
and whether absolutely or limited to his own acts or omissions. 
Thus, in Stnithy. Scott (£), the licensor covenanted that the licensee 
should be entitled to the exclusive right to the invention in manner 
and subject to the conditions therein mentioned, which covenant 
was plainly an absolute one for quiet enjoyment. The licensee 
was held to be estopped in an aotion for the payment of the royal- 
ties from disputing the validity of the title. 

Again, in Cutler v. Botcer (<?), a licensor had sold half the patent 
to the licensee, and, in consequence, had assigned the patent to a 
trustee for himself and the licensee. In the assignment, the licensor 
had given the qualified covenant as to the validity of the patent 
and for quiet enjoyment. It was held in the aotion which was 
brought by the licensor to obtain payment of an instalment of the 
purohase-money aocording to the covenant in this behalf, that the 
consideration had not wholly failed, as no eviction was alleged to 
have taken place, and that under the licence the licensee was bound 
by estoppel to pay the royalties, and that the oovenant to pay the 
purohase-money was independent of the covenants for title, 
even if This rule of estoppel obtains even where the licence is expressed 

licence be 

exclusive ; to be exclusive, whereby it might be contended that warranty of 
title to the invention as against all the world, including the 
licensor, was implied (d). The rule also holds notwithstanding 

found void, it was held that the whole consideration, namely, the exclusive 
right to use all the patents, had under the circumstances totally failed; 
especially as there was no averment that the licensee had used any of the 
five patents, and as neither the consideration nor the annuity agreed to be 
paid was apportionable. See also Knowles v. BoviU, 22 L. T. N. S. 70. As 
to the rescission and apportionment of contracts, see ante, pp. 44 — 46. 

(6) 6 0. B. 771. 

(c) 11 Q. B. 973. 

{d) See Noton v. Brookes, 7 Hurl. & Norm. 499, in which that argument 
was used to no effect although the licence was not under seal. In the 
previous case of Besseman v. Wright, 6 W. E. 719, the licence, which was 
apparently not under seal, was a non-exclusive one and was granted in con- 
sideration only of the payment of a sum of money. In an action for pay- 
ment of the sum the plea that the patent was void from want of utility and 
novelty was disallowed. Erie, J., treated the licence as amounting to a 
contract by the licensor not to bring an action against the licensee for 
infringement. Crompton, J., said that " in Chanter v. Lees (4 Mees. & Wels. 
295, affirmed 5 ibid. 698) the bargain was for an exclusive right which could 
not be given, but here the plaintiff says, as against me you may use this 
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that the patent has been deolared void in proceedings between the 
licensor and third parties (e). 

The oase of Smith v. Scott (/) is an illustration of the rule when and whether 
the lioenoe is by deed. It was there held also that a plea in an action deedor notJ 
for royalties that the licensor knew at the date of the licence that 
patent was invalid was not sufficient as a plea of fraud. In Lawes 
y. Purser (g) the licence was not under seal, and it was held that 
notwithstanding the plea of invalidity of the patent at the date of 
the licence and the then consequent absence of consideration, a 
consideration became executed by the use of the invention by the 
licensee and that the plea was bad (A). In Crowley v. Dixon (t), the 
licence was by parol and had been acted upon by the parties for 
some time, and it was held in an action for royalties that the 
licensee was estopped from denying the validity of the patent. 

Where, however, the patent is set aside in an action between But not bo 
the licensor or persons claiming under him and third parties, and Bet asSeand 
the lioensce discontinues the use of the invention, he is released V™ °* mven - 

tion disoon- 

from his future obligations under the licence (/), unless, on the tinned or 
construction of the terms, it can be held that the obligations were mined, 
intended to be binding without reference to the validity or duration 
of the patent or the use by the licensee of the invention (k) ; as 

patent, but he says nothing as against the rest of the world." In Chanter v. 
Lees, however, the decision was based on the total failure of the consideration, 
which the licensee was not estopped from showing, as the licence was not 
under seal. See this case as stated at pp. 44, 187, ante. This remark of 
Crompton, J., if it can be reconciled with the decision in Noton v. Brookes, 
must then be treated only as a statement that the decision in Chanter v. Lees 
was inapplicable to the point in Besseman v. Wright. The cases of Noton v. 
Brookes, and later cases cited above on the rule laid down in the text, make 
no distinction between exclusive and non- exclusive licences. 

(e) The Orover & Baker Sewing Machine Co. v. Millard, 8 Jur. N. S. 713, 
where it was held that the licensee must continue to pay the royalties so long 
as he used the invention during the prescribed term. 

(/) Supra. 

(g) 6 Ell. & B. 930. 

(h) See also Chanter v. Dewhurst, 12 M. & W. 823 ; Trotman v. Wood, 16 
C. B. N. S. 479; Noton v. Brookes, 7 Hurl. & Norm. 499; Clark v. Adie 
(2nd Appeal), L. B. 2 App. Cas. 423 ; but the reports of these cases do not 
disclose the nature of the respective instruments, although the terms of the 
judgments seem sufficient to include licences whether under seal or not. 

(t) 10 H. L. Cas. 293. 

(j) See Neilson v. Fothergill, 1 Webs. 290, which is stated in the text 
above in the next page. 

(&) See Cutler v. Bower and Smith v. Scott (both supra). 
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such a construction would show that the revocation of the patent 
did not amount to an entire failure of the consideration (/). The 
failure of consideration, however, will, in default of such a con- 
struction, be considered immaterial if the licence or counterpart is 
by deed executed by the licensee (m). 
How licensee A licensee, therefore, who wishes to be relieved from his obliga- 

should relieve .. , «• j • j. j. j * j • t »j_ 

himself from tions under a licence and is not prevented from so doing by its 
p£|^ t vdd if terms, should cease to use the invention and give immediate notice 
in writing to the licensor of his intention so to do («). In Neikon 
v. Fothcrgitt (o), Lord Cottenham held to the effect that, notwith- 
standing the relationship of licensor and licensee had once been 
established, a licensee, after the patent had been declared void 
between the licensor and third parties and he had ceased to use the 
invention, could successfully resist an action for rent •". e. a fixed 
minimum sum payable for royalties claimed for the period after 
suoh cesser (/?). When the relationship of licensor and licensee 
has been dissolved by notice as provided by the licence or the 
latter has otherwise become properly determined, the licensee, in 
the absence of any covenant to the contrary, is not estopped from 
disputing the validity of the patent (q). 
Honey paid Where there has been a total failure of the consideration to the 
able, unless licensee any money paid by him may be recovered (r). This rule 

(Q Smith v. Scott, ubi supra, in which is recited Hall v. Conder, 2 C. B. 
N. S. 22. 

(m) Ibid. 

(n) If the obligations are to be more than as to the payment of mere 
royalties, or doing other acts proportionate to or during his use of the inven- 
tion, an intending licensee should see that the licence provides for his being 
at liberty to determine the licence, or his obligations thereunder, in the event 
of the patent becoming void. As to such a provision, see post, pp. 219, 220. 

(o) 1 Webs. 290. Here the decision in Hayne v. Maltby (cited in 3 T. E. 
438) was explained, which was apparently a case of fraud by the licensor, 
although not noticed as such by Lord Cottenham, who held that a licensee, 
notwithstanding his covenants under seal not to use other than the patent 
machines, was not estoppel, in an action for breach, from pleading the 
invalidity of the patent. 

(p) As to such a rent, see post, p. 193. 

(q) Dangerfield v. Jones, 13 L. T. N. S. 142 ; Axmann v. Lund, L. E. 18 
Eq. 330, and Neilson v. FothergiU, supra. In Pidding v. Franks (1 Mac. & 
G. 56), the equitable assignees of an exclusive licence, who had used and 
afterwards disclaimed the use of the invention, were held not estopped in an 
action to restrain their selling the articles from disputing the validity of the 
patent. 

(r) Knowles v. Bovill, 22 L. T. N. S. 70 (cited ante, pp. 44, 188), where the 
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equally applies where the consideration is apportionable, so that on total failure of 
the total failure of any apportioned part of the consideration the orapportioned 
moneys paid for such part will be returnable (*). Where the or^hor© 60 ^' 
failure is only partial and the consideration cannot be appor- *»**. 
tioned — e. g. if the patent has turned out invalid after the licensee 
has worked the invention to some extent according to the licence, — 
and the consideration cannot be apportioned, no money already 
paid by the licensee can be recovered (t) unless there has been 
fraud (u). 

The question of estoppel by recitals or statements in lioences is Estoppel by 
not now so important in respect of the novelty or utility of the in licence. ' 
invention or otherwise as to the validity of the patent, as it was 
before the decisions in the cases of Smith v. Scott, Lawes v. 
Purser, Crassley v. Dixon and others above mentioned (t?). The 
estoppel must, however, be specially pleaded to be conclusive in a 
court of law (tt), but if issue only be joined upon an allegation by 
the lioensee, contrary to his admissions in the licenoe or counterpart 
thereof, the admissions can only be put in as evidenoe (#). It does 
not seem to have been decided that estoppel can arise in the case pf 
instruments under seal which have not been delivered as deeds. 
As to estoppel from recitals or statements in licences see also the 
cases mentioned in the note below (y). For further observations 
on the law of estoppel by deed see the preceding Chapters on 
" Agreements " and " Assignments," pp. 40, 111. 

It is usual and convenient in a licence to recite the grant of What recitals 

should bein 
. : ___ lioences. 

failure was in respect of obtaining the prolongation of a patent under 
which the licensee was to have a licence, but the death of the patentee pre- 
vented the application. As to another example of total failure (construc- 
tively) of consideration to a licensee, see Besseman v. Wright , 6 W. E. 719, 
cited ante, p. 188, note (d). 

(«) See Chapter on " Agreements," ante, pp. 45, 46. 

(t) Taylor v. Hare , 1 Bos. & Pul. N. E. 260. The licensee had covenanted 
to pay annual sums secured by bond. 

(u) Lovell v. Hicks, 5 L. J. N. S. Ex. Eq. 101. 

(v) Ante, pp. 187—189. 

(w) Bowman v. Bostron, 2 Adolp. & Ell. 295 ; and see Eules of Supreme 
Court, 1883, Order XIX. r. 15, as to particular facts to be pleaded, which no 
doubt comprise estoppel by deed. As to pleading an estoppel, see Everest 
and Strode on Estoppel, Chapter XI. p. 391. 

(x) Bowman v. Bostron, supra. 

(y) Bowman v. Taylor, 4 Nev. & Man. 264, and 2 Adolp. & Ell. 278 ; Hills 
V. Laming, 9 Exch. 256; Cutler v. Bower, 11 Q. B. 973, supra. 
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the patent, and devolution (if any) of the title. As a licensor 
does not usually guarantee the absolute validity of the patent (s), 
it will be advisable not to insert a recital to the effect that he or 
the person through whom he claims represents or represented 
himself to be the true and first inventor (a). Where there is 
a full contract, the licensee usually covenants that he will not 
dispute the validity of the patent at any time during the con- 
tinuance of the licence or afterwards (b). In the case of an open 
contract, such a covenant (or consequently a recital having the 
same effect) cannot apparently be insisted on (c). 

It seems, therefore, advisable not to insert any recital stating 

who was the inventor, but to rely on the covenant (if any) by the 

licensee that he will not dispute the validity of the patent at any 

time whatever. In the absence of or subject to such a covenant or 

recital, the licensee will be estopped only during the subsistence of 

the licence from disputing the validity of the patent (d). Other 

recitals where necessary according to the peculiar circumstances of 

the case, including the agreement to grant the licence, should 

follow the recitals of the grant and devolution (if any) of the title. 

" Give "and The word "grant" is the usual expression for conferring a 

not imply licence, but neither this word nor the word " give " will import 

covenants. an y ^yenant that the licensor had good right to make the grant, 

for the law will not create a covenant respecting a personal 

thing (e). 

Implied cove- The expressions " as beneficial owner " or " as trustee," which 

nants bv use 

of words "as by the Conveyancing and Law of Property Act, 1881 (/), would 
owner^or imply certain covenants, should, from what is said later on as to 
"as trustee.' ' covenants, be in general omitted from licences (g). 
Consideration. The consideration for a licence is expressed to be the sum of 
Fines, pre- mone y (if any) paid, and the rent or royalties or other sums (if 
royalties, an y) thereinafter reserved, and the obligations of the licensee 

rent. y ' 

(z) Post, p. 196. 

(a) See ante, p. 112 (Chapter on "Assignments"). 

(b) Post, p. 216. 

(c) Post, p. 195. 

(d) Ante, pp. 187—189. 

(e) Hindmarch, 243, citing Com. Dig. tit. " Covenant " (A. 4), as to such 
non-creation of a covenant. See ante (Chapter on "Assignments "), pp. 116, 
122. 

(/) Sect. 7 (1), A. and F. (Appendix, post, pp. 370, 372). 
(g) Post, pp. 195—197. 
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thereinafter contained. A fine or premium is a capital sum 
payable by the licensee at the date of the licence or at any time or 
times afterwards, either in one sum or by instalments. Where, 
however, the instalments are annual ones through the whole term, 
they may be said to constitute an annuity or rent (h). Royalties 
are sums of money payable by the licensee according to the 
extent of the use by him of the invention, and the amount of 
them is regulated by the number size or weight of the articles or 
material manufactured according to, or to which (not being the 
subject of the patent) he may apply, the invention, and (or in the 
alternative) sold by him, or they might be some share of the net 
profits or selling prices or other returns. A minimum amount of 
royalties payable periodically is often fixed. This is also called a 
rent and is the only kind of rent under suoh name mentioned 
later. A rent, then, is intended to represent royalties to the same 
amount, whether the lioensee, for the period for whioh it is 
payable, shall have used the invention to an extent sufficient to 
render actual royalties to the same amount payable or not (t). 

It is usual however to provide that the lioensee may in any Average 
subsequent half-year or half-years (or other prescribed period or 
periods), subject to his payment of the full rent therefor re- 
spectively, make up to himself for any excess of payment made by 
him in any previous half-year, by reason of his not having 
manufactured, &c. to the full amount of the rent. Such a proviso 
is called an average clause («). 

From what has been said above as to the power of a lioensee to Use "as- 
assign the licence, the word " assigns " should be inserted in the Hcenoeassign- 
operative part of the grant, if the licence is intended to be assign- £0^^^ 
able (/) whether with or without the consent of the lioensor (&). not )- 



(h) Premiums are not generally made payable in non-exclusive licences, 
unless the licensors are to covenant not to grant more than a limited number 
of other licences within the districts. The term " rent " is used in this work, 
in the other sense next stated in the text above. 

(**) Mining leases usually contain such a provision. 

0') Ante, pp. 184, 185. 

(&) Where consent is to be given in the case of a lease or licence, the 
expression " permitted assigns " is occasionally used by conveyancers, and 
is a convenient term, although apparently of modern origin. If the word 
" assigns " only is used, and there is a covenant not to assign without con- 
sent, the breach of the covenant will not, of itself, make the assignment 
void, and, therefore, there should also be a proviso making the licence void 

M. O 
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To sell or A licence may be either to manufacture the patent articles or 

manufacture ■*•«• . 11 * ji_ t» j t_ jt_ !• 

and Bell the commodities, or to sell such as are to he supplied by the licensor 
JJaJ?? * or his nominees, or to manufacture and also sell the same ; or, as 

the case may require, to apply the invention in the manufacture 
of certain articles or commodities which are not themselves the 
But right to subject of the patent. The right to manufacture, however, in- 
inoludes right eludes the right to sell the patent articles or commodities unless 
the licenoe otherwise provides (/) ; but it is usual expressly to give 
the right to sell as well as to manufacture the patent articles or 
commodities (tn). 
Reddendum. The reddendum or "yielding and paying" clause, which may 
be inserted in a lioenoe directly after the statement of the term 
for which the licenoe is granted, is not essential provided there is 
an express covenant to pay the royalties or other sums reserved. 
Where there is no such covenant the reddendum may probably be 
construed as a covenant to pay the royalties or sums (n). 
Preliminary In the absence of a contract explicitly stating the terms of an 
oove^tTand intended licence, the solution of the question as to what covenants 
g rov ^ 8m clauses or provisions shall be inserted in the licence is almost 
entirely a matter of bargain. This results from the non-implica- 
tion at law of covenants respecting things merely personal (o) 
and the difference in many particulars in the praotice of convey- 



in the event of the breach of this covenant, or of breaches of covenants 
generally. See pp. 213, 214, post, as to covenants not to assign, &c., without 
consent. 

(/) See Thomas v. Hunt (1864), 17 C. B. N. S. 183, where it was held that 
a licence to A to manufacture a patent article is an authority to his vendees to 
vend it without the consent of the patentee (licensor). 

(m) In connection with the above, it may be noticed that the sale of a 
patent article by a licensee within the district covered by his licence carries 
with it the right to use the article in any part of the whole area covered by 
the patent, unless the licence provide otherwise, but subject to the rights of 
third parties. See ante, p. 117, note (Chapter on " Assignments "). 

(n) Otherwise the reddendum would have no meaning. As the law will 
not create a covenant respecting anything personal (ante, p. 192), such a 
covenant does not arise from mere implication, but by construction of the 
clause. In a lease no formal reservation of rent is necessary, as any words 
indicating the intention in this respect will do {Drake v. Munday, Cro. Car. 
207, cited in Davidson, Vol. V. Part I. "Leases"); and the reddendum 
creates an implied covenant (Qiles v. Hooper, Carth. 135 ; Iggulden v. May, 
9 Yes. 330, cited in ibid.). 

(o) Ante, p. 192. 
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anoers in this respect (p). The question, however, on the point of 
fairness, may to some extent be met by considering the respective 
advantages agreed to be conferred by either party on the other, 
and then to determine what should be reasonable concessions in 
each case to be made by the intended recipient of such advantages. 
Thus some general rules (at least) for guidance in practice might 
be arrived at. 

It may be admitted, for instance, that if the licence is to be 
exclusive, and no rent or premium is to be reserved but merely 
royalties, the licensor ought not to be bound down to strict (if any) 
covenants for title or relating to the validity of the patent, as his 
only profit from the invention in the district would be dependent 
on the inclination or enterprise of the licensee. For the same 
reason, he should in such case be entitled to a power of revocation 
not only for breaches of covenants, but also for failure or delay by 
the licensee in using the invention up to a oertain minimum average 
extent. Where a premium or rent is to be paid or reserved, or the 
licensee is to be under other onerous liabilities, it seems reasonable 
that he should have full facilities in relieving himself of future 
obligations in the event of the patent becoming void, or the 
breach by the licensor of any important obligations on his part. 
The principle thus stated is further exemplified in the following 
observations on covenants and provisoes in licences. 

The following remarks, except where specially indioated (q) are The following 

_. remarks are 

intended to apply only to licences to manufacture and sell patent subject to 
articles and not merely to sell them. SjfiitoS. 

In the case of a contract to grant a licence in which the barest j"J? only to 
provision is made as to its contents, that is (say) merely as to the what cove- 
payment of royalties or other sums and the duration of the licence, jj^n^when 
it is presumed that no other covenants by the licensee than those o^y open 

* ^ # contract to 

for payment of the sums at the appointed times, and furnishing grant one. 
of accounts as to the royalties (if any reserved), can be insisted on 
by the lioensor. This presumption, it is submitted, results from 
the rule of law as to the non-implication of covenants in matters 



(p) As to the practice of conveyancers amounting to a law, see next page. 
There is not sufficient analogy between a licence and any assurance of any 
other kind of property to throw light on the question. 

(q) See, in particular, p. 221, post. 

o2 
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Practice of personal (r). It is true that the practioe of convey anoers Is judi- 
* cially noticed («), but the almost total absence of text-books dis- 
closing the recognized practice (where any) of oonveyanoers in 
many particulars relating to licences, makes it difficult to ascertain 
such practice with any degree of certainty. A licensor on suoh a 
oontract would probably not be bound to give any covenant at 
all. It does not seem likely, however, that such a contract would 
be entered into except in respect of a non-exolusive licence at mere 
royalties only, without any premium or fixed rent. 
Covenants for Where a licenoe, whether exclusive or non-exclusive, is to be 
validity of granted for valuable consideration other than mere royalties— -0. g. 9 
£1 " m for a premium with or without royalties, or at a fixed rent covering 
minmorrent. royalties to the like amount, it seems usual to insert, at least, a 
qualified covenant as to the validity of the patent (t), and a 
covenant as to the right to grant. The other covenants for title 
can as a matter of bargain be inserted, or (together with the 
covenant as to the right to grant) be implied under the Convey- 
ancing, &c. Act, 1881, sect. 7 (w), especially in the casG of a 
valuable exclusive licence. Where, however, an exclusive licence 
is to be granted in consideration merely of a premium payable by 
instalments, there is virtually an agreement to assign the patent 
rights for the district, and consequently the covenants for title 
should be as full as in an assignment (v). 



(r) Ante, p. 192. 

(s) Lord St. Leonards (3 V. & P. 28) observes that " it matters very little 
what is the opinion of any individual conveyancer, but the opinion of con- 
veyancers as a class is of the deepest importance to every individual owner 
of property in the state. Their settled rule of practice has accordingly in 
several instances been adopted as the law of the land, not out of respect for 
them, but out of tenderness to the numerous purchasers who have bought 
estates under their advice." See also Willoughby v. Willoughby, 1 T. E. 772 
(per Lord Hardwicke), and other cases cited in Taylor on Evidence, 6th 
edition, p. 5. 

(t) As to the nature and extent of this covenant, see Chapter on " Assign- 
ments," ante) p. 114. See also same page, as to the extension of the quali- 
fied covenants as to acts or omissions to a testator intestate or donor. The 
same observations will apply in the case of licences. 

(u) Appendix, post, p. 370. 

(v) By sect. 36 of the new act, the patent — i.e., the patent rights — can be 
assigned for a district. Where the premium is to be payable at once, an 
assignment is, no doubt, the proper assurance, unless the term is to be less 
than that granted by the patent, for an assignment (so called) of a sub-term 
would be a licence only. Where the premium is payable by instalments, 
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As a fixed rent (where no premium) should always be reserved Where no 
in an exclusive licence, because otherwise the licensor's profit in rent, 
the district will depend only on the exertions of the licensee, there 
is less reason in an exclusive licence at royalties merely, without 
any fixed rent or premium, to insert any covenants for title or as 
to the validity of the patent. In the case of a non-exolusive 
licence at royalties only, these covenants are often omitted (w). 

It has been thought fit, however, to insert in every precedent of In lioenoes 
a licence given herein, without ref erenoe to the nature of the licence, g0n y ' 
except in the oase of a simple open contract for a non-exclusive 
licence at royalties only (#), the qualified covenants as to the 
validity of the patent and the right to grant. This oourse is 
recommended, as the willingness of the licensor to enter into such 
oovenants will help to establish little, if anything, more than his 
bona fides (y). 

The question of covenants for title is probably not of much Usually un- 
practical importance, inasmuch as they relate to the ownership or prior searches 
devolution of the patent, and not to its validity ; and, moreover, Son^titlf*" 
the title is usually short and simple, and reliance is placed on the "srehedon. 
investigation of it before completion, which will of course inolude 
searches at the office. The register should no doubt be finally 
inspected by the licensee immediately before the execution by him 
of the counterpart of the licenoe (2). 



and the term is to be the full one, it is not to the interest of the licensor to 
assign subject to the payment of the instalments, but to grant an exclusive 
licence, which, on the satisfaction of the whole purchase-money, will expand 
into an assignment. See Chapter on " Assignments," ante, p. 11 0, as to mode 
of assignment, and pp. 117, 118, as to advantages of assignments over licences; 
and this Chapter, p. 183, as to licences amounting to assignments. 

(w) See precedents in Coryton, 628, 534 ; 4 Chitty, 217, 219; and 2 Wilde 
(Wilde's Supplement to Barton), 607, 608. In 7 Byth. & Jarm. 595, how- 
ever, in the form of a non-exclusive licence at royalties only, the licensor 
gives a general warranty. In Johnson, P. M. 229, the qualified covenant as 
to the validity, and the right to grant, are recommended for licences generally. 

(x) See Licence /., post, p. 245, as to the form of such a licence. 

(y) Where no premium or fixed rent is reserved, the reference to the acts 
or omissions of the donor, testator, or intestate, should, perhaps, be omitted. 
See note (<). supra. 

(z) No text-book writers appear to have discussed the question of cove- 
nants for title in respect of licences, but merely, either expressly or im- 
pliedly, advise the insertion of a covenant as to the right to grant and 
(occasionally) one or more of the other covenants of title, especially in an 
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Other ordi- In addition to covenants (if any) for title and as to the validity 
na^°bya oi the patent, the other ordinary oovenants by a licensor may be 
licensor, taken to be those which relate to the maintenance and protection 

of the patent (including legal proceedings and the amendment of 
the specification), and to improvements to the invention, the deter- 
mination of the licence by the licensee, and the production of the 
letters patent. In an exclusive licence, however, the licensor will 
probably be required to oovenant that there are no other subsisting 
licences within the district, and that he will not use the invention 
in or grant other licences for the district during the subsistence of 
the licence (a). 
In lioences at It is conceived, however, that in a licence at royalties only, and 
7 not at a rent or premium, the oovenants by the lioensor should, 

exclusive licence or in any licence in which a premium or rent is paid or 
covenanted to be paid. 

Hindmarch, 243, states that where a consideration is paid the patentee 
[licensor] usually covenants as to the right to grant and occasionally as to 
the validity of the patent ; especially where the licensee is unable to ascer- 
tain its validity and is embarking considerable capital in the business. At 
p. 757 [ibid.), however, is given a form of a non-exclusive licence at a 
premium and royalties, and covenants as to the right to grant, for quiot 
enjoyment, and for further assurance. At p. 767 [ibid,), is given the form 
of an exclusive and irrevocable licence for a sum of money only, in which is 
inserted the qualified covenant as to the right to grant and also for quiet 
enjoyment. At p. 764 of the same book, the only covenant for title in an 
exclusive licence at mere royalties is one for quiet enjoyment, but there is no 
covenant as to the validity of this patent. 

In Coryton, 542, the covenants in an exclusive licence, at a premium pay- 
able by instalments but no royalties, are the qualified covenant as to validity 
and a covenant for further assurance. 

In 7 Jarm. 790, the covenants in an exclusive licence at royalties with a 
fixed rent only are as to the validity of the patent (unqualified), for quiet 
enjoyment (unqualified) and for further assurance. 

In Johnson, P. M. 229, it is recommended that all licences should contain 
a covenant for the right to grant \_qy. qualified], and also the qualified one 
as to the validity of the patent. 

See and consider also the forms of licences mentioned in Copinger's Index 
of Conveyancing Precedents, and also in the index in Munro, pp. 339, 340. 

In the two forms of licences given by Mr. Munro, no covenants for title 
are expressed or (under the Conveyancing Act, 1881) provided to be implied. 

The thirteenth edition of Prideaux's Conveyancing (1885), p. 432, gives 
a form of an exclusive licence in which only royalties are made payable 
without rent or premium, and the full covenants for title are implied, in 
addition to a special and apparently superfluous covenant for quiet enjoy- 
ment. 

(a) Ante, p. 183. 



LICENCES. 199 

generally speaking, be oonfined to covenants that improvements, 
&o. made by the licensor shall be comprised in the licence ; that 
(in an exclusive lioence) the licensor shall take legal proceedings 
for infringement within the district at the request and oost of the 
licensee or permit him to do so in the name of the lioensor (b) ; 
that (in an exclusive licence) there are no other subsisting licences 
granted within the district; that (in an exclusive licence) the 
lioensor will not during the continuance of the licence grant other 
licences within the district ; and that (in an exclusive licence) the 
licensor will produce and keep in safe custody the patent (c). 
The more numerous covenants as before stated may be taken In licenoes at 

tol•l1 .«•••• i i*i • i premiums or 

be inserted mainly m licences under which premiums or rents rente. 

are to be paid. Thus, the lioensor covenants to pay all necessary l. To par 
renewal fees (or in default to permit the licensee to do so and deduct axSTperf om, 
the amounts from the royalties or other monies due) id), and also &0, Jt? otil ? 

* ^ / \ /* conditions of 

to perform and observe the other conditions of the patent (e), and patent, 
also at his own cost to defend the patent in any proceedings for ^^/^^ 
revocation ; and also (in an exolusive licence) at the request and 3. To take 
oost of the licensee to take proceedings for infringements alleged ^^^S. 
to have been committed within the district of the lioence, or permit mart or 

permit, &o. 

the licensee in the name of the lioensor so to do (/) ; and also not 4 Not to 
to amend the specification without the written consent of the amend speci- 

. . ficataon. 

licensee; and also that the licensee shall be entitled during the 5 Astoim- 
continuance of the licenoe, without further payments, to use all pavements, 
improvements to the invention or discoveries useful for the manu- 
facture of the patent article made [or acquired] by the licensor {g ) ; 

(b) This covenant will be implied, if not expressed. See p. 201, poet. 

(c) Or an undertaking, &c, can be given under the Conveyancing Act, 1881. 

(d) See next page. 

(e) The only other permanent condition in a patent, according to the late 
or present form besides the payment of the fees, is for the owner to supply 
the departments of the Queen's service with the patent articles. The licensor 
should, of course, only covenant to perform the other conditions if the licence 
leaves him in the position of so doing. 

(/) See p. 217, post, as to the licensor himself initiating and taking pro- 
ceedings and obtaining the assistance of the licensee. See also post, p. 201. 

(g) Or a mutual covenant can be entered into under which improvements, 
&c, made [or acquired] by either party shall during the continuance of the 
licence enure for the benefit of both of them. As to such a covenant, see 
p. 218, post As to improvements, &c, generally, see ante, pp. 33 — 36; 
and see the remarks of Jeseel, M.B., in The Printing <fc Numerical Registering 
Co. v. Sampson, L. B. 19 Eq. 462, as to the importance of including improve- 
ments, &c. in a contract. 
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6. (In exdu- and also (in an exolusive lioenoe) that there ore no other subsisting 
No other licences within the district ; and also (in an exolusive licence) that 
licences. g the licensor will not during the subsistence of the licence use the 

7. (Ineiclu- invention or grant other licences within the district ; and also that 

bIvg licence ^ 

Not to use, &o. in the event of the patent becoming void (that is, substantially so) 
^thkL^. 0n as1 ^ incapable of being restored, and of the breach by the licensor 
trict. f an y or certain of his covenants the licensee may determine the 

8* Power for 

licensee to licence (A) ; and lastly, that the licensor will produce and keep in 

i/pate^void sa * e oufi tody the letters patent (*). 

or breach of With regard to the payment of renewal fees, it is presumed that 

9. Production, ia the absence of agreement the licensor is not bound to pay 

letters patent. them (/) 5 ^^ again, that if the licensee pays any fee he cannot 

No remedy if recover the amount from the licensor (A). Where, therefore, there 

licensor not • ...... • • o ipji 

agree to pay *& no provision in a licence for payment of renewal fees, the 

fees * licensee if he pays sufficient royalties makes it worth the while of 

the licensor to pay the fees. 

Non-exclusive With regard to actions for infringements, it is clear that a non- 
licensee can- 1 • T i. 1" 1J! 1. "I_ J» •ilT. 

not sue for in- exclusive licensee cannot himself take proceedings, or, m the absenoe 

fringements. j agreement, require the licensor so to do (/) ; although he would 

be able to recover for any special damages which he may have sus- 



(h) As to the position of the licensee on the patent becoming void, and of 
there being no provision in the licence with regard to that event, see ante, 
pp. 187 — 191. Where the licensee is not obliged to use the invention in order 
to furnish the patent articles to the licensor or other persons, he can, of 
course, avoid the payment of future royalties on articles sold or manufactured 
by him by ceasing to use the invention. In a simple case a power might be 
given to the licensee to rescind at any time or after a certain date on mere 
notice only. 

(») This can be in the form of an acknowledgment and undertaking under 
the Conveyancing Act, 1881, s. 9 (Appendix, post, p. 373). 

(J) The law will not create a covenant respecting a personal thing : Com. 
Dig. tit. Covenant (A. 4); Hindmarch, 243; and see ante, p. 122 (Chapter 
on "Assignments"). 

(k) This will not be money paid compulsorily for the use of the licensor. 
See Smith's L. Cas. Yol. L, pp. 147, 167, 7th ed. (notes to Lampleighy. Blath- 
wayt); Chitty on Contracts (Section on " Money paid"); and Addison on 
Contracts, pp. 1033 et seq., 8th ed. ; but the money may be paid at his 
request, express or implied, and then be recoverable (ibid.). As to co- 
owners, see ante, p. 116 (Chapter on " Assignments"). 

(I) Newby v. Harrison, cited in Renard v. Levinstein, 2 Hem. & Mil. 628. 
No injury is done to the licensee by the infringement. A mere agent of the 
patentee cannot sue (Adams v. North British Bail. Co., 29 L. T. N. S. 367)< 
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talned Cm). An exolusive licensee, however, may apply in the name But an exolu- 

• ALV6 liOGILBGO 

of the owner of the patent for an injunction to restrain infringe- may in name 
ments committed within the district (n). In Renard v % Levin- ° oen ?? r \ 

... Or, semble, in 

stein (o) the licensors and licensees of a patent were co-plaintiffs in own name, if 
an action for infringement, and during the proceedings the licensors co-plaintiff or 
assigned the patent. An objection to the assignees being then eendant J 
made defendants, while the licensees remained sole plaintiffs, was 
overruled. This decision does not show that an exclusive licensee 
may in his own name sue for infringements without the licensor 
being a party at all. 
A licensor, on the contrary, who has granted an exclusive or and licensor 

. . .. . may sue alone 

partially exclusive lioence, can, in respect of his interest (if for special 
virtually any) in the patent qud the district, sue for any infringe- ^thstanding 
ment committed within the district without making the lioensee a jjj^J 1 *™ 
party. This will be in respect of special damage having been 
caused to the lioensor, although generally it would be of a different 
nature to that caused to the lioensee from the same infringe- 
ment (p). "Where, however, the exclusive licence is made irre- 
vocable and no payments of any kind are to be made under it, the 
licence amounts to an assignment (q) by virtue of which (under 
sect. 36 of the new act), the lioensee may sue for infringements in 
his own name without making the licensor a party (r). 



(m) Per Lord Eldon in George v. Beaumont, 1 Carp. P. 0. 295. See also 
George v. Wackerback, Godson, 226. 

(n) Renard v. Levinstein, 2 Hem. & Mil. 633. The licensee would be 
liable to give the licensor security for the costs (Terrell, 143, citing Evans v. 
Bees, 2 Q. B. 334, and Spicer v. Todd, 1 Dowl. Prao. Gas. 306). The extent 
of this right to sue will no doubt depend on the kind of interest of the 
licensee in the invention. Thus, if he has only a licence to sell the patent 
articles, it might be contended that his interest is too remote to permit him 
to sue in respect of infringements in the manufacture, especially in the case 
where the sale was shown to be intended to be made outside his district. In 
B. v. L. the licence included both manufacture and sale. 

(o) 2 Hem. & Mil. (supra). 

(p) See Lawson, 51. See also ibid, and Agnew, 334, as to the distinction 
between damages in relation to the loss of manufacturer's profit, and those in 
relation to the loss of royalties. Nominal damages may be awarded where 
no real injury is caused a patentee (Blofield v. Payne, 4 Barn. & Aid. 410). 

(q) No particular words seem needed for an assignment. See Chapter on 
" Assignments, " ante, p. 110. 

(r) A proper assignment of the patent for the district should be preferred 
to such a licence. See Chapter on " Assignments," ante, pp. 117, 118, as to 
the comparative advantages of assignments and licences for districts. 
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Consent to 
amendment of 
specification 
not to be 
arbitrarily 
'withheld. 



Ordinary 
covenants by 
licensee. 



With regard to the covenant as to the non-amendment of the 
specification, it should be provided that the consent of the licensee 
" shall not be arbitrarily withheld," as the object of the covenant 
is, no doubt, merely to protect the licensee, and not to enable him 
to make a profit out of the licensor as a condition for giving his 
consent. Where the licensor brings an action for an infringement 
alleged to have been committed outside the district of the licence, 
the licensee will not be before the court, and, in that case therefore, 
the provision may be of particular importance (r). 

The most ordinary covenants entered into by a licensee may be 
taken to be covenants to pay the royalties or other sums agreed 
upon, inoluding the fixed rent (if any) ; to keep acoount books 
and make proper entries therein, and allow the licensor to inspect 
and take copies or extracts therefrom ; to furnish and settle the 
accounts periodically and duly verify the same ; to stamp or affix 
the patent mark or label on the articles &o. ; to manufacture only 
according to the specification («) ; to allow the licensor at all 
reasonable times to inspect the factory of the licensee; not to 
assign or inoumber the licence, or grant sublicences thereunder 
without the consent of the licensor (t) ; not to dispute the validity 
of the patent at any time ; to detect infringements and give notioe 
thereof to the licensor ; and to give the lioensor the benefit of any 
improvements made by the licensee to the invention («). Under 
the head of covenants by the licensee may be mentioned, for con- 
venience, a proviso or clause enabling the licensor to revoke the 
licence on the default of the licensee in paying the royalties or 
other sums reserved, or on the breaoh by him of any other of his 
covenants, or other events, or by notice at any time (v). 



(r) See poet, p. 214, as to the probable effect of the words "not to be 
arbitrarily withheld/' in the case of a covenant not to assign, &c. a licence 
without the consent of the licensor. 

(«) That is, generally, when royalties are reserved, but not otherwise. 

(t) This covenant should not in general be inserted where no royalties or 
other periodical sums are reserved, post, p. 214. 

(u) Or insert a mutual covenant in respect of improvements. 

(v) See Webs. 104, where covenants of common occurrence in licences are 
in effect stated to be as follows, namely : To pay royalties, &c. ; to manu- 
facture to a ceitain amount periodically; to render accounts and give liberty 
to inspect the books and factory; licensor not to grant other licences on 
more advantageous terms than are in the present licence, or to grant more 
than a certain number of licences ; licensee to stamp, &c. the patent articles ; 
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Since the passing of the various Bills of Sale Acts rendering Nodanae for 

. . . distress 8U106 

neoessaiy the registration of Bills of Sale, a clause of distress for Bills of Sale 
the purpose of enabling the licensor to reoover payment of royalties 
or other sums due under the licence is not, as a rule, inserted in 
licences (w). 

Certain special covenants provisoes or clauses in licences will Special ©ove- 
now be noticed in connection with the ordinary covenants above ooonection 
motioned. SiS"* 

Where the licence is to manufacture and sell or only to manu- now *° *» 

• noticed. 

facture (which inoludes the right to sell {x) ) the patent articles, Covenant to 

the licensor will probably prefer to receive royalties on the manu- ^^t 1 ^^ 1 * 1 ^^ 

faotures rather than higher royalties on the sales, not only on Royalties on 

account of the acceleration of the payments but also in view of the J2£ orboS? 

possible bankruptcy of the licensee. The choice, however, will of 

course depend partly on what difference in the respective amounts 

of the two sets of royalties is proposed by either party. Where 

the royalties are to be paid on sales only, it will be well to avoid 

the question that might arise as to whether the royalties are to be 

paid on sales effected after the determination of the licence or 

the reverse. Therefore either the covenant should be made to Reduced 

extend to such sales, or, in order to ensure on the determination a Ir&clesin 011 

final settlement of all accounts between the parties, it should be jjjjjjjj* end °* 

provided that on the determination of the licence from whatever 

cause the licensee should pay to the licensor reduced royalties on 

all the articles in hand then remaining unsold (y). It should, of 

course, be taken into consideration that where a licence provides 

that the royalties are to be paid only on artioles sold during the 

licence, the licensee is encouraged to manufacture largely near the 

end or contemplated end of the licence, and postpone the sale until 



to keep a sufficient supply for the public, and to keep a depot for inspec- 
tion of the articles ; both parties to submit differences to arbitration. Many 
special clauses both in the recitals and the other parts of the deed may be 
advisable, e.g. accounts to be verified by statutory declaration; licensee not 
to work under any other patent ; and the licence to be revoked and payments 
discontinued if licensor fail in any action for infringement. See also Coryton, 
and the precedents of licences mentioned in Copinger's Index. 

(w) The present Bills of Sale Acts are the Acts of 1878 and 1882 (41 & 42 
Yict. c. 31, and 45 &46 Yict. c. 43). Consider sects. 4 and 6 of the former 
act, and sects. 3 and 9 of the latter act, in respect of such a clause of distress. 

(x) Ante, p. 194. 

(y) See Sp. OL 6, post, p. 229. 
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after the end or flooner determination of the licence. It is Sub- 
mitted, however, that the terms of the covenant must be very clear 
in order to relieve the licensee from the payment of royalties on 
sales effected after the determination of the licence. 
Option of In some cases, a licensee, having to pay royalties on manufacture 

royalties on only, might wish to keep money in hand, and consequently prefer 
riupulf to P^ higher royalties on sales only, or, alternatively, reduced 
and< ^^ ,,4 > royalties on manufacture, and further royalties on sale ; or again, 
having to pay royalties on sales only, might obtain a large order 
for articles which he had not yet manufactured, and consequently 
find it suitable to pay reduced royalties on the manufacture only, 
or, for any other reason without reference to any orders, might 
wish to pay royalties both on manufacture and sale in lieu of the 
original fixed royalties. In anticipation of such cases, a speoial 
proviso is sometimes added, in a licence, to the covenant to pay 
royalties, giving the licensee the option to vary the payment of 
the royalties in the desired manner in respect of any articles he 
should manufacture ; but in the interest of the licensor it would 
seem advisable to make the proviso apply only to some fixed 
minimum quantity of articles at a time (s). 
Remission of As a sale is effected as soon as the property in the goods is in 

royalties in 

the case of the purchaser, notwithstanding they may remain in the possession 
e of the vendor, royalties made payable " on articles sold " by the 

licensee may become payable without referenoe to the payment of 
the price to the vendor (a) . It may, therefore, be thought fit, 
although it is probably not very usual, to provide in a licence 
reserving this kind of royalties, for remission of these to some 
extent in the case of bad debts. In order to discourage long 
credit being given, some limit should be placed to the amount of 
credit to be given to each person, and also to the length of time at 
which credit may run without proceedings being taken to recover 
the debt. 

Thus provision may be made to the effect that every sum equal 
to or exceeding a fixed sum, owing from any one debtor, shall be 

(z) See Sp. CI, 4, post, p. 228, as to the variation from royalties on sales to 
royalties both on manufactures and sales. 

(a) There must be a concluded contract, and not an executory one, so that 
nothing remains to be done to pass the property* See Benjamin on Sales, 
pp. 1 — 3, and Book II., as to the effect of the contract in passing the property, 
and the distinction between executory and concluded contraots. 
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treated as having been actually paid at the time of sale [or 
delivery] of the articles, and that every sum of whatever amount, 
which at the end of some [say] half-year shall have been owing 
more than a certain period, shall be treated as having been paid in 
that half-year, unless the licensee can show that he had taken all 
reasonable means to recover the money, and, that, with the above 
exceptions, but subject to the lioensee paying the royalty or 
royalties, or proportionate part or parts of them, in respect of any 
sum remitted, if and when it should (if at all) be actually paid, no 
sums owing at the end of every half-year shall be treated as having 
been actually paid (b). This provision may be modified by also 
providing that credit up to a certain amount and for a maximum 
period may be given to persons firms &c. approved of by the 
licensor. 

It is sometimes covenanted by a licensor that the payment of Suspension of 
rent and royalties shall be suspended if he, after due notice in j^ajjfeg 
writing being given to him by the licensee of any infringement of wh ?k £°^?° r 
the patent reasonably believed by the latter to have been com- proceedings 
mitted, shall commit a breach of his covenant (if so) to take ments. 
proceedings legal or otherwise to prevent or restrain the further 
infringement by the same person or persons (c). As the time of 
suspension should terminate when any event renders the suspen- 
sion unnecessary, it should be provided that the suspended pay- 
ments shall revive (if at all) on the termination of any proceedings 
which result in favour of the licensor, or in oase it shall be ascer- 
tained to the satisfaction of the lioensee that the alleged infringer 
or infringers had done nothing to justify any proceedings against 
him or them. The licensee should covenant to keep account of 
the suspended royalties (d). 

Where it is provided in the licence, which of course would be 
an exclusive or partially exclusive one (e), that the proceedings 
shall be at the cost of the licensee, the latter has the strongest 
reasons for not moving the licensor until he the lioensee has made 



(6) See Sp. CI. 17, post, p. 232. 

(c) In Henderson v. Mostyn Copper Co., L. E. 3 C. P. 202, it was held that 
reasonable notice that an infringement had taken place was necessary, in order 
to enable the patentee to take proceedings, and that reasonable time was 
necessary for completing the proceedings. 

(d) For such a covenant, see Sp. CI. 14, post, p. 231. 

(e) Ante, p. 200. 
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sure of the facts. Where the oosts are to be borne by the licensor, 
it should be provided that reasonable primd facie evidence and full 
particulars should be afforded him in respect of any alleged 
infringement as to which he shall be required to take proceedings. 
In relation to such proceedings, it will be noticed that the lioensee 
if not a party to them will not obtain any damages, as the licensor 
can only claim damages in respect of his own interest in the 
patent as to the locality in which the infringement shall have 
occurred (/). Where the infringement is only incipient, such as, 
for instance, the mere manufacture or exposure for sale of the 
patent artiole, the licensee will probably be content to rely on the 
proceedings undertaken by the licensor alone, and not himself 
claim damages (nominal) by the same or separate proceedings. 
Royalties paid In connection with the last-mentioned covenant should be men- 
during pro- tioned a covenant by the licensor that, during the proceedings (if 
revwaS>n°of BJi ^ undertaken by third parties for the revocation of the patent, 
patent. the royalties, which would otherwise then become payable to the 

licensor, should be paid to trustees upon trust to retain the same 
until the end of the proceedings, and in case these (including an 
appeal) should result in favour of the licensor, to pay the moneys 
to him, but in the opposite event to pay them to the licensee, 
subject in either case to the expenses of the trusts (g). Such a 
covenant, however, seems only requisite where some premium 
is to be paid, or a fixed rent supplemented by an average 
clause (g) is reserved, inasmuch as, by reference to the provisions 
as to registration under the late and present practices respectively, 
a patent and the licences under it, are, as to the revocation of the 
patent, seen to be good as against the plaintiff in the action, until 
judgment for revocation is obtained (A). The covenant therefore 
may, in the event of the patent being revoked, operate so as to 
return to the licensee some portion of his premium, or make up to 
him some sum which he claims, but is unable to obtain under the 



(/) Ante, p. 201, and note thereto. 

(g) See Sp. CI. 19, post, p. 233 ; and also the note thereto as to providing, 
in case of revocation, that the licensee shall only receive part of his premium 
(if any paid), or any sum which he was unable to make up under the average 
clause. 

(A) See sect. 35 of the Act of 1852 (15 & 16 Vict. c. 83), and pp. 9, 23, 
ante (Introductory Chapter) ; and sect. 87 of the Act of 1883 (Appendix, port, 
p. 322), and poet, pp. 23—25. 
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average olause. Where royalties only, without rent, are reserved, 
the covenant seems of less urgency, as the payments of them run 
with the extent of user of the invention ; although, even then, 
some compensation might be thought due in respect of any outlay 
of capital which the lioensee might have made on the strength of 
his licence. 
Where a fixed rent to cover royalties to the same amount is Cesser of rent 

while licensor 

reserved, and the lioensee is dependent for the working of the fails to supply 
invention on some act of the licensor — e.g. where the latter has a^orfSa«to 
from time to time to supply the lioensee with and the lioensee has *» covenant, 
covenanted to purchase from him the raw material to whioh the 
invention is to be applied — it seems wholly reasonable that pro- 
vision should be made for the cesser of payment of the rent 
daring any period of some minimum length, for whioh the 
licensor shall fail to supply the material. The cesser, however, 
should be expressed to be without prejudice to the payment of the 
royalties in respect of the application of the invention to raw 
material obtained by the lioensee elsewhere, and whioh, as the licence 
should provide, he should, on such failure, be at liberty to obtain {%). 

Provision is also sometimes made for the commutation of royal- Commutation 
ties for a lump sum. The simplest method is to make the option 
by the licensee exercisable within or after a certain period, or at 
any time while not in default in any of his obligations, on his 
giving notice of his intention and paying the commutation money, 
whereupon the lioensee would become entitled to a release of the 
covenants to pay the royalties (j). The usual method, however, is 
to make the option exercisable only after a certain period, when 
the commercial value of the invention, as shown by the receipt of 
royalties, would be likely to appear, and to fix the commutation 
money according to the number of years for which the licence has 
to run, taking a yearly average based on the receipts of royalties 
for the past years (k). 

Where the lioensor is at liberty to grant other licences for the Covenant not 
same district (/), or even elsewhere, the lioensee might require a licences at 



(t) For the above provisions, see Sp. CI. 20, post, p. 233, and Licence IV., 
post, p. 254 (Clause 3). 

(/) See Sp. CI. 22, post, p. 234. 

(*) Ibid. 

(!) See Licence VL, poet, p. 263. 
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covenant by the licensor not to grant any other licence at royalties 
lower than those to be reserved in the intended licence, or that the 
amount of the royalties in the latter shall be reduced to that of 
the lowest royalties for the time being payable under any other 
licence. Such a covenant, however, by itself will not have a clear 
operation, unless the licensor is also bound only to grant the other 
licences at royalties of a nature similar to those reserved in the 
particular licence. For example, difficulties would arise as to the 
equalisation of two kinds of royalties at the respective rates of five 
shillings per article manufactured and four per cent, on the 
(variable) selling price per article sold (m). 

Royalties are sometimes made to vary in amount from year to 
year in an ascending or descending scale, either immediately or to 
commence after a certain date. Such an arrangement is probably 
not of frequent occurrence. In the former case, especially where 
the patent or the industry is new, and sales are likely to be slow at 
first, the object is to enable the lioensee to nurse his expenditure at 
first. In the latter case, a high premium probably has to be paid (n) . 

Where an exclusive licence is to be granted for the whole term 
of a patent, in consideration of the payment of a premium by 
instalments, the last of which is to be payable before the end of 
the term, but no royalties are to be reserved, the contract may be 
taken to be one for the sale of the patent for the district to which 
the lioence is to apply, on what has been termed in the Chapter on 
Agreements (ante), "the hire system" (0). As the interest of the 
licensor in the patent for the distriot will virtually cease after 
payment of all the moneys reserved, the licence will in that event 
become expanded into an assignment (p). To enable the licensee 
to obtain covenants for title and otherwise as on an assignment, the 
licensor should covenant that on payment of all the moneys due, 
and the satisfaction of other specified obligations (if any) he will 
execute to the licensee an assignment of the patent for the district 
containing the requisite covenants. 

The other covenants in such a licence, except in respect of the 
payment of the instalments, will be such as have been previously 



(wi) See Sp. CI. 13 & 34, pp. 231, 238, post. 

(«) See Sp. CI. 16, post, p. 232. 

(o) Ante, pp. 37—39. 

(p) Cartwright v. Amatt, 2 Bos. & Pul. 43, and ante, pp. 91, 111. 
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mentioned in the case of an exclusive licence at a rent or premium 
with or without royalties (q). The usual covenant by the licensee 
that the default in payment of any instalment shall render the 
whole balance immediately payable, may be modified by limiting 
the extra demand to some fixed sum, or providing that any extra 
amount once demanded shall not be increased by any further 
demand in respect of the same default, and that the demand of an 
extra sum shall operate so as to accelerate the payments by the 
like instalments of the final balance. The licensee should, of 
course, covenant to pay interest on every sum in arrear. A 
covenant as to the suspension or cesser of payments pending 
proceedings on appeal against a judgment in revocation of the 
patent, or on its becoming void, and as to the final cesser of 
payments being treated as satisfaction in damages, should be 
inserted. The effect of such a covenant has been before noticed (r). 

The most ordinary kind of royalties is fixed sums payable Different 
according to the weight size or number of the material articles or royalties, 
commodities manufactured by means of the invention, or to which 
the invention shall be applied. Of other kinds of royalties, there 
may be mentioned sums payable as shares of or by reference to the 
amount of net profits obtainable by the licensee, or shares of the 
selling prices of artioles. If the royalties reserved in a licence are 
to be a share of the net profits in specie obtainable by the licensee, 
and he is under an obligation to work the invention to a certain 
extent, the question of the liability of the licensor as a partner 
may arise, for it may be contended that the lioensee becomes an 
agent for the licensor in the business of working the invention (#). 
The whole tenor of the licence should of course be considered 
before the question is decided. Where the payments are not to be 
of a share of the net profits in specie but of amounts equal to a 

(q) Ante, pp. 199, 200. 

(r) Ante, p. 39. As to the non-recovery of past annual sums paid for a 
licence, although the patent was invalid, see Taylor v. Rare (1805), 1 Bos. 
& Pul. (N. E.) 260, and note (6) to Licence VIII., poet, p. 272. Where the 
consideration entirely failed, the moneys could be recovered (Chanter v. 
Lees, 4 Mees. & Wels. 295, and see ante, pp. 44, 46, 187). 

See Coryton, Appendix, No. 5, and also Licence VII,, post, p. 266, for 
precedents of licences of the above kind. 

(«) See Lindley on Partnership, tit. " Quasi-partnerships" and "Effect of 
Cox v. Hickman," and "the Act of 28 & 29 Vict. c. 86," pp. 33—64, 4th ed. 
The Act is set out in the Appendix, post, p. 368. 

M. p 
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definite share of the net profits, the question is less likely to 
arise (t). A provision for payment of a share of the selling prices 
of articles will not of itself constitute a partnership (u). 
Covenant to Where royalties are reserved in a lioence, the licensee should 
ri^ accounts covenant to keep proper books of account at his place of business, 
InsDe^on&o an ^' a * *^ e ear ^ es ^ opportunities, enter in them all particulars 
necessary for the purposes of the licence. Some of these par- 
ticulars may be mentioned — e. g. the numbers weight or quantity 
of the articles or commodities which have been manufactured and 
% also sold, and as to which royalties have to be paid; the dates, 
and (where suitable) the names and addresses of purchasers ; and 
(where applicable) the prices charged or received. Where the 
royalties are to be made in respect only either of the manufacture 
or sale, it will be found useful to the licensor, by way of check to 
the aooounts, to have stated particulars as to both manufacture and 
sale (t>). If sub-lioences may be granted, short statements of the 
particulars of them might appear in one speoial book to be kept 
for the purpose, as the licensee should covenant that the sub- 
licences shall contain certain terms (to). 

It should also be provided that the books shall be produoed at 
all reasonable times to the lioensor or his agents for inspection and 
taking copies or extracts from them, and that information shall be 
given to the licensor in respect of any items. Provision might 
then be made for furnishing and settling accounts periodically, 
and for the lioensee, if required, to verify the accounts at his own 
expense, by the statutory declaration of himself or some com- 
petent person in his employ (x). 
Covenant to The use of a mark plate label or the like (shortly called the 

n^tiiepatent ^^^ mfljk)j deedgnatillg the pfttent md the number Qr quant ity, 

articles. ^ qj^j^ f manufacture, of the patent articles or material, is 

important as an advertisement of the invention as well as a pro- 



(t) See ante, p. 30, and the cases of MoUwo March <fe Co. v. Court of Wards, 
L. B. 4 Priv. C. 419, and others there cited. 

(u) Partnership is not the result of an agreement to share gross returns, 
Lindley, p. 26, and see cases there cited. 

(v) As to the right to an account, where there is no covenant, see ante, 
p. 33. 

(w) See post, p. 214, as to contents of sub-licences, and what particulars 
of them should be furnished the licensor. 

[a) See Licences L and IL, post, pp. 245, 247. 



LICENCES. 21 1 

teotion or warning against infringement, and, by reason of the 
number or quantity designated by it, may form a check to the 
accounts of the licensee. It will, in general, also be to the interest 
of the licensee himself to perform the covenant. The mark will 
be stamped or affixed on eaoh article or as may be suitable the 
wrapper box or other receptaole containing the article artioles or 
oommodity. The covenant is often made to extend to the keeping 
of the patent mark affixed or placed &c, to the exolusion of any 
other mark &c. exoept the name of the licensee or other aotual 
manufacturer. Where the licence is for a district, and the lioensor 
has granted or may grant exclusive licences for other districts, the 
name of the district should if possible appear with the patent 
mark, which should also bear a number (if suitable) only appli- 
cable to some article made or (if the licence does not include 
manufacture) sold by the licensee. By this means the different 
licensees will be enabled to know where the articles were made or 
issued. 

In many cases licensees bind themselves to obtain the dies plates Supply of 
labels &c. only from the lioensors, who engage to supply them &"' p ' 
either gratuitously, or, where the expense is of moment, at prioes 
mentioned in the licence (y). Where the artioles are small, or 
circumstances otherwise admit, it is sometimes provided that they 
shall be brought to the lioensor to be stamped &o. In other cases, 
the licensors engage to send down to the factory of the licensee 
from time to time some person to stamp &o. the articles (s). 
Where a licensor furnishes the licensee with a die or like instru- 
ment bearing the patent mark, it should for obvious reasons be 
declared in the licence that such die or instrument is the property 
of the lioensor, and shall be delivered up to him on the determina- 
tion of the licenoe or as and when required by the licensor (a). 

Where sub-lioenoes may be granted, it may be found convenient Use of patent 
to provide in the licence that the sub-licensees shall be bound to n<^nsees. 8U 
the like covenants as above mentioned respecting the stamping &o. 
of artioles, so far as such covenants are applicable to them, e.g. if 
the licensee is to deal with the licensor in respect of the stamping 
&c, the sub-licensees, if allowed to manufacture the artioles, or to 



(y) See Licence IL, post, p. 247 ; and Sp. CI. 23—27, post, pp. 234—236. 
(z) See Sp. CI. 25, post, p. 235. 
(a) See Sp. CI. 26, post, p. 235. 

p2 
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apply the invention to them, might be required to oovenant that 
they will also deal with the licensor in the same way. In any case 
a sub-licensee should covenant with the lioensee to keep the articles 
&o. with the stamp &c. affixed &c, and not to remove the same 
and make the necessary payments (if any) to the licensee or 
licensor, as the case may be, in respect of them. Where, however, 
a die or like instrument is to be used, it will probably be found 
convenient that the lioensee alone shall stamp the articles made by 
the sub-licensees. 

A covenant by a licensee not to manufacture articles except 
with the application of the patented invention, and according to 
the specification in force for the time being, is of common occur- 
rence where royalties are reserved (6). The object of such a cove- 
nant is, of course, to ensure that no articles shall be manufactured 
by the licensee by any process which might be made to appear 
distinct from the invention, bo as to relieve him from the payment 
of royalties or use of the patent mark in respect of such articles. 
This covenant is occasionally extended so as to impose the pre- 
scribed royalties on articles manufactured in breach of the cove- 
nant (c). The covenant has been held not to be in restraint of 
trade for the restraint is not greater than the privilege (d). In 
connection with this covenant may be mentioned a covenant by 
the licensor to give to the licensee, at the latter's expense, any 
information or assistance when required by him in connection 
with the application of the invention. 

Where royalties are reserved, or the licensee covenants not to 
manufacture except according to the invention, the licensor should 
be granted the liberty at all reasonable times to inspect the manu- 
factory of the licensee, in order to ascertain the nature and extent 
of the manufacture or sale, or that the covenants of the licensee 
are being performed. In the absence of such a covenant, and 
except for the purpose of procuring evidence in an action the 
licensor will not have the right of inspection (<?). 



(b) As some future improvements may come into the licence, the consent of 
the licensor should be mentioned in-the covenant. See 8p, CI. 30, pott, p. 236. 

(c) See Sj>. CI. 30, post, p. 236. 

(d) Jones v. Lees, 1 Hurl. & Norm. 189. Distinguish this case from Jones 
y. Lee, 25 L. J. Ex. 241, in which an order was granted to a licensor to 
inspect the factory of the licensee {next note), 

(e) The law will not create a covenant respecting a personal thing (Com. 



LICENCES. 213 

A covenant by a licensee not to assign mortgage or charge the Covenant not 
licence or grant sub-licences in respect of it, or attempt so to do, charge licence 
without the consent in writing of the lioensor should, in the u^enoeswith- 
interests of the licensor, be inserted in every licenoe where monies outoon8€llt ' 
are reserved or there are important covenants in other respects (/). 

The object of the insertion of suoh a covenant is, of course, that 
the licensor may ensure that each assignee &c. is a substantial 
person, and (if possible) that each assignee will bind himself 
(partially at least) to the performance of the covenants (g). The 
question of the extent to which the covenants of a licensee are 
binding on his assigns has been already noticed (A). 

In the absence of any provision to the contrary, such as a Consent given 
condition that the consent shall not be arbitrarily withheld, it is upon nns * 
presumed that suoh consent may be given upon terms pecuniary 
or otherwise (i) ; but the lioensor should be made a party to the 
assurance if he wishes to obtain direot covenants from the assignee 
or other person (J). In the case of a mortgage or charge no 
covenants from the mortgagee can well be obtained, unless their 
operation is to be only during and in respect of the period of 
actual possession or user (if any) of the licence by the mortgagee 
or his assigns (k). 



Dig. tit. Covenant (A. 4) ; Hindmarch, 243). In Jones y. Lee, 25 L. J. Ex. 
241, in an action for breach of a covenant to manufacture only according to 
the invention, the licensor was allowed inspection in order to enable him to 
furnish particulars of the breach. As to obtaining the right of inspection 
in actions for infringement, see notes to sect. 30 of the Act of 1883 in 
Lawson, and (under the old law) Agnew, 294, 335. 

(/) In the case of a licence merely to sell the patent articles, which are, 
in the first place, to be sold by the licensor to the licensee or his nominees, 
the above covenant might be omitted, as being too restrictive of the business 
of the licensee. See post, p. 221, as to " licence merely to sell the patent 
articles," and Licence V., poet, p. 259. 

(g) The observance of the passive covenants is, probably, binding on the 
assigns who take with notice of them. See ante, p. 186. 

(h) Ante, pp. 185, 186. See Assignment X. and Mortgage IV., ante, pp. 
163, 177, where a licensor is made a party to the assignment and mortgage 
respectively of a licence, and obtains covenants from the assignee and 
mortgagee respectively. 

(i) E.g. that a sum be paid to the licensor by the licensee, or that some 
part of the premium (if any) payable to the licensee for the sub-licence shall 
be paid to the licensor, either generally or in or towards satisfaction of 
monies due to him from the licensee, or that some variation shall be made in 
the terms of the licence. 

(/) See Assignment X, ante, p. 163, and remarks at p. 128, ante. 
. (k) See Mortgage IV., ante, p. 177, and remarks at pp. 131, 132, ante. 
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Consent not to Where it is mentioned in the licence that the consent shall not 

be arbitrarily 

withheld. be arbitrarily "withheld, it is presumed that the licensor can derive 
no extra pecuniary profit from giving the consent, but may take 
all necessary precautions to ensure that the new comer is a respon- 
sible .person and otherwise that his interests are not likely to suffer 
on account of the assignment or sub-licence (/). 
Consequence If a proviso be not inserted in the licence that the same may be 
such a cove- revoked on the breach of the covenant not to assign &c, or the 
nan ' covenants generally, a breach of the covenant will not affect the 

validity of the assignment or sub-licence, if the licence be expressed 
to be granted to the assigns also ; and the licensor will only have 
his remedy for damages (if any) against the licensee for the 
breach. Hence such a proviso should always be inserted in con- 
nection with the covenant at least. 
Cases where Where a premium is to be paid at once and no royalty or 
be omitted, other sums or advantages are to be reserved, then, unless the in- 
tention is only to grant to the lioensee personally but no further, 
the covenant should of course be omitted (m). Where the lioenoe 
is only to the licensee personally the covenant is not in strictness 
required, but it will be found advisable to insert it in order 
expressly to warn third persons who, ignorant of the limited effect 
of the licence, may think fit to treat for an assignment or sub- 
licence. 
Express As mentioned above, a licensee entitled to assign his licence is 

grant sub- also, in the absence of some provision to the contrary, at liberty to 

ucei 



lcenees. 



(I) As to the effect of covenants in leases not to assign &c. without con- 
sent, see Woodfall on Landlord and Tenant, 13th ed. pp. 658 et seq. 
Where the assignment is by compulsion of law or otherwise involuntary — 
e.g. under an Act of Parliament, or by reason of bankruptcy or execution 
under a judgment— the covenant is not broken (Baily y. Crespigny, L. R. 4 
Q. B. 180, as to the first point; and see other cases also cited in Woodfall, 
Ibid.). There the maxim "Lex non cogit ad impossibilia " applies. As to 
gifts by will, see also Woodfall, 661, who considers that they are not assign- 
ments, and therefore not breaches of the covenant. In the case of JYerwmv. 
Harvey (Times, 24 April, 1885), it was decided that, where the consent of the 
landlord was to be obtained beforehand, but not to be withheld if the pro- 
posed assignee or under-lessee was a responsible person, there was no breach, 
notwithstanding the consent was not applied for or given, as the person in 
question was shown to be a responsible one. 

(m) There should be an assignment for the district in such a case if the 
contract be for the exclusive use of the invention. See, as to the comparison 
of adYantageebetweeuaeeignment6andHcencoefordi8triote,an<e, pp. 117, 118. 
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grant sub-lioenoes (n). In order, however, to ensure against the 
improvident granting of sub-lioenoes whereby the ability of the 
licensee to perform his obligations may be considerably reduoed, 
it will be found advisable in some exclusive licenoes for the lioensor 
to give express power to the licensee to grant sub-licences contain- 
ing prescribed terms (0). The adoption of this plan will enable a 
lioensee to proceed to grant a sub-licence without first obtaining 
the consent of the licensor or his approbation of the terms of it. 

The prescribed terms are, to their fullest extent, usually that each Terms of 
sub-lioenoe shall be expressed to take effect at once in possession ra ft P° wer# 
and be granted to the sub-licensee personally but not his as- 
signs (p)> and be at royalties only which shall be the highest that 
can reasonably be gotten, and shall contain covenants by the sub- 
licensee to perform and observe certain of the covenants and con- 
ditions in the lioence (q), and not to assign or encumber the sub- 
lioenoe or attempt so to do without the written consent of the sub- 
lioensor (r), and for revocation of the sub-licence on default being 
made for (say) twenty-one days in the payment of royalties due 
thereunder, or on the breach of other covenants or conditions in 
the sub-licenoe, or on bankruptcy or committal of any act of bank- 
ruptcy whether available for adjudication or not, and that the sub- 
licensee shall execute a counterpart of the sub-licence. 

As, however, the lioensee might be induced to waive any breaches 
by his sub-licensee or even release him from some or all of his 
obligations, it seems well to provide also in the lioenoe that the 
licensee shall not release any of the covenants or conditions to be 
performed or observed by the sub-licensee, and shall give the 
lioensor immediate notice in writing of any breaoh committed by a 
sub-licensee, and shall if required by him revoke the sub-licence 
on acoount of the breaoh, and shall not without the written con- 
sent of the licensor grant any further sub-licence to the same 
person. 

(n) Ante, p. 187. 

(o) It is not of course advisable to give the power of sub-licensing to a 
non-exclusive licensee. 

(p) It might be provided that on payment of some sum the lioence may 
be extended to an assignee, if a responsible person. 

(q) E.g. as to the use of the patent mark, and the not disputing the 
validity of the patent, and (where the sub-licensee may manufacture) as to 
the manufacture only according to the specification. 

(r) See pp. 213, 214, ante. 
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Covenants aa Where the licensor is himself to use or continue to use the 

to improve* 

mentsmade, invention, each party should covenant that any improvements or 
partyT * * additions to the invention or new discoveries useful for the manu- 
facture of the patent article made by him, shall during the con- 
tinuance of the lioenoe be communicated to the other of them and 
be available for both parties, and if made by the lioensor shall be 
deemed part of the original invention (c). As to the importance 
of inoluding improvements &c. in contracts relating to patented 
inventions, referenoe should be made to the remarks of Jessel, M. R., 
in Printing and Numerical Registering Company v. Sampson (d). 
Be vocation of The events on the happening of whioh a licenoe is provided to 

ft J1O6H08* 

be revoked are usually — the default of the licensee in payment 
of the royalties or other sums reserved ; the breach by him of 
any covenant in other respects ; or his bankruptcy or the oom- 
mittal by him of any act of bankruptcy (e). Where no premium 
or rent is to be reserved or payable, it is sometimes desirable to 
add the event of the licensee not oommenoing within a given time 
to use the invention, or, having once commenced, discontinuing to 
use the invention for any single period of a oertain length, or not 
manufacturing or selling articles to a certain average extent, or 
not working the invention at a profit or certain minimum amount 
of profit (/). 

In the unusual case of an exclusive lioenoe not being at any rent 
or premium the lioensor would be dependent for profit within the 
district only on the licensee, and should therefore require that the 
additional events last mentioned, so far as applicable, should be 



has granted an exclusive licence, with power of revocation, ought and 
would be allowed to sue for infringement without bringing the licensee 
before the court. 

(c) See Sp. CI. 44, post, p. 240. 

(d) L. B. 19 Eq. 462. An agreement to assign future patent rights of a 
like nature and together with an existing patent is not void as against public 
policy {Ibid.; see also Leather Cloth Co. v. Lorsont, L. B. 9 Eq. 345). The 
same principle applies to licences of future patent rights. As to improve- 
ments or additions generally, see also ante, pp. 33 — 36. 

(e) As to waiver of power to revoke a licence on the rent being in arrear, 
see Warwick v. Hooper, 3 Mac. & Gk 60. There the licensor had for some 
years received payment on a reduced footing, and was held not entitled to 
revoke for the past breach. 

(/) See Sp. CI. 42, post, p. 239. The payment of royalties for the given 
period, if involving a loss to the licensee, will show that the business was 
unprofitable for that period. See Kernot v. Potter, 30 Beav. 343. 
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stated in the proviso or clause of revocation. If a non-exclusive 
licence merely at royalties is to be granted there is less reason for 
the mention of these events, hut it must be noticed that the mere 
existence of such a lioenoe, although the licensee may only work 
it at intervals or at small profit, is likely to be to some extent a 
deterrent to the taking by third parties of other licences for the 
same district ; unless perhaps the latter can be granted at lower 
royalties than those reserved in the particular licence. Where the 
licence is to the lioensee and his assigns, revocation is sometimes 
provided in the event of his death. In a simple case, it might be 
provided that the revocation of a licence shall be by notioe in 
writing given by the licensor at any time, or after a oertain date. 

As there is no statutory provision to save the forfeiture of Notioe to 
licences similar to any of the acts relating to leases of land or of ^^ po Wer 
any kind whatever, it seems fair to provide against advantage ©"""cised. 
being immediately taken of the breach of any covenant whioh can 
be repaired, by making it a condition of forfeiture in such event 
that, if the licensee shall for a certain time after he has reoeived 
notioe from the lioensor to repair the breaoh (if repairable), omit 
so to do, the lioensor shall then be at liberty to revoke the 
licence (g). In the absence of a clause for revocation, the breach Breaoh not 

cause for - 

of the covenants to pay royalties or rent or any other covenants of f eiture, if no 
the licensee will not work a forfeiture of the lioenoe (h). revocation. 

Where the obligations of an intending licensee are to be con- Determina- 
fined to the payment of royalties and doing other acts propor- lioenoe bythe 
tionate to the extent of and during his use (optional) of the Koen8ee - 
invention, there is of course no need to provide for his being at 
liberty to determine the lioenoe, or his obligations thereunder, in 
the event of the patent becoming void or any other event, as he 
can at any time or times oease to use the invention. If rent or 
other fixed sums payable periodically is or are to be reserved, or 
the other obligations of the lioensee are to be in gross, that is^ 
independent of his use of the invention, the lioensee should take 
care to provide that he shall be at liberty to determine the licence 
in the event of the patent becoming void or other important 
event. 

(g) This addition is not, it is believed, often inserted, but a licensee, if 
likely to risk much money in working the licence, should require it. 

(h) This seems at least to result from the decision in Tidens v. Hooper, 5 
Exch. 830, which related to a breach of the covenant to pay the rent. 
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In Neilson v. Fothergill {%) it was held that after a patent had 
been deolared void between the licensor and third parties, the 
licensee could successfully resist an aotion for rent claimed to have 
accrued due after he had ceased to use the invention. Notwith- 
standing this decision however, the insertion of an express pro* 
vision for determination in the event of the patent becoming void 
is advisable, in order to preclude the question as to whether the 
obligations of the licensee or any of them were intended to be in 
gross or not, as, in the absence of such a provision, it might be 
held that they were intended to be performed during the whole 
term limited by the lioenoe, without reference to the validity or 
duration of the patent or the use of the invention (J). 

In addition to the event of the patent becoming void, it may be 
advisable in a particular case to mention in the proviso other events — 
e.g. the breach by the licensor of his covenant to supply the 
licensee with the patent artioles (where the licence is only to sell) 
or material to whioh the invention is to be applied, the failure by 
the licensor to pay the licensee for articles supplied by him, and 
the breach by the licensor of any other of his oovenants. Instead, 
however, of mentioning a number of events on which the licensee 
may determine the lioence, it may be found convenient to provide 
that he may be at liberty at any time, either generally or after a 
certain date, to determine the licence by giving two or three 
calendar months or weeks previous notice in writing for that 
purpose. 

If a premium is to be paid on the grant of a lioenoe, provision 
might be made for a return of part of it, in the event of the patent 
becoming void, proportionate to the remainder of the term whioh 
shall have lapsed. In the absence of such a provision the lioensee 
cannot recover any portion of his premium on the patent becoming 
void (*). 



(t) 1 Webs. 290, cited ante, pp. 189, 190. 

(/ ) See Smith v. Scott, 6 C. B. N. S. 771 (Licence) ; and Cutlery. Bower, 11 
Q. B. 973 (Assignment), as to certain covenants of parties being independent 
of each other. These cases are cited at pp. 188, 189, where reference should 
be made. 

(k) See ante, p. 191, as to money paid for a licence not being returnable 
unless there was a total failure of consideration &o. and the consideration 
could not be apportioned ; and see Taylor v. Hare, there cited as to the 
patent becoming void. 
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As the sale of a patent article by the licensor without conditions Licence 

# . merely to sell 

comprises undoubtedly, as against him, a lioenoe to the purchaser the patent 
to use or sell the article everywhere (/), it is advisable in oases 
where a person is to make extensive purchases of patent articles 
for the purpose of re-selling them, for the lioensor to grant him a 
special licenoe in order to impose the necessary conditions, and to 
enable the other party to get his rights registered. The previous 
observations as to the contents of licences apply more particularly 
to lioenoes to manufacture and sell patent articles, and are subject 
to oertain modifications in the case of licences merely to sell patent 
articles. 

Thus the licensor may not be dependent for royalties on the sale Contents of 
of the articles by the lioensee or the state of his business, so that 
the keeping furnishing and verifying of aocounts would be dis- 
pensed with. So also as to the liberty of the lioensor to inspect 
the place of business of the licensee. A covenant by the licensor 
to supply the patent artioles should refer to such as may be made 
with any improvements, but a covenant by the licensee to give the 
lioensor the benefit of improvements is probably unnecessary. A 
covenant by the lioensor to take proceedings at the request and 
cost of the lioensee in respect of infringements alleged to have 
been committed within the district, or permit him in the name of 
the licensor so to do, should in general be confined to infringe- 
ments on sales, although the licensee should covenant to inform the 
licensor of suspeoted infringements of the patent of whatever 
nature (m). A covenant not to assign or incumber a mere selling 
licenoe, where the patent articles are in the first instance to be sold 
and supplied to the lioensee or his nominees by the licensor or his 
manufacturing licensees, would hamper the licensee and should be 
omitted, if the licensee is to guarantee all payments for goods not- 
withstanding the assignment &o. of the lioenoe (n). 

A clause or mutual covenant for referring matters in dispute to Arbitration 

clause 

arbitration is not uncommonly inserted in a licenoe, and is of the 
usual form (o), but a speoial person (generally an expert in the 



(I) See BttU v. Willmott, L. E. 6 Ch. 239 ; and ante, p. 194, note; and also 
ante, p. 117, note (Chapter on " Assignments "). 
(m) As to these covenants, see ante, pp. 199 — 201. 
(n) See Licence V., post, p. 259, for a precedent of a mere selling licence, 
(o) Form 24, ante, p. 55. 
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Other special 
covenants to 
be found in 
the prece- 
dents. 

Registration 
of licences. 



Fees and 
stamps. 



kind of business) is sometimes named as sole arbitrator, or each 
party is to nominate one suoh person. 

For other special oovenants and provisions, see Special Glauses, 
post, and the Precedents of licences, post. 

With regard to the registration of licences, reference may be 
made to the subject of registration generally in the Introductory 
Chapter, ante, pp. 23 — 25, and also to some extent in the Chapter 
on Assignments, ante, pp. 132, 133. 

A fee of ten shillings must be paid on a lioence previous to the 
entry thereof on the register ( p ) . Where a lioence is not by deed 
though under seal, no stamp duty seems payable on it as suoh 
under any of the Stamp Acts. Where a lioence is or purports to be 
by deed, it must, it is presumed, bear a stamp of ten shillings under 
the Stamp Act of 1870 (q) in addition to the fee for entry. When 
a premium or fixed sum is paid for a lioenoe, an ad valorem stamp 
on the amount must be impressed (r). Where a licence oontains a 
oovenant for the payment of a minimum royalty, the Stamp Office 
insists upon payment of an ad valorem duty upon the gross 
minimum royalty reserved, and this although the licence oontains 
power for lioensor or lioensee to determine the lioenoe (*). 



(p) First Schedule to Patent Rules, 1883, post, p. 329. 

(q) 33 & 34 Yict. c. 97, sub nom. "Deed of any kind whatsoever not 
described in this Schedule." 

(r) Johns. P. M. 233. See Stamp Act, 1870, " Conveyance or Transfer on 
Sale," and sect. 70 thereof. This would be so, whether the licence be by 
deed or otherwise. 

(s) Johns. P. M. 234. See sect. 72 (1) of the Stamp Act. 
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LIST OF OBDINARY COVENANTS IN LICENCES. 



a. Whbrb Open Contract. (See ante, p. 195.) ^j-^* 

By the Licensee. 

1. To pay royalties or other sums. 

2. To furnish aooounts. 

By the Licensor. 
None at all. 

b. Whbrb a Full Contract. b. 

t ttm • . i ^ n ^ contract. 

I. Where royalties (but no rent or premium) are reserved, i. Royalties 
[Exclusive or non-exolusive licenoe, unless otherwise °^' 
stated.] 

By the Licensee. 

1. To pay royalties. 

2. To keep furnish and verify aooounts and allow inspection &o. 
of books— pp. 202, 210. 

3. To use the patent mark on the articles — pp. 202, 210 et seq. 

4. To manufacture only according to the specification — pp. 202, 
212. 

5. To allow the licensor to inspect the factory — pp. 202, 212. 

6. Not to assign or charge the licence or grant sub-licences 
without consent of licensor — pp. 202, 213, 214. 

[But in an exclusive licence an express power to grant sub- 
licences might also be given — pp. 215, 216.] 

7. Not to dispute the validity of the patent at any time — pp. 202, 
216. 

8. To detect infringements, and give notice thereof and assist 
licensor in proceedings — 202, 217. 

9. To give licensor the benefit of improvements &c. [or include 
this in a mutual covenant] — pp. 202, 218. 

10. Proviso for revocation by the licensor on breach of covenants 
or bankruptcy [or death] or by notice at any time — pp. 202, 218, 
219. 

[Sometimes add the event of the licensee not oommenoing or 
discontinuing to work the invention, or not manufacturing to a 
oertain extent — p. 218.] 
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By the Licensor. 

1. As to validity of patent (qualified) — pp. 114, 197. 

2. As to right to grant (qualified) — pp. 196, 197. 

3. (Exclusive licence.) To take proceedings for infringement 
within the district at the request and cost of the licensee, or permit 
him to do so in the licensor's name — pp. 199 — 201. 

4. As to improvements &o. made by the licensor (or, if thought 
fit, include this in a mutual covenant) — pp. 199, 218. 

5. (Exclusive licence.) That there are no other subsisting 
licences within the district — pp. 1 82, 199. 

6. (Exclusive licence.} Not to use the invention or grant other 
licences within the district — pp. 183, 199. 

7. (Exclusive licence.) As to the production and safe custody 
&c. of the letters patent — p. 199. 

8 and 9. Transmission and arbitration clauses (if thought fit). 

II. Premium II. Where a premium or fixed rent (or both) and royalties are 
loth^and' reserved. [Exclusive or non-exclusive licence unless other- 

royalties, ^jge B tated.] 

By the Licensee. 

1. To pay royalties and other sums. 

[As to an average clause, where a fixed rent is reserved, see 
p. 193.] 

2. The covenants Nos. 2 — 9 (both inclusive) by a licensee as 
above (bi) or such of them as may be applicable. [Insert how- 
ever an express power to grant sub-licences — p. 214.] 

3. Proviso for revocation by the licensor on breach of covenants 
or bankruptcy or committal of act of bankruptcy — pp. 202, 218, 
219. 

By the Licensor. 

1. As to validity of patent (qualified) — pp. 114, 197. 

2. As to right to grant (qualified) — pp. 196, 197. 

[Or as a matter of bargain, e.g. where a large premium and 
royalties or both premium and rent with royalties are re- 
served, let the full covenants for title be inserted by im- 
plication under the Conv. Act, 1£81 — p. 196.] 

3. (Where the lioence is only to sell.) To supply the licensee 
with the patent articles. 

4. To pay the renewal fees or permit the licensee to do so and 
allow him to deduct amounts so paid from royalties &o. due ; and 
also generally to perform &c. the conditions of the patent— pp. 
199, 200. 

5. To defend the patent at his own cost in any proceedings for 
revocation — p. 199. 
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6. (In exclusive licence.) To take proceedings for infringements 
within the distriot at request and cost of the licensee, or permit 
him to do so in licensor's name — pp. 199 — 201. 

7. Not to amend the specification without the written consent of 
the licensee — pp. 199, 202. 

8. To give the licensee the benefit of improvements &c. [Or 
include this in a mutual covenant] — pp. 199, 218. 

9. (In exclusive licenoe.) That there are no other subsisting 
licences within the district — pp. 182, 199. 

10. (In exclusive licence.) Not to use the invention or grant 
other licences within the district — pp. 183, 199. 

11. Proviso for determination of the licence by the licensee on 
the patent becoming void or breach in licensor's covenants. [Or 
on notice]— pp. 219, 220. 

12. Acknowledgment and undertaking as to the letters patent 

(Conv. Act, 1881)— p. 199. 

13 and 14. Arbitration and Transmission Clauses (if thought fit) 
— pp. 55, 56. 



M. 
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LIST OP SPECIAL CLAUSES FOB LICENCES. 



CLAUSE PAGK 

1. Covenant to pay royalties {fixed sums) • 228 

2. Royalties (fixed sums) both on manufactures and sales 228 

3. Royalties on sale moneys after satis/action of Cost price and 

Manufacturer's profit (Licensee being Manufacturer and 
Seller) 228 

4. Proviso that in lieu of royalties on sales , lower royalties may be ■ 

paid both on manufactures and sales • • • . . . 228 

5. Proviso that unsold articles at end of term shall bear reduced 

royalties 229 

6. Covenant to pay Rent and Royalties 229 

7. Another form 229 

8. Average Clause 230 

9. Another form 1 230 

10. Royalties on Carloads 230 

11. Royalties per Shuttle according to width of fabric and period of 

use 230 

12. Royalties on Railway Foot-warmers to which the Invention may 

be applied 231 

13. Royalties to be reduced to lowest for time being in other licences — 

Early notice to be given to Licensee of any licence involving the 
reduction — Reduced royalties not to be increased if other licence 
be determined 231 

14. Suspense of rent and royalties while Licensor omits to take pro- 

ceedings for infringements 231 

15. Royalties varied as sales of articles continue 232 

16. Royalties in descending scale after certain date 232 

1 7. Remission of royalties in the case of bad Debts 232 

18. Payments to cease or (pending appeal) to be suspended if patent 

become void — but final cesser to be deemed satisfaction of 
damages 233 

19. Royalties to be paid to trustees pending proceedings for revoca- 

tion of patent 233 

20. Cesser of Rent while Licensor fails to supply material as 

covenanted 233 

21. Delivery of articles by Licensee to his selling sub-Licensees to be 

deemed sales to them • 234 

22. Commutation of Royalties 234 

23. Patent Mark to be used , 234 
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24. Another farm 235 

25. Licensor to send person to manufactory to affix the patent 

marks 235 

26. Stamping patent articles with a die — Licensees also to stamp 

articles sent by other Licensees — Charges to be debited to 
Licensors — Dies to be property of Licensors 235 

27. Clause to be inserted in other licences for Licensees to bring 

articles to Licensees hereof to be stamped 236 

28. No amendment of Specification by Licensor without consent of 

Licensee 236 

29. Covenant by Licensor as to no prior licences and not to use 

Invention or grant other licences within district 236 

30. Covenant by Licensee to manufacture only according to Specifi- 

cation [or in default to pay royalties on articles made other- 
wise, but without prejudice to power of revocation] 236 

31. Licensee not to assign, mortgage fyc. without consent 237 

32. Express Power to grant sub-licences [terms in Schedule], but 

notice and particulars to be given 237 

33. Another form [terms set out] 237 

34. Licensor not to grant other licences on terms more favourable 

than hereunder 238 

35. Liberty for Licensor to inspect factory 238 

36. Licensee not to dispute validity of patent 238 

37. Licensor to pay fees or permit Licensee so to do and deduct from 

royalties and to observe conditions of patent 238 

38. Licensor to defend patent and at cost of Licensee to take proceed- 

ings for infringements or permit him $•<?. . . . 238 

39. Licensee to detect infringements and give notice thereof and 

assist Licensor in proceedings , 239 

40. Power for either party to determine licence on notice 239 

41. Power of revocation on default in payments or breach of other 

obligations or bankruptcy of Licensee 239 

42. Another form [additional to last, referring to unprofitable 

working and ceasing to work] 239 

48. Power for Licensee to determine licence if patent void 240 

44. Mutual Covenant as to Improvements Sfc '. 240 

45. Covenant by Licensor as to Improvements made by him 240 

46. Option to purchase patent after three years — but purchase to be 

completed within three months from exercise 241 

47. Licensor not to engage in like business within district 241 

48. Licensee not to manufacture but Licensor to do so for Licensee. .241 

49. Sale only through Brokers common to both parties — Meetings to 

regulate prices 242 

50. Exclusive licence to become non-exclusive if unprofitable working 

or non-user of Invention ....... 242 

51. Notices how served 242 

52. Transmission Clause, 242 

q2 
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Covenant to 1. The licensee shall during the continuance of this licence pay 

TfixedTum)! *° ^ e ^censor half-yearly on every day of and 

day of ior every manufactured by the 

licensee hereunder and in the half-years then ending respectively 

sold by him a royalty of £ (a) [Or say " the royalty specified 

in the Schedule hereto," and add (if appropriate) " according to the 
size and description of such article"] (6). 

Eoyalties 2 (c). The licensee shall during the continuance of this licence 

jto^on" 311 ^ P a y to th e licensor half-yearly on every day of and 

manufacture day of for every ' manufactured by the 

and sales. licensee hereunder in the half-years then ending respectively a 

royalty of £ and for every sold by him as aforesaid 

therein respectively a royalty of £ . 

Royalties on 3. The gross returns on the sale of each maohine by the licensee 
sale moneys shall be applied first in satisfaction to him of a sum of £ or 

tira o?©oet " mjL0 ^ 1 l eS8er sum ^ suc ^ re turns will amount to which sum shall be 
price and taken to include both the cost price of the article and the profit 
manl i fac " fl thereon of the licensee as manufacturer thereof and as to the 
licensee being balance (if any) of such returns shall be divided equally between 
manufacturer the said parties (d). 

and seller). 

Proviso that 4 (e). Provided always that the licensee may at the end of each 
mlie 1 u . of half-year without giving any previous notice to the licensor of his 
sales, lower intention so to do [but not so as thereby to reduce the rent (/) ] 
royalties may vary the amount of royalties in respect of any of the articles af ore- 
be paid both g^ no {. being less than in number then in his possession 

Variations (a) Or (as to manufacture only) write "manufactured by the licensee 

of the above hereunder in the half-years then ending respectively a royalty of £ ." 

in certain Where the royalty is to be paid, not on an article but on a fixed quantity 

case8, of material, write (instead of the above) " for every [say] hundred weight of 

manufactured, &c," and add (if thought fit) " and so proportionately 

for any less quantity. Provided, however, that any quantity less than [say] 
7 pounds not otherwise liable to a royalty shall be treated as weighing 7 
pounds." 

Where the invention is such that it may only be applied to existing or 
unpatented articles or material, write (instead of the expression as to manu- 
facture) " for every &c. to which the said invention may be applied by the 
licensee &c." 

Where royalties are to be paid on sales (with or without previous royalties 
on manufactures), it will be found convenient to use also Clause 5, post, as to 
reduced royalties on articles unsold at end of licence. 

(b) In this clause, and other later ones, the assigns of either party or of 
both of them may be taken to be implied by means of a Transmission Clause. 
See Clause 52, post, 

(c) For variations in the language of this clause as to the nature of the 
invention, see note (a). 

(d) The final share of the licensee will be his profit as a licensee. Clause 
5, jmt, might be adapted to form a proviso to the above clause, by making 
the reduced royalty depend on the average selling price for the previous few 
months or bo. 

(e) As to this clause, see ante, p. 204. 
(/) That is, if rent be reserved. 
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and unsold by debiting himself therefor in the accounts for suoh on manufao- 

half-year with royalties at the rate of • shillings per article (g) ^£ and 

and so that at the end of any succeeding half-year in which the 
articles last aforesaid shall be sold he shall debit himself in the 

accounts with further royalties at the rate of shillings per 

article (A). 

5 (i). Provided always that at the end or sooner determination Proviso that 
of this licence all articles in the possession of the licensee not then unsold articles 
already sold whether actually complete or only in course of manu- temghau 
facture shall bear the royalties which would respectively become bear reduced 

{)ayable under Clause as if the same had been actually sold royalties, 
ess however a discount of per cent, thereof (J). 

6 (k). The licensee shall during the continuance of this licenoe Covenant to 

pay to the licensor the annual sum of £ (hereinafter called P a 7 ™. nt and 

" the rent ") by two equal instalments of £ each on every "^ Ue8, 

day of and day of respectively by 

way of royalty at the rate of shillings per hundred weight 

on hundred weight half-yearly of the said as if 

such quantity shall in each such half-year have actually been 
manufactured hereunder by the licensee (/) and also except as next 
hereinafter provided (m) a royalty on the eame half-yearly days 
respectively at the same rate for every hundred weignt or lesser 

quantity of manufactured by him hereunder in each such 

half-year in excess of such quantity of hundred weight (»). 

7. The licensee doth hereby covenant &o. [Use Clause I., ante, Another form, 
p. 228, as to the covenant to pay royalties.'] And also such further 
sum (if any) as together with the said royalties shall amount to 

the sum of £ (hereinafter called " the rent ") [that is to say 

a sum equal to the amount of royalties on of the said 

articles (o)] (p). 



(g) Or say "the royalties in this behalf mentioned in the Schedule 
hereto." 

(h) lb. The above proviso should be supplemented by the next proviso 
as to reduced royalties on articles remaining unsold at the end of the term. 

(t) This proviso is to apply only where royalties on sales (with or without 
royalties on manufacture) are reserved. See ante, p. 203.^ 

(/) This clause must be varied for the case of the original royalties not 
being of fixed amount, e.g. as in Clause 3, ante. In every such case the 
reduced royalty might conveniently be some percentage on the average 
selling price for the last few months or so. 

(k) For another form, see next clause. 

(I) Or (if the royalties are to be on sales) say, " as if such quantity had 
actually been manufactured, and in each sucn half-year been sold by him." 

(m) This refers to the Average Clause. See Clauses 8 and 9, post. 

(n) Or (as to sales) say, "manufactured by him hereunder, and in each 
such half-year sold by him in excess, &c." 

(o) If the words in brackets be used care should be taken that the calcula- 
tion is correct. 

[p) See the next two clauses (Average Glauses). 
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Average 8. Provided always that if the rent for any half-year shall 

d* 08 *- exceed the total amount of royalties due therefor the licensee shall 

be entitled for any one or more succeeding half-years (so far as 
necessary for the purpose) for which respectively the total amount 
of royalties due shall exceed the rent to a remission of so much of 
the latter excess as will make up to him the excess of payment 
made in the half-year for whioh the rent shall have exceeded the 
royalties due therefor as aforesaid (q). 

Another form. 9 (r). Provided always that if the licensees shall for the 
period between the date hereof and the first day of January next 
or for any succeeding year pay a royalty or royalties according to 
the covenant hereinbefore contained without having actually sold 
within such period or year the engine or engines on which such 
royalty or royalties were so paid they shall be at liberty in any 
succeeding year or years, without paying any further royalty in 
respect thereof to sell to the number requisite to make up such 
past deficiency aforesaid an engine or engines of the lowest class 
or (but subject to the payment of the difference, in royalties) an 
engine or engines of any different class or olasses. 

Royalties on 10. A royalty of £ for every carload of imported 

carloads. "by fl^ licensees into their works for the manufacture as herein- 
before authorized whioh term carload shall be deemed to mean a 

quantity of aforesaid of the weight of cwt. (*) and 

so proportionately for any lesser quantity. Provided however 
that no apportionment of any royalty shall be made in respect of 
any quantity less than 7 lbs. (t). 

Boyalties 11 (w). Pay .... for every shuttle used in weaving as afore- 

per shuttle said the said fabrics without silk and either in warp or weft to a 

according to ^dth not exceeding three inches the sum of five shillings for every 

fabric and day or fraction of a day of such use and to a width exceeding three 

period of use. iuches but not exceeding six inohes the further sum of two shillings 

for every day or fraction of a day of such use and to a width 

exceeding six inches but not exceeding nine inches the still further 

sum of two shillings for every day or fraction of a day of such use 

and so on at the rate of two shillings per day or fraction of a day 

of suoh use for each and every further extra width of three inches 

or less. And for every shuttle &c. [Similar provision as to the 

manufacture of tlie fabrics with silk.~] 



(q) For another form, see next clause. 

w~ 



This proviso is to meet the case of royalties of different amounts 
having been reserved on the sales of engines of different classes, and an 
annual rent having been fixed covering the royalties on the sales of a certain 
number of engines of the lowest class. 

(«) Or (if applicable) write, " a quantity of aforesaid to the extent of 

superficial feet." 



!0 Q? superficial feet. 
u) 



i) This clause is adapted from a clause in a precedent in Ooryton 
(Appendix No. 3). 
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12. A royalty of £ for the application of the said inven- Royalties on 

tion to the first 1000 foot-warmers or other apparatuses of a similar ^amOT f< to" 

character used by the company or any lesser number and £ which the 

for the like application to every additional 100 and so proportion- invention may 
ately in respect of any less number than 100 of such additional bea PP lied - 
apparatuses. 

13 (r). The royalties for any articles aforesaid shall be reduced ^Jj^ 68 ,* 
from time to time so as to equal the lowest royalties for oorre- Jo^tf ^ to 
sponding articles for the time being provided to be paid in similar time being 
cases in any other then subsisting licence granted for the said {? other 
district or any part thereof (w). And further the licensor shall l^ 068 '^ 
give to the licensee information in writing at the earliest oppor- to be^^ven^to 
trinity of any reduction of royalties which ought to be made as licensee of 
aforesaid and of the ciroumstanoes relating to suoh reduction: ? n 7 licence 
Provided always that the licensor shall not without the written junction. ° 
consent of the licensee grant any other suoh licence unless there 

be reserved thereunder royalties of the like kinds respectively as 
are reserved hereunder payable half-yearly (a?). Provided also Reduced 
that no royalties reduced as aforesaid so as not to exoeed the to^nicrewled 
royalties of any other licence shall be liable to be increased by if other 
reason only of the expiration of suoh licence. licence be 

determined. 

14 (y). If the licensee shall at any time during the continuance Suspension of 
of this licence have reasonable cause to believe that an infringe- rent and 
ment of the said letters patent had taken or was then taking place ^h^j^ensor 
within the said district and shall serve the licensor with a notice in omits to take 
writing requiring him at the expense of the licensee (s) to take proceedings 
proceedings legal or otherwise with all due speed in order to ^^ mgem 
prevent or restrain the said infringement or any renewal thereof 

and the licensor shall for the space of one week or more after such 
service unreasonably neglect or refuse so to do or having commenoed 
shall for the like space unreasonably neglect or refuse to continue 
suoh proceedings the licensee may at any time thereafter while the 
said infringement or renewal thereof shall remain unprevented or 
unrestrained on serving the licensor with a further notice in 
writing for the purpose De at liberty to withhold payment of any 
rent or royalties aforesaid thereafter beooming due hereunder (a) : 
Provided however that the suspended payments shall revive 
(if at all) either on the termination of any proceedings aforesaid 



(v) As to this clause, see ante, p. 207. For a shorter clause, see Clause 34, 
post. 

(w) Or let there be no limit in the area, e.g. if the intended licence be an 
exclusive one. 



(x) Or as provided in the present licence. 



As to this clause, see ante, pp. 205-6; and note (g) to Licence X, post, 
p. 280. See also Henderson v. Mostyn Copper Co., L. E. 3 0. P. 202. 

(z) Or at the expense of the licensor. In the latter case the proviso in 
brackets at the end of this clause should be inserted. 

(a) Or provide, as in Clause 19, that the payments shall be made to 
trustees. 
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resulting in favour of the licensor or if and whenever it shall be 
ascertained to the proper satisfaction of the licensee that the alleged 
infringer or infringers had done nothing to justify any such pro- 
ceedings being taken against him or them out the licensee shall 
in the meantime keep due account of all royalties so suspended. 

6(a) Provided also that the licensee in addition to requiring the 
censor to take any such proceedings as aforesaid shall as a con- 
dition precedent to the commencement thereof furnish the licensor 
with such particulars of and information as to the alleged in- 
fringement as should establish a reasonable presumption as to the 
fact of such infringement.] 



varied as sales 
of articles 
continue. 



15. Pay to the licensor half-yearly on every day of 

and day of during the scud term the following 



royalties namely : — For the first 100 articles aforesaid sold by the 

licensees per cent, on the gross proceeds of the sale thereof 

and for the next 400 articles aforesaid so sold per cent, on 

the gross proceeds of the sale thereof and for any further articles 

so sold as aforesaid per cent, on the gross proceeds of sale 

thereof. 



Boyaltiesin 
dftsofmding 
scale after 
certain date. 



16. Provided always that from and after the day of 

1890 the said royalties shall be reduced in amount yearly 

so that for the year 1891 the royalties shall be at rates 5 per cent, 
less than those for the year 1890 and for each of the 2nd 3rd and 
remaining years during the continuance of this licence the royalties 
shall be at rates 5 per cent, less than those in the preceding year. 



Remission of 
royalties in 
the case of 
bad debts. 



17 (J). Provided always that every sum not being less than 

£ which may be owing to the licensee from any single person 

firm or company or persons jointly as the price of articles sold by 
him in any half-year shall be treated in the accounts therefor as 
having been then actually paid to him (c) and every sum of what- 
ever amount which at the end of some half-year aforesaid shall have 

been owing to the licensee as aforesaid for calendar months 

or more shall unless the licensee shall show to the satisfaction of 
the licensor that he had taken all reasonable means to recover the 
said sum be treated in the accounts for that half-year as having 
been actually paid to him but except as aforesaid and subject to 
his accounting for any moneys as and when received by him (if at 
all) in respect of any debts owing to him as aforesaid no debts at 
the end of any half-year remaining owing to the licensee for 



(a) This proviso is to be inserted where the costs of the proceedings are to 
be home by the licensor (ante, p. 206). 

(b) See ante, p. 204, as to this proviso, which will suit the case of the 
royalties being by way of a share of the net profits or sale monies, but can 
easily be adapted for the case of other kinds of royalties payable in respect of 
sales. 

(c) This is, of course, to discourage credit being given for large amounts. 
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articles Bold by him as aforesaid shall be treated in suoh accounts 
as moneys actually received by him (d). 

18(e). Provided always that if the said letters patent shall Payments to 
from any cause become wholly or as to some material part of the 2^^ a « 
said invention void the unpaid balance (if any) not then already pea?) to^oe 
due of the said purchase-money shall cease to be payable either at suspended if 
all and in that case this licenoe shall absolutely determine without Jjjf 1 * beoome 
prejudice to the payment of all moneys then already due or to any 
right of action by either party then accrued hereunder or (in the 
event of a successful appeal from any judgment revoking the said 
letters patent) during the period for which such judgment shall 
remain in force and in the event of such an appeal the right of the 
licensors to payment of the said balance shall revive and the same 
or so much thereof as shall have fallen due on each half-yearly 
day (if any) aforesaid within the same period shall become pay- 
able at the date of the said judgment on appeal. Provided Bat final 
always that the final cesser of payment as aforesaid shall be ^ e *t°^?. 
deemed satisfaction in full to the licensee of any claim by him for f^ on <# 
damages or compensation by reason of the said letters patent damages, 
having become void as aforesaid. 

19 (/). Provided always that pending any proceedings^ that Royalties to 
may be undertaken by any third party in order to obtain the |*j P*j^ to 
revocation of the said letters patent the licensee shall pay all pending pro- 
royalties for the time being due hereunder to A. B. of &o. and ceedingsfor 
C. D. of &o. or such other persons as the parties hereto may select evocation of 
who shall retain all sums so paid to them until final judgment pa 
whether on appeal or otherwise shall have been delivered in respeot 

of the said proceedings and in case such judgment shall be in 
favour of the licensor shall pay the said sums to the licensor but in 
case it shall be in revocation of the said letters patent shall pay the 
same to the licensee subject as to the said sums in either case to 
the satisfaction thereout of the oosts and expenses of and attending 
the trusts in respect thereof as aforesaid (g). 

20 (h). Provided always that if from any cause whatever not Cesser of rent 
attributable to the licensee the licensor shall for any one half-year J^ tosuwSv 
become unable to and in fact not supply to the licensee the said material as 

covenanted. 

(d) Ajs to when a sale of goods is completed, see Benjamin on Sales 
(Chapter on "Delivery") and Williams, P. JP. (Chapter on "Alienation of 
Choses in Possession " ;. 

(e) See Licence VIL, post, p. 266, in which such a clause appears, and note 
(d) thereto. 



(/) Ante, p. 206. 



[g) It may be intended, however, only to provide for the return to a 
licensee, in case the patent should be revoked, of some part of his premium 
(if any) or such a sum as will make up to him what he has not succeeded in 
recovering by virtue of the Average Clause. The above clause can, of 
course, be easily modified to make such a provision. 

(h) Ante, p. 207. 
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material to the amount of 



tons at least the rent shall not 



Delivery of 
articles by 
licensee to his 
selling sub- 
licensees to be 
deemed sales 
to them. 



Commutation 
of royalties. 



Patent mark 
to be used. 



become payable for such half-year but this proviso shall not affect 
the obligation of the licensee to pay royalties as aforesaid on the 
amount of [the substance manufactured'] in the same half-year 
actually manufactured by him subject to the operation of Clause 

21 (j). All articles delivered or sent by the licensee to any of 
his sub-licensees according to the terms of their respective sub- 
licences shall for the purposes of this licence be considered as 
having been actually sold by the licensee at the respective times 
when the same shall have left his said works in the possession of or 
to be delivered to such sub-licensees respectively and the licensee 
shall accordingly pay in respect of such articles the royalties 

provided by Clause hereof to be paid in respect of sales 

less a discount of per cent, thereof (A). 

22 (I). Provided always that the licensee. may commute the 

payment of future royalties as from the day of 

18 — or the last day of any other year thereafter of the said term 
hereby granted by serving the licensor with not less than three 
calendar months' previous notice in writing of his intention so to 

do and on such day or within dayB thereafter paying to the 

licensor all sums then due to him hereunder and a further sum 
equal to the aggregate of the royalties whioh (as calculated by the 
average yearly receipt hereunder of royalties for all the previous 
years) might become payable for the residue then to oome of the 
said term (m) less however as to each yearly sum forming the said 
aggregate a discount therefrom by way of interest thereon at the 

rate of per cent, per annum for the period between the 

time of commutation and the day when such yearly sum is to be 
deemed payable and the licensor shall at the expense of the licensee 
duly execute to him a release of the said royalties accordingly (n). 

23 (o). The licensee shall place on some conspicuous part of 



ft) The Average Clause. 

(j) Ante, p. 216. This clause may be used where the licensee has to pay 
royalties on sales, but not otherwise. Where the sub-licensees may manu- 

{acture, it may be provided that articles when manufactured by them shall 
ie deemed sold to them, so as to make royalties payable to the licensor by 
the licensee thereon. See last proviso to Clause 1 of Licence IX., post, p. 274. 

(k) In the absence of such a clause the royalties payable on sales by the 
licensee, will of course be also payable on sales by sub-licensees. 

(I) Ante, p. 207. 

(m) Where rent is reserved the commutation might be based on the aggre- 
gate of the future rent, or the above clause be used. 

(n) This is a simple method of computing roughly the present worth of 
the supposed future royalties. A high percentage should be stated, partly 
as a set-off to some extent to the possible claim that compound interest 
should be calculated with half-yearly rests, i.e. if the royalties reserved are 
payable half-yearly. 

(o) As to the use of the patent mark, see ante, pp. 210 — 212. 
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every artiole manufactured by him as soon as the same shall be 
completed a brass plate [or " label " or SfcJ] to be furnished by the 
licensor as and when required by the licensee bearing a mark 
(hereinafter called the patent mark) according to the form given in 
the margin hereof numbered in order of manufacture with one of 
the series of the numbers 101 102 103 &o. commencing with the 
first thereof and the licensee shall not part with the said artiole or 
keep the same in his possession without the patent mark so affixed 
thereto and shall not affix to or put on the said machine any other 
mark plate words or inscription whether having reference to the 
said invention or otherwise (except the name and address of the 
licensee) and shall on each half-yearly day aforesaid or within 
twenty-one days thereafter pay to the lioensor for the said plates 
labels " or 8fc.~] so furnished in the half-year then ended at 

rate of shillings per dozen including the oosts of 

carriage and delivery thereof. 



far " 
the r 



24 (o). The licensee shall affix on every box packet bottle jar or Another form. 

other receptacle of or containing the said as and when 

manufactured by him a label or plate bearing the proper patent 

mark and designation of the said invention which shall be furnished 
by the licensor as and when required by the licensee and shall not 

sell or part with the possession of any such or the receptacle 

containing it without &c. [As in last clause, but perhaps stating 
different prices for the labels and plates,"] 

25 (p). The licensor shall at his own expense from time to time Licensor to 
as and when reasonably required by the licensee but in respeot f? 1 ™^^ 11 - 

only of at least in number of such articles at any one time tory to affix 

send some person to the works of the licensee for the purpose of the patent 
affixing the said plates to such articles aforesaid produoed by the mar * 8 ' 
licensee as shall not have the same affixed thereto respectively. 

26 (q). Every artiole manufactured under this licence shall be Stamping 
stamped by the licensees with such die as shall be furnished by the ^J? 1 * " ticles 
licensors for this purpose. And further every article manufactured j^ng^ ^ 
under any other licence granted by the licensors in respect of the to stamp 
said invention to any other person or persons shall during the oon- articles sent 
tinuanoe of this licence as and when required by the licensors or j^^ 
any person authorized by them and if brought to the licensees for 

this purpose be stamped by them' with the said die and the said 
artioles so brought as aforesaid shall be properly stamped and 
ready for delivery within two days after the same shall have been 
brought to the licensees who as to each quantity brought in at one 
and the same time may oharge for the stamping thereof at the 
following rates respectively namely at the rate of shillings 



(o) Ibid. 

(©) Ante, p. 211. 

(q) Ibid. 
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per dozen and so proportionately for any part of a dozen not being* 
less than three or if more than six dozen shall be brought in then 
at the reduced rate of shillings per dozen and so propor- 
tionately as aforesaid or if more than twelve dozen shall be 

brought in then at the further reduced rate of shillings per 

Charges to be dozen and £0 proportionately as aforesaid and all such charges 
debited to made in any half-year aforesaid shall be debited to the licensors 
and be set off at the end of such half-year against the same 
amount of royalties payable by the licensee for that period as 
aforesaid (r). Provided however that every die so furnished as 
aforesaid shall remain the property of the licensors and be delivered 
up as and when required by them. 

27 ($). Each licence hereafter granted by the licensors in respect 
of the said invention to any other person or persons than the 
licensees hereof shall contain a clause or provision by which the 
licensee or licensees thereunder shall be bound to bring to the 
licensees hereunder to be stamped in manner aforesaid all articles 
manufactured under such licence and to pay for such stamping at 
the rates at least and otherwise as hereinbefore provided. 



Dies to be 
roperty of 
censors. 



ll< 



Clause to be 
inserted in 
other licences 
for licensees 
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licensees 
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No amend- 28 (t). The licensor shall not at anytime during the continuation 

fication by 001 " °^ ^^ l^ cence amend the specification for the time being in force 
licensor at the Patent Office of the said invention or any other patented 

without invention then subject hereto without the written consent of the 

lioensee but such consent shall not be arbitrarily withheld. 



consent of 
licensee. 



29 (w). The licensor hath not heretofore granted any licence for 
the use of the said invention within the said district and will not 
during the subsistence of this licence use the said invention or 
grant licences in respeot thereof or authorize any person whomso- 
ever to use the said invention within the said district. 

30 (r). The licensee shall not during the continuance of this 
licence without the written consent of the licensor manufacture 
any article aforesaid without the application of the said invention 
as described in the specification thereof for the time being in force 
at the Patent Office [and in case he shall do so without such con- 
sent shall (but without prejudice to the right of the licensor in 

articles made this respect under Clause hereof to revoke this licence) pay 

otherwise, to the licensor such sum or sums by way of royalty to the amount 



Covenant by 
licensor as to 
no prior 
licences, and 
not to use 
invention or 
grant other 
licences. 

Covenant by 
lioensee to 
manufacture 
only according 
to specifica- 
tion [or in 
default to pay 
royalties on 



(r) See Cory ton, p. 534, note, where observed that patentees will thus be 
better able to check the accounts of the other licensees. 

CtS Ante, p. 211. 

(t) In general this clause will only be used for licences to manufacture, 
where the rights are to be exclusive or partially exclusive, or where 
premiums are to be paid. In a licence merely to sell the patent articles, the 
clause can hardly be required. As to this covenant, see ante, p. 202. 

(u) For exclusive licences only. See ante, pp. 182, 199. 

(v) Ante, pp. 202, 212. 
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or respective amounts and otherwise as aforesaid in respeot of any bnt -^""J* 
article or articles manufactured by him contrary to this covenant power of 
as if the same had been manufactured in aooordanoe therewith]. revocation]. 

31 (w). The licensee shall not without the written oonsent of Licensee not 
the licensor first had and obtained assign or mortgage charge to a* 8 ^ 
[grant sub-lioenoes in respect of (#)] or otherwise deal or part with ^SJouf 6 ' ^ 
the possession or control of this licence or attempt so to do [except oonsent. 

by way of sub-licensing as next hereinafter provided (y)] [but suoh 
oonsent shall not be arbitrarily withheld]. 

32 (z). Provided always that it shall be lawful for the licensee Express 
to grant sub-lioenoes hereunder which shall respectively be accord- power to 
ing to the terms (amongst others) mentioned in the Schedule {j^ncesfterms 
hereto (a). Provided also that the lioensee shall immediately after in Schedule] ; 
the grant by him of any sub-licence give the licensor written notice but notice and 
thereof stating the date of the sub-licenoe the name and address particulars to 
of the sub-licensee the nature of the privileges thereby granted ** & Yfm * 
the amount and times for payment of the royalties reserved there- 
under the length of the term comprised therein and the locality 

in which the same is to be enjoyed and also showing that the sub- 
licence oontains the terms hereinbefore provided in this behalf. 

33 (b). The licensee may jjrant sub-lioenoes hereunder to manu- Another form 
faoture and sell the said articles or only to sell the same but each (terms set 
sub-lioence shall be expressed to take effect at once in possession and ont )* 

be granted to the sub-licensee personally only and not to his assigns 
and be at royalties only and not at any fine or premium and suoh 
royalties shall be made payable half-yearly or at shorter regular 
periods and be the highest that can reasonably be gotten and shall 
contain covenants by the sub-licensee to perform and observe the 
covenants and conditions in this licence as to the use of the patent 
mark the not disputing the validity of the letters patent and the 
manufacturing of articles only according to the specification and 
to keep and furnish regularly to the licensee in respect of articles 
manufactured or sold under the sub-licenoe accounts of a similar 
nature to the accounts hereinbefore covenanted to be kept and 
furnished and verify such accounts by statutory declaration and not 
to assign or incumber the sub-licence or attempt so to do without 
the written consent of the licensee (c) and shall also contain a pro- 
viso for revocation of the sub-lioence on default being made for 
twenty-one days in the payment of royalties due thereunder or on 
the breach of the other oovenants or conditions in the sub-lioenoe 



(w) Ante, pp. 202, 213, 214. 

(x) Omit this reference to sub-licensing if an express power to sub-license 
(see next two clauses) is to be given. 

\y) Retain this matter if either of the next clauses is inserted. 

z) Ante, pp. 215, 216. 

[a) In the next clause terms are set out. 

b) Ante, pp. 215, 216. 
[c) Add any other covenants &c. suitable. 
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or on the bankruptcy of or committal of any act of bankruptcy 
(whether available for adjudication or not) by the sub-licensee and 
so that the sub-licensee shall execute and deliver a counterpart 
of his sub-licence and the licensee shall not without the written 
consent of the licensor release any of the covenants and conditions 
aforesaid to be performed or observed by the sub-licensee and shall 
give the licensor immediate notice in writing of any breach com- 
mitted by the sub-licensee and shall if required by the licensor 
in writing so to do revoke the sub-licence on account thereof and 
in the event of the revocation thereof whether as aforesaid or 
otherwise of the said sub-licence shall not without the like consent 
grant any new or further sub-licence hereunder to the same sub- 
licensee : Provided always that the licensee shall immediately 
after the grant &c. [Proviso as to giving notice and particulars of 
the grant of every sub-licence as in last clause.'] 

licensor not 34 (d). The licensor shall not grant licences to use or vend the 
to grant other g^ invention or any part thereof at any place or places [outside 

licences on ,1 «j j» a • at a ai_ a 

terms more *he said district] to any other person or persons on terms more 
favourable favourable to him or them than are granted to the licensees here- 

than here- un der. 
under. 

Liberty for 35 (e). The licensor and his agents shall be at liberty at all 

inspect* to reasonable times during the continuance of this licence to enter 

factory. any place of the licensee where the manufacture or sale of the said 

articles shall be carried on in order to ascertain the state or extent 

of such manufacture or sale and that all covenants by the licensee 

herein contained have been or are being performed or observed. 

licensee not 36 (/). The licensee shall not during the continuance of this 
*aiiditv lte f li° ence n °r at any time after the determination thereof dispute or 
patent ° object to the validity of the said letters patent or the novelty or 
utility of the said invention. 

Licensor to 37 (g). The licensor shall during the continuance of this licence 

P*y f ^ or pay all fees necessary for the renewal of the said letters patent 

see*!© do°TO " days at least before the latest times appointed for the pay- 

and deduct ment thereof respectively and when required by the licensee 

^dto ^ 11168 P ro( ^ uce tk e certificate to him of any payment thereof or permit 

conditions of ^ e licensee to pay any one or more of such fees and to deduct the 

patent. amount of the same if and when so paid by him from the amount 

of royalties or other sums for the time being due hereunder and 

also generally perform and observe the conditions of the said letters 

patent. 

Licensor to 38 (A). The licensor shall at all times during the continuance of 

defend patent 

(d) Clause 13, ante, p. 231, is a more extensive one to the same purpose as 
the above. 

[e) Ante, pp. 202, 212. 
/) Ante, pp. 202, 216. 

fa) Ante, pp. 199, 200. 
;*) Ante, pp. 199—201. 
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this licence at his own cost defend every proceeding for revocation and at oost of 
of the said letters patent and at all times aforesaid at the request JjJJ^J^ 
and oost of the licensee oommenoe and prosecute all legal or other coalings for 
proceedings in respect of any infringement or suspeoted infringe- infringements 
ment of the said letters patent committed within the said distriot j^nf^^ 
or permit the licensee at the like oost so to do in the name of the 
lioensor. 

39 (*'). The licensee shall use his best endeavours to detect every Licensee to 
suspeoted infringement of the said letters patent within the said ^^^"^ 
district and shall give the licensor written notice thereof as soon as a^d^e* 1 
the licensee shall have suspected and also (if the case) ascertained notice thereof 
the same and shall at the expense of the lioensor as to actual dia- ®£f asaii ? fc 
bursements (if any) made or liabilities (if any) incurred thereby proceeding 
assist him in any proceedings undertaken by him [unrequested by ^^ ' 
the lioensee] in respect thereof as shall be reasonably required. 

40. Either party may at any time determine this licence by Power for 
serving the other with a written notioe of his intention so to do determine 
three calendar months at least before the expiration of any half- licence on 
year aforesaid and suoh servioe shall operate accordingly but notice, 
without prejudice to the reoovery by either party of any monies 
then already due or to any right of action for past breaohes accrued 
hereunder. 

41 (/). If any royalties or other sums payable hereunder by the Power of 
licensee or any part thereof respectively shall for any half-year be J^**??? 11 on 
not paid within twenty-one days from the expiration thereof parents or 
(whether demanded or not) or if the licensee shall make default in breach of 
any other obligation by him herein contained and (in the case, of a ® iner ob ?*S a 1 " 

breach capable of being made good) shall for the space of ruptcy&c. of" 

days after he shall have been served with a notice in writing by licensee, 
the licensor requiring him to make good the said breach neglect or 
omit so to do or if the licensee shall become bankrupt or commit 
any act of bankruptcy whether available for adjudication or not 
then the licensor at any time thereafter [and notwithstanding any 
merely implied waiver by him of his right so to do] may by 
serving the licensee or his trustee in bankruptcy (if any) with a 
notice in writing for this purpose forthwith revoke this licence 
without prejudice however to the recovery by^ the lioensor of any 
monies then already due or to any right of action by or on behalf 
of either party for past breaches accrued hereunder. 

42. If the lioensee shall not before the day of Another 

commence to manufacture the said artioles as aforesaid or shall in J?™!*^" 

i . •%• ii 10 i. tion&i to last 

any one oomplete year ending on the day of not ^j referring 



(0 Ante, pp. 202, 217. 

(/) As to events on which the power may be reserved, see ante, pp. 218, 
219. 
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tonnprofit- work the said invention at a profit (k) or shall for a period of 

a^ceuniLgto calendar months consecutively or more practically discon- 

wark). tinue working the same or shall in any half-year aforesaid not 

manufacture (/) machines at least or if any royalties or 

other sums payable hereunder &c. 

[Continue as in last clause J] 

Power for 43 (m). Provided always that if the said letters patent shall 

d^^ine from any cause become wholly or as to some material part of the 

licence if said invention void and incapable of being restored (notwithstanding 

patent void, that any judgment in revocation of the said letters patent to the 

extent aforesaid shall or shall not be appealed against) the licensee 

may at any time thereafter but not after any such judgment shall 

have been (if the case) reversed on appeal by notice in writing 

served on the licensor determine this licence forthwith without 

prejudice however to the recovery by the licensor of any royalties 

or other sums then already due to the licensor or to any right of 

action then already accrued to either party hereunder. 

Mutual cove- 44. And each of them the said parties hereto doth hereby oove- 

impro^ementa nan * ^^ n * ne °* ner °* them that he will at the earliest opportunity 
&c. either at his own place of business or by post (if suitable) or 

otherwise as shall be reasonably required during the continuance of 
this licence communicate and explain to the other of them free of 
charge except as to expenses out of pocket incunred thereby every 
improvement in or addition to the Baid invention or mode of 
applying the same or any discovery useful for the manufacture of 
the said articles that he may invent ascertain or make or otherwise 
be entitled to communicate and that every such improvement 
addition or discovery (whether the same shall be or beoome 
patented or not) shall during the continuance of this licence be for 
the use of both parties hereto [or their respective assigns] and if 
made invented or ascertained by the licensor shall for the purposes 
hereof be deemed part of the said invention (n). 

Covenant by 45. The licensor shall at the earliest opportunity &o. communis 
Hoenaorasto ^fa an( j explain to the licensees &o. [as in last clause dotcn to 
made by him. " entitled to communicate "] and at the oost of the licensees as to 

i'ourneys and other expenses (if any) out of pocket occasioned to 
dm thereby communicate to them or their agents or workmen not 

exceeding in number as and when reasonably required by 

the licensees the nature of such improvement addition or discovery 



(&) That is to say, the payment of the royalties for any current year must 
not involve loss (Kernot v. Potter, 30 Beav. 343). 

(I) Or " sell," but in that case not necessarily on account only of the 
royalties being reserved on sales, as the word "sell" would be appropriate 
even if the royalties were for manufactures. 

(m) Ante, p. 219. 

(n) On this clause, see p. 218, ante; and as to improvements generally, see 
Chapter on "Agreements," pp. 33 — 36, ante. See also C. F. 15, 16, ante 9 
p. 52. 
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so as to enable them respectively to make full and effective use of 
the same and permit the licensees to have the use thereof (whether 
it shall be or become patented or not) subject as nearly as can be 
to the covenants and conditions herein contained as if such improve- 
ment addition or discovery were part of the premises (e?). 

46. At any time after the expiration of three years from the Option to 
date and during the continuanoe hereof the licensee shall have the pa f^f?2 te 
option (to be declared in writing) to purchase all the patent rights {jj^ years* 
of the licensor for the United Kingdom and the Isle of Man in 

respect of the said invention now or which hereafter may be held 
by him and the sole and exclusive benefit within the same places 
of all improvements and additions thereto and new discoveries use- 
f ul for the manufacture of the said articles which hereafter may 

be made by the licensor at the price of £ subject to the 

satisfaction by the licensee up to the time of completion of the said 
purchase of all his then subsisting obligations hereunder. Pro- but purchase 
vided always that if the said purchase shall from any cause not ^J^°^iin 
attributable to any wilful act or default of the licensor not be oom- three months 
pleted within three calendar months from the time when such de- from exer- 
claration shall have been served on the licensor he shall on the oifle " 
expiration of the said period be released from any obligation to 
sell the said patent rights and benefit as aforesaid. 

47. The licensor shall not within the said district during the licensor not 
continuance of this licence either alone or in partnership or directly ^ en ^ a ^ m 
or indirectly whether as shareholder or debenture holder or other- within dis- 
wise engage or be concerned in or promote any company trade trict. 
business or speculation for the manufacture sale or letting on hire 

of articles of the same or like nature with any of the articles 
which can be manufactured or improved by means of the said in- 
vention (w). 

48. Provided always that during such time or times as the Licensee not 
licensor shall himself either alone or in partnership carry on the Jj^ut** " 

business of a at aforesaid, and shall subject as licensor to 

hereinbefore provided efficiently execute the orders of the licensees do ^ for 

for the supply of manufactured according to the said in- licen8ee - 

vention the licensees shall not manufacture the like articles whether 

as aforesaid or otherwise but the licensor shall manufacture such 

articles for the licensees at the price of £ each and while 

bound under this proviso shall not manufacture any such artioles 
for any other person than the lioensees or their nominees. 

49. Each person party hereto shall sell all products of his manu- Sale only 
faoture as aforesaid through Messieurs K. & L. of &o. or soma J 1110 ^ 11 

^ brokers oom- 

(v) See also 0. F. 15 and 16, ante, p. 52. 

(w) See Leather Cloth Co, v. Lorsont, L. E. 9 Eq. 345, as to the restraint 
of trade caused by such a covenant not being greater than that caused by 
the patent itself, whereby the covenant was held not to be against public 
policy. 

M. R 
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other brokers or broker at whose offices all persons parties hereto 
shall hold quarterly meetings for regulating the prices so as to 
avoid competition between themselves in the prices of the said 
products. 

50. Provided always that if during the period of three 
oonsecutive calendar months commencing any time after the 
day of next the licensee together with his sub- 
licensees (if any) shall from any cause whatever cease practically 
to carry on the business of making and selling the said patented 
articles or if for any half-year aforesaid the said royalties shall 

amount to less than the sum of £ (x) [the licensee however 

in that case being at liberty by paying to the licensor a sum 
sufficient to make up the said sum of £ to avoid the conse- 
quences which would otherwise arise hereunder by reason of such 
deficiency] then this licence shall as from the expiration of suoh 
period or naif -year as the case shall be cease to be exclusive as 
regards the licensee and accordingly the licensor may at any time 
or times thereafter without giving to the licensee any notice of his 
intention so to do grant licences to any other persons respectively 
for the use of the said invention within the said district upon such 
terms as he may think fit. 

51 (y). Any notice intended to be given or served hereunder 
may be given to or served on the licensee or licensor as the case 
may be personally or by leaving the same at his then or last 
known place of abode or business in the United Kingdom or by 
sending the same to such place through the post in a prepaid 
registered letter addressed to him and if served by post as afore- 
said shall be deemed to have been served at the time when it would 
be delivered in the ordinary course of post and in proving such 
service last aforesaid it shall be sufficient to prove that such letter 
was put into the post; but if by reason of the absence of any 
party from the United Kingdom or otherwise he cannot receive or 
be served with any such notice as aforesaid the said notice if in- 
serted by the other party once as an advertisement in each of the 
following newspapers namely &o. shall be deemed to have been 
effectually served on the second day after the day on which the 
last of such advertisements appeared. 

52. Except where in any case the context requires a different 
interpretation the expression " the licensor " or " the licensee " (s) 
wheresoever used herein shall extend and be construed to apply 
also as far as possible to the assigns of the person so designated. 



(x) "Where there is a fixed rent the condition as to the minimum amount 
of royalties had better be omitted, as also the optional matter in brackets. 

(y) For an addition to this in the case of a company, see Clause 19 of 
Licence X., poet, p. 282. 

(z) Add, where appropriate, " or any other expression referring to either 
of the same persons." See ante, pp. 185, 186, as to covenants binding 
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I. LICENCE (non-exclusive) at Royalties only [ Where open Con~ 

tract] 245 

II. LICENCE (non-exclusive) at Royalties only [ Where full Con- 

tract] 247 

HX LICENCE (exclusive) at Rent and Royalties 250 

IY. LICENCE (exclusive) at Rent and Royalties to manufacture 
and sell Chemicals — Foreign Concession held by Licensor to 
yet the Raw Material — Licensor to supply Licensee with 
the material at prices — Analyses of Cargoes by Chemists — 

No Rent payable when supply insufficient 254 

[Agreement IX. carried out.] 

V. LICENCE (exclusive) to sell the patent articles — Licensor both 

French and British patentee — Licensor from French factory 
or his British manufacturing Licensees to supply articles 

monthly at prices . , 259 

[Agreement X. carried out.] 

VI. LICENCE to a Firm to manufacture at own Works and 

(subject to Reservation to grant limited number of other 
selling Licences) to sell the patent articles within a Dis- 
trict — Rents and Royalties on Sales, or at option of 
Licensees, both on manufactures and sales — Delivery of 
Articles to Sub-licensees to be deemed Sales 263 

YIL LICENCE (exclusive) for a District at a sum the balance 
whereof is payable in Five Years by Half-yearly Instal- 
ments — If any Instalment in arrear, final balance, or any 
part demanded, at once payable — Payments to cease If 
Patent void, but to revive if decision overruled — Cesser of 
Payment to be taken as Damages — Assignment for the 
District, when all Moneys paid — Revocation of the Licence 
if long default in Payment or Bankruptcy— Licensee may 

determine on breach by Licensor , . . 266 

\_Sale on Hire System.] 

YELL LICENCE (exclusive) for a District, in consideration of a 

Life Annuity secured by Bond ........ 271 

r2 
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for Infringements — Special Provisions for determination 

. £c,— -Reduced Royalties on products in hand at end of 
Licence 278 
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Royalties and Rent — Royalties on Manufactures by 
Licensee, and his Sub-Licensees, and also on articles autho- 
rized to be supplied by him Abroad — Reservation to 
Licensor as to existing Orders and Foreign Customers, 
and the supply by him to the Licensee for the First Year 
of Articles to be Sold on Commission 283 

XII. SUB-LICENCE (exclusive for a District at Royalties) 288 
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I 

LICENCE (non-exclusive) at Royalties only — [Where open con- Pbeo. I. 

tract] (a). 

THIS INDENTTJEE made the day of 18— 

between A. B. of &c. (hereinafter called " the licensor " ) of the 

one part and C. D. of &c. (hereinafter called " the licensee " ) of 

the other part (b) : Whereas by letters patent &o. [Grant of SetitaU. 

patent (c) and devolution (if any) of title] : And whereas the Grant of 

licensor has agreed to grant the licensee a licence to use the said E?* 611 ^ * 

invention [so far as relates to the manufacture of ] within $$£ n ° 

the town or district of in the county of as herein- Agreement to 

after defined upon the terms hereinafter appearing. NOW THIS licence. 
INDENTTJEE WITNESSETH that in pursuance of the said Gnwt. 
agreement and in consideration of the royalties hereinafter re- 
served and the covenants on the part of the licensee hereinafter 
contained the licensor doth hereby grant unto the licensee [and his 
assigns (d)] full liberty licence power and authority within the 

distriot being miles in radius from the front of the town 

hall of the town of in the county of to make use 

exercise and vend (e) the said invention [so far as the same shall be 

applicable to the manufacture of ] : To have hold 

exercise and enjoy the said licence and premises unto and by the 
licensee [and his assigns (/)] for and during all the residue now 
to come and unexpired of the said term of fourteen years and 
during any further term for which the said letters patent may be 
prolonged [(g) Yielding and paying unto the licensor half-yearly Reddendum. 

on every day of and day of for every 

manufactured by the lioensee [or his assigns] hereunder in 

the half -years then ending respectively the royalty of ] : 



(a) The only terms of the contract are to be supposed to be as to the 
amount of royalties payable half-yearly, the locality, and the duration of 
the licence. See ante, p. 195. 

(b) As to recitals in a licence, see ante, p. 191. 
(cj See 0. F. 2, 3, 4, ante, pp. 49, 50. 

(a) If the contract does not extend to the assigns, omit the words in 
brackets. See ante, pp. 184, 185. 

(e) The word " manufacture," if used with reference to the patent articles, 
will include the sale of them. (Thomas v. Hunt, 17 0. B. N. S. 183, and 
ante, p. 194.) 

(/) See note (d), supra. 

Q) As to the insertion of the reddendum, see ante, p. 194. 
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And the licensee doth hereby oovenant with the licensor and his 
assigns that he the licensee [or his assigns] will during the term 
hereby granted pay to the licensor or his assigns (A) half-yearly 

on every day of and day of for 

every manufactured by the licensee [or his assigns] here- 
under in the half-years then ending respectively the royalty of 

: And also (i) that he [or his assigns] will during the 

said term keep at his [or their] usual place [or places] of business 
all proper books of account and make true and complete entries 
therein at the earliest opportunities of all particulars neoessary 
or convenient for the purposes hereof of all transactions re- 
lating to the manufacture [or sale (J)"] of manufactured 

by him [or his assigns] hereunder and produoe the said books to 
the licensor or his assigns or his or their agent or agents at all 
reasonable times for inspection and the taking oopies or extracts 
therefrom and will at his [or their] own expense obtain and give 
to him or them all such information as to any item or matter con- 
tained or which ought to be contained therein as shall be reason- 
ably required : And also that he [or his assigns] will at the end 
of each half-year aforesaid deliver or send to the licensor or his 
assigns a statement in writing of the particulars of the manu- 
facture in such half-year of the said articles and the amount of 
royalties payable in respect thereof as aforesaid (k). 
In witness &o. (/). 



Improve- 
ments &c. 
(mutual 
oovenani 



Power of 
revocation. 



(h) If the reddendum is inserted this oovenant need only be " to pay to the 
licensor or his assigns the said royalties at the respective times aforesaid." 

'%) As to keeping accounts, inspection, Ac., see ante, p. 210. 

J) Entries of the sales will serve as a check to those of the manufacture. 

Je) Where the contract is more than an open one of the simplest kind 
{ante, p. 195), so as to extend to improvements, &c, and to a power of 
revocation by the licensor, use Sp. CL 41 and 44, ante, pp. 239, 240. Liberty 
for the licensee to determine the licence is unnecessary to be given, as he 
need only discontinue the use of the invention (ante, p. 219). 

(I) The licence should be registered (ante, pp. 23, 24, and sect. 23 of the 
Act of 1883, post, p. 313, Appendix). 
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n. 

LICENCE (non-exclusive) at Royalties only [ Where full contract] (a). p*ao. n. 



THIS INDENTUEE made &o. Between A. B. of &c. (herein- 
after called " the lioensor ") of the one part and C. D. of &o. of the 
other part [Recite as in last Precedent], NOW THIS INDEN- X«*tai*. 
TUEE "WITNESSETH that in pursuance &o. [Continue to the 1st Testatum. 
end of the Habendum in last Precedent, and take in the Reddendum if Grant. 
thought Jit] : And the licensor doth hereby covenant with the covenant*. 
licensee [and his assigns] that notwithstanding anything by him Validity of 
the licensor done omitted or knowingly suffered the said letters 1 ^ < ??l? nd 
patent are now valid and subsisting and not void or voidable and ^ n t. 
that notwithstanding as aforesaid he the lioensor now hath power 
to grant the premises in manner aforesaid: And the licensee Covenant* by 
doth hereby covenant &o. [Covenants to pay royalties, keep 8fc. j^ engee - 
accounts and allow inspection 8fc. as in last Precedent, adding as ro^SSes. 
follows] : And will if and when required by the licensor or his ^o keep and 
assigns but at the expense of the licensee [or his assigns] verify or deliver ao- 
procure some fitting person in his [or their] employ to verify the ??^ ltfl . and 
said statement or any part or parts thereof by statutory deolara- B pecti<m"of 
tion : And also (b) will place on some conspicuous part of every books, 
article manufactured by him [or his assigns] as aforesaid as soon To verify 
as the same shall be completed a metal plate [or " label " or 8fc] statements of 
furnished by the licensor or his assigns as and when required by aocoun • 
the licensee [or his assigns] bearing some number showing the Stent mark 
order of manufacture and also having an inscription or mark on articles, 
of the kind shown in the margin hereof or such other inscription 
or mark as the licensor or his assigns may think fit to adopt 
and will not retain or^sell or part with the possession of any such 
article without the said plate [or " label " or fyc] being placed 
thereon as aforesaid: And also will on each half-yearly day 
aforesaid or within twenty-one days thereafter pay to the lioensor 
or his assigns for the said plates [or " labels " or tyc] so furnished 

in the hafi-ye&r then ended as aforesaid at the rate of 

shillings per dozen including the cost of carriage and delivery 



(a) As to this form of licence, see "List of Ordinary Covenants/' ante, 
p. 223, and the references there to the pages of the text. 

(b) For other clauses relating to the use of a patent mark, see Sp> CI, 
23—27, ante, pp. 234—6. See also ante, pp. 210, 211. 
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thereof : And also (c) that [neither] the licensee [nor his assigns] 
will [not] during the continuance of this licence without the 
written consent of the licensor or his assigns manufacture any 
article aforesaid without the application of the said invention as 
described in the specification thereof for the time being in force 
at the Patent Office [and in case he [or his assigns] shall do so 
without such consent will pay to the licensor or his assigns such 
sum or sums by way of royalty to the amount or respective 
amounts and otherwise as aforesaid in respect of any artiole or 
articles manufactured by him [or them] contrary to this covenant 
as if the same had been manufactured in accordance therewith] : 
And also (d) that the licensor or his assigns or his or their 
agents shall be at liberty at all reasonable times during the 
continuance of this licence to enter any place of the licensee 
[or his assigns] where the manufacture or sale of the said 
articles shall be carried on in order to ascertain the state or 
extent of such manufacture or sale and that all covenants by 
the licensee herein contained have been or are being duly per- 
formed or observed: And also (e) that [neither] the licensee 
[nor his assigns] will [not] without the written consent of the licen- 
sor or his assigns first had and obtained assign or mortgage charge 
or grant sub-licences in respect of or otherwise deal or part with the 
possession or control of this licence or attempt so to do [but such 
consent shall not be arbitrarily withheld] : And also (/) that 
[neither] the licensee [nor his assigns] will [not] during the 
continuance of this licence nor at any time after the determination 
thereof dispute or object to the validity of the said letters patent 
or the novelty or utility of the said invention : And also (g) that 
the licensee [or his assigns] will use his [or their] best endeavours 
to detect every suspected infringement of the said letters patent 
within the said district and will give the licensor or his assigns 
written notice thereof as soon as the licensee [or his assigns] 
shall have suspected and also (if the case) ascertained the same 
and will at the expense of the licensor or his assigns as to actual 
disbursements (if any) made or liabilities (if any) incurred there- 
by assist him or them in any proceedings undertaken by him 
or them in respect thereof as shall be reasonably required : And 
it is hereby declared (h) that the licensor or his assigns 
shall be at liberty at any time after the day of 



(c) As to this covenant, see ante, p. 212. 

(</) Ante, p. 212. 

(e) As to this covenant, see ante, pp. 213, 214 ; and as to an express power 
to grant sub-licences, see ante, p. 215. For precedents of an assignment 
and a mortgage of a licence, to which the licensor is a party, see Assign- 
ment X. and Mortgage IV. , ante, pp. 163, 177; and in connection therewith 
respectively, see the remarks at pp. 128, 131, ante, 

(/) Ante, p. 216. 

(g) See ante, p. 217, as to this covenant, and also note to Sp. CI. 39, ante, 
p. 239. 

(h) As to the revocation of a licence, see ante, pp. 218, 219. For the 
form of a proviso or covenant for revocation on bankruptcy or breach of 
covenants, see Sp. CI. 41, ante, p. 239. 
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18 — to serve the licensee [or his assigns] with a written notice Praa n. 
to revoke this licence wnich accordingly shall stand and be ' 

revoked at the expiration of weeks from the date of such 

service but without prejudice to the payment of any royalties 
or other sums due hereunder up to the time of revocation: And Mutual 
each of them the said parties hereto (*) doth hereby covenant with ?° venan * ***** 
the other of them that he [or his assigns] will at the earliest £252^" 
opportunity either at his [or their] own place [or respective plaoes] 
of business or by post (if suitable) or otherwise as shall be reason- 
ably required during the continuance of this licence communicate 
and explain to the other of them [or his assigns] free of charge 
except as to expenses out of pocket incurred thereby any improve- 
ment in or addition to the said invention or mode of applying the 
same or any discovery useful for the manufacture of the said 
articles that he [or they] may invent ascertain or make or other- 
wise be enabled to communicate and that every suoh improvement 
addition or discovery (whether the same shall be or become 

J patented or not) shall during the continuance of this licence be 
or the use of both parties hereto [or their respective assigns] and 
if made invented or ascertained by the licensor [or his assigns] 
shall for the purposes hereof be deemed part of the said invention. 
In witness &c. (/). 



(t) As to this covenant, see ante, p. 218. Compare this covenant with 
Forms 15 and 16, ante, p. 52. As to tne insertion of some covenant of the 
kind in most instruments, see ante, pp. 33 — 35 (Chapter on " Agree- 
ments "). 

(j) The licence should be registered. See note {V) to last precedent. For 
a declaration as to service of notices, use Sp. CI. 51, ante, p. 242. 
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ni. 

LICENCE (exclusive) at Rent and Royalties (a). 

THIS INDENTURE made &o. Between A. B. of &o. of the one 
part and C. D. of &o. of the other part [Recite as in Licence I. 9 
ante, but use the eorpression "sole and exclusive licence"]. NOW 
THIS INDENTURE WITNESSETH that in pureuance of the 
said agreement and in consideration of the royalties and rent 
hereinafter reserved and the obligations of the licensee hereinafter 
contained the licensor doth hereby grant unto the lioensee and his 
assigns (b) the full sole and exclusive liberty right licence power 

and authority within the town of in the oounty of 

to a radius of miles from the front of the town hall thereof 

to use exercise and vend the said invention : To have hold exer- 
cise and enjoy the said premises unto and by the licensee and his 
assigns for and during the residue now to oome and unexpired of 
the said term of fourteen years and during any further term for 
which the said letters patent may be prolonged [Yielding and 
paying &c. (c) ] : And the licensor doth hereby covenant &o. 
[Qualified covenants as to validity of patent and poicer to grant, as in 
last Precedent] : And the licensee doth hereby covenant with the 
licensor &c. [Covenant for payment of royalties as in Licence /., but 
importing " assigns " and continuing as fallows'] : And also such 
further sum (if any) as together with the said royalties shall 
amount to the sum of £a (hereinafter called " the rent ") [that is 

to say a sum equal to the amount of royalties on of the 

said articles (d)~] : Provided always that if the rent for any half- 
year shall exceed the total amount of royalties due therefor the 
licensee or his assigns shall be entitled for any one or more suc- 
ceeding half-years (so far as necessary for the purpose) for which 
respectively the total amount of royalties due shall exceed the rent 



(a) As to this form of licence, see "List of Ordinary Covenants," ante, 
p. 223, and the references there to the paces of the text. 

(b) As to the use of the word " assigns in a licence, see ante, pp. 185, 193. 
lej As to the insertion of the reddendum, see ante, p. 194. 

(a) The matter in brackets is objectionable on the ground that some dis- 
crepancy might, by the mention of the wrong number of articles, arise 
between it and the statement as to the amount of royalty. Its insertion, on 
the other hand, is no doubt convenient. 
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to a remission of so much of the latter exoess as will make up to Psao. HI. 
him or them the exoess of payment made in the half-year for 
which the rent shall have exceeded the royalties due therefor as 
aforesaid : And the licensee doth hereby also covenant with the Accounts, 
lioensor &o. [Covenants as to keeping furnishing and verifying use of patent 
accounts and allowing inspection of books, the use of the patent mark, mark. 
manufacture only according to the specification, and liberty to inspect the Manufacture 
factory, as in last Precedent] : And also that neither the lioensee aocordin^ to 
nor his assigns will without the written consent of the licensor 8 P eoifioation ' 
or his assigns first had and obtained assign or mortgage charge ^J^jT to 
[grant sub-licences in respect of (ej ] or otherwise deal or part factory, 
with the possession or control of this licence, or attempt so to do No assign- 
[exoept by way of sub-licensing as next hereinafter provided] but ment &c. 
such oonsent shall not be arbitrarily withheld : [Provided always ^^J 
that it shall be lawful for the licensee and his assigns to grant sub- ~ . 
licences hereunder which shall respectively be according to the giving power 
terms (amongst others) mentioned in the schedule hereto (/) : to grant sub- 
Provjded also that the licensee or his assigns shall immediately Sconces, 
after the grant by him or them of any sub-licenoe give the lioensor 5^ ofc }?L aild 
or his assigns written notice thereof stating the date thereof the totegiven. 
name and address of the sub-licensee the nature of the privileges 
thereby granted the amount and times for payment of the royalties 
reserved thereunder the length of the term comprised therein 
and the locality in which the same is to be enjoyed and 
also showing that the sub-licence contains the terms herein- 
before provided in this behalf ] : And the licensee doth hereby Not to dis- 
also covenant with the licensor that neither he the lioensee P u te validity 

i_« • -ii j n_ i.» * xi- • t of patent and. 

nor his assigns will during the continuance of this licence to detect in- 
&o. [Covenants as to not disputing the validity of the patent and fringements 
to detect infringements and assist licensor, as in last Precedent » uda8S M fc 
saying " undertaken {unrequested by tJte licensee or his assigns) "] : proceedings. 
And the licensor doth hereby covenant with the licensee that he zicensor's 
the licensor or his assigns will during the continuance of this further cove- 
licence pay all fees necessary for the renewal of the said letters nant8 - 

patent days at least before the latest times appointed for ^k, pa 7 feea 

the payment thereof respectively and when required by the conditionTof 
licensee or his assigns produce the certificate to him or them of patent, 
any payment thereof or permit the licensee or his assigns to pay 
any one or more of suoh fees and to deduct the amount of the 
same if and when so paid by him or them from the amount of ■ 
royalties or other sums for the time being due hereunder and also 
generally perform or observe the conditions of the said letters 
patent (g) : And also that the licensor or his assigns will at all To defend 
times duringr the oontinuanoe of this licence at his or their own proceedings 

~ forrevoca- 

(c) Omit this reference to sub-licensing if the next later matter in brackets 
is to be inserted. See pp. 213, 214, ante, and Sp. GL 33, p. 237, ante, as to 
the above covenant, and the insertion of an express power to grant sub- 
licences. 

(/) As to this and the following proviso, and the terms usually prescribed, 
see ante, pp. 214, 215. Where these terms are to be set out in the body of 
the lioenoe, use Sp. 01, 33, ante, p. 237. 

(g) As to this covenant, see ante, pp. 199, 200. 
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Pmso. Ill, oost defend every proceeding for the revocation of the said letters 
tion and at P&tent and at all times aforesaid at the request and cost of the 
cost of licen- licensee or his assigns commence and prosecute all legal or other 
866 t !w? ke proceedings in respect of any infringement or suspected infringe* 
Forinfringe- ment of the said letters patent committed within the said district 
ment or per- or permit the licensee or his assigns at the like cost so to do in the 
mithim&c name of the licensor or his assigns (A) : And that neither the 
Not to amend licensor nor his assigns will at any time during the continuance of 
specification. ^ g ij cence amend tne specification for the time being in force at 
the Patent Office of the said invention without the written consent 
of the licensee or his assigns but such consent shall not be 
That no other arbitrarily withheld : And that he the licensor hath not hereto- 
H( ^thindi8- ^ ore g?* 11 ^ any licence for use of the said invention within the 
trict are sub- ^d district : And that neither the lioensor nor his assigns will 
mating. during the subsistence of this licence use the said invention or 

Not to use grant licences in respect thereof or authorize any person whomso- 
kTdisteict 1011 ever *° use ^ e ^^ invention within the said district : And each 
Mutual ooVe- °^ ^ em th e ^d parties hereto doth hereby covenant with the 
nant as to other of them that &c. [Mutual covenant as to improvements 8fc. as 
improvements { n fa 8 t Precedenf] : Provided always that if any royalties or 
_°* . other sums payable hereunder by the licensee or his assigns or any 

revocation by P^ thereof respectively shall for any half-year aforesaid be not 
licensor on paid within twenty-one days from the expiration thereof (whether 
default in demanded or not) or if the licensee or his assigns shall make 
breaches &c. default in any other obligation by him herein contained and (in 
the case of a breach capable of being made good) shall for the 

space of days after he shall have been served with a notioe 

in writing by the lioensor or his assigns to make good the said 
breach neglect or omit so to do or if the licensee or his assigns 
shall become bankrupt or commit any act of bankruptcy whether 
available for adjudication or not then the licensor or his assigns at 
any time thereafter and notwithstanding any merely implied waiver 
by him or them of his or their right so to do may by serving the 
licensee or his assigns or his or their trustees in bankruptcy (if* 
any) with a notice in writing for this purpose forthwith revoke 
this licence without prejudice however to the recovery by the 
licensor or his assigns of any moneys then already due or to 
any right of action^ or on behalf o/either party i his assigns 
Proviso for for past breaches accrued hereunder (i) : Pkovided also that 
of Hc^mceTif 011 ^ ^ e ^^ letters patent shall from any cause become wholly or as 
patent void, to some material part of the said invention void and incapable of 
being restored (notwithstanding that any judgment in revocation 
of the said letters patent to the extent aforesaid shall or shall not 
be appealed against) (J) the licensee or his assigns may at any 



(h) As to payment of royalties to trustees during the proceedings, see 
Sp. CI. 19, ante, p. 233. 

(i) As to the revocation of a licence, see ante, pp. 218, 219. 

(.;) If the royalties are to be paid to trustees during the proceedings the 
matter in brackets should be omitted. See ante, p. 206, and Sp. CI, 19, ante, 
p. 233. 
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time thereafter by notice in writing served on the licensor or his Psbc- ni. 
assigns determine this lioenoe forthwith without prejudice however 
to tne recovery by the licensor or his assigns of any royalties or 
other sums then already due to the licensor or his assigns here- 
under or to any right of action then already accrued to either 
party or his assigns hereunder (k) : And the licensor hereby Acknowledg- 
aoknowledges the right of the licensee and his assigns to the pro- J 16 ^ **• J" 
duction of the said letters patent and any other letters patent in pa tent. e 
prolongation thereof and to the delivery and right to take copies 
of the same and hereby undertakes for the safe custody thereof 
respectively. 
In witness &o. (/). 

The Schedule. 



(k) As to this proviso, see ante, pp. 219, 220. 

(/) The licence should be registered. See note (I) to Licence /., ante. For 
a declaration as to service of notices, use Sp. CI. 51, ante, p. 242. 
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Recitals. 

Grant of 

Satent and 
evolution of 
title. 

Foreign con- 
cession to 
obtain raw 
material, 

for manufac- 
turing the 
patent che- 
micals. 

Licensee esta- 
blished in 
business. 

Agreement to 
grant exclu- 
sive licence. 

Ut Testatum. 

Grant of 
exclusive 
licence for 
district. 



IV. 

LICENCE (exclusive) at Rent and Royalties to manufacture and 
sell Chemicals — Foreign Concession held by Licensor to get 
the Raw Material — Licensor to supply Licensee with the 
matenal at prices — Analyses of Cargoes by Chemists — No 
rent payable when supply insufficient (a). 

[Agreement IX. carried out.] 



THIS INDENTURE made the 



day of &o. : Between 



A. B. of &o. (hereinafter called "the licensor ") of the one part and 
C D. of &c. of the other part : Whereas by letters patent &o. 
[Grant of patent, and devolution {if any) 'of title'] : And whereas by an 
instrument in writing or acte d'autorit£ dated &c. under the seals 
of &c. (hereinafter called " the said concession ") the said A. B. has 
obtained &c. [Recite as in Agreement IX. at p. 84, ante] : And 
whereas the said [raw material] is the principal &c. [Recite as in 
Agreement IX. at p. 84, ante] : And whereas the said C. D. is 

established at aforesaid as a manufacturer of chemicals of 

various kinds : And whereas the licensor has agreed to grant the 
licensee a sole and exclusive licence to manufacture chemicals 
according to the said invention within the counties of &o. &o. upon 
the terms hereinafter appearing and to supply him with the [raw 
material] in certain minimum quantities from time to tima upon 
the terms hereinafter expressed : And whereas in view of the 
grant of this licence the licensee hath already purchased from the 
licensor a considerable quantity of the said [raw material]. NOW 
THIS INDENTURE WITNESSETH that in pursuance of the 
said agreement in this behalf and in consideration of the royalties 
and rent hereinafter reserved and the covenants and agreements 
on the part of the licensee hereinafter contained the licensor doth 
hereby grant unto the licensee and his assigns the full sole and 
exclusive liberty right licence power and authority within the said 
counties of &c. &c. [hereinafter called "the said district"] to 
manufacture chemicals according to the said invention and also to 



(a) As to the covenants, &c, in an exclusive licence at rent and royalties, 
see List, ante, pp. 223-5, and the references there to the pages of the text. 
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sell (b) the chemicals sa manufactured : To have hold exercise Pmo. IV. 
and enjoy the said licence' and premises unto and by the licensee 
and his assigns for and during all the residue now to come and 
unexpired of the said term of fourteen years granted by the said 
letters patent and during any further term for which the said 
letters patent may be prolonged: And the Licensor doth Covenants as 
hereby oovenant with the licensee &o. [Covenants as to validity of to ^ difc *j°* 
patent and right to gra nt as in Licence II 9 ante\ : AND THIS §t n t to° 
INDENTUEE ALSO WITNESSETH that in pursuance of the grant, 
said agreement in this behalf and in consideration of the premises 2nd Testatum. 
it is agreed and declared as follows (c) : — Covenants. 

1. The licensee shall during the continuance of this licence pay Royalties up 
to the lioensor half-yearly on every day of and to a minimum 

day of royalties at the rate of shillings ^n^. 

per pound on all chemicals manufactured by the licensee here- tared, 
under in the half-years then ending respectively and also such 
further sum (if any) as together with the said royalties shall 
amount to the sum of £a (hereinafter called " the rent ") [that is 

to say a sum equal to the amount of royalties on lbs. of 

the said chemicals (<£)]. 

2. Provided always that if the rent for any half-year shall Average 
exceed the total amount of royalties due therefor the licensee shall danse ' 
be entitled for any one or more succeeding half-year (so far as 
necessary for the purpose) for which respectively the total amount 

of royalties due shall exceed the rent to a remission of so much of 
the latter excess as will make up to him the excess of payment 
made in the half-year for which the rent shall have exceeded the 
royalties due therefor as aforesaid. 

3. Provided also that in the event of the said concession becom- Proviso as to 
ing determined or the supply of material from the said Island of n pn-payment 

..i. ,i v .f r J £ .j i . t. i. j of rent for 

witnm the limits aforesaid beooming exhausted or any any half-year 

other event whereby the licensor shall in any one half-year become if insufficient 
unable to and in fact not supply to the licensee the said material 8up ^ a ?^ 

to the amount of a tons at least as hereinafter provided the rent 
shall not beoome payable for such half-year but this proviso shall 
not affect the obligation of the licensee to pay royalties on the 
amount of chemicals in the same period actually manufactured 
by him subject to the operation of Clause 2 hereof (e). 

4. The licensor shall for every half-year during the continuance Licensor to 
of this licence (the first whereof however commencing on the rap Pjj f lioen " 

(6) " To manufacture " includes " to sell." See Thomas v. Hunt, 17 0. B. 
N. S. 183, and ante, p. 194. 

(c) The system of clauses is adopted in this and the following precedents 
of licences, as being most suitable to what may be called the informal part 
of the deed, as distinguished from that part of it which contains the actual 
licence and the covenants for title. The words "agreed and declared" 
stamp the provisions as covenants (E. N. & 0. 415, 426) ; and, where it is 
stated that a person is to do a thing, ne alone is bound to do it (ibid. 426). 



(d) See note (d) to last Precedent. 



[e) The licensee may, by Clause 6, obtain material elsewhere, if and while 
he is insufficiently supplied by the licensor. 



256 LICENCES. 

Txbq.IV. day of (/)) supply to the licensee and the licensee 

yearly with shall purchase from him a tons of the said material containing c 

minimum per cent, at least of acid and at the option of the licensee 

weight of a further amount not exceeding tons of the said material 

atTixed priLe containing the like minimum percentage of acid and the 

according to licensee shall pay for the different kinds of such material the 
percent age of following prices namely for such quantity thereof as after analysis 

1101 * shall be found to contain not less than a per cent, of acid 

the price of £ per ton and for such quantity thereof as shall 

be found as aforesaid to contain b per cent, and not less than c per 

cent, of acid a price per ton in the same proportion to the 

said sum of £ as such lesser percentage of acid shall 

bear to the b percentage and all quantities of the said material so 
purchased if coming from the said Island or elsewhere abroad shall 
be delivered to the lioensee free exship in the river Thames or 
other place of arrival from abroad and the said prices shall be 
payable at the end of the respective half-years in which the same 
shall be purchased. 
Analysis of 5. Any difference at any time between the parties as to the per- 

ohemUtts by oe n t&g6 of acid in the different quantities of material so 

to be purchased shall be referred to the arbitration of some com- 
petent and well-known chemist in Great Britain or of two such 
chemists one to be appointed by each party hereto and Clause 23 
hereof shall with the necessary modifications be applicable to any 
such reference. 
Lioensee not 6. The licensee shall not during the continuance of this licence 
materi5 C ex- ^bout the written consent of the licensor sell or otherwise dispose 
oept in form of any such material supplied by or through the licensor except in 
of chemicals the form of chemicals manufactured according to the specification 
othOT^te- °* *^ e ^^ invention nor (so lonp; as the licensor shall be able and 
rial elsewhere willing to supply him therewith) purchase or acquire from any 
unless licensor other person or persons any material aforesaid or other like 

faUto supply materiaL 

Books and ^' ^ e ^ oensee *h*Jl keep at his usual place of business all 

accounts kept, proper books of account and make true and complete entries therein 
inspection &o. at the earliest opportunities of all particulars necessary or con- 

d^T^red&c 8 ven i en * ^ or an y °^ ^ e purposes hereof of all transactions relating 
to the manufacture by him of chemicals under this licence and of 
the like chemicals sold by him hereunder and shall produce the 
said books to the licensor &o. [Production and inspection of books, 
and delivery of accounts as in Licence J., omitting reference to 
iS assigns "]. And will if and when required by the licensor but 
at the expense &o. [Verification of statement as in Licence II. , 
ante']. 
Use of patent 8 (g). The licensee shall affix on every box paoket bottle jar or 
mar other receptacle of or containing the said chemicals as and when 

(/) This might conveniently be six calendar months after date, the 
licensee being already supplied with material. 

(g) For other clauses relating to a patent mark or die, see Sp. CI. 23—27, 
ante, pp. 234 — 6. 
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manufactured by him a label or plate bearing the proper patent P* 380 - ^ 
mark and designation of the said invention which shall be fur- 
nished by the licensor (h) as and when required by the licensee and 
shall not sell or part with the possession of any chemicals aforesaid 
or the receptacle containing them without such mark and desig- 
nation being so affixed and shall on each half-yearly day aforesaid 
pay to the licensor for the said labels and plates so furnished in 

the half-year then ended as aforesaid at the rate of shillings 

per gross of labels and shillings per dozen of plates afore- 
said. 

9. The licensee shall not during the continuance hereof without To manufac- 
the written consent of the licensor manufacture any chemicals tnreacoording 
aforesaid (from whatever source supplied to him) without the ^2^°^°*" 
application of the said invention as described in the accepted 
specification thereof for the time being in force at the Patent Office. 
And in case he shall do so without such consent shall but without 
prejudice &c. [As in Sp. CI. 30, ante, p. 236, using the term 

" chemicals " instead of " articles "]. 

***** 

[For Clause 10, as to inspection of factory, use Licence II ; for Clauses 
Clause 11, as to non-assignment, fyc, with the proviso giving power to 10 ~" 18 " 
sub-license, and the proviso as to notice, fyc, use last Precedent ; for 
Clauses 12 and 13, as to not disputing the validity of the patent, and 
detecting infringements and assisting licensor, fyc, use Licence II 
[but, as to " assistance," with the qualification as in Licence 1 II]; 
and for Clauses 14 — 18, as to payment of fees and observance of con- 
ditions of patent, defence in proceedings for revocation and taking, fyc. 
proceedings for infringements, non-amendment of specification, no other 
licences subsisting, and non-user, 8fc. of invention within district, use 

the last Precedent.'] 

***** 

19. Each of the parties hereto shall during the continuance of Each party to 
this licence at the earliest opportunity either at his own place of have benefit 
business or by post (if suitable) or otherwise as shall be reasonably ment^made 
required communicate and explain &o. [Mutual covenant as to im~ by the other. 
provements, fyc, as in Licence II, ante, p. 2491. 

20. If any royalties or other sums payable hereunder by the Power of 
licensee or any part thereof respectively shall remain unpaid for %££?Z? S3 ? on 
twenty-one days after the time hereinbefore appointed for payment covenants or 
thereof (whether demanded or not) or if the licensee shall &o. bankruptcy of 
[ Use last Precedent] . licensee. 

21. If the said letters patent shall from any cause become Power of 
wholly or as to some material part of the said invention void and Hoensee to 
incapable of being restored (notwithstanding that any judgment ^c^^f e 
in revocation of the said letters patent to the extent aforesaid shall patent be- 
or shall not be appealed against) (*) or if the licensor shall in any oome void or 

(h) Or refer to the patent mark, &c, as being " of the kind designated in 
the margin hereof." 

(t) If a provision be inserted that during; any proceedings for revocation, 
or pending any appeal from the judgment thereon, the payment of royalties 
shall be suspended or made to trustees (see ante, pp. 205, 206, and Sp. CI. 18 
and 19, ante, p. 233) the above matter in brackets should be omitted. 

M. S 



licensor. 
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Pbeo. IV. 



Acknowledg- 
ment &c. as 
to the letters 
patent. 

Arbitration 
clause. 

Transmission 
clause. 



half-year make default in supplying the licensee with the full 

minimum quantity of tons of the said material as aforesaid 

the licensee may by notice in writing served on the licensor to 
operate at once in the former event and at the expiration of two 
calendar months from the end of such half-year in the latter event 
determine this licence but such determination shall be without 
prejudice to the recovery by either party of any monies then 
already due or right of action accrued hereunder. 

22. The licensor hereby acknowledges the right of the lioensee 
to production &c. [As in last Precedent, but omitting reference to 
"assigns"]. 

23. If any difference shall arise between the parties hereto in 
respeot of &c. [Arbitration Clause, Form 24, ante, p. 55]. 

24. Except where in any case the context &c. [Transmission 
Clause, Form 25, ante, p. 56, using the terms "licensor" and 
"licensee"]. 

In witness, &c. (j). 

[The Schedule.] 



0') The licence should be registered. See note (l) to Licence J., ante. For 
a clause as to service of notices, use Sp. CI. 51, ante, p. 242. 
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V. Pbko. V. 



LICENCE {etcclwive) to sell the patent articles — Licensor loth 
French and British patentee — Licensor from French factory or his 
British manufacturing licensees to supply articles monthly at 
prices (a). 

[Agreement X. carried out J] 

THIS INDENTUEE made &o. Between A. B. of &o. (herein- 
after called "the licensor") of the one part and C. D. of &o. 
(hereinafter called "the licensee ") of the other part: Whkreas ReeitaU. 
the licensor is entitled to a Brevet d'Invention dated &c. and French 
numbered &c. granted to him for the sole and exclusive privilege patent, 
of using and vending within the Republic of France a certain 
invention described as &o. for the term of fifteen years from the 

day of : And whereas the licensee at his own British 

expense in part pursuance of an agreement with the licensor patent taken 
obtained in the joint names of himself and the licensor letters JJJJ^* 0111 * 
patent dated &c. numbered &o. for the use of the said invention ' 

within the United Kingdom and the Isle of Man for the term of 
fourteen years: And whereas by an indenture dated &c. and and then 
made between the licensee of the one part and the licensor of the J e8ted » 
other part the licensee in further pursuance of the same agreement je^To cove-" 
and in consideration of the covenant by the licensor therein nant to grant 
contained to grant the licence hereinafter contained duly released tWB U * 110 ®* 
and assigned to the licensor all his interest in the said letters 

patent : And whereas the licensor is established at in the Licensor 

department of aforesaid in the business of manufacturing established i n 

articles according to the said invention : And whereas in further manufacturer, 
pursuance of the same agreement the licensee hath purchased from 

the licensor 500 of the said articles at the price of £ . 

NOW THIS INDENTUEE WITNESSETH that in pursuance in Testatum. 
of the said covenant in this behalf and in consideration of the Grant of 

E remises and also of the obligations on the part of the licensee ^elusive 
ereinafter contained the licensor doth hereby grant unto the united King- 
licensee and his assigns the full sole and exclusive liberty right dom to seU 
licence power and authority within the United Kingdom and Isle ^^ atent 
of Man to sell [articles'] manufactured according to the specification e8 ' 



(a) See p. 221, as to licences merely to sell the patent articles, 

s2 
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Pbbo. V. of the said invention or of any improvement thereof which shall be 

supplied to the licensee or his assigns by the licensor or his assigns 

or otherwise as hereinafter mentioned : To have hold exercise 

and enjoy the said licence and premises unto and by the licensee 

and his assigns for and during all the residue now to come and 

unexpired of the said term of fourteen years granted by the said 

letters patent and any further term for winch the said letters 

Qualified patent may be prolonged : And the licensor doth hereby 

to^auStv" 1 covenant with the licensee &c. [Qualified covenants as to validity 

and right to °f Patent and right to grant as in Licence II, ante], AND THIS 

grant. INDENTUKE ALSO WITNESSETH that in pursuance of the 

2nd Testatum, said covenant in this behalf and in consideration of the premises it 

Agreement is agreed and declared as follows : — 

and declare- j The ii censor ffodl at or shortly before the end of each 

T . , calendar month during the continuance of this licence (the first 

Licensor to , - e ,, , . A i 

supply and whereof commencing on the day of next) supply 

licensee pur- to the licensee or his nominees who shall accordingly purchase 

muni number ^ rom ^im ^ num ber at least of each of the five classes of 

of articles [articles'] which can be manufactured according to the said invention 

monthly at or any improvement thereof at the prices respectively mentioned in 

Schedule *^e ^h^ufe hereto according to the variations in price for the 

time being of [raw material'] and the cotton or textile fabric out of 

which their covers are made which shall be payable by drafts or 

bills of days after the delivery (as hereinafter defined) of 

the said articles respectively. 
Licensor to 2. The licensor shall at all times during the oontinuance of the 

namberlf ^ l* 061106 BU Pply the licensee or his nominees with any further 
required at number of the said articles than as aforesaid not exceeding 

like prices— altogether of any class or classes per calendar month as 

aUo^eoTfor an( ^ w ^ en required by the licensee or his nominees at the respective 

large orders, prices and with the like mode of payment as aforesaid : Provided 

always that the licensee or (as the case may be) his nominee or 

nominees shall in every case under this clause allow the licensor or 

person or persons authorized by him to supply the same 

days at least for the execution of any order which shall be for 

more than articles altogether of any class or classes and 

shall also allow an interval of days at least for the execu- 
tion of two consecutive orders each of which may be for more than 
the same number of articles. 
Licensor not* 3. The licensor shall not during the subsistence of this licence 
to grant other ^jj fa^ g^fl articles nor grant any other licence to sell the same 
sell nor (ex- within the United Kingdom or Isle of Man and shall not unless 
cept on con- subject to the condition (amongst others) that the licensee there- 
dition of not under shall not sell or supply any such articles to any person or 
JtnerstXan persons firm or company within the United Kingdom or Isle of 
this licensee) Man other than to the licensee or his nominees grant any licence 
tore Within" un( ^ er the B ^ fetters patent to manufacture the said articles: 
United King- Provided however that the licensee (party hereto) shall at the 
dom. written request of the licensor join in any such licence last afore- 
said in order to covenant with the licensee thereunder to pay to 
him at the prices and by drafts or bills as aforesaid for the articles 
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•which shall be supplied to him or his nominees by such licensee by Pbeo. V. 

way of satisfaction pro tanto of any covenant by the licensor in 

this behalf hereinbefore contained and (if the lioensor shall think 
fit) shall obtain a covenant by the licensee thereunder to supply 
him or his nominees with the said artioles either to the full extent 
of the obligations of the licensor hereunder in this respect or to 
any lesser extent. 

4. Notwithstanding anything herein to the contrary the prices Licensee to 
of all articles aforesaid which shall be supplied hereunder to the en?** 1 **** 
licensee or his assigns or his or their nominees shall be guaranteed ^^es sup- 
by the licensee himself (b). plied to his 

5. The delivery of any articles aforesaid to a railway company assign or 
or other common carrier on the sale thereof to the licensee or his ^j} ™ 111668 ' 
nominees shall be deemed a delivery to him or them thereof (c). SSmoTcar- 

6. All articles supplied by the licensor or his licensees as afore- rier to be 
said shall be of the best manufacture and as delivered to the deemed de- 
railway company or other common carrier as aforesaid in good and ii^Le. 
merchantable condition (d) or if not the licensee or his nominee or Articles to be 
nominees (if any) to whom any of the same shall be supplied may of good make 
within six days from their receipt by him or them at his or their &c - or ™*y h° 
usual place of business in London in due course of transit return retumed - 
them to the licensor or the licensee or other person supplying the 

same and the licensor or such licensee or person shall allow or pay 
to him or them all expenses (if any) incurred by him or them in 
respect of the carriage to and fro thereof (e). 

7. The licensee shall keep or cause to be kept undefaced the Use of patent 

patent mark on every article supplied to him or his nominees mark - 

hereunder and so that the same shall not be sold or parted with 

while not bearing the patent mark. 

***** 

[For Clauses, as to not disputing validity and detecting infringe- Clauses 
ments (/) and assisting licensor, 8fc, use Licence II. [but, as to " as- 8—12. 
sistance," with the qualification as in Licence IIIJ] ; and for Clauses, 
as to payment of fees and observance of conditions, defence in proceed- 
ings for revocation and taking, 8fc. proceedings for infringements (g), 
and no other licences " to sell" having been granted, use Licence IIL"] (h). 

(b) This guarantee will enable the licensor to dispense with a covenant 
against assignment, &c. See note (h). 

(c) This only states the law where there is no contract to deliver the goods 
at a specified place (Smith v. Hudson, 34 L. J. Q. £. 145). See other cases 
mentioned in Benjamin on Sales, 3rd edition, p. 686. "Wnere the contract is 
to deliver goods at a specified place, the vendor takes the risks of transit 
theret o (D unlop v. Lambert, 6 01. & Fin. 600 ; Benjamin, p. 686). 

(d) Where a vendor undertakes to deliver goods in a merchantable con- 
dition to a certain place, he is only liable for. deterioration beyond that neces- 
sarily caused by the transit (Bull v. Bobison, 10 Ex. 342 ; 24 L. J. Ex. 165 ; 
Benjamin, 686, 687). 

(e) In the absence of an agreement to the contrary, a vendor is not bound 
to send or carry the goods to the vendee (Benjamin, 690). He is also not 
liable to the latter for the expenses of carriage, unless he contracts to be so. 
See Benjamin, Book IV., Part II., Delivery. 

(/) That is, as to infringements in manufacture or sale. 
(g) This had better be limited to infringements with respect to the sale of 
the articles, and not the manufacture of them. See ante, p. 221. 
(h) See note (b). A covenant against assignment, &c, or sub-licensing, 
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Peso. V. 

Determina- 
tion by licen- 
see if patent 
void or in- 
sufficient 
supply. 

Revocation of 
licenco if 
payments in 
arrear or on 
bankruptcy 
&c. 



Remaining 
olauses. 



13. If the said letters patent shall from any cause become 
wholly or as to some material part of the said invention void &c. 
[Power to determine if patent void or insufficient supply " in any 

calendar month aforesaid of the full minimum quantity of 

articles as aforesaid" using Clause 21 of last Precedent], 

14. If for the space of days from the time of delivery 

(as hereinbefore defined) of any articles supplied to the licensee 
or his nominees hereunder there shall not be sent or given to the 
licensor or other person or persons entitled thereto a draft or bill 
in payment of the prices therefor respectively as aforesaid or if 
any 6uch draft or bill shall be dishonoured or if the licensee shall 
make default &o. become bankrupt &c. then the licensor at any 
time thereafter &o. [Use Licence III., ante]. 

[For the remaining clauses as to the undertaking to produce the 
letters patent, 8fc. y Arbitration Clause, and Transmission Clause, refer 
to last Precedent"] 

In witness &o. (i). 

The Schedule. 



is not inserted, as being too restrictive of the right of the licensee under 
Clause 3 to nominate persons to take goods direct from the licensor, &c., and 
-would hamper him in the sales. A covenant by licensor not to sell or grant 
other licences appears in Clause 3. A covenant as to improvements, &c, 
seems unnecessary. See ante, p. 221, as to licences merely to sell the patent 
articles. 

(t) The licence should be registered. See note (I) to Licence L, ante. For 
a clause as to service of notices, use Sp. CI. 51, ante, p. 242. 
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VI. Pww. VI. 



LICENCE to a Firm to manufacture at own Works and (subject 
to Reservation to grant limited number (j/* Selling licences) 
to sell the patent articles within a district — Bents ' and 
Royalties on Sales, or at option of Licensees both on Manu- 
factures and Sales — Delivery of articles to Sub-licensees to be 
deemed Sales. 

THIS INDENTURE made &c. Between A. B. of &o. (herein- 
after called " the licensor ") of the one part and C. D. and E. F. 
carrying on the business of &c. at &c. as co-partners under the 
firm of &o. (hereinafter called " the licensees ") of the other part : MeeitaU. 
Whereas by letters patent &c. [Grant] : And whereas the Grant, 
licensor hath agreed to grant the licensees a licence to use the said Agreement 
invention at their own works at R. aforesaid and to sell the *» licence. 

's manufactured by them thereby within the counties of &o. 

subject to the reservations and upon the terms hereinafter appear- 
ing : NOW THIS INDENTURE WITNESSETH that in 
consideration of the royalties and rent hereinafter reserved and 
the covenants and agreements on the part of the licensees herein- 
after contained the licensor doth hereby grant unto the licensees 
and their assigns the full sole and exclusive liberty right licence 
power and authority to make use and exercise the said invention 

and manufacture 's according thereto at their works at R. 

aforesaid but not elsewhere and also to sell the so manu- 
factured within the counties of &c. (hereinafter called " the said 
district ") : Excepting and Reserving unto the licensor and his 
assigns the right within the said district (but not to the 
exclusion of the licensees or their assigns) to grant licences (a) to 
any persons firms or companies respectively to sell the said 
*8 but so that not more than six in number of such 
licences shall be subsisting at the same time: To have hold 
exercise and enjoy the said lioence and premises unto and by the 
licensees and their assigns for and during all the residue &o. [As 
in last Precedent] but so long only as the licensees or either of 
them or their or nis assigns shall either alone or in co-partnership 
with any other person or persons continue and carry on the business 
of &c. at the said works at R. under the firm of &c. : And the 



(a) See Clause 18. 
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Pbeo. VI. 



The term 
"licensees" 
to include 
assigns as 
aforesaid. 

Royalties 
half-yearly 
on articles 
sold. 



Average 
clause. 

Licensees may 
vary above 
royalties by 
paying both 
as to manu- 
facture and 
sale. 



Proviso that 
articles un- 
sold at end of 
licence be 
treated as 
sold and bear 
royalties 
accordingly 
less discount. 

Delivery of 
articles to 
sub-licensees 
to be deemed 
a sale. 



licensor doth hereby covenant &o. [Qualified covenants as to validity 
of patent and right to grant as in Licence II, ante"] : AND THIS 
INDENTUEE ALSO WITNESSETH that in consideration of 
the premises it is agreed and declared as follows : — 

1. The said term " the licensees " shall also be applicable herein 
as far as can be to the survivor of the said 0. D. and E. F. or other 
the persons or person for the time .being constituting the said firm 
carrying on the said business at E. (6). 

2. The licensees shall during the continuance of this licence 
subject to the provisions of the next two clauses respectively 

pay to the licensor half-yearly on every day of and 

day of for every manufactured by them 

hereunder and in the half-years then ending respectively sold by 
them the royalties mentioned in the first part of the schedule 

hereto according to the size and description of the 's so 

sold (c) and also such further sum (if any) as together with the 
said royalties shall amount to the sum of £a (hereinafter called 
"the rent"). 

3. Provided always that if the rent for any half-year shall 
exceed the royalties &o. [As in Clause 2 of Licence IV., ante]. 

4 (d). The licensees may at the end of each half-year without 
giving any previous notice to the licensor of their intention so to do 
(but so as not thereby to reduce the rent) vary the amount of 
royalties in respect of any of the articles aforesaid not being less 

than in number then in their possession and unsold by 

debiting themselves therefor in the accounts for such half-year 
with the royalties in this behalf mentioned in the second part of 
the schedule hereto and so that at the end of any succeeding half- 
year in which the same articles shall be sold they shall debit them- 
selves therefor in the accounts with the further royalties in this 
behalf also mentioned in the second part of the said schedule : 
Provided always (e) that at the end or sooner termination of this 
licence all articles in the possession of the licensees not then 
already sold whether aotually manufactured or only in course of 
manufacture shall bear the royalties which would respectively 
become payable by virtue of this clause or Clause 2 as if the same 

had been actually sold less however a discount of per cent. 

thereof. 

5. All articles delivered or sent by the licensees to any of their 
sub-licensees according to the terms of their respective sub-licences 
shall for the purposes of this licence be considered as having been 
actually sold Dy the licensees at the respective times when the same 
shall have left their said works in the possession of or to be 
delivered to such sub-licensees respectively. And the licensees 
shall accordingly pay in respect of suoh articles the royalties pro- 



'b) As to covenants binding assigns, see ante, pp. 185, 186. 
[cj As to royalties on sales, see ante, pp. 203, 228. 

1) As to this clause, see ante, p. 204. 
[e) See p. 203, ante, as to this proviso. 
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vided by Clause 2 or (as the case may require) Clause 4 to be paid **»>• VI. 

in respect of sales less a discount of per cent, thereof (/). 

6. The licensees shall keep at their works at It. aforesaid all Accounts 
proper books of account &c. [Use Licence I, with the addition from tio^aSfwed" 

Licence II., as to verification of statements']. &o. 

***** 

[For other clauses not inserted or provided for hereinafter, see Clauses 
Licences I. — IV., ante ; and also refer to " List of Ordinary Cove- 7— 17. 

nants," ante s p. 224, B. II (g).'] 

* * * * * 

18. The licensor shall not within the said district during the Covenant by 
continuance of this licence use the said invention or any invention ™^lf? t0 
for the time being subject hereto or grant licences in respect district except 
thereof except that he may grant licences to sell but not to manu- *« to grant of 
f acture the said articles to such an extent only that there shall not J^! v ^ xmder 
be more than six in number of such licences subsisting at the power, 
same time and that the respective lioensees thereunder shall be 
bond fide purchasers from or through the licensor of the articles 
supplied to them respectively and not his mere agents for the sale 

thereof respectively whether on commission or otherwise. 

***** 

[JFbr a mutual covenant as to improvements, 8fc. use Licence II; Remaining 
power of revocation (h), use Licence III. ; power of determination by clauses* 
licensees, use Licence IV. {except as to default in supplying material) ; 
acknowledgment, 8fc. as to the letters patent, use Licence III.; arbitration 
clause, use Form 24, ante, p. 55 ; and transmission clause, use Form 25, 
ante, p. 56.] 



In witness, &o. (#). 



The Schedule. 

First Part 

Second Part. 



(/) As to this clause, see ante, p. 216. 

V ~ 



[g) These may be taken to he eleven in number, namely, covenants by the 
licensees to use the patent mark; to manufacture only according to the 
specification ; to allow inspection of factory; not to assign, &c. (with provisoes 
granting power to sub-license, and requiring notice of sub-licences as in 
Licence III.) ; not to dispute validity of patent ; and to detect infringements 
and give notice thereof ; and covenants by the licensor to pay fees and per- 
form conditions of patent ; to defend patent ; to take proceedings for infringe- 
ments or permit licensees, &c. ; not to amend specification ; and that there are 
no other subsisting licences within the district. See the qualification as to 
" assistance " in Licence III. 

(h) In the clause conferring this power on the licensor, use, with reference 
to the bankruptcy of the licensees, the expression "the licensees or any 
member or members of the said firm for the time being." 

(t) The licence should be registered. See note (/) to Licence i., ante, p. 246. 
For a clause as to services of notices, use Sp* CI. 51, ante, p. 242. 
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Ptac. vn. 



Recital*. 

Grant of 
patent to 
A. B. 

Articles of 
partnership 
between the 
licensors 
making the 
patent an 
asset of the 
firm. 



Agreement to 
grant the 
licence. 



vn. 

LICENCE (exclusive) for a District at a sum the balance tchereofis 
payable in five years by half-yearly Instalments — If any in- 
stalment in arrear 9 final balance, or any part demanded, at once 
payable — Payments to cease if Patent void, but to retire if 
decision overruled — Cesser of Payment to be taken as Damages 
— Assignment./^* the District, tehen all Monies paid — Revoca- 
tion of the Licence if long Default in Payment or Bankruptcy 
— Licensee may determine on breach by Licensor (a). 

[Sale on Hire System.] 

THIS INDENTURE made &c. Between A. B. of &o. and C. D. 

of &c. (hereinafter called " the licensors ") of the one part and 
E. F. of &c. (hereinafter called " the licensee ") of the other part : 
"Whereas by letters patent &c. [Grant of patent to A. -B.] : And 
'whereas by articles of partnership dated &c. and made between 
the said A. B. of the one part and the said C. D. of the other part 
it was declared (amongst other things) that the said parties thereto 

should become partners for the term of years from the date 

thereof in the business of &c. including the manufacture and sale 

of "which might be manufactured according to the said 

invention : And that the said letters patent and any extension 
thereof together with the benefit of any improvements made or 
acquired during the partnership bv either party and the letters 
patent (if any) in respect thereof snould be assets of the partner- 
ship : And that no licence under the said letters patent or any of 
them should be granted by the said A. B. without the concurrence 
of the said C. D. (b) : And whereas the licensors have agreed 
with the licensee to grant to him an exclusive licence within the 
district comprising the city of in the county of to 



(a) As to this kind of licence, see ante, pp. 37 — 39, 208, 209. Compare this 
precedent with Agreements XL and XII., ante, pp. 89, 93, where the sale of 
the patent is to be for the whole kingdom. 

(JO In Kenny's Patent Buttonholeing Company v. Somerville and Lutwyche, 37 
L. T. 878), Bacon, V.-C, decided that a patent registered in name of one 
partner only, but which had become partnership assets, could be worked by 
the other partner after the dissolution and notwithstanding the assignment 
thereof by the patentee to a purchaser with notice. 
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the extent of miles in radius from &o. to manufacture and P^o- VII. 

otherwise to use exeroise and vend the said invention and ulti- ' 

iuately to assign to or vest in him the patent rights aforesaid for 
the said district at the price of £a payable by instalments as here- 
inafter provided : NOW THIS INDENTURE WITNESSETH i* Testatum. 
that in pursuance of the said agreement in this behalf and in con- Ghaut °. f 
sideration of the sum of £b this day paid to the licensors by the SSSStaSaon 
licensee (the reoeipt whereof is hereby acknowledged) and of the of sum paid 
oovenant by the licensee for payment of the sum of £c (the balance ■»* covenant 
of the said purchase-money of £a) by instalments and of other another **' 
covenants and conditions on the part of the licensor hereinafter covenants, 
contained they the lioensors as beneficial owners respectively ac- 
cording to their respective interests as aforesaid do and each of 
them doth hereby grant unto the licensee and his assigns the full 
sole and exclusive liberty licence right power and authority within 
&o. [the district] to use exeroise and vend the said invention : To To JjPjJj 111 *'* 
have hold exercise and enjoy the said premises unto and by the j^ted if 
licensee and his assigns henceforth (as hereinafter provided) until licence not 
the licensee or his assigns shall become entitled absolutely to the ^ij ^ 81 ^ 
said invention and letters patent for the said district unless or until wm ' 
this licence shall previously thereto (if at all) be or become revoked 
or otherwise determined : And each of them the lioensors doth Covenant 
hereby covenant with the licensee that notwithstanding anything JHalfdity tf 
by him the covenantor done omitted or knowingly suffered the patent, 
said letters patent are valid and subsisting and not void or void- 
able : AND THIS INDENTUEE ALSO WITNESSETH 2nd *«■*■•. 
that in pursuance of the said agreement in this behalf and in 
consideration of the premises it is agreed and deolared as 
follows : — 

1. The licensee shall pay to the licensors the said sum of £c by Covenant by 
ten equal instalments of £d eaoh that is to say the sum of £d on Moa ? 8 kJ? 

the day of and day of in every year oy^ten half£ 

henceforth until the said sum of £c shall be satisfied commencing yearly install 

with the day of next but if any instalment shall be meata - 

in arrear for the space of one calendar month shall on demand in A 11 ?** anv . 

... . .<• x 1 . ii i •■ i » ii .j instalment in 

writing pay to the lioensors the whole or any part of the unpaid arrear the 
balance of the said purchase-money including the said instalment licensor may 

together with interest on the said instalment at the rate of ^J °£ W m 

per cent, per annum as from the half-yearly day on which the part f ^7 
same became due and if the prinoipal sum so demanded shall not paid balance 
be paid at the time of demand shall thenceforth pay interest * odinte «* t - 
thereon at the rate aforesaid until payment thereof : Provided I*roviso that 
always that if the licensors shall demand payment of any principal J^^ Mapal 
sum as aforesaid they shall not by reason only of the said instal- manded shall 
ment having become in arrear be at liberty to demand payment of not after- 
any further principal sum but the demand so made shall operate so J^J^nX^ 
as to accelerate the time or times for payment of the unpaid further 
balance of the said purchase-money exclusive of the principal sum default, 
so demanded which balance shall accordingly as far as may be but a demand 
become payable in the like instalments of £i> eaoh on the half- ^ ^oeSerate 

times of pay. 
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Pbbc. VII. 

■* ■ . 

ment of 
monies not 
included 
in it. 

Payments to 
cease or 
(pending ap- 
peal) be sus- 
pended if 
patent void. 



Final cesser 
to be deemed 
satisfaction' 
in damages. 



Clauses 3—6. 



Licensors to 
pay fees or 

{>ermit 
icensees so to 
do and deduct 
&c. and to 
perform other 
conditions of 
patent. 

Clauses 
8—11. 



yearly days aforesaid next succeeding the time of such demand 
until the whole of the said purchase-money shall be paid (c). 

2. If the said letters patent shall from any cause become wholly 
or as to some material part of the said invention void the unpaid 
balance (if any) not then already due of the said purchase-money 
ehall cease to be payable either at all and in that case this licence 
shall absolutely determine without prejudice to the payment of 
all moneys then already due or to any right of action by either 
party then accrued hereunder or (in the event of a successful appeal 
from any judgment revoking the said letters patent) during the 
period only for which such judgment shall remain in force and in 
the event of such an appeal the right of the licensors to payment 
of the said balance shall revive and the same or so much thereof as 
shall have fallen due on each half-yearly day (if any) aforesaid 
within the said period shall become payable at the date of the said 
judgment on appeal : Provided always that the final cesser of 
payment as aforesaid shall be deemed satisfaction in full to the 
licensee of any claim by him for damages or compensation by 
reason of the said letters patent having become void as afore- 
said (d). 

* * * * • 

[For Clause 3, as to use of patent mark, see Licence IL, ante; 
and far Clauses 4 — 6 as to not assigning, fyc. without consent (e), not 
disputing the validity of the patent, and detecting and giving notice of 
infringements (e), use Licence IIL, ante."] 

7. The licensors shall .during the continuance of this licence and 
also after the determination thereof if the same shall take place by 
reason of the licensee becoming entitled to the assignment of the 
patent rights for the said district as hereinafter mentioned pay all 

fees necessary &o. [See Licence IIIJ] 

***** 

[For Clauses 8 — 11 as to defence of the patent and taking proceed- 
ings for infringement, non-amendment of the specification, no other 
licences having been granted, and non-user, 8fc. of invention tcithin the 
district, see Licence IIL'] 



(c) This proviso is intended to prevent demands being capriciously made 
by the licensors at various uncertain times. Only one demand can be made 
in respect of a single breach. A proviso might of course be introduced, 
limiting each demand to a particular sum. 

(d) The patent might become void either from omission to pay the fees, 
which the licensee can himself by Clause 7 prevent, or by revocation. The 
only other condition of the patent, besides as to fees, is, according to the 
present form of a patent (see Form 1, ante, p. 48), to supply the Queen's 
service with the patent articles. The covenants, the breach of any one of 
which may have rendered or might render the patent void, will be those as 
to the validity of the patent, the payment of the fees, and the defence of the 
patent. No apportionment of any half-yearly instalment can be claimed by 
the licensor on the patent becoming void. See note (g). 

(e) This covenant should of course be confined to the duration of the 
licence only. 
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12. At any time after the licensee or his assigns shall have paid Peso. VII. 
all sums due from him as- aforesaid the licensors shall at his or their when pur- 
request and cost execute to him or them an assignment for the said chase- money 
district of the said letters patent and all patent rights expressed or *£ ^^wq 
intended to be comprised in this licence and such assignment shall assignment 
contain (amongst other provisions or clauses) covenants by the forthedia- 
licensor &o. [Sere refer to the various covenants, 8fc. in Assignment trict " 

//., ante, p. 139 (/).] 

13. The licensee shall be entitled during the continuance of this Licensee to 
licence to the sole and exclusive right within the said district to ka ye exc J u " 
every improvement or addition to the said invention or new dis- diItri^of aU 

covery useful for the manufacture of — which now is (if at improvements 

all) in the knowledge and possession of or which hereafter may be *°- made b 7 
made by the licensor as if the same were part of the said invention oen80r - 
and if he shall become entitled to an assignment for the said 

district of the said invention and letters patent as herein provided 
shall also be entitled to an assignment at his own expense for the 
said district of the letters patent (if any) which may be granted to 
the licensor in respect of every such improvement addition or dis- 
covery whether made during the continuance of this licence or 
afterwards and the said assignment shall contain (amongst other 
provisions or clauses) covenants by the licensor &c. [Here refer to the 
various covenants, Sfc. in Assignment II., ante, p. 139]: Provided Notice to be 
always that the licensor shall from time to time after making any p ven to 
such improvement addition or discovery to the benefit of which the anThxiprove- 
licensee shall become entitled as aforesaid forthwith give notice ment &c. and 
thereof in writing to the licensee and as and when reasonably ^ p !S5 tion 
required by him and at his expense as to actual costs (if any) out a ° 
of pocket occasioned thereby communicate and explain to him or 
his agents such improvement addition or discovery. 

14. If any prinoipal sum payable hereunder by the lioensee shall Pow e r *? 

remain unpaid for the space of calendar months after the u^vmmd^ 

time when the same became due (whether the same shall be longinarrear 
demanded or not) or if the lioensee shall while any principal J^ 0611 ?* t 
monies aforesaid shall remain unpaid become bankrupt or commit rupt^&o. 
any act of bankruptcy whether available for adjudication or not 

then the licensors may by notice in writing served on the lioensee 
or his trustees in bankruptcy (if any) revoke this licence but such 
revocation shall be without prejudice to the recovery by the licensor 
oJE any monies then already due or to any right of action by either 
party for past breaches accrued hereunder \g). 

15. If the licensors shall commit a breach of any covenant Power for 
herein contained and on their part to be performed or observed and Jj*?? 86 ? to 
(in the case of a breach capable of being made good) shall for the i^chty ° n 

space of days after they shall have been served with a licensors. 

notice in writing by the licensee to make good the said breach 



(/) As to the expediency of such an assignment, see ante, pp. 91, n., 111. 

{g) By the Apportionment Act, 1870 (33 & 34 Vict. c. 35), sect. 1, periodi- 
cal payments in the nature of income are to be apportioned. This section 
would not, therefore, apply to the above case. 
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Pbeq. VII . neglect or omit so to do then the licensee at any time thereafter 
" may by serving the licensors or either of them with a notice in 

writing for this purpose forthwith determine this licence and every 
obligation herein contained on the part of the licensee then remaining 
to be performed or observed without prejudice however to the 
recovery by the licensors of any monies then already due or. to any 
right of action for past breaches accrued to either party here- 
under. 
Remaining [For acknowledgment, fyc. as to the letters patent, see Licence III., 

clauses. ante; and for arbitration and transmission clauses, use C. F. 24 and 

25, ante, pp. 55, 56.] 
In witness, &o. (A). 



(A) The licence should be registered. See last note to Licence /., ante. For 
a clause as to service of notices, use Sp. CI. 51, ante, p. 242. 
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VIII. Pbko. TO 

LICENCE (exclusive) for a District in consideration of a Life 

Annuity secured by Bond. 

THIS INDENTURE made the day of 18- 

Between A. B. of &c. (hereinafter called " the licensor ") of the 
one part and C. D. of &o. (hereinafter called " the licensee ") of 
the other part: Whereas by letters patent &c. [Grant of patent] : Rentals. 
And whereas the licensor has agreed in consideration of an Grant of 

annuity of £ for his life (determinable as hereinafter men- P atent « 

tioned) being secured to him by the licensee to grant to him an to^Sant 
exclusive licence to use the said invention for tne district and licence, 
otherwise as hereinafter mentioned : And whereas in pursuanoe Bond to 
of the said agreement in this behalf by a bond of even date here- 8ecur ? I the 
with under the hand and seal of the licensee and executed imme- annm y * 
diately before the execution hereof the licensee has become bound 

to the licensor in the penal sum of £ with a condition 

therein for avoidance of the same on payment by the licensee to 
the licensor during his life or until the said licence shall (if at all) 
become revoked or determined as hereinafter provided except by 

effluxion of time of the said annuity of £ by equal half-yearly 

payments on the day of and the day of 

in every year commencing with the day of next 

together with the proper proportionate part of the said annuity for 
the time (if any) which shall elapse between the last of such half- 
yearly days and the date of the death of the licensor or sooner 
determination of the said annuity as aforesaid (a) : NOW THIS Grant of 
INDENTURE WITNESSETH that in pursuance of the sold *<**<»• 
agreement in this behalf and in consideration of the premises and 
also of the covenants and conditions on the part of the licensee 
hereinafter contained and to be performed and observed by him 
the licensor as benefioial owner doth hereby grant unto the licensee 
and his assigns the full sole &c. [To end of the habendum, as in 
Licence III.'] : And the licensor doth hereby covenant with the Covenants aa 
licensee that notwithstanding anything by him the licensor done to validity of 
omitted or knowingly suffered the said letters patent are valid and ^^^ and 

grant. 

(a) The Apportionment Act, 1870 (33 & 34 Vict. c. 35, ss. 1 , 2), however, 
provides for such an apportionment. See a precedent of such a bond, post, 
p. 294, MUe. Prec. 
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Peko. VIH. subsisting and not void or voidable : AND THIS INDENTURE 

ALSO WITNESSETH that in pursuance of the said agreement 

in this behalf and in consideration of the premises it is agreed and 

declared as follows : — 

Licence to 1. If the said letters patent shall during the life of the licensor 

G atent become an( ^ *k e continuance of this licence become from any cause what- 

void! 1 ever wholly or as to some material part of the said invention void 

subject however to the judgment (if any) on appeal which shall 

reverse the judgment (if any) revoking the said letters patent to 

the extent aforesaid this licenoe shall thereupon absolutely oease 

but without prejudice to the recovery by the licensor of any monies 

then already due under the said bond or to any right of action by 

either party for past breaches accrued hereunder (b). 

• • * * * 

Clauses [For Clause 2, as to use of patent mark, see Licence II. ; for 

2—11. Clauses 3 — 10, as to not assigning, fyc. without consent, not disputing 

the validity of the patent, detecting, 8fc. infringements, payment of fees, 
fyc, defence of patent and proceedings for infringements, non-amend- 
ment of specification, no other licences having been granted, non-user, 
fyc. within district, see Licence IIL; and for Clause 11, as to Im- 
provements, see Licence III 

***** 

Power of 12. If any half-yearly instalment of the said annuity or any 

revocation by p^ thereof shall be in arrear for one calendar month (whether 
the same shall be demanded or not) or if the licensee shall while 
any part of the said annuity shall remain unpaid become bank- 
rupt &c. [Clause 14, of the last Precedent, wtiting " annuity " for 
" purchase-money," and varying the termination by writing that such 
revocation " shall be without prejudice to the recovery &o.," as at 
t/ie end of Clause 1 hereof] (c). 
Remaining [For a clause as to determination by the licensee on breach by the 

" """"" licensor, use Clause 15 of last Precedent, but making the variation as 

last mentioned in the case of revocation by the licensor; and for a clause 
as to acknowledgment, fyc, use Licence III ; and for arbitration and 
transmission clauses, use C. F. 24 and 25, ante, pp. 55, 56.] 
In witness, &o. (d). 

» ..... i .■. . iii . » 

(b) Where a licence had been granted in consideration of an annuity 
secured by bond, and it was afterwards found that the invention had been 
in public use before the grant of the patent, unknown to the patentee, when 
he granted the licence, it was held that the licensee could not recover back 
the money he had paid on account of the annuity ( Taylor v. Ilure, 1 Bos. & 
Pul. (N. K.) 260, cited in Agnew, 236). As to money paid for a licence not 
being returnable unless there had been a total failure of the consideration 
(where unapportionable), see ante, pp. 190, 191. 

(c) A licensor would not be likely to avail himself of the above power, 
except in the case of bankruptcy, or his being able to grant a new licence 
for the district on better terms elsewhere, as the annuity would thereby 
expire. 

(d) The licence should be registered. See last note to Licence I. For a 
declaration as to service of notices, use Sp. CL 51, ante, p. 242. 



clauses. 
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IX. I **w. IX. 



LICENCE (exclusive) for the Kingdom subject to prior Licences 
fixing minimum selling prices of the Patent Articles and to 
Licensor's right to supply some of the other Licensees — 
Premium paid — Royalties in fixed sums increased to a 
percentage on selling prices but no Rent — Articles supplied 
by Licensee to his Sub-Licensees or manufactured by them 
to be deemed sold by him at said minimum prices less discount — 
Licensee (if required) to supply the other Licensees and to 
receive the prices and pay Royalties — No sale by Licensee 
at less than said minimum prices — Sub-Licences to contain 
certain provisions — Reduced Royalties on unsold articles at 
end of Licence — Licensor not to engage in adverse business. 

THIS INDENTURE made the day of 18— G J^£' of 

Between A. B. of &e. (hereinafter called "the licensor") of the patent, 
one part and 0. D. of &c. (hereinafter called "the licensee") of An agreement 
the other part: Whereas by letters patent &c [Grant of patent by licensor to 
and devolution (if any) of title] : And whereas by an agreement ^h the m 
dated &o. mentioned in the First Schedule hereto the licensor has patent 
agreed to supply E. F. and Gk H. or their nominees (hereinafter "tides- 
referred to as licensees) with articles manufactured according to the ^^k^ *° 
said invention to the extent and upon the terms therein mentioned : manufacture, 
And whereas by a licence dated &c. also mentioned in the First &©• within a 
Schedule hereto the licensor has granted to H. K. the sole and distri ^ t 5 
exclusive licence within &c. [a certain district] to manufacture Iteration to 
articles according to the said invention and sell the same but with licensor per- 
a reservation to the licensor personally or in lieu of him any one sonaliy or to 
person or ordinary partnership firm at a time claiming under him KS& 
by assignment or licence also to sell within the said district articles sell articles in 
aforesaid which shall be manufactured and supplied by the licensor the district, 
for this purpose as therein provided : And whereas under the A ^°?^ e 
said reservation the licensor has by a licence dated &c. (also S^resero^ 
mentioned in the First Schedule hereto) licensed the firm of &c. tion. 
to sell the said articles within the said district : And whereas the That the said 
said agreement and lioences respectively contain provisions fixing andJtioen 1 * 
such minimum prices at which the respective licensees thereunder fix game 
may sell the said articles as are mentioned in the Second Schedule minimum 

selling prices 
M. T of the articles. 
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Peeo. IX. hereto : And whereas the licensor has agreed in consideration of 

Agreement"to the sum °^ ^ to g ran * to the licensee the sole and exclusive 

grant this licence to use the said invention within the United Kingdom and 
licence subject j s i e f j£ an 8u hject to the said agreement and licences and other- 
as aforesaid. wifle the J termg heTehl ^ T appearing. NOW THIS 

Testatum. INDENTUEE WITNESSETH that in consideration of the 

Grant of sum of £ this day paid to the licensor by the lioensee (the 

exclusive receipt whereof is hereby acknowledged) and of the royalties herein- 
Kh^omin a ^ r reserve( l and the covenants or conditions on the part of the 
consideration licensee hereinafter contained the licensor doth hereby grant unto 
of a premium the licensee and his assigns the full sole and exclusive licence 
an royalties, jjjjQjty right power and authority within the United Kingdom and 
the Isle of Man to use the said invention and manufacture articles 
Reserving thereunder and to sell the articles so manufactured (a) : Excepting 
ri~ht^ 8 and reserving unto the licensor and his assigns the right to 
manufacture manufacture articles as aforesaid for the purpose of supplying the 
and supply to game to the respective licensees under the said agreement dated 
licensees ^°- an< ^ li cence dated &c. and to supply the same respectively 
aforesaid. accordingly : To have hold exercise and enjoy the said licence 
But subject to and premises hereby granted unto and by the licensee and his 
8aid t agr d 6 " assigns &c. [To end of the habendum] subject to the said agreement 
licences 1 , and an( l licences mentioned in the First Schedule hereto or any licence 
free from the to be granted in pursuance of the said agreement but free from the 
th^nraf 011 m reserva ti° n aforesaid contained in the said lioenoe dated &o. : And 
lioenoe. THB licensor doth hereby covenant with the licensee that not- 

Covenants as withstanding anything by him the licensor done &c. [Covenants as 
toTalidityof to validity and right to grant as in Licence //.]. AND THIS 
rS^to 1111 INDENTURE ALSO WITNESSETH that in pursuance of 
grant. the said agreement in this behalf and in consideration of the 

Second premises it is agreed and declared as follows : — 

Testatum. 1. The licensee shall during the continuanoe hereof pay to the 

^^ rinmLgn l* censor half-yearly on every day of &o. &c. the 

per article ^ ^^ whereof being the day of next a royalty of 

and further shillings in respect of the sale by the licensee within that 

8Um U to to * f P er * 0( l °^ eac k ftrti !© aforesaid manufactured by him hereunder 
reUiog price an( l a further royalty so as to make up a total royalty equal to 

of each per cent, on the selling price thereof if the first mentioned 

artwle, P" d royalty shall be less than such percentage (b) : Provided always 
Proyisotoat ^* a ' articles aforesaid delivered or sent by the lioensee to any 
articles of his sub-licensees according to the terms of their respective licences 
supplied by shall for the purposes hereof be considered as having been actually 
sen^sub- 1 " 8 bo ^ ^ the li cens ©© at the minimum prices aforesaid mentioned in 
licensees shall the Second Schedule hereto less a discount of per cent. 



(a) A right to manufacture includes a right to sell the patent articles 
(Thomas v. Hunt, 17 0. B. N. S. 183). 

(6) The two following provisoes can, of course, be omitted, if special 
royalties are placed on the articles supplied to or manufactured by the 
sub-licensees. In that case no violation of language as to the term " sale" 
need be caused. See ante, p. 216. As to allowances for bad debts, see Sp. CI. 
17, ante, p. 232. 
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thereon at the respective times when the same shall have left any Prac. JX 
place of manufacture or business of the licensee in the possession be treated as 
of or to be delivered to such sub-licensees respectively : provided sold at said 
also that all articles manufactured as aforesaid by any sub-licensees ^T"™ 1 "" 
of the lioensee shall for the purposes hereof be deemed articles sold Siscount! 8 
by the licensee at the time of completion thereof at the min imum Further 
prices aforesaid less a discount of per cent, thereon. proviso that 

2. The licensee shall within weeks after the receipt by _ J^^S 

* . » ii_ t o j» »i« • • i • j -i manufactured 

nim from the licensor of a notice in writing requiring him so to do by mann- 
undertake to the extent of the terms of such notice the obligations facturing 
aforesaid of the licensor for the supply of and shall supply articles bS^^^ 8 
aforesaid to the licensees under the said agreement dated &c. and sold to them 
lioence dated &o. respectively and shall accordingly be entitled at *>y licensee 
the respective times therein provided in this behalf to reoeive all ^^, 1Tn 
moneys payable for the articles so supplied by him and shall as to prices less 
each article so supplied pav to the licensor on the half-yearly days discount. 

aforesaid less a discount of per cent, a like royalty or total Licensee, after 

royalty on the said moneys payable in respeot thereof as is pro- S^nsoi-fto 
vided by Clause 1 hereof and the licensor shall do all such things supply the 
as shall be necessary to enable the licensee to obtain payment from ° ther 
the said licensees of the moneys due in respect of the articles which "T^J^ 
shall be supplied by the licensee to them respectively as aforesaid, entitled to 

3. The licensee shall not without the written consent of the receive from 
licensor and the licensees under the said agreement and licenoes th ? m th ® v t 
mentioned in the First Schedule hereto (hereinafter referred to as ^royalties to 
" the other licensees ") sell any of the said articles for less prices licensor. 

or under terms more favourable to purchasers than is provided in No sale for 
the said agreement or other licences mentioned in the said Schedule ^ n p ^^ r 
respectively or in case of any default being made by him in this the other 
respect shall (but without prejudice to the exercise by the licensor licences, &c. 
of his power of revocation under Clause 18 hereof) be taken to 
have sold at the minimum price or prices mentioned in the Second 
Schedule hereto the articles sold by him at any lesser prices and 
shall indemnify the licensor against any claims or damages whioh 
may be jnade or claimed by the other licensees or persons claiming 
under them respectively or any of them on account of any such 
sale at lesser prices as aforesaid. 

4. The licensee shall keep at his usual place of business all Books and 
proper books of account and make true and complete entries therein accounts kept, 
at the earliest opportunities of all particulars necessary or con- SoT* on ' 
venient for any of the purposes hereof of all transactions relating 

to the manufacture by him or his sub-licensees or sale by him of 
the said articles or the supply thereof to the other licensees respec- 
tively and the grant by hirn of any sub-licences hereunder and 
shall produce the said books &c. [Licence /., ante, p. 245, but omitting 
the reference to "assigns," and alluding to both " manufacture " 
and " sale "] : And shall if and when required by the licensor but 
at the expense of the licensee verify or procure some fitting person 
in his employ to verify each such statement or any part or parts 

thereof by statutory declaration. 

• • * • * * 

t2 
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^^^^^ [For Clauses 5 — 7, as to use of patent mart, manufacture 
asa*es5-~l& according to specification, and inspection of factory, use Licence IL 9 
ante ; and for Clauses 8 — 10, as to non-assignment, fyc. uithout con- 
sent, and express power to grant sub-licences, including the provisoes, 
but referring to " the Third Schedule hereto " (c), and as to not disput- 
ing the validity of the patent, and detection, Sfc. of infringements, 
use Licence III. ; and for Clauses 11 — 15, as to payment of fees and 
performance of conditions of patent, defence of actions for revocation 
and taking proceedings for infringements, non-amendment of specifica- 
tion, no other licences subsisting " except as hereinbefore stated* 9 and 
non-user, 8fc, tcithin the kingdom, "except as hereinbefore excepted 
reserved or provided* 9 use Licence III.'} 



licensor not 
to manufac- 
ture, &c. the 
articles or 
q^ftl therein 
except to 
supply the 
other 
licensees. 

Improve- 
ments by 
either party 
to be for 
benefit of 
both, Ac. 



Revocation of 
licence on 
non-payment, 



16. The licensor shall not during the continuance of this licence 
within the United Kingdom and Me of Man except for the purpose 
of performing his obligations under the said agreement and licences 
or any of them either alone or in partnership or directly or in- 
directly whether as shareholder or debenture holder &c. [as in 
Sp. CI. 47, ante, p. 241] (d). 

17. Each party hereto shall during the continuance of this 
licence at the earliest opportunity &c. [Use Licence II., ante, p. 249, 
omitting reference to " assigns," and ending as fol/otcs] shall be for 
the use of both parties hereto and the licensees under the said 
licence dated the Ac. (e) but if the same shall have been invented 
ascertained or made by the licensee then shall not be for the use of 
the licensor beyond the duration of his interest under the said 
agreement dated &c. or the said licence dated &c. (/) and shall not 
be for the use of the licensees or their assigns under the said 
licence dated &c. (g) beyond the duration of their said licence 
but if the same shall be invented ascertained or made by the 
licensor or he shall otherwise be entitled to communicate the same 
then shall not be for the use of the licensee beyond the duration 
of this licence and any suoh improvement addition or discovery 
so communicated by tne licensor shall be deemed part of the 
premises and together with the letters patent (if any) in respect 
thereof be as far as circumstances will admit subject to the 
covenants and conditions herein contained as if the same respec- 
tively applied thereto or to the letters patent (if any) granted in 
respect thereof. 

18. If any royalties or other sums payable hereunder by the 
licensee or any part thereof respectively &c. [Use Licence III, ante, 



(c) As to the terms to be inserted in sub-licences when an express power 
to grant them is conferred, see ante, pp. 215, 216, and Sp. CI. 33, ante, 
p. 237. Some additional terms will be needed here on account of the special 
covenants. 

(d) See Leather Cloth Co. v. Lorsont, L. E. 9 Eq. 345, as to the restraint 
of trade caused by such a covenant not being greater than that caused by 
the patent itself, whereby the covenant was not against public policy. 

(e ) The first recited licence. 
(/) The last recited licence. 
(g) The first recited licence. 
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p. 252] and also without prejudice to the performance and observ- Fbbc » g » 
anoe by the licensee of his obligations (if any) to the licensees or breaches or 
respectively under the said agreement dated &c. and licence dated bankruptcy of 
&o. or either of them as aforesaid which might at the time of such lic6n8ee » 
revocation remain to be performed in respect of the sale or supply 
of the said articles by him to them respectively. 

19. If the said letters patent shall from any cause whatever Determina- 
become wholly or as to some material part of the said invention j? on b r .„ 
void (notwithstanding that any judgment in revocation of the said pa tent void or 
letters patent to the extent aforesaid shall or shall not be appealed breaches by 
against) (h) or if the licensor shall commit a breach &o. [ Use licensor « 
Clause 15 of Licence VIL, ante, p. 269] and also without prejudice 

&o. [As at end of last clause, writing " determination "for "revoca- 
tion S ']. 

20. At the end or sooner termination of this licence the licensee Reduced 
shall in respect of each article aforesaid in his possession not then royalties on 
already sold whether complete or only in course of manufacture JJJj^JfoJl ^ 
or in the possession of his manufacturing licensees (if any) respeo- Ecensee or " 
tively whether complete or only in course of manufacture pay to manufacture 

the licensor a reduced royalty thereon respectively of shil- 1^^^ 

lings in lieu of any royalties on the sale thereof as aforesaid (t). at end of 

llbr a clause as to acknowledgment, 8fc. use Licence III., and for hcence not 
arbitration and transmission clauses, use Forms 24 and 25, ante, guMectto 

pp. 55, 56.] royalties. 

In WITNESS, &0.(J). Remaining 

clauses. 

First Schedule. 
Second Schedule. 
Third Schedule. 



(h) Use Clause 2 of Licence VIL if thought fit as to suspense of royalties 
during appeal. If such be intended, omit matter in the bracket as to an 
appeal. See Sp. CL 19, ante, p. 233, as to payment to trustees during pro- 
ceedings. 

'%) As to such a clause, see ante, p. 203. 

J) The licence should be registered. See last note to Licence /., ante. 
or a clause as to service of notices, use Sp. CI. 51, ante, p. 242. 
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Recitals. 

Grant of 
patent. 

Agreement 
for licence to 
the company 
for a county 
at a premium 
and royalties. 

Premium to 
be paid in 
cash and 
shares. 

Allotment of 
the shares. 

First 
Testatum. 

Grant of 
licence by 
licensor as 
beneficial 
owner. 



X. 

LICENCE (exclusive) for a District to a Limited Company — 
Premium in Cash and Shares — Royalties per Ton according 
to different Products but after certain date to decrease five 
percent, annually — Different Rents — Suspense (/Royal- 
ties and Rents while Licensor omits to proceed for Infringement 
— Special Provisions for determination, 8fc. — Reduced 
Royalties on Products in hand at end of Licence. 

THIS INDENTURE made &c. Between A. B. of &o. (herein- 
after oalled " the licensor ") of the one part and the Com- 
pany Limited (hereinafter called "the licensees ") of the other 
part: Whereas by letters patent &c [Grant of pa tent 9 and devo- 
lution (if any) of title'] : And whereas the licensor has agreed to 
grant the licensees an exclusive licence to use the said invention 

within the county of &c. for the sum of £ and the royalties 

and otherwise upon the terms hereinafter appearing : And 
whereas the licensor hath consented to receive payment of the 6aid 

sum of £ partly in cash to the amount of £ and the 

remainder thereof in shares of £ each of the licen- 
sees which are to be treated for all purposes as having been fully 
paid up : And whereas the licensees have accordingly imme- 
diately before the execution hereof allotted to the licensor or his 

nominees shares aforesaid numbered respectively to 

as he doth hereby acknowledge (a). NOW THIS IN- 
DENTURE WITNESSETH that in pursuance of the said 
agreement in this behalf and in consideration of the allotment of 

the said shares as aforesaid and ako in consideration of the 

sum of £ now paid to the licensor by the lioensees (the 

receipt whereof is hereby acknowledged) and also of the royalties 
and rent hereinafter reserved and the covenants and conditions on 
the part of the licensees hereinafter contained the licensor as bene- 
ficial owner (b) doth hereby grant unto the licensees and their 
assigns the full sole and exclusive liberty lioenoe right power and 



(a) See note (e) to Agreement VII. , ante, p. 80, as to filing under sect. 25 
of the Companies Act, 1867 (30 & 31 Yict. c. 131), every contract for the 
issue of shares as fully paid up. 

(b) As to full covenants for title in a licence, see ante, p. 196. 
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authority within the oounty of &o. to make use and exercise the ****>• X. 
said invention in or apply the process described in the specification ' 

relating to the said letters patent to the production of and 

also to sell (c) the so manufactured : To have hold 

exercise and enjoy the said licence and premises unto and by the 
licensees and their assigns for and during &c. [To end of haben~ 
dum\ : And thb licensor doth hereby covenant with the licen- S^S^f 
sees &o. [Qualified covenant as to validity of the patenf], AND pateot 
THIS INDENTURE ALSO WITNESSETH that in pursuance aw 
of the said agreement in this behalf and in consideration of the Testatum. 
premises it is agreed and declared as follows : — Covenants 

1. The licensees shall during the continuance of this licenoe in Sons] 011 

respect of all produced by them or their sub-licensees by Royalties and 

any means in which the said invention or process shall be used or rents half- 
employed in the half-years then ending respectively pay to the ?^ ly at 

i ♦ _ip t j /» fixed sums 

licensor on every day of and day of according 

up to the day of 1890 the following royalties to quantity 

namely a royalty at the rate of £ per ton as to produce *^ OT £ o{ 

made in the form of &c. and of £ per ton as to produce Siad^but 

made in any other form and from and after the said day of after certain 

1890 royalties as to produce in the respective forms j?* 1 * raducifck 

aforesaid at rates eaoh current year five per cent, less than those yearly, 
for the year then immediately preceding it : And also on every 

day of and day of aforesaid subject 

to the operation of Clause 2 hereof in respect of the produoe made 
as aforesaid in the form of &o. such further sum (if any) as 
together with the said royalties reserved as aforesaid in the same 
respect shall amount to the sum of £a (hereinafter termed " a 
rent ") [that is to say a sum equal to the total amount of the like 

royalties on tons of the said produce in that form (d)] and 

in respect of any produce made in any other form as aforesaid such 
further sum (if any) as together with the royalties reserved as 
aforesaid in the same respect shall amount to the sum of £b 
(hereinafter also termed " a rent ") [that is to say a sum equal to 

the total amount of the like royalties on tons of the said 

produce made in any such other form (<?)] : Provided always Proviso as to 
that no apportionment of any royalty aforesaid shall be made in ^f^ 1 * 1011 " 
respect of any quantity less than one hundred weight of the said royalties for 
produce in any form whatever. ^ J* 8 * &** a 

2. Provided always that if either rent for any half-year . * 
aforesaid shall exoeed the total amount of royalties due for the clause^orthe 
same period in respect of the produoe to which such rent is two rents, 
attributable the licensees shall be entitled for any one or more 
succeeding half-years (so far as necessary for the purpose) for 



(c) A right to manufacture includes a right to sell the patent articles 
(Thomas v. Hunt, 17 0. B. N. S. 183). 

(d) As to the matter in this bracket, see note (d) to Licence IIL, ante, 
p. 250. 

(e) Ibid. 
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Pbeo. X. which respectively the total amount of royalties due in the like 

respect shall exceed such rent to a remission of so muoh of the 

latter excess as will make up to them the excess of payment made in 

the half-year for whioh the rent shall have exoeeded the royalties 

due therefor as aforesaid. 

Accounts 3. The licensees shall keep at their head offices all proper hooks 

J^ed^^ 11 " of account and make true and complete entries therein at the 

speotion of earliest opportunities of all particulars necessary or convenient for 

books, Terifi- any of the purposes hereof of all transactions relating to the 

cation, &o. manufacture by them of produce of any kind whatever under this 

licence and of the like produce sold by them to their sub-licensees 

(if any) or other persons or delivered by them to such sub-licensees 

(if any) for sale and shall produce &c. [Production and inspection 

of books and delivery of accounts as in Licence I., ante, omitting 

reference to " assigns " ] : And will if and when required &c. 

[Verification of statement as in Licence II., ante, the declaration, 

howevei*, being that "of the manager or some competent person 

in their employ"]. 

• • • * * 

Clauses 4— 10. [For Clauses 4 — 6, as to use of patent mark, manufacture accord" 
ing to the specification, and inspection of factory, use Licence II., ante 
p. 247; and for Clauses 7 — 10, as to non-assignment Sfc. without 
consent and express poxcer to grant sub-licences, including the pro- 
visoes (/), and as to not disputing validity of patent and detection 8fc. 
of infringements, and as to payment of fees and performance of con- 

ditiofis of patent, use Licence III, p. 251.1 

• * • * • 

Proceedings 11. The licensor shall at all times during the continuance of 

of ^ten^and ^" fl ^ cence a ^ ^is own °° B ' ^ e ^ en d every proceeding for the revo- 
infringe- cation of the said letters patent and at all times aforesaid at the 
mente. request and cost &c. [As in Licence III, ante, p. 251, omitting 

reference to " assigns "J : Provided always that if the licensees 
Susi>ense of shall at any time during the continuance &o. [Suspense of royalties 

£££*£& and rent a » '» s p- Cl - 14 » ™ te > p- 23J ] to)- 

of proceedings * * * * 

for infringe- [For Clauses 12 — 14, as to non-amendment of specification, no 
^^ ' other licences subsisting, and non-user 8fc. tcithin district, use Licence 

12-^14. HI-* anie -] 

• • * • * 

Improve- 15. The licensor shall during the oontinuanoe of this licence 

Hoensor to b<f £* ve "written notice to the licensees at the earliest opportunity of 
included in every improvement in or addition to the said invention or mode of 

this licence. 



(/) As to the terms to be inserted in sub-licences, when the express 
power to grant them is conferred, see ante, pp. 215, 216, and Sp. CI. 33, ante, 
p. 237. 

(g) In Henderson v. Mostyn Copper Co., L. R. 3 C. P. 202, it was held that 
reasonable notice that an infringement had taken place is necessary, in order 
to enable the patentee [or licensor] to take proceedings, and that reasonable 
time was necessary for completing the proceedings. 
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working the same or any disoovery useful therefor that he may Pbbo. X. 

invent ascertain or make and be entitled to communicate and at 

the cost of the licensees as to journeys and other expenses (if any) 

out of pocket occasioned to him thereby and at such remuneration 

(if any) as the directors of the licensees may think fit to award 

him therefor communicate and explain to the manager or other 

agent or agents of the licensees or any workmen of theirs as and 

when reasonably required the nature of such improvement addition 

or discovery so as to enable them or him to make full and effective 

use of the same and permit the licensees to have the use thereof 

(whether it shall be or become patented or not) subject as nearly 

as can be to the covenants and conditions herein contained as if 

such improvement addition or discovery were part of the premises. 

16. If the said letters patent shall from any cause whatever Determina- 
beoome wholly or as to some material part of the said invention *f on b y 
void (notwithstanding that any judgment in revocation of the said patenTvoid or 
letters patent to the extent aforesaid shall or shall not be appealed breaches by 
against (h) ) or if the licensor shall commit a breach of any of his li °eneor. 
obligations hereunder other than in respect of commencing or 
carrying on proceedings for infringement as aforesaid and (where 

the breach is oapable of being made good) shall for days 

after he shall have been served with a notice in writing requiring 
him to make good the same omit so to do or shall commit or 
suffer any breach of his obligations under Clause 11 hereof in 
respect of commencing or carrying on proceedings for infringement 
and shall not make good such breach before the time when the 
licensees shall first become entitled to withhold or suspend pay- 
ment of royalties or rents as provided by the same clause then the 
licensees may by notice in writing served on the lioensor at any 
time thereafter but in the case of any such last mentioned breach 
only before the same shall (if capable thereof) be actually (if at 
all) made good determine this licence forthwith but such deter- 
mination shall operate without prejudice to the reoovery by the 
licensor of any rents or royalties then due or to any right of action 
by either party then accrued hereunder and in case of such deter- 
mination the said rents shall be apportioned (if necessary) for the 
period less than a half-year which may have elapsed between the 
day of such determination and the end of the half-year last 
previous thereto (t). 

17. If any royalties rents or other sums payable hereunder or Revocation if 
any part thereof respectively shall be in arrear for two calendar royalties m 
months whether demanded or not or if the lioensees or any of pany wound" 
their assigns being a company shall commence to be wound up on up, &c. 
account of their inability (as defined by section 80 of the Com- 

STJse Clause 2 of Licence VII. , ante, if thought fit as to the suspense of 
v ties during appeal. If such be intended, omit the matter in the brackets 
as to appeal. See Sp. CI. 19, as to payment to trustees during proceedings, 
(t) The Apportionment Act, 1870 (33 & 34 Vict. c. 35, ss. 1, 2), however, 
provides for such an apportionment. By sect. 2, the time for payment of 
the apportioned part would not be accelerated, but would be the same as 
fixed for the payment of the entirety. 
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Acknowledg- 
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as to the 
letters patent. 
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Transmission 
clause. 



Arbitration 
clause. 



panics Act 1862 or any statutory modification thereof for the 
time being) to pay their debts (/) or being a oompany or in- 
dividuals or an individual shall not commenoe their or his business 

in relation to this lioenoe within calendar months from the 

date hereof or (being assigns aforesaid) shall not oommenoe their 
or his said business within the like period from the date of the 
assignment to them or him of this licence or being a company or 
individuals or an individual having oommenoed their or his said 
business shall for any period of calendar months consecu- 
tively cease practically to carry on the same or being individuals 
or an individual shall become bankrupt or commit an act of 
bankruptcy whether available for adjudication or not or if the 
licensees or their assigns shall make default, in any obligation 
hereunder other than in respect of the payment of moneys and (in 
the case of a breach capable of being made good) shall for the 

space of days after they shall have been served with a 

notioe in writing by the licensor to make good the said breach 
neglect or omit so to do then the licensor at any time thereafter 
[and notwithstanding any merely implied waiver by him of his 
right so to do] may by notice in writing served on the licensees or 
their assigns or their liquidator liquidators or the trustees or 
trustee in bankruptcy as the case may require revoke this licence 
forthwith but such revocation shall operate without prejudioe to 
the recovery by the licensor &c. [As in last clause, but using 
" revocation " for " determination."] 

18. The licensor hereby acknowledges the right of the lioensees 
to production of the said letters patent &o. [Use Licence III., 
ante, p. 253.] 

19. Any notice intended to be given or served hereunder on the 
licensees being a company shall be effectual if served according to 
the provisions (if any) as to services of notices in its articles of 
association but in any other case any notice intended to be given 
or served hereunder &o. [Sp. CI. 51, p. 242, ante.'] 

20. Unless when the context requires a different construction 
the term " licensor " herein shall include the assigns of the person 
so designated and the term " licensees " herein shall include the 
assigns of the company so designated. 

21. If any difference shall arise &o. [Arbitration Clause, Form 
24, ante, p. 55.] 

In witness &c. (k). 

The Schedule. 



(j) Sect. 80 of the Companies Act, 1862 (25 & 26 Yict. c. 89) in effect 
declares that this inability shall be deemed to arise when the company, after 
service of notice, neglects for three weeks to pay or secure or compound for 
any debt exceeding 50J. ; or if execution or other like process in England or 
Ireland issued on the judgment, &c. of any Court in favour of a creditor is 
returned unsatisfied ; or the inducise of a charge for payment on an extract 
decree, &c, have expired without payment being made ; or whenever it is 
proved to the Court that the company is unable to pay its debts. See 
Buckley's notes to this section. 

(k) The licence should be registered. See note (I) to Licence /., ante, 
p. 246. 
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XI. Pbbo. XI. 



LIOENCE (exclusive) for England, Wales, and Isle of Man— 
Eotalties and Rent — Royalties on Manufactures by Licen- 
see and his Sub-Licensees, and also on Articles authorized 

to be SUPPLIED BY HIM ABROAD — RESERVATION to LlCCnBOr OS 

to Existing Orders and Foreign Customers, and the supply 
by him to the Licensee for the First Year of Articles to be 
sold on Commission. 

THIS INDENTURE made &o. Between A. B. of &c. (herein- 
after called "the licensor ") of the one part and C. D. of &c. 
(hereinafter called " the licensee " of the other part : Whereas RetitaU. 
by letters patent &c. [pp. 49, 50] : And whereas the licensor has Grant of 
agreed to grant the licensee a sole and exclusive licence to use P atentan jl 
the said invention for the countries of England Wales and the SS^ 611 ** 
Isle of Man with the reservations and upon the terms hereinafter 
appearing. NOW THIS INDENTURE WITNESSETH that *** 
in consideration of the royalties and rent hereinafter reserved and € J~* aiat T n '' 
the covenants and conditions on the part of the licensee hereinafter exclusive 
contained the licensor doth hereby grant unto the licensee the full licence for 
sole and exclusive licence right power and authority to make use England, 

exercise and vend the said invention and manufacture j^ Q J Man. 

according to the specification thereof and also to sell the 

so manufactured within the countries of England Wales and the 
Isle of Man (hereinafter called " the said district ") : Excepting Reservation 
and reserving unto the licensor and his assigns the right to to lic ^ or * or 
manufacture the like articles according to the said specification at ^fettng^ 

the works of the licensor at aforesaid or other works (if orders and for 

any) of his for the time being in execution of all orders already jap^w 
received by him for the supply of such articles to persons in the tomenu CU8 " 
said district and of all orders already or which hereafter may be 
received by him for the supply of such articles to persons in any 
part of the world outside the said district and for the supply of the 
like articles to the lioensee for the space of one year from the date 
hereof to be sold by him upon commission as hereinafter pro- 
vided (a) : To have hold exercise and enjoy the said licence and 
premises unto and by the lioensee and his assigns &c. [7b end of the 



(a) The lioensee is to be supposed not to be ready with the requisite plant, 
&c. See Clause I. 
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Fbso. XI. 

Covenants aa 
to validity and 
right to grant. 

Second 
Testatum. 

Covenants 
and con- 
ditions. 

licensee to 
commence 
manufacture, 
and purchase 
plant, &c. 
necessary. 



Royalties on 
articles 
manufactured 
by licensee or 
his sub- 
licensees. 

But a fixed 
half-yearly 
rent. 

Average 
clause. 



habendum^ and then insert the covenants (qualified) as to the validity 
of the patent and right to grant]. AND THIS INDENTURE 
ALSO WITNESSETH that in consideration of the premises it is 
declared as follows : — 

1. The licensee shall within calendar months from the 

date hereof commence the manufacture of according to the 



said specification at his works at 



aforesaid and accordingly 



licensor to 
supply 
articles for 
one year to be 
sold by 
licensee on 
commission. 



Expenses of 
cairiage, &o. 



Licensee on 
notice to 
supply 
foreign cus- 



shall purchase all necessary plant machinery fixtures utensils and 
other effects sufficient and suitable for the manufacture to the best 

advantage of at least of the said articles half-yearly and 

shall set up the said effects at or place the same in the said works 
and shall at all times during the continuance of this licence keep 
the same in good working order and oondition and supply all 
deficiencies therein respectively. 

2. The licensee shall during the continuance of this licence pay 

to the licensor half-yearly on every day of and 

day of for every manufactured by the 

licensee and his sub-licensees respectively hereunder in the half- 
years then ending respectively a royalty of shillings and 

in case the total amount of royalties for any such half-year shall 
not amount to the sum of £a (hereinafter called "the rent") then 
such further sum in addition to such total amount of royalties as 
will equal the rent : Provided always that if the rent for any 
half-year aforesaid shall exceed the total amount of royalties for 
the same period the licensee shall be entitled for any one or more 
succeeding half-year or half-years (so far as necessary for the 
purpose) to a remission of so much of the latter excess as will make 
up to him the excess of payment made in the half-year for which 
the rent shall have exceeded the royalties due therefor as aforesaid. 

3. The licensor shall supply and the licensee shall receive from 
him during one year from the date hereof all such articles manu- 
factured by the licensor under the reservation hereinbefore con- 
tained not being less than in number per calendar month 

which the licensee shall sell in the usual way of business and for 
the sale whereof he shall be entitled by way of commission to debit 
the licensor in the half-yearly accounts embracing the periods of 

sale thereof respectively with sums amounting to per cent. 

of the selling prices thereof which prices shall be in accordance 
with the lists of gross prices for the time being exhibited or pub- 
lished by the licensor or such other prices as the parties hereto may 
agree upon: Provided always that in taking any such half- 
yearly account in respect of articles supplied by the licensor and 
sold by the licensee as aforesaid all expenses (if any) of carriage or 
delivery of the articles from the works of the licensor to the licensee 
paid by the latter shall be credited to the licensor (J). 

4. The licensee shall after the day of as and when 

required by the licensor in writing so to do manufacture or supply 
articles aforesaid for the licensor for the purpose only of his (the 



(6) As to delivery of goods, risks of transit, deterioration, and expenses of 
carnage, see notes (c), (d), and (c), to Licence V., ante. 
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licensor's) supplying the same to any of his foreign or oolonial Pmo. XL 

customers not exoeeding. however in number per week tomeraof 

unless the lioensee being requested by the lioensor so to do shall licensor, 
be willing to manufacture or supply any larger quantity and shall Prices 
be entitled to charge the lioensor for the said articles prioes equal {^Jra *° 

to per cent, of the usual list or gross prioes for the time according to 

being of the lioensor charged by him to customers in the particular *"? "sua? 
oountries to which the said articles are intended to be exported Sj^J^ 88 
less (as to such last mentioned prices) the usual deductions allowed 
by the licensor and all such cuticles shall at the expense of the 
lioensor be delivered free on board ship at such ports in England 
as the licensor shall direct : Provided always that the lioensor Bat ample 
shall give the licensee one week's previous notice in writing for the n ? tice *° ** 
supply of any such articles as last aforesaid where the quantity fC^^see. 

required at any one time is to be more than but not more 

than in number and where the quantity is to exoeed the 

latter amount shall allow days extra for any excess up to 

in number and so on proportionately for any further 

excess: Provided also that the licensee shall not without the Bat lioensee 
written consent of the lioensor either directly or indireotly manu- fi ^ u *?* 
faoture or supply any articles aforesaid for the use of any person guppiyartioles 
or persons residing or for the purpose of transmission out of the for abroad, 
district. 

5. Each party hereto shall during the continuance hereof keep Eaoh party 
at his usual place of business all proper books of account and make to ke °P ^ooiks 
true and complete entries therein at the earliest opportunities of all oii^^^L, 
particulars necessary or convenient for any of the purposes hereof SmS?" - 
of all transactions relating to the manufacture or sale by him of 

the said articles as aforesaid including as to the licensee the manu- 
facture thereof by his sub-licensees (if any) and produce the said 
books so to be kept by him to the other of them or his agents or 
agent at all reasonable times for inspection and the taking copies 
or extracts therefrom and at his own expense obtain and give to 
the other of them or his agents or agent all such information as 
to any item or matter contained or which ought to be contained 
therein as shall be reasonably required. 

6. The licensee shall at the end of each half-year aforesaid deliver Delivery of 
or send to the licensor a statement in writing of all particulars of y^jj^^* 
account between him and the licensor hereunder for the same 
half-year and shall if and when required by the licensor but at 

the expense of the latter verify or procure some fitting person in 
his employ to verify each such statement or any part or parts 
thereof by statutory declaration. 

7. Each article manufactured by either party as aforesaid shall Articles to be 
as soon as manufactured bear a metal plate [or " label," or 8fc.~\ ratenTmarir! 1 
furnished by the licensor and shall bear a number designating the 

actual number of such articles then completed by him of which 
such article shall be the last completed and also an inscription and 
mark of the kind shown in the margin hereof as applicable to such 
party or such other inscription or mark as the licensor in order to 
avoid infringement of the trade mark of any other person may 
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Prao. XL think fit to adopt and lie shall not retain or sell or part with the pos- 
session of any suoh artiole without the said plate [or " label, or 
8fcJ] being placed thereon and the licensee shall on each half-yearly 
day aforesaid or within twenty-one days thereafter pay or account 
for to the licensor for the said plates [or " labels," 8fc.'] so furnished 

to him in the half-year then ended at the rate of shillings 

per dozen including the costs of carriage and delivery thereof and 
the licensor shall execute all orders of the licensee for the supply 
to him thereof with all reasonable dispatch (<?). 
Ea ° h, P*St 8. Either party hereto or his agents shall be at liberty at all 
faotorie^to. reasonable times during the continuance of this licence and for the 
of other space of one calendar month after the same shall be determined or 

party • revoked to enter any place of the other party where the manu- 

facture or sale of the said articles shall be carried on and inspect 
the same for the purpose of ascertaining the state or extent of such 
manufacture or sale and that all covenants by the other party 
hereunder have been or are being duly performed or observed and 
for finally winding up all accounts between the parties. 

***** 

ClaTifleB9— 16. [For Clause 9, as to manufacture by the licensee only according to 
the specification, use Licence II., ante ; atid for Clauses 10 — 16, as 
to non-assignment, 8fc. mthout consent, and express potcer to grant 
sub-licences, including the provisoes (d), and as to not disputing the 
validity of the patent and detection, ye. of infringements, and assisting 
licensor, as to payment of fees and performance of conditions of patent, 
defence of patent and taking proceedings for infringement, non-amend- 
ment of the specification, and no other licences having been granted, 
use Licence III., ante, p. 251.] 

***** 

Non-user, &c. 17. The licensor shall not during the continuance of this licence 
^thindisLict exce P* M ** hereinbefore provided use or authorize any other 
except aa pro- person to use the said invention within the said district. 
Tided. 18. The licensor shall not within the said district during the 

licensor not continuance of this licence exoept according to the reservations 
liketo^ess hereinbefore oontained either alone or in partnership &o. [Sp. CI. 

except under 47, ante, p. 241]. 

tiiereserya- 19. Each party hereto shall during the continuance of this 
wis erem. jj^jj^ £ c [Mutual covenant as to improvements, 8fC, as in Licence IL, 
menta by ante, p. 249, omitting any reference to " assigns," but stating at the 
either party end thereof that any improvement, 8fc. if made, 8fc. by the licensee, 
£i5u*[ " shaft be used by the licensor as to the said district to the extent 
both. only of the reservations hereinbefore oontained as if the said 

improvement addition or discovery were part of the said inven- 
tion"]. 



(e) For other clauses relating to use of a patent mark or die, see Sp. CL 
23—27, ante, pp. 234—236. 

SZ) As to the terms to be inserted in sub-lioences, see ante, pp. 215, 216, 
Sp. CL 33, ante, p. 237. 
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[Ibr Clause 20, as to revocation of the licence, me Licence III., Treo. XI. 
ante, p. 252 ; and for Clause 21, as to the determination of the licence Kemaining~ 
by the licensee if patent void or breaches, fyc, use Clause 19 of clauses. 
Licence IX., ante, p. 277 ; and for Clause 22, as to acknowledgment, 
8fc, use Licence III; and for arbitration and transmission clauses, 
use C. F. 24 and 25, ante, pp. 55, 56.] 

In witness, &c. (e). 

The Schedule. 



is 



e) The licence should be registered. See last note to Licence I, ante. 
n or a clause as to service of notices, use Sp. CL 51, ante, p. 242. 
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pbeo. xn. 



Recital*. 
The licence. 



Agreement 
for sub- 
licence. 



First 
Testatum, 

Grant of sub- 
licence at 
royalties for a 
term of 



XII. 

SUB-LICENCE (exclusive for a District at Royalties (a)). 

THIS INDENTURE made &o. : Between A. B. of &o. of the 
one port and C. D. of &o. of the other part : Whereas by a licence 
under seal dated &c. and made between X. T. (therein and herein- 
after called " the licensor") of the one part and the said A. B. 
(therein called "the licensee") of the other part the licensee is 
entitled to the sole and exclusive licence to use within &o. [the 
district] the invention mentioned together with the letters patent 
in respect thereof in the Schedule hereto and also every improve- 
ment in or addition to the said invention or new discovery useful 
for the manufacture of ■ made or acquired by the licensor 

for the residue of the term of fourteen years from the day 

of 18 — comprised in the said letters patent and any ex- 
tension thereof subject to the rent and royalties payable half-yearly 

on every day of and day of and to 

the covenants and conditions on the part of the licensee therein 
contained and to be performed and observed by him (b) : And 
whereas the said A. B. has agreed to grant to the said C. D. a 
licence to use the said invention and all improvements additions 
or discoveries aforesaid within the town or district of &c. in the 

county of as hereinafter defined for the term of 

years from the date hereof if the said licence shall so long subsist 
upon the conditions hereinafter appearing. NOW THIS IN- 
DENTURE WITNESSETH that in pursuance of the said 
agreement in this behalf and in consideration of the royalties 
hereinafter reserved and of the covenants and conditions on the 
part of the said C. D. hereinafter contained he the said A. B. doth 



(a) Where the licence gives an express power to grant sub-licences, con- 
taining prescribed terms, reference should be made to pp. 215, 216, ante, 
(Express power, &c), and Sp. CI. 33, ante, p. 237. See also p. 214, ante, as 
to sub-licences generally. 

(b) Where the licence prescribes some of the terms to be inserted in sub- 
licences, it may be well, unless brevity is desired, to recite these terms, as to 
which 6ee pp. 215, 216, ante, and Sp. CI. 33, ante, j). 237. The above recital 
might then be extended by adding, " and in particular to a covenant that 
the licensee will &c. and to a covenant that " &c, &c. 
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hereby grant unto the said C. D. (c) the full sole and exclusive P&eo. XII. 
licence liberty right power and authority within the town of years if the 

in the oounty of and also to the extent of a radius licence so long 

of miles from &c. (hereinafter called " the said district") subsist. 

to use the said invention and any other invention for the time 
being oomprised in the said lioenoe dated &o. and to manufacture 
articles thereunder respectively and to sell the same so manu- 
factured : To have hold exercise and enjoy the said licence and 
premises hereby granted unto and by the said C. D. for the term 

of years herefrom if the said licence dated &c. shall so long 

subsist : And the said A. B. doth hereby covenant with the said Covenants 
C. D. that notwithstanding anything by him the said A. B. done ^jfJJS^- 
omitted or knowingly suffered the said licence dated &o. is now f licence and 
valid and subsisting and not void or voidable. And that notwith- right to 
standing anything as last aforesaid he the said A. B. now hath S™ 11 *- 

fower to grant the premises in manner aforesaid (d). AND THIS Second 
NDENTUEE ALSO WITNESSETH that in pursuanoe of Testatum. 
the said agreement in this behalf and in consideration of the pre- 0fch f r °°I e " 

•a. • jjjij.cn nants and 

mises it is agreed and declared as follows : — conditions. 

1. The said C. D. shall on the day of next (e) Royalties on 

pay to the said A. B. or his assigns the royalty of shillings manufacture 

for every article manufactured by the said 0. D. hereunder up to y^^da**^ 
that date and shall thenceforth for each half-year ending on the m licence. 
day of or day of during the con- 
tinuance hereof pay to the said A. B. or his assigns the like 

royalty for every article so manufactured in suoh half-year. 

2. The said C. D. shall keep at his usual place of business all Accounts, &c. 
proper books of account and make true and complete entries therein 

at the earliest opportunities of all particulars necessary or con- 
venient for any of the purposes hereof or to enable the said A. B. 
or his assigns to keep and furnish accounts in respect of this licence 
in accordance with nis covenant in this behalf in the said licence 
dated &c. contained of all transactions relating to the manufac- 
ture (/) of articles by the said 0. D. hereunder and shall produce 
the said books &c. [use Licence I., and the provision as to verification 
of accounts in Licence IX.]. 

3. The said G. D. shall at all times during the continuance of Sub-licensee 
this licence perform and observe the covenants and conditions in to perform, 
the said licence dated &o. as to the use of the patent mark on all * ^J^^ 1 ^ 
articles manufactured by him and manufacturing the same only superior 

, licence. 

(c) The sub-licence is to be supposed granted to the sub-licensee only, and 
not to his assigns, although there is a covenant not to assign &c. without 
consent. See p. 214, ante. 

(d) Here add (if thought fit J a covenant not to invalidate the licence. 

(e) That is, not one of the half-yearly days mentioned in the licence. Where 
the contrary is intended, vary the clause accordingly.^ 

m (/) The superior licence is to be supposed to provide for payment by the 
licensee of royalties on articles manufactured by his sub-licensees. This 
course is recommended in order to accelerate the settlement of accounts 
between licensor and licensee, notwithstanding that the licence provides for 
payment of royalties on articles sold by the licensee. As to this, see ante, 
p. 216. 

M. V 
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Pebo. XII. according to the specification and not disputing the validity of the 
" said letters patent or other letters patent for tne time being com- 

prised in this lioenoe (g) and shall at all times keep the said A. B. 
and his assigns effectually indemnified against all damages or costs 
occasioned by any breach by the said C. D. of this present 
covenant. 

To pay the 4. The said 0. D. shall on the day of next and 

? ub "ute!? 0r thenceforth on every half-yearly day aforesaid during the oon- 

bearing the tinuanoe of this lioenoe pay to the said A. B. or his assigns for all 

patent mark, plates [or labels or &c] bearing the patent mark obtained by him 

or them from the licensor or his assigns and furnished to the said 

0. D. at the rate of shillings per dozen. 

Power for 5. The said A. B. and his assigns or his or their agents shall be 

sub-licensor a t liberty at all reasonable times during the oontinuance of this 
l£ < £J2Ef c licence &o. [liberty to inspect factory, as in Licence II, ante, p. 248]. 
Sub-lioensee 6. The said C. D. shall not without the written consent of the 
not to assign, said A. B. or his assigns assign or mortgage charge or otherwise 
&o. without incumber or grant any sub-lioenoe in respect of this lioenoe or 
©onsen . attempt so to do. 

To give 7. The said C. D. shall during the oontinuance hereof use his 

^gtj ®^? best endeavours to detect every suspected infringement of the said 
ftjjngements letters patent or other letters patent for the time being oomprised 
and assist in in the said licence dated &o. and shall give the said A. B. or his 
proceedings, assigns written notice thereof as soon as the said C. D. shall have 
suspeoted and also (if the case) ascertained the same and shall at 
the expense of the said A. B. or his assigns as to actual disburse- 
ments (if any) made or liabilities (if any) incurred thereby assist 
him or them in any proceedings undertaken (unrequested by the 
said 0. D.) by him or them in respeot thereof as shall be reasonably 
required (A). 
Mutual cove- 8. Each party hereto shall during the continuance &o. [mutual 
nantaatoim- covenant as to improvements, as in Licence II., ante, p. 249, writing 
provements. u ^ Qr ^ me f b th parties hereto or the assigns of the said A. 2?."]. 
No other sub- 9- The said A. B. hath not heretofore granted for the said 
sisting district any licenoe for use of the said invention or any other 

no^userof i nven tion comprised in the said licence dated &c. and shall not nor 
invention in shall his assigns during the continuation of this licence use the 
district by said invention or grant licences in respect thereof or authorize any 
sub-licensor. p erson or persons whomsoever to use the said inventions or any of 

them within the said district. 
Sub-licensor 10. The said A. B. or his assigns shall at all times during the 
°rooeedf r t0 con ^ nuance °* this licence at the request and cost of the said 0. D. 
Lfringemente oommence and prosecute in the name or names of the said A. B. or his 
at request and assigns or procure the licensor or his assigns to commence and prose- 
cost of sub- ou t e a^i legal or other proceedings in respect of any infringement or 
censee » c " suspeoted infringement of the said letters patent or other letters 
patent for the time being comprised in the said licence dated &c. com- 
mitted or alleged to have been committed within the said district or at 



\ 



g) Add any other excepted covenants and conditions if necessary. 
h) See Clause 10, and note thereon. 
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the like oost in any ease where the said A. B. or his assigns shall be Peso. XII. 
entitled in his or their own name or names to commence and 
prosecute any such proceedings permit the said 0. D. in the name 
or names of the said A. B. or his assigns so to do (*). 

11. If any royalties or other sums payable hereunder or any Power of 
part thereof respectively shall be in arrear for twenty-one days A - **• *° 
whether demanded or not or if the said 0. D. shall commit a breach dSimltki 
of any of his other obligations hereunder (J) or shall beoome bank- payment of 
rupt or commit any act of bankruptcy whether available for JJ^^ 680 * 011 
adjudication or not the said A. B. or his assigns may by notice in tanfa^toy. 
writing served on the said 0. D. revoke this licence without pre- 
judice to the recovery by the said A. B. or his assigns of any 

moneys then already due or to any right of action by either party 
hereto or the assigns of the said A. B. for past breaches accrued 
hereunder. 

12. The said A. B. hereby acknowledges the right of the said Acknowiedg- 
0. D. to production of the said licence dated &o. and to the delivery *"*£» J°- M 
and right to take copies of the same and undertakes for the safe 

custody thereof. 
In witness, &c. (A). 

The Schedule. 

(t) As to legal proceedings which may be taken by a licensee for infringe- 
ments, whether in his own name or that of the licensor, see pp. 200, 201, ante. 
a (j) The reference appearing in the other precedents of licences (ante) as to 
giving notice to make good any breaches, may also be inserted here, if the 
superior licence does not provide to the contrary. 

{k) The sub-licence should be registered. See last note to Licence /., 
anUy p. 246. For a declaration as to service of notices use Sp. CI. 51, ante, 
p. 242. 
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LIST OP MISCELLANEOUS PRECEDENTS. 



PAGH 

I. POWEK OP ATTOKNEY to take out a Foreign Patent 293 

II. BOND to secure a Life Annuity to a Licbnsoe as the con- 

sideration/or the Licence. 294 

HI. DEED OF COMMUTATION of Royalties reserved in a 

Licence 295 

IT. MEMORANDUM to be notified on Register as to the Revoca- 
tion of a Licence 296- 

V. NOTICE of Revocation of a Licence {where no breach) 296 

VI. NOTICE by a Licensee to determine the Licence 297 

VII. NOTICE to make good a beeach of Covenant 297 

Vm. NOTICE of Revocation of a Licence for beeach of Cove- 
nant 298 

IX. NOTICE of contents o/Sttb-uoenoe . , 299 
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I. 

POWEE OF ATTOENEY to take out a Foreign Patent. _ L 

Power of 

KNOW ALL MEN by these presents that I A. B. of &c. a tLkeortta 
British subject and the sole and original inventor of an invention foreign 
which I have termed &c. [title of the invention] a short specification P atent - 
whereof is given at the end hereof and which specification is a true 
copy of the provisional specification furnished by me on my appli- 
cation at the British Patent Office on the day of 

last for letters patent in respect of the said invention do hereby 
appoint C. D. of &o. my attorney in my name to apply in the 

empire of for the grant to me of the sole and exclusive 

privilege and right within the said empire to use the said invention 
and make sell and otherwise deal with all articles and things that 
can be made by or with the application of the said invention and 
for the purpose aforesaid to prepare or cause to be prepared all 
necessary petitions specifications and other documents and (where 
necessary) to sign or execute the same in my name with all proper 
attestation and to present the same respectively to the proper officer 
or officers minister or ministers or lodge the same respectively at 
the proper office or offioes and in my name to pay or oontract to 
pay all proper fees and charges in connection with the application 
and to do and suffer all such other acts matters and things as shall 
by the law of the said empire be requisite for the above purpose in 
the same manner and to the same extent as far as possible as I 
myself would be enabled or required to do in case I had personally 
made the application and I hereby undertake to ratify and confirm 
all acts matters and things which may bond fide be done or suffered 
by the said C. D. by virtue of the authority hereby conferred on 
him and to keep him indemnified against all damage or loss which 
may be occasioned to him by reason of any such aots matters or 
things which may bond fide be done or suffered by him as 
aforesaid. 
In witness, &o. (a). 

The Specification above referred to. 



(a) The power will, of course, be executed and attested according to the 
law of the country in which it is to be executed. Information on this can 
be obtained at a consulate or the embassy here for the particular country. 
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n. 

n. BOND to secure a Life Annuity to aLicmraoii as the consideration 
a life anS£% M &* Licence (b). 

to a licensor 

Steffi f KN0W ALL ^N h 7 these P reBents *hat I 0. D. of &a am 

Sie^cenoe. ' bound to A. B. of &c. in the Bum of £ (c) to be paid to 

him or his certain attorney or assigns: For which payment I 
bind myself (d) by these presents : Sealed with my seal. Dated 

this day of ■ — 18 — : Whereas by letters patent &o. 

{Recite grant of patent to A. B.] : And whereas the said A. B. 
has agreed with the said C. D. for the grant to him of an exclusive 
licence to use the said invention for &o. [the district] for the 
residue of the said term in consideration of these presents being 
executed by the said C. D. for the purpose of securing to the said 
A. B. during his life or until the said licence shall by any means 
whatever (if at all) other than by effluxion of time become deter- 
. mined : And whereas the said licence is already engrossed and is 
expressed to be of the above date and to be made between the 
said A. B. of the one part and the said C. D. of the other part and 
is intended to be executed immediately after the execution hereof 
and oontains a power to each of them the said A. B. and G. D. to 
revoke or determine the same in certain events respectively and 
also a provision that the said licence shall also become void if the 
said letters patent shall from any cause become wholly or as to 
some material part of the said invention void : Now the con- 
dition of the above bond is that if the said C. D. shall pay to the 
said A. B. during his life or until the said licence shall by any 
means whatever (if at all) other than by effluxion of time become 

determined an annuity of £ by equal half-yearly payments 

on the day of and day of in every 

year commencing with the day of next together 

with the proper proportionate part of the said annuity for the 
time (if any) which shall elapse between the last of such half- 
yearly days and the date of the death of the said A. B. or sooner 
determination (if any) of the said annuity as aforesaid (e) : Then 
and in such case the said bond shall be void otherwise the same 
shall remain in full force. 
In witness, &o. 

(b) For the form of such a lioence, see Licence VIIL, ante, p. 271. 

(c) The penal sum. 

\d) The heirs are bound, though not mentioned. (Conveyancing Act, 
1881, s. 59, Appendix, poet, p. 381.) Before the Act, the real estate, 
although bound in the hands of the heir or devisee, could only be reached 
by an administration action or suit, unless the heirs were expressly named 
in the bond. See 3 & 4 Will. IV. o. 104, and 32 & 33 Vict. c. 46. 

(e) The Apportionment Act, 1870 (33 & 34 Vict. c. 35), provides, however, 
for this apportionment. 
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in. 

DEED OP COMMUTATION of Boyalties reserved in a Licence (f). ^. HL 

* w ' Deed of com- 



mutation of 




lioenoe under seal dated &o. the licensor granted unto the lioensee m, 
and his assigns the sole and exolusive lioenoe for the term of &c. to e oenoe ' 
use exercise and vend within the [district] a certain invention called 
&o. for which letters patent dated &c. and numbered &o. had been 
granted unto the licensor and in the said lioenoe were reserved unto 

the licensor royalties at the rate of shillings f or &o. payable 

half-yearly on every day of and day of 

and it was thereby provided that at any time from and 

after the day of 18 — the licensee should be at 

liberty to commute the payment of any future royalties aforesaid 
on his satisfying all previous royalties or other sums then due 
thereunder and paying to the licensor such further sum of money 
as therein mentioned: And whereas the licensee hath up to Payment of 
the date hereof duly paid all royalties and other sums due by him ro Kl tle ?i and f 
to the licensor under the said licence and also duly performed and other obliga- 
observed his other obligations under the said licence : And whereas tions up to 
the licensor hath agreed with the licensee that all future royalties date * 
which might beoome payable under the said lioence shall be com- ^Smutf 1 * ** 
muted for the sum of £ payable forthwith and in considera- 
tion of payment of such sum to execute such release as is herein- 
after contained. NOW THIS INDENTUEE WITNESSETH Tectum. 
that in pursuance of the said agreement and in consideration of the J^f 886 °^i 
sum of £ now paid to the licensor by the lioensee (the ties fora^um 



receipt whereof is hereby acknowledged) he the licensor doth hereby now paid, 
release the licensee from the payment of all royalties which might 
but for these presents beoome payable hereafter under the herein- 
before reoited lioenoe dated &o. : And the licensor doth hereby Covenant by 
covenant with the licensee that notwithstanding anything by him Uc ^^ a 5 to 
done omitted or knowingly suffered the said letters patent are ^tentand 
now valid and subsisting and not void or voidable and that not- right to 
withstanding as aforesaid he the licensor hath power to release the ®JrS the 
lioensee in manner aforesaid from the payment of the said royalties. T ° 3r *** 
In witness, &o. (g). 

!/) As to commutation of royalties, see ante, p. 207. 
g) The deed should be notified on the register as containing matter 
affecting the legal proprietorship of the patent. See sect. 23 of the Act of 
1883, Appendix, post, p. 313. The deed is also a variation of the licence, 
which, we may suppose, has been previously registered. 
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IV. 
Memorandum 
to be entered 
on register as 
to the revoca- 
tion of a 
licence. 



IV. 

MEMORANDUM to be notified on Register as to the Revocation 

of a Licence. 

BE IT KNOWN from me A. B. of &o. that the lioenoe dated 
&o. and made between myself of the one part and C. D. of &c. of 
the other part granted by me to the said G. D. of the inventions 
mentioned together with the letters patent and other patent rights 

relating to the same in the schedule hereto did on the day 

of ' last absolutely determine and that the said inventions 

letters patent and other patent rights are now vested in me [and 
my licensees] free from the said licence and any sub-licences 
granted by the said 0. D. and I enter this notification by virtue 

of Clause of the said agreement. 

As witness my hand this day of 18 — . 

The Schedule. 



V. 



v. 

Notice of 
revocation of 
a licence 
(where no 
breach). 



NOTICE of Revocation of a Licence {where no breach). 



To C. D. of &o. 
I HEREBY in exercise of the power given me by Clause 



of 



the licence dated &o. granted by me to you under the letters 
patent dated &c. and numbered &c. for [title of invention] five 
you notice that the said lioenoe shall determine and stand revoked 
as from the day of next. 



Dated &c. 



[Signature]. 
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71. 
NOTICE by a Licensee to determine the Licence. 

To A. B. of &o. 

I HEREBY in exercise of the power given me by Clause of 

the licence dated &c. granted to me by you under the letters 
patent dated &c. and numbered &o. for [title of invention] give you 

notice that the said licence shall as from the day of 

next absolutely determine and cease to be binding on me. 

Dated &o. [Signature"]. 



VI. 

Notice by a 
licensee to 
determine the 
licence. 



TIL 

NOTICE to MAKE GOOD B REACH OF COVENANT. 



To C. D. of Ac. 



I HEREBY give you notice to make good within 



days 



VH. 

Notice to 
make good a 
breach of 
ooyenant. 



from the date hereof the breach oommitted by you in or about 
September last of your covenant to &o. [shortly state nature of 
covenant] which oovenant is contained in the licence dated &o. 
granted Dy me to you under the letters patent dated &o. for [title 
of invention] (h). 



Dated &c. 



[Signature]. 



(h) See next precedent for a notice of revocation of the licence in conse- 
quence of the failure to comply with the above notice. 



?98 
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vni. 

Notice of 
revocation of 
a licence for 
breach of 
covenant. 



VIII. 

NOTICE of Revocation of a Licence for Breach of Covenant. 

To C. D. of &o. 

I HEREBY give you notice that in oonsequence of the breach by 
you in or about the month of September last of your covenant to 
&o. [here shortly state the nature of the covenant] whioh covenant is 
contained in the licence dated &c. granted by me to you under the 
letters patent dated &o. numbered &o. for [title of invention] (t) 
and of your non-compliance with the notice in writing dated &o. 
served by me on you by which I required you to make good the 
said breach within ■ days from the date of such notice the 

said licence shall determine and stand revoked as from the day 
next after the date hereof. 



Dated &c. 



[Signature], 



(t) Omit the reference to the previous notice if inapplicable. See ante, 
pp. 218, 219. For the form of such a previous notice, see last Precedent. 
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NOTICE of Contents of Sub-Licbncb (j). 

J J w ' Noticed 

m a t> £ a. contents of 

10. A. JB. 01 &0. gub-lwenoe. 

Sir, 

A. B.'s Patent — Licence to 0. D. (Self) — Sub-licence to E. F. 

The following are the short particulars of a sub-licence granted 

by me on the day of last to E. F. of &o. [but not 

to his assigns]. 

Date (as above), Parties, Self & E. P., District, the Town bi 

and 10 miles from the Town Hall : To manufacture [the 

patent articles'] for years from the same date at the 

following royalties payable half-yearly every day of 

and day of namely [state the royalties']. 

The oovenants by the sub-licensee are (amongst others) to pay 
the royalties on the half-yearly days to keep regular accounts and 
on same days to furnish full statements of manufacture and sales 
not to assign incumber grant sub-licences in respect of or otherwise 
part with the possession or control of the sub-lioenoe or attempt so 
to do to give speedy notioe to the sub-licensor of suspected or 
ascertained infringements of the patent within the district and 
assist the sub-licensor in any proceedings on acoount thereof to 
perform and observe the oovenants in the licence to use the patent 
mark not to dispute the validity of the patent and to manufacture 
only according to the specification. There is also a Proviso for 

revocation of the sub-licenoe on default for days in the 

payment of any royalties or on the breach by the sub-licensee of 
any other of his obligations. 

Dated &o. 

[Signature]. 



(/) See pp. 215, 216, ante. 
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STATUTE OF MONOPOLIES. 
21 Jao. I. c. 3 (in part) (a). 

An Act concerning Monopolies and Dispensations, with Penal Laws and 
the Forfeitures thereof. [a.d. 1623.] 

1. All monopolies, commissions, grants, licences, charters, and letters Monopolies, 
patent heretofore or hereafter made or granted to any person, body &c, declared 
politic, or corporate, for the sole buying, selling, making, working, or iU&jpl and 
using of anything within this realm or the dominion of Wales, or of v 
any other monopolies, or of power, liberty or faculty to dispense with 
any others, or to give licence or toleration to do, use or exercise any- 
thing against the tenor or purport of any law or statute, or to give 
or make any warrant for any such dispensation, licence or toleration 
to be had or made, or to agree or compound with any others for any 
penalty or forfeiture limited by any statute, or of any grant or 
promise of the benefit, profit or commodity of any forfeiture, penalty, 
or sum of money that is or shall be due by any statute before 
judgment thereupon had; and all proclamations, inhibitions, restraints, 
warrants of assistance, and all other matters and things whatso- 
ever any way tending to the instituting, erecting, strengthening, 
furthering or countenancing of the same, or any of them, are 
altogether contrary to the laws of this realm, and so are and shall be 
utterly void and of none effect, and in nowise to be put in use or 
execution. 

6. Provided that any declaration before mentioned shall not extend Except letters 
to any letters patent and grants of privilege for the term of fourteen patent for 
years or under nereafter to be made of the sole working or making of *?* ijven- 
any manner of new manufactures within this realm to the true and f^JjJSj^ 
first inventor and inventors of such manufactures, which others at the or under. yeaW 
time of making such letters patent and grants shall not use, so as also 
they be not contrary to the law nor mischievous to the state, by rais- 
ing prices of commodities at home, or hurt of trade, or generally in- 
convenient, the said fourteen years to be accounted from the date of 
the first letters patent or grants of such privilege hereafter to be 
made, but that the same shall be of such force as they should be if 
this Act had never been made, and of none other. 



fa) This Act is referred to in the Introductory ChapUr, ante, pp. 2, 3, 11. 
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Act not to 7. Provided also that this Act or anything therein contained shall 

extend to no t in anywise extend or be prejudicial to any grant or privilege, 

%%&%% Power or luthori* wfet^Urtofa. madefied, Xwed^r 

existing acts confirmed by any Act of Parliament now in force, so long as the same 

of parliament shall so continue in force, 
so long aa 

fore* fa0bl ® # P* ™ 1 ®* 1 alfl0 * nat ttis A** &*& not extend to any warrant or 
Act t to privy Beft l mad® or directed, or to be made or directed by his Majesty, 
extend to "^ heirs or successors, to the justices of the Courts of King's Bench 
warrants or or Common Pleas and Barons of the Exchequer, justices of assize, 
privy seals to justices of oyer and terminer and gaol delivery, justices of the peace 
judges and an( j other justices for the time being, having power to hear and deter- 
J^J^^ I mine offences done against any penal statute, to compound for the 
forfeitures. forfeitures of any penal statute depending in suit and question before 

them or any of them respectively after plea pleaded by the party 

defendant. 

Like saving 0. Provided also that this Act or anything therein contained shall not 
as to City of £ n anywise extend or be prejudicial unto the City of London, or to any 
ooTDorato 11 c ^ borough or town corporate within this realm for or concerning 
bodies in any grants, charters or letters patent to them or any of them made or 

respect of granted, or for or concerning any custom or customs used by or within 
charters, them, or any of them, or unto any corporations, companies, or fellow- 

f^ 11 * 8 ' °te f ships of any art, trade, occupation or mystery, or to any companies or 
for mamte- societies of merchants within this realm, erected for the maintenance, 
nance, &c, of enlargement or ordering of any trade or merchandize ; but that the 
trade. same charters, customs, corporations, companies, fellowships and socie- 

ties, and their liberties, privileges, powers and immunities shall be and 
continue of such force and effect as they were before the making of 
this Act and of none other; anything before in this Act contained 
to the contrary in anywise notwithstanding. 
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PATENTS, DESIGNS, AND TEADE MARKS ACT, 1833. 
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An Act to amend and consolidate the Law relating to Patents for Inven* 
lions, Registration of Designs, and of Trade Marks. 

[25th August, 1883.] 

Be it enacted by the Queen's most Excellent Majesty, by and with 
the advice and consent of the Lords Spiritual and Temporal, and 
Commons, in this present Parliament assembled, and by the authority 
of the same, as follows : 

■ 

PART I. — Preliminary. 

1. This Act may be cited as the Patents, Designs, and Trade Marks Short title. 
Act, 1883. 

3. This Act is divided into parts, as follows : — Division of 

Part I. — Preliminary. Act into 

Part II.— Patents. P* 1 * 8 - 

Part HE. — Designs. 
Part IV. — Trade Mares. 
Part V. — General. 

3. This Act, except where it is otherwise expressed (a), shall com- Commence- 
mence from and immediately after the thirty-first day of December one ment of Act. 
thousand eight hundred and eighty-three. 

[a) See the savings in sect. 45 (existing patents) and sect. 113 (repeal of acts). 

PAET EL— Patents. 
Application for and Grant of Patent. 

4. — (1.) Any person, whether a British subject or not, may make an Persons 
application for a patent (6). entitled to 

(2.) Two or more persons may make a joint application for a patent, apply for 
and a patent may be granted to them jointly (c). patent. 

(b) As to who may apply for a patent and the devolution of the right to apply, 
ana as to the joinder of co-applicants by amendment, see ante t pp. 10, 11. 

x 2 
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Application 
and speci- 
fication. 



(c) As to the position inter a* of joint grantees or co-owners of a patent, see ante, 
pp. 118 et seq. 

By sect. 5 of the Amendment Act of 1885 {post, p. 333), it is declared to the 
effect that the grant under the Act of 1883 to several persons jointly, some or one 
of whom only were, was, are, or is the true and first inventors or inventor, was and 
is lawful. 

5. — (1.) An application for a patent must be made in the form set 
forth in the First Schedule to this Act, or in such other form as may 
be from time to time prescribed (d) ; and must be left at, or sent by 
post to, the patent office in the prescribed manner (e). 

(2.) An application must contain a declaration (/) to the effect that 
the applicant is in possession of an invention, wnereof he, or in the 
case of a joint application, one or more of the applicants, claims or 
claim to be the true and first inventor or inventors (y), and for which 
he or they desires or desire to obtain a patent ; and must be accom- 
panied by either a provisional or complete specification. 

(3.) A provisional specification must describe the nature of the 
invention, and be accompanied by drawings, if required (A). 

(4.) A complete specification, whether left on application or sub- 
sequently, must particularly describe and ascertain the nature of the 
invention, and in what manner it is to be performed, and must be 
accompanied by drawings, if required (t ). 

(5.) A specification, whether provisional or complete, must commence 
with the title, and in the case of a complete specification must end 
with a distinct statement of the invention claimed (J). 

(d) New forms have been prescribed under P. B. 1883, rr. 6, 8, 9, 10, which are 
now superseded by Forms A and Al (post, pp. 358, 359), under P. B. 1885, rr. 4, 7. 

(*) See P. B. 1883, r. 19, pott, p. 337. 

{/) This may be either statutory or not as from time to time prescribed (sect. 2 
of Aot of 1885, post, p. 332). 

(g) See note (c) to last section as to sect. 5 of the Act of 1885. The ienn 
"inventor" includes "importer" from abroad (ante, pp. 2, 10). 

(A) See ante, p. 13, as to the nature of a provisional specification, which is the 
same as under the late practice, except that it need not be under seal. See present 
Form B. (post, p. 360), under P. B. 1885, superseding Form B. under P. B. 1883. 
As to drawings, Bee post, p. 338, n. 

(i) The drawings, if accompanying the provisional specification, need only be 
referred to, and not accompany the complete specification (sect. 2 of the Act of 
1886, post, p. 333). As to the nature of a complete specification under the late 
practice, see ante, p. 5. A complete specification need not be under seal (Bee Form 
U., post, o. 360). As to drawings, see p. 338, n. 

(j) This claim was not required under the old law. See ante, p. 12, n. (/). 

Beferenoeof 6. The comptroller shall refer every application to an examiner, 
application to who shall ascertain and report to the comptroller whether the nature 
examiner. f the invention has been fairly described, and the application, speci- 
fication, and drawings (if any) have been prepared in the prescribed 
manner, and the title sufficiently indicates the subject-matter of the 
invention. 

Power for 7. — (1.) If the examiner reports that the nature of the invention is 

comptroller to not fairly described, or that the application, specification or drawings 
refuse ap- has not or have not been prepared in the prescribed manner, or that 
the title does not sufficiently indicate the subject-matter of the inven- 
tion, the comptroller may require that the application, specification or 
drawings be amended before he proceeds with the application. 

(2.) Where the comptroller requires an amendment, the applicant 
may appeal from his decision to the law officer. 

(3.) The law officer shall, if required, hear the applicant and the 



plication or 

require 

amendment. 
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comptroller, and may make an order determining whether and subject 
to what conditions, if any, the application shall be accepted. 

(4.) The comptroller shall, when an application has been accepted, 
give notice thereof to the applicant. 

(5.) If after an application has been made, but before a patent has 
been sealed, an application is made, accompanied by a specification 
bearing the same or a similar title, it shall be the duty of the examiner 
to report to the comptroller whether the specification appears to him to 
comprise the same invention ; and if he reports in the affirmative, the 
comptroller shall give notice to the applicants that he has so reported. 

(6.) Where the examiner reports in the affirmative, the comptroller 
may determine, subject to an appeal to the law officer, whether the 
invention comprised in both applications is the same, and if so he may 
refuse to seal a patent on the application of the second applicant. 

8. — (1.) If the applicant does not leave a complete specification with Time for 
his application, he may leave it at any subsequent time within nine fearing com- 
months from the date of application (k). | le **j *P** m 

(2.) Unless a complete specification is left within that time the appli- n * 

cation shall be deemed to be abandoned (I). 

(k) Another month or less may be allowed on payment of the prescribed fee 
(sect. 3 of the Act of 1886, post, p. 332). 

(J) Where an application has been abandoned, the specification and drawings 
shall not at any time be open to public inspection or be published by the comptroller 
(sect. 4 of the Act of 1886, post, p. 332). The abandonment must be before the 
acceptance of the complete specification, as publication takes place on suoh acceptance 
(sect. 10, post). Under the old law, the abandonment of proceedings commenced 
with a provisional specification did not establish publication (Oxley v. Holden, 
8 G. B. N. S. 666). After suoh an abandonment, the applicant may, it is 
presumed, make a new application, if he does not between the date of the abandon- 
ment and that of the new application make a publio use of the invention (see 
ante, pp. 13, 14 ; and sect. 14, post). 

"Month" means " calendar month" (13 & 14 Vict. o. 21, s. 4). 

9. — (1.) Where a complete specification is left after a provisional Comparison 
specification, the comptroller snail refer both specifications to an of pro- 
examiner for the purpose of ascertaining whether the complete specifi- ^isi 01 **! an d 
cation has been prepared in the prescribed manner, and whether the ^^fioation. 
invention particularly described in the complete specification is sub- 
stantially the same as that which is described in the provisional 
specification. 

(2.) If the examiner reports that the conditions hereinbefore con- 
tained have not been complied with, the comptroller may refuse to 
accept the complete specification unless and until the same shall have 
been amended to his satisfaction ; but any such refusal shall be subject 
to appeal to the law officer. 

(3.) The law officer shall, if required, hear the applicant and the 
comptroller, and may make an order determining whether and sub- 
ject to what conditions, if any, the complete specification shall be 
accepted (w). 

(4.) Unless a complete specification is accepted within twelve months 
from the date of application (w), then (save in the case of an appeal 
having been lodged against the refusal to accept) the application shall, 
at the expiration of those twelve months, become void. 

(5.) Reports of examiners shall not in any case be published or be 
open to public inspection, and shall not be liable to production or 
inspection in any legal proceeding, other than an appeal to the law 
officer under this Act, unless the court or officer having power to order 
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discovery in such legal proceeding shall certify that such production 
or inspection is desirable in the interests of justice, and ought to be 
allowed. 

(«) It is presumed that, notwithstanding the investigation at the office prior to 
the acceptance of the complete specification, the patent will still be liable to be 
revoked for the insufficiency of the specification (see Lawson, 10 ; and ante, pp. 20, 
21). 

(it) This period is extendible to throe months longer at most by sect. 3 of Act of 
1885, post, p. 332. 

10. On the acceptance of the complete specification the comptroller 
shall advertise the acceptance ; and the application and specification 
or specifications with^ the drawings (if any; shall be open to publio 
inspection (o). 

(o) See rr. 25, 26, post, p. 338. As to complete protection and patent rights 
afforded by the acceptance of a complete specification, see sect. 15, post, and ante, 
p. 15. 

11. — (1.) Any person may at any time within two months from the 
date of the advertisement of the acceptance of a complete specification 
give notice at the patent office of opposition to the grant of the patent 
on the ground of the applicant having obtained the invention from 
him, or from a person of whom he is the legal representative, or on 
the ground that the invention has been patented in this country on an 
application of prior date, or on the ground of an examiner having re- 
ported to the comptroller that the specification appears to him to com- 
prise the same invention as is comprised in a specification bearing the 
same or a similar title and accompanying a previous application, but 
on no other ground (p). 

(2.) Where such notice is given the comptroller shall give notice of 
the opposition to the applicant, and shall, on the expiration of those 
two months, after hearing the applicant and the person so giving 
notice, if desirous of being heard, decide on the case, but subject to 
appeal to the law officer. 

(3.) The law officer shall, if required, hear the applicant and any 
person so giving notice and being, in the opinion of the law officer, 
entitled to be heard in opposition to the grant, and shall determine 
whether the grant ought or ought not to be made. 

(4.) The law officer may, if he thinks fit, obtain the assistance of an 
expert, who shall be paid such remuneration as the law officer, with 
the consent of the Treasury, shall appoint. 

(p) Prior publio user, want of utility, or an objection that the invention is not 
properly the subject-matter of a patent, was formerly, but in not now, a ground of 
opposition to the grant (see Lawson, 11, and cases there cited), but may be one for 
revocation of a patent (see sect. 26, post, and ante, pp. 20, 21, as to revocation of 
patents). 

12. — (1.) If there is no opposition, or, in case of opposition, if the 
determination is in favour of the grant of a patent, the comptroller 
shall cause a patent to be sealed with the seal of the patent office. 

(2.) A patent so sealed shall have the same effect as if it were sealed 
with the great seal of the United Kingdom. 

(3.) A patent shall be sealed as soon as may be, and not after the 
expiration of fifteen months from the date of application (q), except in 
the cases hereinafter mentioned, that is to say — 

(a) Where the sealing is delayed by an appeal to the law officer, 
or by opposition to the grant of the patent, the patent may be 
sealed at such time as the law officer may direct. 
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(b) If the person making the application dies before the expiration 
of the fifteen months (r) aforesaid, the patent may be granted 
to his legal representative and sealed at any time within twelve 
months after the death of the applicant. 

(?) See, however, sect. 3 of the Act of 1885 (post, p. 332). It is there provided 
that if the comptroller allows extra time for leaving or accepting the complete speci- 
fication (not exceeding one month and three months respectively) a further extension 
of four months is allowed for sealing in addition to the fifteen months. 

(r) It is presumed that the extension of time as to sealing as last referred to will 
also apply as to the death of the applicant. 

13. Every patent shall be dated and sealed as of the day of the Date of 
application («) : Provided that no proceedings shall be taken in respect patent, 
of an infringement committed before the publication of the complete 
specification : Provided also, that in case of more than one application 

for a patent for the same invention, the sealing of a patent on one of 
those applications shall not prevent the sealing of a patent on an 
earlier application (t). 

(*) SembU, no legal assignment can be made of the patent or any legal interest 
therein (other than a licence), before the actual date of the sealing of the patent 
(ante, p. 24). As to licences granted before the sealing being legal grants, see 
also p. 24. 

(t) As to rival applications at different dates for the same invention, see Law- 
son, pp. 16 — 19, and cases under old law there cited. 

Provisional Protection. 

14. Where an application for a patent in respect of an invention Provisional 
has been accepted, the invention may during the period between the protection, 
date of the application and the date of sealing such patent be used 

and published without prejudice to the patent to be granted for the 
same ; and such protection from the consequences of use and publica- 
tion is in this Act referred to as provisional protection (w). 

(u) On this section generally, see ante, pp. 13, 14 ; and as to the nature of pro- 
visional protection under the old law (which is the same as under this Act), see 
ante, p. 4. See also note (/) of sect. 8, ante, as to abandonment of applications. 
The period of protection above stated will of course be determined on the abandon- 
ment of the application, whether under sect. 8 or otherwise. 

Protection by Complete Specification. 

15. After the acceptance of a complete specification and until the Effect of 
date of sealing a patent in respect thereof, or the expiration of the acceptance of 
time for sealing, the applicant shall have the like privileges and rights 2Jj3!n!!^' 

as if a patent for the invention had been sealed on the date of the ^ >ecmi 
acceptance of the complete specification : Provided that an applicant 
shall not be entitled to institute any proceeding for infringement unless 
and until a patent for the invention has been granted to him (y). 

(v) See ante, pp. 5, 15. 

Patent. 

16. Every patent when sealed shall have effect throughout the Extent of 
United Kingdom and the Isle of Man (to). patent. 

(10) The Channel Islands were included in former patents. 

17, — (l.) The term limited in every patent for the duration thereof Term of 
shall be fourteen years from its date (x). patent. 
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(2.J But every patent shall, notwithstanding anything therein or in 
this Act, cease if the patentee fails to make the prescribed payments 
within the prescribed times (y). 

(3.) If, nevertheless, in any case, by accident, mistake or inadvert- 
ence, a patentee fails to make any prescribed payment within the 
prescribed time, he may apply to the comptroller for an enlargement 
of the time for making that payment. 

(4.) Thereupon the comptroller shall, if satisfied that the failure 
has arisen from any of the above-mentioned causes, on receipt of the 
prescribed fee for enlargement, not exceeding ten pounds, enlarge the 
time accordingly, subject to the following conditions : 

(a.) The time for making any payment shall not in any case be 

enlarged for more than three months, 
(b.) If any proceeding shall be taken in respect of an infringement 
of the patent committed after a failure to make any pay- 
ment within the prescribed time, and before the enlargement 
thereof, the Court before which the proceeding is proposed 
to be taken may, if it shall think fit, refuse to award or give 
any damages in respect of such infringement. 

{x) The day of the date of the patent is the first day of the term of fourteen years, 
so that the corresponding day at the end of the fourteenth year will be just beyond 
the term (Ruuell v. Ledum, 14 Meee. & Wels. 674). 

(y) See P. B. 1883, r. 4, and F. R. 1885, r. 3, and Schedules of Fees, pp. 329, 
344, 357, post. 

Amendment of Specification. 
Amendment 18 § — (i.) J^ applicant or a patentee may, from time to time, by 
of^speciflca- re quest in writing left at the patent office, seek leave to amend his 
specification, including drawings forming part thereof, by way of dis- 
claimer, correction, or explanation, stating the nature of such amend- 
ment and his reasons for the same (z). 

(2.) The request and the nature of such proposed amendment shall 
be advertised in the prescribed manner, and at any time within one 
month from its first advertisement any person may give notice at the 
patent office of opposition to the amendment. 

(3.) Where such notice is given the comptroller shall give notice of 
the opposition to the person making the request, and shall hear and 
decide the case subject to an appeal to the law officer. 

(4.) The law officer shall, if required, hear the person making the 
request and the person so giving notice, and being in the opinion of 
the law officer entitled to be heard in opposition to the request, and 
shall determine whether and subject to what conditions, if any, the 
amendment ought to be allowed. 

(5.) "Where no notice of opposition is given, or the person so giving 
notice does not appear, the comptroller shall determine whether and 
subject to what conditions, if any, the amendment ought to be 
allowed. 

(6.) When leave to amend is refused by the comptroller, the person 
making the request may appeal from his decision to the law officer. 

(7.) The law officer shall, if required, hear the person making the 
request and the comptroller, and may make an order determining 
whether, and subject to what conditions, if any, the amendment 
ought to be allowed. 

(8.) No amendment shall be allowed that would make the specifica- 
tion, as amended, claim an invention substantially larger than or 
substantially different from the invention claimed by the specification 
as it stood before amendment. 
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(9.) Leave to amend shall be conclusive as to the right of the party 
to make the amendment allowed, except in case of fraud; ana the 
amendment shall in all courts and for all purposes be deemed to form 
part of the specification. 

(10.) The foregoing provisions of this section do not apply when 
and so long as any action for infringement or other legal proceeding 
in relation to a patent is pending (a). 

(z) As to this and other sub-sections, and the effect of amendments, see ante, pp. 
18, 19. As to the amendment by disclaimer under the old law, and effect thereof, 
see ante, pp. 6 — 8. 

(a) See next section as to disclaimer daring an action for infringement or pro- 
ceedings for revocation. 

19. — (1.) In an action for infringement of a patent, and in a pro- Power to 
ceeding for revocation of a patent, the Court or a judge may at any disclaim Dart 
time order that the patentee shall, subject to such terms as to costs during action, 
and otherwise as the Court or a judge may impose, be at liberty to & . 
apply at the patent office for leave to amend his specification by way 
of disclaimer, and may direct that in the meantime the trial or hearing 
of the action shall be postponed (&). 

(b) See sub-sect. 10 of last section, and P. R. 66, post, p. 341, and ante, 
p. 18, n. 

20. Where an amendment by way of disclaimer, correction, or Restriction on 
explanation, has been allowed under this Act, no damages shall be recovery of 
eiven in any action in respect of the use of the invention before the d*™ 8 * 08 * 
disclaimer, correction, or explanation, unless the patentee establishes 

to the satisfaction of the Court that his original claim was framed in 
good faith and with reasonable skill and knowledge. 

21. Every amendment of a specification shall be advertised in the Advertise- 

prescribed manner. m ent of 

_ . amendment. 

Compulsory Licences. 

22. If on the petition of any person interested it is proved to the Power for 
Board of Trade that by reason of the default of a patentee to grant Board to 
licences on reasonable terms — °J* er grant 

(a.) The patent is not being worked in the United Kingdom ; or of " ceil0 <*- 
(b.) The reasonable requirements of the public with respect to the 

invention cannot be supplied ; or 
(c.) Any person is prevented from working or using to the best 
advantage an invention of which he is possessed, 
the Board may order the patentee to grant licences on such terms as 
to the amount of royalties, security for payment, or otherwise, as the 
Board, having regard to the nature of the invention and the circum- 
stances of the case, may deem just, and any such order may be 
enforced by mandamus. 

Register of Patents. 

23. — (1.) There shall be kept at the patent office a book called the Register of 
Register of Patents, wherein shall be entered the names and addresses patents, 
of grantees of patents, notifications of assignments and of transmissions 
of patents, of licences under patents, and of amendments, extensions, 
and revocations of patents, and such other matters affecting the validity 
or proprietorship of patents as may from time to time be prescribed (c). 

(2.) The register of patents shall be prima facie evidence of any 
matters by this Act directed or authorised to be inserted therein. 



314 PATENTS, ETC. ACT, 1883. 

(3.) Copies of deeds, licences, and any other documents affecting 
the proprietorship in any letters patent or in any licence thereunder, 
must be supplied to the comptroller in the prescribed manner for filing 
in the patent office. 

(c) The section should be read in connection with sects. 85 and 87, post. 

As to registration under the new practice, and what documents may be regis- 
tered, and the rectification of the register, see ante, pp. 23 — 25. As to registration 
under the old practice, see ante, pp. 8,9. 

By sect. 114, post, the registers under the old practice are to be deemed parts of 
the same book as the register of patents now in use. 

As to registration of assignments and licences respectively, see also ante, p. 132. 

Fees. 

Fe *V n 24. — (1.) There shall be paid in respect of the several instruments 

schedule. described in the Second Schedule to this Act, the fees in that schedule 
mentioned, and there shall likewise be paid, in respect of other 
matters under this part of the Act, such fees as may be from time to 
time, with the sanction of the Treasury, prescribed by the Board of 
Trade ; and such fees shall be levied and paid to the account of Her 
Majesty's Exchequer in such manner as the Treasury may from time 
to time direct (</). 

(2.) The Board of Trade may from time to time, if they think fit, 
with the consent of the Treasury, reduce any of those fees. 

(rf) As to fees, see P. R. 1883, r. 4 (post, p. 335), and P. R. 1885, r. 3 (post, 
p. 356), and schedules to same rules, pp. 341, 357. 

As to the last day for the payment of any fee falling on Christmas Day, Good 
Friday, or on a Saturday or Sunday, or Bank Holiday, or day of public fast or 
thanksgiving, see sect. 98, post, p. 323. 

Extension of Term of Patent. 

Extension of 25. — (1.) A patentee may, after advertising in manner directed by 
term of patent any rules made under this section his intention to do so, present a 
on petition to petition to Her Majesty in Council, praying that his patent may be 
Co^rij n extended for a further term j but such petition must be presented at 

least six months before the time limited for the expiration of the 

patent. 

(2.) Any person may enter a caveat, addressed to the Registrar of 

the Council at the Council Office, against the extension. 

(3.) If Her Majesty shall be pleased to refer any such petition to 

the Judicial Committee of the Privy Council, the said Committee shall 

Eroceed to consider the same, and the petitioner and any person who 
as entered a caveat shall be entitled to be heard by himself or by 
counsel on the petition. 

(4.) The Judicial Committee shall, in considering their decision, 
have regard to the nature and merits of the invention in relation to 
the public, to the profits made by the patentee as such, and to all the 
circumstances of the case. 

(5.) If the Judicial Committee report that the patentee has been 
inadequately remunerated by his patent, it shall be lawful for Her 
Majesty in Council to extend the term of the patent for a further 
term not exceeding seven, or in exceptional cases fourteen, years ; or 
to order the grant of a new patent for the term therein mentioned, and 
containing any restrictions, conditions, and provisions that the Judicial 
Committee may think fit. 

(6.) It shall be lawful for Her Majesty in Council to make, from 
time to time, rules of procedure and practice for regulating proceed- 
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ings on such petitions, and subject thereto such proceedings shall be 
regulated according to the existing procedure and practice in patent 
matters of the Judicial Committee. 

(7.) The costs of all parties of and incident to such proceedings 
shall be in the discretion of the Judicial Committee ; and the orders 
of the Committee respecting costs shall be enforceable as if they were 
orders of a division of the High Court of Justice (e). 

(e) As to the extension of the term of a patent, see ante, pp. 19, 20. 

Revocation. 

26. — (1.) The proceeding by scire facias to repeal a patent is hereby Revocation of 
abolished. patent. 

(2.) Revocation of a patent may be obtained on petition to the 
Court. 

(3.) Every ground on which a patent might, at the commencement 
of this Act, be repealed by scire facias shall be available by way of 
defence to an action of infringement and shall also be a ground of 
revocation. 

'4.) A petition for revocation of a patent may be presented by — 
a.) The Attorney-General in England or Ireland, or the Lord 

Advocate in Scotland : 
(b.) Any person authorised by the Attorney-General in England or 

Ireland, or the Lord Advocate in Scotland : 
(c.) Any person alleging that the patent was obtained in fraud of 
his rights, or of the rights of any person under or through 
whom he claims : 
(d.) Any person alleging that he, or any person under or through 
whom he claims, was the true inventor of any invention 
included in the claim of the patentee : 
(e.) Any person alleging that he, or any person under or through 
whom he claims an interest in any trade, business, or manu- 
facture, had publicly manufactured, used, or sold, within this 
realm, before the date of the patent, anything claimed by 
the patentee as his invention. 
(5.) The plaintiff must deliver with his petition particulars of the 
objections on which he means to rely, and no evidence shall, except by 
leave of the Court or a judge, be admitted in proof of any objection of 
which particulars are not so delivered. 

(6.) Particulars delivered may be from time to time amended by 
leave of the Court or a judge. 

(7.) The defendant shall be entitled to begin, and give evidence in 
support of the patent, and if the plaintiff gives evidence impeaching 
the validity of the patent the defendant shall be entitled to reply. 

(8.) Where a patent has been revoked on the ground of fraud, the 
comptroller may, on the application of the true inventor made in 
accordance with the provisions of this Act, grant to him a patent in 
lieu of and bearing the same date as the date of revocation of the 
patent so revoked, but the patent so granted shall cease on the 
expiration of the term for whioh the revoked patent was granted (/). 

(/) As to revocation of patents, see ante, pp. 20, 21. 

Crown. 

27. — (1.) A patent shall have to all intents the like effect as against Patent to 
Her Majesty the Queen, her heirs and successors, as it has against a bind Crown, 
subject. 
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(2.) But the officers or authorities administering any department of 
the service of the Crown may, by themselves, their agents, con- 
tractors, or others, at any time after the application, use the invention 
for the service of the Grown on terms to be before or after the use 
thereof agreed on, with the approval of the Treasury, between those 
officers or authorities and the patentee, or, in default of such agree- 
ment, on such terms as may be settled by the Treasury after hearing 
all parties interested. 

Legal Proceedings, 

28. — (1.) In an action or proceeding for infringement or revocation 
of a patent, the Court may, if it thinks fit, and shall, on the request of 
either of the parties to the proceeding, call in the aid of an assessor 
specially qualified, and try and hear the case wholly or partially with 
his assistance ; the action shall be tried without a jury unless the 
Court shall otherwise direct. 

(2.) The Court of Appeal or the Judicial Committee of the Privy 
Council may, if they see fit, in any proceeding before them respectively, 
call in the aid of an assessor as aforesaid. 

(3.) The remuneration, if any, to be paid to an assessor under this 
section shall be determined by the Court or the Court of Appeal or 
Judicial Committee, as the case may be, and be paid in the sa 
manner as the other expenses of the execution of this Act. 



same 



29. — (1.) In an action for infringement of a patent the plaintiff 
must deliver with his statement of claim, or by order of the Court or 
the judge, at any subsequent time, particulars of the breaches com- 
plained of. 

(2.) The defendant must deliver with his statement of defence, or, 
by order of the Court or a judge, at any subsequent time, particulars 
of any objections on which he relies in support thereof. 

(3.) If the defendant disputes the validity of the patent, the par- 
ticulars delivered by him must state on what grounds he disputes it, 
and if one of those grounds is want of novelty must state the time 
and place of the previous publication or user alleged by him. 

(4.) At the hearing no evidence shall, except by leave of the Court 
or a judge, be admitted in proof of any alleged infringement or objec- 
tion of which particulars are not so delivered. 

(5.) Particulars delivered may be from time to time amended, by 
leave of the Court or a judge. 

(6.) On taxation of costs regard shall be had to the particulars 
delivered by the plaintiff and by the defendant ; and they respectively 
shall not be allowed any costs in respect of any particular delivered 
by them unless the same is certified by the Court or a judge to have 
been proven or to have been reasonable and proper, without regard 
to the general costs of the case. 

30. In an action for infringement of a patent, the Court or a judge 
may on the application of either party make such order for an injunc- 
tion, inspection or account, and impose such terms and give such 
directions respecting the same and the proceedings thereon as the 
Court or a juage may see fit. 



Certificate of 31. In an action for infringement of a patent, the Court or a judge 
validity mav certify that the validity of the patent came in question ; and if 

questioned ^ e Q QW ft or a judge so certifies, then in any subsequent action for 
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infringement, the plaintiff in that action on obtaining a final order and costs 
or judgment in his favour shall have his full costs, charges and expenses thereon, 
as between solicitor and client, unless the Court or judge trying the 
action certifies that he ought not to have the same. 

32. Where any person claiming to be the patentee of an invention, Remedy in 
by circulars, advertisements or otherwise threatens any other person oaae of 
with any legal proceedings or liability in respect of any alleged manu- S^^? 6 ! 8 
f acture, use, sale or purchase of the invention, any person or persons i ej?a i pl £_ 
aggrieved thereby may bring an action against him, and may obtain ceedings. 
an injunction against the continuance of such threats, and may recover 

such damage (if any) as may have been sustained thereby, if the 
alleged manufacture, use, sale, or purchase to which the threats 
related was not in fact an infringement of any legal rights of the 
person making such threats : Provided that this section shall not 
apply if the person making such threats with due diligence commences 
and prosecutes an action for infringement of his patent. 

Miscellaneous. 

33. Every patent may be in the form in the First Schedule to this Patent for one 
Act, and shall be granted for one invention only, but may contain invention 
more than one claim (g) ; but it shall not be competent for any person on ly * 

in an action or other proceeding to take any objection to a patent on 
the ground that it comprises more than one invention (A). 

(?) The words "but may contain more than one claim," appear to have been 
inserted in error (Lawson, 131). 

(h) Where by mistake or inadvertence, or otherwise, more than one invention is 
included in an application, the latter can be amended, and separate applications be 
made for the different inventions (P. B. 1883, r. 23, poet, p. 338). 

31. — (1.) If a person possessed of an invention dies without making Patent on 
application for a patent for the invention, application may be made by, application of 
and a patent for the invention granted to, hw legal representative (•). *?j2S«««d ™ 

(2.) Every such application must be made within six months of the mYen to r# 
decease of such person, and must contain a declaration by the legal 
representative that he believes such person to be the true and first 
inventor of the invention. 

(») That is, legal personal representatives. It is presumed that this sub-section 
may be read so as to extend the meaning of sub-sect. 2 of sect 5, ante, whereby 
the executors or administrators of the applicant therein mentioned are to be enabled 
to join with them in the application any other person or persons. 

35. A patent granted to the true and first inventor shall not be Patent to 
invalidated by an application in fraud of him, or by provisional pro- tot inventor 
tection obtained thereon, or by any use or publication of the invention foted by " 
subsequent to that fraudulent application during the period of pro- application in 
visional protection. fraud of him. 

36. A patentee may assign his patent for any place in or part of Assignment 
the United Kingdom, or Isle of Man, as effectually as if the patent * or particular 
were originally granted to extend to that place or part only (J ). places. 

(y) As to the form of an assignment of a patent for a district, see Chapter on 
Assignments, ante, pp. 115 — 117, and Assignment II., ante, p. 139. 

As to a comparison of the advantages between such assignments and exclusive 
licences for the same districts, see Chapter on Assignments, ante, p. 117. 

It is presumed that no assignment for a district can be made of a share of the 
patent. 
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This section probably refers to old patents also. See definition of "patent," in 
sect. 46, post, and sect. 46, sub- sect. 3, post. The saying in sect. 113 will not affect 
this section. Hence, in the case of an existing patent granted under the old prac- 
tice, an assignment of it may be made for the Channel Islands, notwithstanding 
they are not mentioned in the above section. 

Loss or t 37. If a patent is lost or destroyed, or its non-production is ac- 

destruction of CO unted for to the satisfaction of the comptroller, the comptroller may 
patent. ^ any ^ me caufle a duplicate thereof to be sealed. 

38. The law officers may examine witnesses on oath and administer 
oaths for that purpose under this part of this Act, and may from time 
to time make, alter, and rescind rules regulating references and 
appeals to the law officers and the practice and procedure before thein 
under this part of this Act ; and in any proceeding before either of 
the law officers under this part of this Act, the law officer may order 
costs to be paid by either party, and any such order may be made a 
rule of the Court. 

39. The exhibition of an invention at an industrial or international 
exhibition, certified as such by the Board of Trade, or the publication 
of any description of the invention during the period of the holding of 
the exhibition, or the use of the invention for the purpose of the exhi- 
bition in the place where the exhibition is held, or the use of the 
invention during the period of the holding of the exhibition by any 
person elsewhere, without the privity or consent of the inventor, shall 
not prejudice the right of the inventor or his legal personal representa- 
tive to apply for and obtain provisional protection and a patent in 
respect of the invention or the validity of any patent granted on the 
application, provided that both the following conditions are complied 
with, namely, — 

(a.) The exhibitor must, before exhibiting the invention, give the 
comptroller the prescribed notice of his intention to do so ; 
and 

(b.) The application for a patent must be made before or within six 
months from the date of the opening of the exhibition (A). 

(k) By sect. 3 of the Act of 1886, post, p. 334, the Queen in Council may declare 
that the above section may apply to any exhibition mentioned in the order in like 
manner as if it were certified by the Board of Trade as above provided, and may 

1>rovide that the exhibitor may be relieved from the above conditions, either abso- 
utely or upon terms. This new provision is for the purpose of affecting industrial 
or international exhibitions out of the United Kingdom (see the preamble to the 
provision). 

40. — (1.) The comptroller shall cause to be issued periodically an 
illustrated journal of patented inventions, as well as reports of patent 
cases decided by courts of law, and any other information that the 
comptroller may deem generally useful or important. 

(2.) Provision shall be made by the comptroller for keeping on sale 
copies of such journal, and also of all complete specifications of 
patents for the time being in force, with their accompanying drawings, 
if any. 

(3.) The comptroller shall continue, in such form as ho may deem 
expeoient, the indexes and abridgments of specifications hitherto pub- 
lished, and shall from time to time prepare and publish such other 
indexes, abridgments of specifications, catalogues, and other works 
relating to inventions, as he may see fit. 
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41. The control and management of the existing Patent Museum Patent 
and its contents shall, from and after the commencement of this Act, Museum, 
be transferred to and vested in the Department of Science and Art, 
subject to such directions as Her Majesty in Council may see fit to 

give. 

42. The Department of Science and Art may at any time require Power to 
a patentee to furnish them with a model of his invention on payment require 
to the patentee 6f the cost of the manufacture of the model; the model80 /i 
amount to be settled, in case of dispute, by the Board of Trade. paymen . 

43. — (1.) A patent shall not prevent the use of an invention for the Foreign 
purposes of the navigation of a foreign vessel within the jurisdiction of vessels in 
any of Her Majesty's Courts in the United Kingdom, or Isle of Man, Bri ^!^ 
or the use of an invention in a foreign vessel within that jurisdiction, wa 
provided it is not used therein for or in connection with the manufacture 
or preparation of anything intended to be sold in or exported from the 
United Kingdom or Isle of Man. 

(2.) But this section shall not extend to vessels of any foreign state 
of which the laws authorize subjects of such foreign state, having 
patents or like privileges for the exclusive use or exercise of inventions 
within its territories, to prevent or interfere with the use of such 
inventions in British vessels while in the ports of such foreign state, or 
in the waters within the jurisdiction of its courts, where such inventions 
are not so used for the manufacture or preparation of anything intended 
to be sold in or exported from the territories of such foreign state. 

44. — (1.) The inventor of any improvement in instruments or Assignment 
munitions of war, his executors, administrators, or assigns (who are in to Secretary 
this section comprised in the expression the inventor) may (either for f° r ^f* 1 °* 
or without valuable consideration) assign to Her Majesty's principal P 6 ***"! 
Secretary of State for the "War Department ^hereinafter referred to as 
the Secretary of State), on behalf of Her Majesty, all the benefit of the 
invention and of any patent obtained or to be obtained for the same ; 
and the Secretary of State may be a party to the assignment. 

(2.) The assignment shall effectually vest the benefit of the invention 
and patent in the Secretary of State for the time being on behalf of 
Her Majesty, and all covenants and agreements therein contained for 
keeping the invention secret and otherwise shall be valid and effectual 
(notwithstanding any want of valuable consideration), and may be 
enforced accordingly by the Secretary of State for the time being. 

(3.) "Where any such assignment has been made to the Secretary of 
State, he may at any time before the application for a patent for the 
invention, or before publication of the specification or specifications, 
certify to the comptroller his opinion that, in the interest of the public 
service, the particulars of the invention and of the manner in which it 
is to be performed should be kept secret. 

(4.) If the Secretary of State so certifies, the application and specifi- 
cation or specifications with the drawings (if any), and any amendment 
of the specification or specifications, ana any copies of such documents 
and drawings, shall, instead of being left in the ordinary manner at 
the patent office, be delivered to the comptroller in a packet sealed by 
authority of the Secretary of State. 

(5.) Such packet shall until the expiration of the term or extended 
term during which a patent for the invention may be in force, be kept 
sealed by the comptroller, and shall not be opened save under the 
authority of an order of the Secretary of State, or of the law officers. 



320 



PATENT8, ETC. ACT, 1883. 



(6.) Such sealed packet shall be delivered at any time during the 
continuance of the patent to any person authorized by writing under 
the hand of the Secretary of State to receive the same, and shall if 
returned to the comptroller be again kept sealed by him. 

(7.) On the expiration of the term or extended term of the patent, 
such sealed packet shall be delivered to any person authorized by 
writing under the hand of the Secretary of State to receive it. 

(8.) Where the Secretary of State certifies as aforesaid, after an 
application for a patent has been left at the patent office, but before 
the publication of the specification or specifications, the application, 
specification or specifications, with the drawings (if any), shall be 
forthwith placed in a packet sealed by authority of the comptroller, 
and such packet shall be subject to the foregoing provisions respecting 
a packet sealed by authority of the Secretary of State. 

(9.) No proceeding by petition or otherwise shall lie for revocation 
of a patent granted ior an invention in relation to which the Secretary 
of State has certified as aforesaid. 

(10.) No copy of any specification or other document or drawing, 
by this section required to Tbe placed in a sealed packet, shall in any 
manner whatever oe published or open to the inspection of the public, 
but save as in this section otherwise directed, the provisions of this 
part of this Act shall apply in respect of any such invention and 
patent as aforesaid. 

(11.) The Secretary of State may, at any time by writing under his 
hand, waive the benefit of this section with respect to any particular 
invention, and the specifications, documents and drawings shall be 
thenceforth kept and dealt with in the ordinary way. 

(12.) The communication of any invention for any improvement in 
instruments or munitions of war to the Secretary of State or to any 
person or persons authorized by him to investigate the same or the 
merits thereof, shall not, nor shall anything done for the purposes of 
the investigation, be deemed use or publication of such invention so as 
to prejudice the grant or validity of any patent for the same. 
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Definitions 



Existing Patents. 

45. — (1.) The provisions of this Act relating to applications for 
patents and proceedings thereon shall have effect in respect only of 
applications made after the commencement of this Act. 

(2.) Every patent granted before the commencement of this Act, or 
on an application then pending, shall remain unaffected by the pro- 
visions of this Act relating to patents binding the Grown, and to com- 
pulsory licences. 

(3.) In all other respects (including the amount and time of pay- 
ment of fees) this Act shall extend to all patents granted before the 
commencement of this Act, or on applications then pending, in sub- 
stitution for such enactments as would have applied thereto if this Act 
had not been passed. 

(4.) All instruments relating to patents granted before the com- 
mencement of this Act required to be left or filed in the Great Seal 
Patent Office shall be deemed to be so left or filed if left or filed 
before or after the commencement of this Act in the patent office (/). 

(I) See sect. 113. 

Definitions. 

46. In and for the purposes of this Act — 

" Patent " means letters patent for an invention (m) : 
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" Patentee " means the person for the time being entitled to the patentee, and 
benefit of a patent : invention. 

" Invention " means any manner of new manufacture the subject of 
letters patent and grant of privilege within section six of the Statute 
of Monopolies (that is, the Act of the twenty-first year of the reign of 
King James the First, chapter three, intituled " An Act concerning 
monopolies and dispensations with penal laws and the forfeiture 
thereof "), and includes an alleged invention (n). 

In Scotland "injunction" means "interdict." 

(m) See extended definition of the term " patent," ante, p. 2. 

(w) As to the term " inventor" comprising " an importer," see ante, pp. 2, 10. 

******* 

Sects. 47 — 81 do not relate to patents. 



PAET V.— General. 
Patent Office and Proceedings thereat. 

82. — (1.) The Treasury may provide for the purposes of this Act Patent office, 
an office with all requisite buildings and conveniences, which shall be 
called, and is in this Act referred to as, the Patent Office. 

(2.) Until a new patent office is provided, the offices of the Commis- 
sioners of Patents for inventions and for the registration of designs 
and trade marks existing at the commencement of this Act shall be 
the patent office within the meaning of this Act. 

(3.) The patent office shall be under the immediate control of an 
officer called the comptroller-general of patents, designs, and trade 
marks, who shall act under the superintendence and direction of the 
Board of Trade. 

(4.) Any act or thing directed to be done by or to the comptroller 
may, in his absence, be done by or to any officer for the time being in 
that behalf authorised by the Board of Trade. 

83. — (1.) The Board of Trade may at any time after the passing of Officers and 
this Act, and from time to time, subject to the approval of the Trea- c l eri "- 
sury, appoint the comptroller-general of patents, designs, and trade 
marks, and so many examiners and other officers and clerks, with such 
designations and duties as the Board of Trade think fit, and may from 
time to time remove any of those officers and clerks. 

(2.) The salaries of those officers and clerks shall be appointed by 
the Board of Trade, with the concurrence of the Treasury, and the 
same and the other expenses of the execution of this Act shall be paid 
out of money provided by Parliament. 

84. There shall be a seal for the patent office, and impressions Seal of patent 
thereof shall be judicially noticed and admitted in evidence. office. 

85. There shall not be entered in any register kept under this Act, Trust not to 
or be receivable by the comptroller, any notice of any trust expressed, be entered in 
implied or constructive (o). registers. 

(o) This section should be read in connection with sects. 23 and 87. As to regis- 
tration under the two practices, see pp. 8, 9, and pp. 23—25, ante, and as to regis- 
tration of Alignments, pp. 132, 133, ante. 

M. Y 
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Refusal to 86. The comptroller may refuse to grant a patent for an invention, 

grant patent, or to register a design or trade mark, of which the use would, in his 
&o. in certain opinio n, be contrary to law or morality. 



Entry of 
assignments 
and trans- 
missions in 
registers. 



87. Where a person becomes entitled by assignment, transmission, 
or other operation of law to a patent, or to the copyright in a registered 
design, or to a registered trade mark, the comptroller shall on request, 
and on proof of title to his satisfaction, cause the name of such person 
to be entered as proprietor of the patent, copyright in the design, or 
trade mark, in the register of patents, designs, or trade marks, as the 
case may be. The person for the time being entered in the register of 
patents, designs, or trade marks, as proprietor of a patent, copyright in 
a design or trade mark as the case may be, shall, subject to any rights 
appearing from such register to be vested in any other person, have 
power absolutely to assign, grant licences as to, or otherwise deal with, 
the same and to give effectual receipts for any consideration for such 
assignment, licence, or dealing. Provided that any equities in respect 
of such patent, design, or trade mark may be enforced in like manner 
as in respect of any other personal property (p). 

(p) See sects. 23 and 85, ante. The documents to be registered must be such as 
confer legal interests or rights. As to this, and the section generally, see ante, 
pp. 23—25. 

As to rectification of the register, see sect. 90, post. 

As to registration of assignments and lioenoes respectively, see ante, pp. 132, 133. 

88. Every register kept under this Act shall at all convenient times 
be open to the inspection of the public, subject to such regulations as 
may be prescribed ; and certified copies, sealed with the seal of the 
patent office, of any entry in any such register shall be given to any 
person requiring the same on payment of the prescribed fee. 

Sealed copies 89. Printed or written copies or extracts, purporting to be certified 

to be received by the comptroller and sealed with the seal of the patent office, of or 

in evidence, from patents, specifications, disclaimers and [other documents in the 

patent office, and of or from registers and other books kept there, shall 

be admitted in evidence in all courts in Her Majesty's dominions, and 

in all proceedings, without further proof or production of the originals. 



Inspection of 
and extracts 
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errors. 



90. — (1.) The Court may on the application of any person aggrieved 
by the omission without sufficient cause of the name of any person 
from any register kept under this Act, or by any entry made without 
sufficient cause in any such register, make such order for making, 
expunging or varying the entry, as the Court thinks fit ; or the Court 
may refuse the application ; and in either case may make such order 
with respect to the costs of the proceedings as the Court thinks fit. 

(2.) The Court may in any proceeding under this section decide any 
question that it may be necessary or expedient to decide for the recti- 
fication of a register, and may direct an issue to be tried for the 
decision of any question of fact, and may award damages to the party 
aggrieved. 

(3.) Any order of the Court rectifying a register shall direct that due 
notice of the rectification be given to the comptroller (y). 

(g) See, as to rectification of the register, ante, p. 24. 

91. The comptroller may, on request in writing accompanied by the 
prescribed fee : — 

(a.) Correct any clerical error in or in connection with an application 
for a patent, or for registration of a design or trade mark ; or 



/ 
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(b.) Correct any clerical error in the name, style or address of the 
registered proprietor of a patent, design, or trade mark. 

(c.) Cancel the entry or part of the entry of a trade mark on the 
register : Provided that the applicant accompanies his request 
by a statutory declaration made by himself, stating his 
name, address, and calling, and that he is the person whose 
name appears on the register as the proprietor of the said 
trade mark. 

92. — (1.) The registered proprietor of any registered trade mark Alteration of 
may apply to the Court for leave to add to or alter such mark in any registered 
particular, not being an essential particular within the meaning of this mark - 
Act, and the Court may refuse or grant leave on such terms as it may 
think fit. 

(2.) Notice of any intended application to the Court under this 
section shall be given to the comptroller by the applicant ; and the 
comptroller shall be entitled to be heard on the application. 

(3.) If the Court grants leave, the comptroller shall, on proof thereof 
and on payment of the prescribed fee, cause the register to be altered 
in conformity with the order of leave. 

93. If any person makes or causes to be made a false entry in any Falsification 
register kept under this Act, or a writing falsely purporting to be a °* entries in 
copy of an entry in any such register, or produces or tenders or causes ^S 18 * 6 * 9 ' 
to De produced or tendered in evidence any such writing, knowing the 

entry or writing to be false, he shall be guilty of a misdemeanor. 

94. Where any discretionary power is by this Act given to the Exercise of 
comptroller, he shall not exercise that power adversely to the appli- discretionary 
cant for a patent, or for amendment of a specification, or for registra- J^SJljL. 
tion of a trade mark or design, without (if so required within the 
prescribed time by the applicant) giving the applicant an opportunity 

of being heard personally or by his agent. 

95. The comptroller may, in any case of doubt or difficulty arising Power of 

in the administration of any of the provisions of this Act, apply to comptroller to 

either of the law officers for directions in the matter (r). Jf* 8 ^f®* 5 " 

v ' tions of law 

(r) See ante, p. 10. officers. 

96. A certificate purporting to be under the hand of the comptroller Certificate of 
as to any entry, matter, or thing which he is authorised by this Act, comptroller to 
or any general rules made thereunder, to make or do, shall be primd ■* evid ence. 
facie evidence of the entry having; been made, and of the contents 

thereof, and of the matter or thing having been done or left undone. 

97. — (1.) Any application, notice, or other document authorised or Applications 
required to be left, made or given at the patent office or to the comp- and notices 
troller, or to any other person under this Act, may be sent by a pre- ^y post, 
paid letter through the post ; and if so sent shall be deemed to have 
been left, made or given respectively at the time when the letter con- 
taining the same would be delivered in the ordinary course of post. 

(2.) In proving such service or sending, it shall be sufficient to 
prove that the letter was properly addressed and put into the post. 

98. Whenever the last day fixed by this Act, or by any rule for Provision as 
the time being in force, for leaving any document or paying any fee to days for 

y 2 leaving 
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documents at at the patent office shall fall on Christmas Day, Good Friday, or on a 
offioe - Saturday or Sunday, or any day observed as a holiday at the Bank of 

England, or any day observed as a day of public fast or thanksgiving, 
herein referred to as excluded days, it snail be lawful to leave such 
document or to pay such fee on the day next following such excluded 
day, or days if two or more of them occur consecutively. 

Declaration 99. If any person is, by reason of infancy, lunacy or other inability, 

J7 ^[ ant J incapable of making any declaration or doing anything required or 
unauo, *o. permitted by this Act or by any rules made under the authority of 
this Act, then the guardian or committee (if any) of such incapable 
person, or if there be none, any person appointed by any court or 
judge possessing jurisdiction in respect of the property of incapable 
persons, upon the petition of any person on behalf of such incapable 
person, or of any other person interested in the making such declara- 
tion or doing such thing, may make such declaration or a declaration 
as nearly corresponding thereto as circumstances permit, and do such 
thing in the name and on behalf of such incapable person, and all 
acts done by such substitute shall for the purposes of this Act be as 
effectual as if done by the person for whom he is substituted. 

TranwniMnon 100. Copies of all specifications, drawings, and amendments left 
°f c ?*} fled . at the patent office after the commencement of this Act, printed for 
ofn^flca- 68 an( ^ seated with the seal of the patent office, shall be transmitted to 
tioiu&o. " th e Edinburgh Museum of Science and Art, and to the Enrolments 
Office of the Chancery Division in Ireland, and to the Bolls Office in 
the Isle of Man, within twenty-one days after the same shall respec- 
tively have been accepted or allowed at the patent office ; and certified 
copies of or extracts from any such documents shall be given to any 
person requiring the same on payment of the prescribed fee ; and any 
such copy or extract shall be admitted in evidence in all courts in 
Scotland and Ireland and in the Isle of Man without further proof or 
production of the originals. 

Power for 101. — (1.) The Board of Trade may from time to time make such 

nww* general rules and do such things as they think expedient, subject to 

matogeneral *^ e P 1 * ^ 8 * 0118 °* ^hiB Act — 

rules for ( a F° r regulating the practice of registration under this Act : 

classifying (b.) For classifying goods for the purposes of designs and trade 

goods ana marks : 

regulating ^ c ^ p or ma ti n g or requiring duplicates of specifications, amend- 

patent^ffice. ment, drawings, and other documents : 

(d.) For securing and regulating the publishing and selling of 
copies, at such prices and in such manner as the Board of 
Trade think fit, of specifications, drawings, amendments and 
other documents : 
(e.) For securing and regulating the making, printing, publishing 
and selling of indexes to, and abridgments of, specifications 
and other documents in the patent office ; and providing for 
the inspection of indexes and abridgments and other docu- 
ments : 
(f.) For regulating (with the approval of the Treasury) the presen- 
tation of copies of patent office publications to patentees and 
to public authorities, bodies, and institutions at home and 
abroad : 
(g.) Generally for regulating the business of the patent office, and 



46 & 47 Vict. c. 57, 325 

all things by this Act placed under the direction or control of 
the comptroller, or of the Board of Trade. 

(2.) Any of the forms in the First Schedule to this Act may be 
altered or amended by rules made by the Board as aforesaid. 

(3.) General rules may be made under this section at any time 
after the passing of this Act, but not so as to take effect before the 
commencement of this Act, and shall (subject as hereinafter mentioned) 
be of the same effect as if they were contained in this Act, and shall 
be judicially noticed (*). 

(4.) Any rules made in pursuance of this section shall be laid before 
both Houses of Parliament, if Parliament be in session at the time of 
making thereof, or, if not, then as soon as practicable after the 
beginning of the then next session of Parliament, and they shall also 
be advertised twice in the official journal to be issued by the comp- 
troller. 

(5.) If either House of Parliament, within the next forty days after 
any rules have been so laid before such House, resolve that such rules 
or any of them ought to be annulled, the same shall after the date of 
such resolution be of no effect, without prejudice to the validity of 
anything done in the meantime under such rules or rule or to the 
Jgg'of any new rules or rule. 

(*) The Rules in force now are the P. R. 1883, and P. R. 1885, post, pp. 335, 356, 
and the Revised Rules (as to drawings) of September 16, 1886. 

102. The comptroller shall, before the first day of June in every Annual 
year, cause a report respecting the execution by or under him of this reports of 
Act to be laid before both Houses of Parliament, and therein shall comptroller, 
include for the year to which each report relates all general rules made 
in that year under or for the purposes of this Act, and an account of 
all fees, salaries, and allowances, and other money received and paid 
under this Act. 

International and Colonial Arrangements. 

103. — (1.) If Her Majesty is pleased to make any arrangement with International 
the government or governments of any foreign state or states for arrangements 
mutual protection of inventions, designs, and trade marks, or any of^^^ons 1 
of them, then any person who has applied for protection for any designs, and ' 
invention, design, or trade mark in any such state, shall be entitled to trade marks. 
a patent for his invention or to registration of his design or trade 
mark (as the case may be) under this Act, in priority to other 
applicants ; and such patent or registration shall have the same date 
as the date of the protection obtained in such foreign state (/). 

Provided that his application is made, in the case of a patent within 
seven months, and in the case of a design or trade mark within four 
months, from his applying for protection in the foreign state with 
which the arrangement is in force. 

Provided that nothing in this section contained shall entitle the 
patentee or proprietor of the design or trade mark to recover damages 
for infringements happening prior to the date of the actual acceptance 
of his complete specification, or the actual registration of his design or 
trade mark in this country, as the case may be. 

(2.) The publication in the United Kingdom, or the Iale of Man 
during the respective periods aforesaid of any description of the 
invention, or the use therein during such periods of the invention, or 
the exhibition or use therein during such periods of the design, or the 
publication therein during such periods of a description or representa- 
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tion of the design, or the use therein during such periods of the trade 
mark, shall not invalidate the patent which may be granted for the 
invention, or the registration of the design or trade mark. 

(3.) The application for the grant of a patent, or the registration of 
a design, or the registration of a trade mark under this section, must 
be made in the same manner as an ordinary application under this 
Act : Provided that, in the case of trade marks, any trade mark the 
registration of which has been duly applied for in the country of origin 
may be registered under this Act. 

(4.) The provisions of this section shall apply only in the case of 
those foreign states with respect to which Her Majesty shall from time 
to time by Order in Council declare them to be applicable, and so long 
only in the case of each state as the Order in Council shall continue in 
force with respect to that state. 

(t) See sect. 6 of Amendment Act of 1885, post, p. 333. 

Provision for 104, — (l.) Where it is made to appear to Her Majesty that the 
co W. and legislature of any British possession has made satisfactory provision 
for the protection of inventions, designs, and trade marks, patented or 
registered in this country, it shall be lawful for Her Majesty from 
time to time, by Order in Council, to apply the provisions of the last 
preceding section, with such variations or additions, if any, as to Her 
Majesty in Council may seem fit, to such British possession. 

(2.) An Order in Council under this Act shall, from a date to be 
mentioned for the purpose in the Order, take effect as if its provisions 
had been contained in this Act ; but it shall be lawful for Her Majesty 
in Council to revoke any Order in Council made under this Act. 

Offence*. 

Penalty on 105. — (1.) Any person who represents that any article sold by him 

falsely repre- ig a patented article, when no patent has been granted for the same, 
artiolef to be or describes any design or trade mark applied to any article sold by 
patented. h™ &s registered which is not so, shall be liable for every offence on 

summary conviction to a fine not exceeding five pounds. 

(2.) A person shall be deemed, for the purposes of this enactment, 
to represent that an article is patented or a design or a trade mark is 
registered, if he sells the article with the word " patent," " patented,' ' 
"registered," or any word or words expressing or implying that a 
patent or registration has been obtained for the article stamped, 
engraved, or impressed on, or otherwise applied to, the article. 

Penalty on 106. Any person who, without the authority of Her Majesty, or 

unauthorised anv G f the Eoyal Family, or of any Government Department, assumes 

^yal^lrms or uees m connec ^ on ^h anv trade, business, calling, or profession, 
the Eoyal arms, or arms so nearly resembling the same as to be cal- 
culated to deceive, in such a manner as to be calculated to lead other 
persons to believe that he is carrying on his trade, business, calling, 
or profession by or under such authority as aforesaid, shall be liable 
on summary conviction to a fine not exceeding twenty pounds. 

Scotland; Ireland; Sfc. 

Saving for 107. In any action for infringement of a patent in Scotland the 

g^ 8 m provisions of this Act, with respect to calling in the aid of an assessor, 

Scotland. &hsJl apply, and the action shall be tried without a jury, unless the 
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Court shall otherwise direct, but otherwise nothing shall affect the 
jurisdiction and forms of process of the Courts in Scotland in such an 
action or in any action or proceeding respecting a patent hitherto 
competent to those Courts. 

For the purposes of this section " Court of Appeal" shall mean any 
Court to which such action is appealed. 

108. In Scotland any offence under this Act declared to be punish- Summary 

able on summary conviction may be prosecuted in the sheriff court. proceedings 

^ in Scotland. 

109. — (1.) Proceedings in Scotland for revocation of a patent shall Proceedings 
be in the form of an action of reduction at the instance of the Lord *° r r ?T?5 a . fcion 
Advocate, or at the instance of a party having interest with his con- p^ffi^a. m 
currence, which concurrence may be given on just cause shown 
only. 

(2.) Service of all writs and summonses in that action shall be made 
according to the forms and practice existing at the commencement of 
this Act. 

110. All parties shall, notwithstanding anything in this Act, have Reservation ^ 
in Ireland their remedies under or in respect of a patent as if the same ° f remedies in 
had been granted to extend to Ireland only. Ireland. 

111. — (1.) The provisions of this Act, conferring a special jurisdiction General 
on the Court as defined by this Act, shall not, except so far as the saving for 
jurisdiction extends, affect the jurisdiction of any Court in Scotland or jurisdiction f 
Ireland in any proceedings relating to patents or to designs or to oourte - 
trade marks ; ana with reference to any such proceedings in Scotland, 
the term " the Court " shall mean any Lord Ordinary of the Court of 
Session, and the term " Court of Appeal" shall mean either Division 
of the said Court; and with reference to any such proceedings in 
Ireland, the terms "the Court " and "the Court of Appeal" respec- 
tively mean the High Court of Justice in Ireland and Her Majesty's 
Court of Appeal in Ireland. 

(2.) If any rectification of a register under this Act is required in 
pursuance of any proceeding in a Court in Scotland or Ireland, a copy 
of the order, • decree, or other authority for the rectification, shall be 
served on the comptroller, and he shall rectify the register accord- 
ingly. 

112. This Act shall extend to the Isle of Man, and — a Isle of Man. 

(1.) Nothing in this Act shall affect the jurisdiction of the Courts in 
the Isle of Man, in proceedings for infringement or in any 
action or proceeding respecting a patent, design, or trade 
mark competent to those Courts ; 

(2.) The punishment for a misdemeanour under this Act in the Isle 
of Man shall be imprisonment for any term not exceeding 
two years, with or without hard labour, and with or without 
a fine not exceeding one hundred pounds, at the discretion of 
the Court ; 

(3.) Any offence under this Act committed in the Isle of Man which 
would in England be punishable on summary conviction may 
be prosecuted, and any fine in respect thereof recovered at 
the instance of any person aggrieved, in the manner in which 
offences punishable on summary conviction may for the time 
being be prosecuted. 
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Repeal and 
saying for 
past operation 
of repealed 
enactments, 
&c. 



Repeal; Transitional Provisions ; Savings. 

113. The enactments described in the Third Schedule to this Act 
are hereby repealed. But this repeal of enactments shall not — 

(a.) Affect the past operation of any of those enactments, or any 
patent or copyright or right to use a trade mark granted or 
acquired, or application pending, or appointment made, or 
compensation granted, or order or direction made or given, 
or right, privilege, obligation, or liability acquired, accrued, 
or incurred, or anything duly done or suffered under or by 
any of those enactments before or at the commencement of 
this Act ; or 

(b.) Interfere with the institution or prosecution of any action or 
proceeding, civil or criminal, in respect thereof, and any such 
proceeding may be carried on as if this Act had not been 
passed; or 

(c.) Take away or abridge any protection or benefit in relation to 
any such action or proceeding (u). 

(u) Compare sect. 45 with this section. See also, ante, pp. 22, 23, as to the two 
sections. 

Under sect. 26 of the repealed Act of 1852, patents obtained here for inventions 
already patented abroad became void on the expiration of the foreign patent. The 
new Acts have no similar provision, so that it may be presumed mat the duration 
of a British patent granted, thereunder, whether on an application pending at or 
made since the commencement of the Act of 1883, is unaffected by that of any 
foreign patent for the same invention. See Lawson, pp. 140, 141 (notes to sect. 45), 
as to the effect of the above section in respect of sect. 25 of the Act of 1852. 

Former 114. — (1.) The registers of patents and of proprietors kept under 

^ffiste™ t° D * any enactment repealed by this Act shall respectively be deemed parts 
conUn ed °* *k e same book as the register of patents kept under this Act (t>). 

(2.) The registers of designs and of trade marks kept under any 
enactment repealed by this Act shall respectively be deemed parts of 
the same book as the register of designs and the register of trade 
marks kept under this Act. 

(v) See sects. 23 and 87, ante, and notes thereon. 

115. All general rules made by the Lord Chancellor or by any other 
authority under any enactment repealed by this Act, and in force at 
the commencement of this Act, may at any time after the passing of 
this Act be repealed, altered or amended by the Board of Trade, as if 
they had been made by the Board under this Act, but so that no such 
repeal, alteration or amendment shall take effect before the commence- 
ment of this Act ; and, subject as aforesaid, such general rules shall, 
so far as they are consistent with and are not superseded by this Act, 
continue in force as if they had been made by the Board of Trade 
under this Act. 

116. Nothing in this Act shall take away, abridge or prejudicially 
affect the prerogative of the Crown in relation to the granting of any 
letters patent or to the withholding of a grant thereof. 



Saving for 

existing 

rules. 



Saving for 
prerogative. 



General 
definitions. 



General Definitions. 

117. — (1.) In and for the purposes of this Act, unless the context 
otherwise requires, — 
" Person " includes a body corporate : 



46 & 47 Vict. c. 57, 
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" The Court " means (subject to the provisions for Scotland, Ireland, 
and the Isle of Man) Her Majesty's High Court of Justice in England: 

" Law officer" means Her Majesty's Attorney-General or Solicitor- 
General for England : 

"The Treasury" means the Commissioners of Her Majesty's 
Treasury: 

" Comptroller" means the Comptroller-General of Patents, Designs, 
and Trade Marks : 

"Prescribed" means prescribed by any of the Schedules to this 
Act, or by general rules under or within the meaning of this Act : 

"British possession" means any territory or place situate within 
Her Majesty's dominions, and not being or forming part of the 
United Kingdom, or of the Channel Islands, or of the Isle of Man, 
and all territories and places under one legislature, as hereinafter 
defined, are deemed to be one British possession for the purposes of 
this Act : 

" Legislature " includes any person or persons who exercise legis- 
lative authority in the British possession ; and where there are local 
legislatures as well as a central legislature, means the central legis- 
lature only. 

In the application of this Act to Ireland, " summary conviction " 
means a conviction under the Summary Jurisdiction Acts, that is to 
say, with reference to the Dublin Metropolitan Police District the 
Acts regulating the duties of justices of the peace and of the police 
for such district, and elsewhere in Ireland the Petty Sessions (Ireland) 
Act, 1851, and any Act amending it. 



THE FIBST SCHEDULE. 

[The Forms A., B. and C. in this are replaced by the Forms A., Al, 
B. and C. in the Second Schedule to the Patent Eules, 1885. 
Form D. of this Schedule (Form of a Patent) is the Form I. at 
pp. 48, 49, ante.'] 



THE SECOND SCHEDULE. 

Fees on instruments for obtaining Patents, and Renewal (tc). 

(a) Up to Sealing. 

£ s. d. £ s. d. 

On application for provisional protection 1 

On filing complete specification 3 

4 

or — — 

On filing complete specification with first application .... 4 

(b) Further be/ore end of four years from date of patent. 
On certificate of renewal 50 



Section 24. 



(to) In addition to these fees, there are now payable the fees mentioned in the 
First Schedule to the Patent Rules, 1883, post, p. 344 ; and also the fees mentioned 
in the First Schedule to the Patent Rules, 1885, post, p. 367. 
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(c) Further before end of seven years, or in the ease of patents granted 
after the commencement of this Act, before the end of eight years 
from date of patent. 

On certificate of renewal £100 



Or in lieu of the fees of 501. and 100/. the following annual fees: — 
Before the expiration of the fourth year from the date of the 

fifth 

sixth 

seventh 

eighth 

ninth 

tenth 

eleventh 

twelfth 

thirteenth 



ualfees:- 




£10 








10 








10 








10 








15 








15 








20 








20 








20 








20 









Section 113. 



THE THIED SCHEDULE. 
Enactments repealed. 



21 James l,c. 3 . . 
[1623.] 



£ 



5&6Will.4, c.62 
1835.] 

[n part. 
5&6Will.4,c.83 

[1835.] 
2&3 Vict. c. 67.. 

[1839.] 



5 & 6 Vict. c. 100 

[1842.] 

6 & 7 Vict. c. 65.. 

[1843." 

7 & 8 Vict. c. 69 (a) 

[1844.] 
In part. 



The Statute of Monopolies. 

In part ; namely, — 

Sections ten, eleven, and twelve. 
The Statutory Declarations Act, 1835. 

In part ; namely, — 
Section eleven. 
An Act to amend the law touching letters patent 

for inventions. 
An Act to amend an Act of the fifth and sixth years 

of the reign of KingWilliam the Fourth, intituled 

"An Act to amend the law touching letters patent 

for inventions." 
An Act to consolidate and amend the laws relating 

to the copyright of designs for ornamenting 

articles of manufacture. 
An Act to amend the laws relating to the copyright 

of designs. 
An Act for amending an Act passed in the fourth 

year of the reign of his late Majesty, intituled 

"An Act for the better administration of justice 

in his Majesty's Privy Council, and to extend 

its Jurisdiction and powers.' ' 
In part; namely, — 
Sections two to five, both included. 



(a) Note. — Sections sax and seven of this Act are repealed by the Statute Law 
Revision (No. 2) Act, 1874. 



46 & 47 Vict. c. 57. 
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13 & 14 Vict. c. 104 
[1850.] 

15 & 16 Vict. c. 83 

[1852.] 

16 & 17 Vict. c. 5 

[1853.] 



16 & 17 Vict. c. 115 



[1853.] 



21 & 22 Vict. c. 70 

[1858.] 

22 Viot. c. 13 

[1859.] 

24 & 25 Vict. o. 73 

[1861.] 
28 & 29 Vict. c. 3 

[1865.] 
33 & 34 Vict. c. 27 

[1870.] 
33 & 34 Vict. c. 97 

[1870.] 



38 & 39 Vict. c. 91 
[1875.] 

38 & 39 Vict. c. 93 

[1875.] 

39 & 40 Vict. o. 33 

[1876.] 

40 & 41 Vict. c. 37 

[1877.] 
43 & 44 Vict. c. 10 
[1880.] 

45 & 46 Vict. c. 72 

[1882.] 



An Act to extend and amend the Acts relating to 

the copyright of designs. 
The Patent Law Amendment Act, 1852. 

An Aot to substitute stamp duties for fees on pass- 
ing letters patent for inventions, and to provide 
for the purchase for the public use of certain 
indexes of specifications. 

An Act to amend certain provisions of the Patent 
Law Amendment Act, 1852, in respect of the 
transmission of certified copies of letters patent 
and specifications to certain offices in Edinburgh 
and Dublin, and otherwise to amend the said 
Act. 

An Act to amend the Act of the fifth and sixth 
years of her present Majesty, to consolidate and 
amend the laws relating to the copyright of 
designs for ornamenting articles or manufacture. 

An Act to amend the law concerning patents for 
inventions with respect to inventions for improve- 
ments in instruments and munitions of war. 

An Act to amend the law relating to the copyright 
of designs. 

The Industrial Exhibitions Act, 1865. 

The Protection of Inventions Act, 1870. 

The Stamp Act, 1870. 
In part ; namely, — 

Section sixty-five, and in the Schedule the 
words and figures, 
"Certificate of the registration of a design. .£500 

And see section 65." 
The Trade Marks Eegistration Act, 1875. 

The Copyright of Designs Act, 1875. 

The Trade Marks Eegistration Amendment Act, 

1876. 
The Trade Marks Eegistration Extension Act, 

1877. 
The Great Seal Act, 1880. 
In part ; namely, — 
Section five. 
The Eevenue, Friendly Societies, and National 
Debt Act, 1882. 
In part; namely, — 
Section sixteen. 
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Construction 
and short 
title. 



PATENTS, etc. AMENDMENT ACT, 1885. 

48 & 49 Vict. c. 63. 

An Act to amend the Patents, Designs, and Trade Marks Act, 1883. 

[14th August, 1885.] 

Be it enacted by the Queen's most excellent Majesty, by and with the 
advice and consent of the Lords Spiritual and Temporal, and Com- 
mons, in this present Parliament assembled, and by the authority of 
the same, as follows : 

1. This Act shall be construed as one with the Patents, Designs, 
and Trade Marks Act, 1883 (in this Act referred to as the principal 
Act). 

This Act may be cited as the Patents, Designs, and Trade Marks 
(Amendment) Act, 1885, and this Act and the principal Act may be 
cited together as the Patents, Designs, and Trade Marks Acts, 1883 
and 1885. 



5 & 6 W. 4, 
o. 62. 



Amendment 2. Whereas sub-section two of section five of the principal Act 
of sect. 6 of requires a declaration to bo made by an applicant for a patent to the 
46 fi7 ** ^ i0t * e ^ ec t ia that sub-section mentioned, and doubts have arisen as to the 
c * nature of that declaration, and it is expedient to remove such doubts : 

Be it therefore enacted that : 

The declaration mentioned in sub-section two of section five of the 
principal Act may be either a statutory declaration under the Statu- 
tory Declarations Act, 1835, or not, as may be from time to time 
prescribed (a). 

(a) See Forms A. and Al. under the Patent Boles, 1885, which are of simple 
declarations (post, pp. #358, 369). The forms with the same designations, pre- 
scribed under the Patent Rules, 1883, r. 6, were of statutory declarations, but the 
references to the Act of 1835 were to be omitted if the declarations were to be 
made out of the United Kingdom. 

Amendment 3. Whereas under the principal Act, a complete specification is re- 
of ss. 8, 9, and quired (by section eight) to be left within nine months, and (by section 
vLf* a 6 r7 47 n * ne ) t° be accepted within twelve months, from the date of applica- 
tion, and a patent is required by section twelve to be sealed within 
fifteen months from the date of application, and it is expedient to 
empower the comptroller to extend in certain cases the said times : Be 
it therefore enacted as follows : 

A complete specification may be left and accepted within such ex- 
tended times, not exceeding one month and three months respectively 
after the said nine and twelve months respectively as the comptroller 
may on payment of the prescribed fee allow, and where such extension 
of time has been allowed, a further extension of four months after the 
said fifteen months shall be allowed for the sealing of the patent ; and 
the principal Act shall have effect as if any time so allowed were added 
to the said periods specified in the principal Act. 



Vict. o. 67. 



Specifica- 
tions, &c. 
not to be 



4. Where an application for a patent has been abandoned, or become 
void, the specification or specifications and drawings (if any) accom- 
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panying or left in connection with such application, shall not at any published 
time be open to public inspection or be published by the comp- a ^ lea » a P- 
troller(J). JJ- 

(b) See sect. 8 of the principal Act (ante, p. 309), and the notes thereto as to 
abandonment of applications. 

5. Whereas doubts have arisen whether under the principal Act a Power to 
patent may lawfully be granted to several persons jointly, some or one grrant patents 
of whom only are or is the true and first inventors or inventor ; be it to ^eral 
therefore enacted and declared that it has been and is lawful under P 6 ?^ 118 

the principal Act to grant such a patent (c). J m Y * 

(c) See sects. 4 and 5 of the principal Act, ante, p. 309. As to what persons may 
apply for a patent, the devolution of the right to apply, and joinder of applicants 
by amendments, see ante, pp. 10 — 12. 

6. In sub-section one of section one hundred and three of the prin- Amendment 
cipal Act, the words " date of the application " shall be substituted for °f sect. 103 of 

the words " date of the protection obtained." 46 * 4 7 Vict. 

* c. 67. 



PATENTS ACT, 1886. 
49 & 50 Vict. c. 37. 

An Act to remove certain doubts respecting the construction of the 
Patents, Designs, and Trade Marks Act, 1883, so far as respects 
the drawings by which specifications are required to be accompanied, 
and as respects exhibitions. 

[25th June, 1886.] 

Wheeeas by section five of the Patents, Designs, and Trade Marks 46 & 47 Vict. 
Act, 1883, specifications, whether provisional or complete, must be °- 67. 
accompanied by drawings if required, and doubts have arisen as to 
whether it is sufficient that a complete specification refers to the 
drawings by which the provisional specification was accompanied, and 
it is expedient to remove such doubts : 

Be it therefore enacted by the Queen's most Excellent Majesty, 
by and with the advice and consent of the Lords Spiritual and Tem- 
poral, and Commons, in this present Parliament assembled, and by 
the authority of the same, as follows : 

1. This Act may be cited as the Patents Act, 1886, and shall be Short title 
construed as one with the Patents, Designs, and Trade Marks Acts, "P d oonstruo- 
1883 and 1885, and, together with those Acts, may be cited as the tLOn ' _ 
Patents, Designs, and Trade Marks Acts, 1883 to 1886. a 6 7 

48 & 49 Vict. 

2. The requirement of sub-section four of section five of the Patents, o. 63. 

Designs, and Trade Marks Act, 1883, as to drawings shall not be The same 

drawings 
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may aooom- deemed to be insufficiently complied with by reason only that instead 

pftn ^fl )0 f^ of being accompanied by orawings the complete specification refers to 

specificationa. ^ e drawings which accompanied the provisional specification. And 

no patent heretofore sealed shall be invalid by reason only that the 

complete specification was not accompanied by drawings but referred 

to those which accompanied the provisional specification. 

Protection of 3. Whereas by section thirty-nine of the Patents, Designs, and 

patents and Trade Marks Act, 1883, as respects patents, and by section fifty-seven 

yl'K^Li f °^ * ne Bame -^ as r 68 ? 60 * 8 designs, provision is made that the exhibi- 

international ** on °^ an ™ ren tion or design at an industrial or international exhibi- 

exhibitions. tion, certified as such by the Board of Trade, shall not prejudice the 

rights of the inventor or proprietor thereof, subject to the conditions 

therein mentioned, one of which is that the exhibitor must, before 

exhibiting the invention, design, or article, or publishing a description 

of the design, give the controller the prescribed notice of his intention 

to do so : 

And whereas it is expedient to provide for the extension of the said 
sections to industrial and international exhibitions held out of the 
United Kingdom, be it therefore enacted as follows : 

It shall be lawful for Her Majesty, by Order in Council, from time 
to time to declare that sections thirty-nine and fifty-seven of the 
Patents, Designs, and Trade Marks Act, 1883, or either of those 
sections, shall apply to any exhibition mentioned in the Order in like 
manner as if it were an industrial or international exhibition certified 
by the Board of Trade, and to provide that the exhibitor shall be 
relieved from the conditions, specified in the said sections, of giving 
notice to the controller of his intention to exhibit, and shall be so 
relieved either absolutely or upon such terms and conditions as to Her 
Majesty in Council may seem fit. 
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By virtue of the provisions of the Patents, Designs, and Trade Marks 
Act, 1883, the Board of Trade do hereby make the following rules : — 

Shobt Title. 

1 . These rules may be cited as the Patents Eules, 1883. Short title. 

Commencement. 

2. These rules shall come into operation from and immediately Commence- 
after the 31st day of December, 1883. »«*• 

Inteepbetation. 

3. In the construction of these rules, any words herein used defined Interpreta- 
by the said Act shall have the meanings thereby assigned to them tion * 
respectively. 

Fees. 

4. The fees to be paid under the above-mentioned Act, in addition fees, 
to the fees mentioned in the Second Schedule thereto, so far as it 
relates to patents, shall be those specified in the list of fees in the 
First Schedule to these rules (a). 

Forms (J). 

5. The Forms A, B, and in the First Schedule to the said Act Forms, 
shall be altered or amended by the substitution therefor respectively Alterations, 
of the Forms A, Al, B, and in the Second Schedule hereto. 

6. — H.) An application for a patent shall be made either in the Application. 
Form A or the Form Al set forth in the Second Schedule hereto as 
the case may be. 

(2.) The Form B in such schedule of provisional specification and Specification, 
the Form of complete specification shall respectively oe used. 

(3.) The remaining forms set forth in such schedule may, as far as Other forms, 
they are applicable, be used in any proceedings under these rules. 



(a) To those fees are to be added those mentioned in the First Schedule to P. B. 
1885 (p. 357, pat). See Bale 3 of the latter roles. 

(b) Kales 5 and 6 are repealed as from the 14th day of August, 1886. See P. B. 
1885, rr. 4 and 7, which substitute other forms for the Forms A, Al, B and C in 
the Second Schedule hereto. 
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Hoots of 
business. 



Agency. 



Statement of 
address. 



Size, &c. of 
documents. 



Exercise of 
discretionary 
power by 
comptroller. 

Notice of 
hearing. 

Notice by 
applicant. 



Comptroller 
may require 
statement, &c. 



Decision to be 
notified to 
parties. 

Definition of 
"applicant." 



Prior and 
second appli- 
cant may 
attend hear* 
ing. 



General. 

7. The Patent Office shall be open to the public every week-day during 
the hours of ten and four, except on the days and times following : — 

Christmas Day ; 
Good Friday ; 

The day observed as her Majesty's birthday ; 
The days observed as days of public fast or thanksgiving, or as 
holidays at the Bank of England. 

8. An application for a patent must be signed by the applicant, but 
all other communications between the applicant and the comptroller 
and all attendances by the applicant upon the comptroller may be 
made by or through an agent duly authorized to the satisfaction of the 
comptroller, and if he so require resident in the United Kingdom. 

9. The application shall be accompanied by a statement of an ad- 
dress to which all notices, requisitions, and communications of every 
kind may be made by the comptroller or by the Board of Trade, and 
such statement shall thereafter be binding upon the applicant unless 
and until a substituted statement of address shall be furnished by hfm 
to the comptroller. He may in any particular case require that the 
address mentioned in this rule be in the United Kingdom. 

10. All documents and copies of documents sent to or left at the 
Patent Office or otherwise furnished to the comptroller or to the Board 
of Trade shall be written or printed in large and legible characters in 
the English language upon strong wide ruled paper (on one side only), 
of a size of 13 inches by 8 inches, leaving a margin of two inches 
on the left-hand part thereof, and the signature of the applicants or 
agents thereto must be written in a large and legible hand. Duplicate 
documents shall at any time be left, if required by the comptroller. 

11. Before exercising any discretionary power given to the comp- 
troller by the said Act adversely to the applicant for a patent or for 
amendment of a specification, the comptroller shall give ten days' 
notice, or such longer notice as he may think fit, to the applicant of 
the time when he may be heard personally or by his agent before the 
comptroller. 

12. Within five days from the date when such notice would be de- 
livered in the ordinary course of post, or such longer time as the 
comptroller may appoint in such notice, the applicant shall notify to 
the comptroller whether or not he intends to be heard upon the matter. 

13. Whether the applicant desires to be heard or not, the comptroller 
may at any time require him to submit a statement in writing within a 
time to be notified by the comptroller, or to attend before him and 
make oral explanations with respect to such matters as the comptroller 
may require. 

14. The decision or determination of the comptroller in the exercise 
of any such discretionary power as aforesaid shall be notified by him 
to the applicant, and any other person affected thereby. 

15. The term " applicant" in Rules 11, 12 and 13 shall include an 
applicant whose specification bears a title the same as or similar to 
that of the specification of a prior applicant, and has been reported on 
by the examiner. 

16. Such prior and second applicant respectively may attend the 
hearing of the question whether the invention comprised in both 
applications is the same, but neither party shall be at liberty to inspect 
the specification of the other. 
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17. Any person desirous of exhibiting an invention at an industrial Industrial or 
or international exhibition, or of publishing any description of the -^J™*** 01181 
invention during the period of the holding of the exhibition, x>r of E*hrt>rt«>n8- 
using the invention for the purpose of the exhibition in the place 

where the exhibition is held, shall, after having obtained from the 
Board of Trade a certificate that the exhibition is an industrial or 
international one, give to the comptroller seven days' notice of his 
intention to exhibit, publish, or use the invention, as the case may be. 
For the purpose of identifying the invention in the event of an 
application for a patent being subsequently made the applicant shall 
furnish to the comptroller a brief description of his invention accom- 
panied, if necessary, by drawings, and such other information as the 
comptroller may in each case require. 

18. Any document for the amending of which no special provision is Power of 
made by the said Act may be amended, and any irregularity in pro- amendment, 
cedure, which in the opinion of the comptroller may be obviated *°* 
without detriment to the interests of any person, may be corrected, if 

and on such terms as the comptroller may think fit. 

19. Any application, notice, or other document authorized or required Documents by 
to be left, made or given at the patent office or to the comptroller or to P 08 *' 

any other person under these Kules may be sent by a prepaid letter 
through the post, and if so sent shall be deemed to have been left, made 
or given respectively at the time when the letter containing the same 
would be delivered in the ordinary course of post. 

In proving such service or sending it shall be sufficient to prove 
that the letter was properly addressed and put into the post. 

20. Affidavits may, except where otherwise prescribed by these Affidavits. 
Rules, be used as evidence in any proceedings thereunder when sworn 

to in any of the following ways, viz. : — 

(1.) In. the United Kingdom before any person authorized to 
administer oaths in the Supreme Court of Judicature or 
before a justice of the peace for the county or place where it 
is sworn or made. 

(2.) In any place in the British dominions out of the United 
Kingdom before any Court, judge, or justice of the peace or 
any person authorized to administer oaths there in any Court. 

(3.) In any place out of the British dominions before a British 
minister, or person exercising the functions of a British 
minister, or a British consul, vice-consul, or other person 
exercising the functions of a British consul, or a notary 
public, or before a judge or magistrate. 

21. Where any statutory declaration prescribed by these rules, or Statutory 
used in any proceedings thereunder, is made out of the United King- declarations, 
dom, the words "and by virtue of the Statutory Declarations Act, 

1835," must be omitted, and the declaration shall (unless the context 
otherwise requires) be made in the manner prescribed in Eule 20, sub- 
section (3) (fl). 



Application with Provisional or Complete Specification. 

22. Applications for a patent sent by prepaid letter through the Order of 

post shall, as far as may be practicable, be opened and numbered in the recording 

applications. 

(b) See now sect. 2 of Act of 1886, ante, p. 332. 
M. Z 
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Application 
for separate 
patents by 
way of 
amendment. 



Application 
by representa- 
tive of 
deceased 
inventor. 

Notice and 
advertisement 
of acceptance. 



Inspection on 
acceptance of 
complete 
specification. 



order in which the letters containing the same have been respectively 
delivered in the ordinary course of post. 

Applications left at the patent office otherwise than through, the 
post snail be in like manner numbered in the order of their receipt at 
the patent office. 

23. Where a person making application for a patent includes therein 
by mistake, inadvertence, or otherwise, more than one invention, he 
may, after the refusal of the comptroller to accept such application, 
amend the same so as to apply to one invention only, and may make 
application for separate patents for each such invention accordingly. 

Every such application shall bear the date of the first application, 
and shall, together therewith, be proceeded with in the manner pre- 
scribed by the said Act and by these Eules as if every such application 
had been originally made on that date for one invention only. 

24. An application for a patent by the legal representative of a 
person who has died possessed of an invention shall be accompanied 
by an official copy of or extract from his will or the letters of adminis- 
tration granted of his estate and effects in proof of the applicant's title 
as such legal representative. 

25. On the acceptance of an application with a provisional or 
complete specification the comptroller shall give notice thereof to the 
applicant, and shall advertise such acceptance in the official journal of 
the patent office (c). 

26. Upon the publication of such advertisement of acceptance in the 
case of an application with a complete specification the application and 
specification or specifications with the drawings (if any) may be in- 
spected at the patent office upon payment of the prescribed fee (d). 



Communica- 
tion from 
abroad. 



Application on Communication from Abroad. 

27. An application for a patent for an invention communicated from 
abroad shall be made in the Form A 1 set forth in the Second Schedule 
hereto (i). 



Size of draw- 
ings. 



Copies of 
drawings. 



Sizes and Methods of Preparing Drawings accompanying 
Provisional or Complete Specifications (/). 

28. The drawings accompanying provisional or complete specifica- 
tions shall be made upon half -sheets or sheets of imperial drawing paper, 
to be within a border line of 19 inches by 12 inches, or 27 inches by 
19 inches, with a margin of half-an-inch all round. 

29. A copy of the drawings will be required upon rolled imperial 
drawing paper or upon thin Bristol board of the same dimensions as 
the original drawing or drawings. All the lines must be absolutely 
black, Indian ink of the best quality to be used, and the same strength 
or colour of the ink maintained throughout the drawing. Any shading 
must be in lines clearly and distinctly drawn and as open as is con- 



t 



(c) See sect 10 of the Act of 1883, p. 310, ante. 

\d) Ibid. 

(e) See now substituted Form A 1 (post, p. 359), under P. B. 1885, r. 5 (post, 
p. 356). As to suoh applications, see ante, p. 13. 

(/) See sect. 2 of Act of 1886, ante, p. 333. The above rules, 28—30, were 
repealed by Revised Rules of 16th of September, 1886. Copies of the latter are 
given gratuitously at the Sale branch of the Patent Office. 



PATENTS RULES, 1883. 339 

sistent with the required effect. Section lines should not be too 
closely drawn. No colour must be used for any purpose upon the 
copy of the drawings. All letters and figures of reference must be 
bold and distinct. The border line should be one fine line only. The 
drawings must not be folded, but must be delivered at the patent 
office either in a perfectly flat state or rolled upon a roller so as to be 
free from creases or breaks. 

30. Where a complete specification is left at the patent office after a 
provisional specification has been acoepted the complete specification 
and drawing or drawings accompanying the same, as well as the copy 
thereof, must be prepared in accordance with Eules 10, 28, and 29. 

Illustrated Journal (/). 

31 . Every applicant for the grant of a patent shall, in addition to Additional 
the drawings to be furnished with his complete specification, furnish the drawing to be 
comptroller ^ith a drawing illustrative of the feature or features of furnished, 
novelty constituting his invention. Such drawing must be prepared 

in the manner prescribed for the copy of the original drawing or 
drawings accompanying the specification, but must not cover a space 
exceeding 16 square inches. The drawing must be accompanied by a 
concise explanatory statement on foolscap paper and legibly written or 
printed. 

Opposition to Grants of Patents (jj). 

32. A notice of opposition to the grant of a patent shall state the Notice of 
ground or grounds on which the person giving such notice (hereinafter opposition, 
called the opponent) intends to oppose the grant, and shall be signed 

by him. Such notice shall state his address for service in the United 
Kingdom. 

33. On receipt of such notice a copy thereof shall be furnished by Copy for 
the comptroller to the applicant. applicant. 

34. Where the ground or one of the grounds of opposition is that Particulars of 
the invention has been patented in this country on an application of P rior patent- 
prior date, the title, number, and date of the patent granted in such 

prior application shall be specified in the notice. 

35. Within fourteen days after the expiration of two months from Opponent's 
the date of the advertisement of the acceptance of a complete specifi- evidence, 
cation, the opponent shall leave at the patent office statutory declara- 
tions in support of his opposition, and deliver to the applicant a list 
thereof. 

36. Within fourteen days from the delivery of suoh list the appli- Applicant's 
cant shall leave at the patent office statutory declarations in answer, evidence, 
and deliver to the opponent a list thereof, and within seven days from 

such delivery the opponent shall leave at the patent office his statutory 
declarations in reply, and deliver to the applicant a list thereof. Such Evidence in 
last-mentioned declarations shall be confined to matters strictly in reply* 

reply. 

Oopies of the declarations mentioned in this and the last-preceding 
rule may be obtained either from the patent office or from the opposite 
party. 



(/) This rule has been repealed by Revised Rules of 16th of September, 1886. 
See last note. 
(a) See sect. 38 of the A.ot of 1883, p. 318, ant*. 

z2 
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daring of 
evidence. 



Notice of 
hearing. 



Disallowance 
of opposition 
in certain 



Decision to be 
notified to 
parties. 



Payment of 
fees of 50/. 
and 100/. for 
continuance 
of patent. 



As to patent 
granted 
before com- 
mencement of 
act. 

Payment of 
annual fees 
in lieu of 60/. 
and 100/. 



Certificate of 
payment. 



37. No further evidence shall be left on either side except by leave 
of the comptroller upon the written consent of the parties duly notified 
to him, or by special leave of the comptroller on application made to 
him for that purpose. 

38. Either party making such application shall give notice thereof 
to the opposite party, who shall Be entitled to oppose the applica- 
tion. 

39. On the completion of the evidence the comptroller shall appoint 
a time for the hearing of the case, and shall give to the parties seven 
days' notice at the least of such appointment. 

40. On the hearing of the case no opposition shall be allowed in 
respect of any ground not stated in the notice of opposition, and where 
the ground or one of the grounds is that the invention has been 
patented in this country on an application of prior date, the opposition 
shall not be allowed upon such ground unless the title, number, and 
date of the patent granted on such prior application shall have been 
duly specified in the notice of opposition. 

41. The decision of the comptroller in the case shall be notified by 
him to the parties. 

Certificates of Payment on Benewal. 

42. If a patentee intends at the expiration of the fourth or eighth 
year from the date of his patent to make the prescribed payment for 
keeping the same in force, he shall seven days at least before such 
expiration give notice to the comptroller of such intention, and shall, 
before the expiration of such fourth or eighth year, as the case may 
be, leave at the patent office a form of certificate of payment, duly 
stamped, subject as hereinafter provided, with the prescribed fee of 
50/. or 100/., as the case may be. 

43. In the case of patents granted before the commencement of the 
said Act, the above rule shall be read as if the words " seventh year " 
were therein written instead of the words " eighth year." 

44. If the patentee intends to pay annual fees in lieu of the above- 
mentioned fees of 50/. and 100/., he shall seven days at least before 
the expiration of the fourth and each succeeding year during the term 
of the patent, until and inclusive of the 13th year thereof, give notice 
to the comptroller of such intention, and shall, before the expiration of 
such respective periods as aforesaid, leave at the patent office a form of 
certificate of payment, duly stamped with the fee prescribed to be paid 
at such periods respectively. 

45. On due compliance with these rules, and as soon as may be 
after such respective periods as aforesaid, or any enlargement thereof 
respectively duly granted, the comptroller shall give to the patentee a 
certificate that the prescribed payment has been duly made. 



Enlargement 
of time for 
payments. 



Enlargement of Time. 

46. An application for an enlargement of the time for making a 
prescribed payment shall state in detail the circumstances in which the 
patentee by accident, mistake, or inadvertence has failed to make such 
payment, and the comptroller may require the patentee to substantiate 
by such proof as he may think necessary the allegations contained in 
the application for enlargement. 
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47. The time prescribed by these Bules for doing any act) or taking In other cases, 
any proceedings thereunder, may be enlarged by the comptroller if he 

think fit, and upon such notice to other parties, and proceedings 
thereon, and upon such terms, as he may direct. 

Amendment of Specification. 

48. A request for leave to amend a specification shall be signed by Bequest for 
the applicant or patentee and accompanied by a copy of the original leave *° 
specification and drawings, showing in red ink the proposed amend- amend ' 
ment, and shall be advertised by publication of the request and the Advertise- 
nature of the proposed amendment in the official journal of the patent men ' 
office, and in such other manner (if any) as the comptroller may in 

each case direct. 

49. A notice of opposition to the amendment shall state the ground Notice of 
or grounds on which the person giving such notice (hereinafter called opposition, 
the opponent) intends to oppose the amendment, and shall be signed 

by him. Such notice shall state his address for service in the United 
Kingdom. 

50. On receipt of such notice a copy thereof shall be furnished by the Copy for the 
comptroller to the applicant or patentee, as the case may be (herein- applicant, 
after called the applicant). 

51. Within fourteen days after the expiration of one month from the Opponent's 
first advertisement of the application for leave to amend, the opponent e™<*nce. 
shall leave at the patent office statutory declarations in support of his 
opposition and deliver to the applicant a list thereof. 

52. Upon such declarations being left, and such list being delivered, Further pro- 
the provisions of Eules 36, 37, 38, and 39 shall apply to the case, and ceedings. 
the further proceedings therein shall be regulated in accordance with 

such provisions as if they were here repeated. 

53. The decision of the comptroller in the case shall be notified by Decision to 
him to the parties. be notified to 

^^ . parties. 

54. Where leave to amend is given the applicant shall, if the comp- Requirements 
troller so require, and within a time to be limited by him, leave at the thereon, 
patent office a new specification and drawings as amended, to be pre- 
pared in accordance with Bules 10, 28, and 29. 

55. Where a request for leave to amend is made by or in pursuance Leave by 
of an order of the Court or a judge, an official or verified copy of the order of 
order shall be left with the request at the patent office. court. 

56. Every amendment of a specification shall be forthwith advertised Advertise- 
by the comptroller in the official journal of the patent office, and in such ment ^ t 
other manner (if any) as the comptroller may direct. amen ak * 



Oompul80ey Licences (A). 

57. A petition to the Board of Trade for an order upon a patentee to Petition for 
grant a licence shall show clearly the nature of the petitioner's interest, compulsory 
and the ground or grounds upon which he claims to be entitled to jF 1 " 1 * °* 
relief, and shall state in detail the circumstances of the case, the terms ° ence8, 
upon which he asks that an order may be made, and the purport of 
such order. 



(A) See sect. 22 of the Act of 1883, p. 313, ante. 



842 
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To be left 
with evidence 
at patent 
office. 

Directions aa 
to further 
proceedings 
unless petition 
refused. 



Procedure. 



Petitioner's 
evidence. 



Patentee's 
evidence. 



Evidence in 
reply. 



Farther 
proceedings. 



58. The petition and an examined copy thereof shall be left at the 
patent office, accompanied by the affidavits, or statutory declarations, 
and other documentary evidence (if any) tendered by the petitioner in 
proof of the alleged default of the patentee. 

59. Upon perusing the petition and evidence, unless the Board of 
Trade shall be of opinion that the order should be at once refused, 
they may require the petitioner to attend before the comptroller, or 
other person or persons appointed by them, to receive his or their 
directions as to further proceedings upon the petition. 

60. If and when a prima facie case for relief has been made out to 
the satisfaction of the Board of Trade, the petitioner shall, upon their 
requisition, and on or before a day to be named by them, deliver to 
the patentee copies of the petition and of the affidavits or statutory 
declarations and other documentary evidence (if any) tendered in 
support thereof. 

61. Within fourteen days after the day of such delivery the patentee 
shall leave at the patent office his affidavits or statutory declarations 
in opposition to the petition, and deliver copies thereof to the peti- 
tioner. 

62. The petitioner within fourteen days from such delivery shall 
leave at the patent office his affidavits, or statutory declarations in 
reply, and deliver copies thereof to the petitioner ; such last-mentioned 
affidavits or declarations shall be confined to matters strictly in reply. 

63. Subject to any further directions which the Board of Trade may 
give the parties shall then be heard at such time, before such person 
or persons, in such manner, and in accordance with such procedure 
as the Board of Trade may, in the circumstances of the case, direct, 
but so that full opportunity shall be given to the patentee to show 
cause against the petition. 



Entry of 
grant. 



Bequest for 
entry of sub- 
sequent pro- 
prietorship. 



BeGISTEB OF PATKNT8 (l"). 

64. Upon the sealing of a patent the comptroller shall cause to be 
entered in the register of patents the name, address, and description 
of the patentee as the grantee thereof, and the title of the invention. 

65. Where a person becomes entitled to a patent or to any share or 
interest therein, by assignment, either throughout the United Kingdom 
and the Isle of Man, or for any place or places therein, or by trans- 
mission or other operation of law, a request for the entry of his name 
in the register as such complete or partial proprietor of the patent, or 
of such share or interest therein, as the case may be, shall be addressed 
to the comptroller, and left at the patent office. 

66. Such request shall in the case of individuals be made and 
signed by the person requiring to be registered as proprietor, or 
by his agent duly authorized to the satisfaction of the comptroller, 
and in the case of a body corporate by their agent, authorized in 
like manner. 

Particulars to 67. Every such request shall state the name, address, and descrip- 

be stated in tion of the person claiming to be entitled to the patent, or to any 
request. 



Signature of 
request. 



(•) The sections of the principal act referring to registration are sects. 23, 85, 87 
to 90, and 93. 
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share or interest therein, as the case may be (hereinafter called the 
claimant), and the particulars of the assignment, transmission, or 
other operation of law, by virtue of which he requires to be entered in 
the register as proprietor, so as to show the manner in which, and the 
person or persons to whom, the patent, or such share or interest 
therein as aforesaid, has been assigned or transmitted. 

68. Every assignment and every other document containing, giving Production of 
effect to, or being evidence of, the transmission of a patent or affecting documents of 
the proprietorship thereof as claimed by such request, except such ti ^ eand 
documents as are matters of record, shall be produced to the comp- ° OT pP0 ° * 
troller, together with the request above prescribed, and such other 

proof of tide as he may require for his satisfaction. 

As to a document which is a matter of record, an official or certified 
copy thereof shall in like manner be produced to the comptroller. 

69. There shall also be left with the request an examined copy of Copies for 
the assignment or other document above required to be produced. patent offioe. 

As to a document which is a matter of record, an official or certified 
copy shall be left with the request in lieu of an examined copy. 

70. A body corporate may be registered as proprietor by its cor- Bodyoorpo- 
porate name. rate# 

71. Where an order has been made by her Majesty in Council for Entry of 
the extension of a patent for a further term or for the grant of a new 0I 4 eM °* the 
patent, or where an order has been made by the court for the revoca- ^7 ^Council 
tion of a patent or the rectification of the register under section 90 of court. 

the said Act or otherwise affecting the validity or proprietorship of 
the patent, the person in whose favour such order has been made snail 
forthwith leave at the patent office an office copy of such order. The 
register shall thereupon be rectified or the purport of such order shall 
otherwise be duly entered in the register, as the case may be. 

72. Upon the issue of a certificate of payment under Eule 45, the Entry of pay- 
comptroller shall cause to be entered in the Register of Patents a nient of fees 

record of the amount and date of payment of the fee on such certificate. <» j?rae of , 

certificate. 

73. If a patentee fails to make any prescribed payment within the Entry of 
prescribed time or any enlargement thereof duly granted, such failure failure to pay 

shall be duly entered in the register. fees. 

• 

74. An examined copy of every licence granted under a patent shall Entry of 
be left at the patent office by the licensee, with a request that a noti- ^ooaces- 
fication thereof may be entered in the register. The licensee shall 

cause the accuracy of such copy to be certified as the comptroller may 
direct, and the original licence shall at the same time be produced and 
left at the patent office if required for further verification. 

75. The register of patents shall be open to the inspection of the Hours of in- 
public on every week day between the hours of ten and four, except spection of 
on the days and at the times following : — register. 

(a.) Christmas Day, Good Friday, the day observed as Her Majesty's 
birthday, days observed as days of public fast or thanks- 
giving, and days observed as holidays at the Bank of Eng- 
land; or 

(b.) Days which may from time to time be notified by a placard 
posted in a conspicuous place at the patent office ; 

(c.) Times when the register is required for any purpose of official 
use. 

76. Certified copies of any entry in the register, or certified copies Certified 
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copies of of, or extracts from, patents, specifications, disclaimers, affidavits, 
documents. statutory declarations, and other public documents in the patent office, 
or of or from registers and other books kept there, may be furnished 
by the comptroller on payment of the prescribed fee. 

Poweb to Dispense with Evidence, &c. 

77. Where, under these rules, any person is required to do any act 
or thing, or to sign any document, or to make any declaration on 
behalf of himself or of any body corporate, or any document or 
evidence is required to be produced to or left with the comptroller, op 
at the patent office, and it is shown to the satisfaction of the comptroller 
that from any reasonable cause such person is unable to do such act 
or thing, or to sign such document, or make such declaration, or that 
such document or evidence cannot be produced or left as aforesaid, it 
shall be lawful for the comptroller, with the sanction of the Board of 
Trade, and upon the production of such other evidence, and subject to 
such terms as they may think fit, to dispense with any such act or 
thing, document, declaration, or evidence. 

Repeal. 

Bepeal. 78. All general rules made by the Lord Chancellor, or by any other 

authority, under the Patent Law Amendment Acts, and in force on the 
81st day of December 1883, shall be and they are hereby repealed as 
from that date, without prejudice, nevertheless, to any application 
then pending. 

Dated the 21st day of December 1883. 

(Signed) J. CHAMBERLAIN, 

President of the Board of Trade. 



FIRST SCHEDULE. 

List of Fees payable on and in connection with Letters 

Patent (/). 

Up to Sealing. 

£ s. d. £ 8. d. 

1. On application for provisional protection .... 1 

2. On filing complete specification 3 

4 

or 

3. On filing complete specification with first application . . 4 

4. On appeal from comptroller to law officer. By appellant 3 

5. On notice of opposition to grant of patent. By opponent 10 

6. On hearing by comptroller. By applicant and by 

opponent respectively • 1 

7. On application to amend specification : — 

up to sealing. By applicant 1 10 

8. After sealing. By patentee 3 

9. On notice of opposition to amendment. By opponent. . 10 

10. On hearing by comptroller. By applicant and by 

opponent respectively 1 

11. On application to amend specification during action or 

proceeding. By patentee 3 

(j) These fees are to be in addition to those prescribed in the Second Schedule to 
the Act of 1883 (p. 329, ante). See r. 4 of the P. B. 1883, p. 335, ante. Further, 
see P. B. 1886, First Schedule, post, p. 357. 
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12. On application to the Board of Trade for a compulsory £ 

licence. By person applying 5 

13. On opposition to grant of compulsory licence. By 

patentee 5 

14. On certificate of renewal : — 

Before end of 4 years from date of patent 50 

15. Before end of 7 years, or in the case of patents 

granted under the " Patents, Designs, and Trade 
Marks Act, 1883," before the end of 8 years 

from date of patent 100 

or in lieu of the fees of 50/. and 100/., the following 
annual fees : — 

16. Before the expiration of the 4th year from the date of 

the patent 

17. „ „ 5th 



18. 
19. 
20. 
21. 
22. 
23. 
24. 
25. 



6th 

7th 

8th 

9th 

10th 

11th 

12th 

13th 



t> 

ii 
ft 



>> 
11 
ii 
ti 
n 
11 

M 
If 



10 
10 
10 
10 
15 
15 
20 
20 
20 
20 



8. d. 
















































On enlargement of time for payment of renewal fees: — 

26. Not exceeding 1 month 3 

27. „ 2 months 7 

28. „ 3 months 10 

29. For every entry of an assignment, transmission, agree- 

ment, licence, or extension of patent 10 

30. For duplicate of letters patent each 2 

31. On notice to comptroller of intended exhibition of a 

patent under section 39 10 

32. Search or inspection fee , each 10 

33. For office copies every 100 words 

(but never less than one shilling) 4 

34. For office copies of drawings, cost according to agree- 

ment. 

35. For certifying office copies, MSS. or printed each 10 

36. On request to comptroller to correct a clerical error . . 5 

37. For certificate of comptroller under section 96 5 

38. For altering address in register 5 

(*)• 

(Signed) J. OHAMBEELAIN, 

President of the Board of Trade. 

21st December 1883. 



Approved : 



4th December 1883. 



(Signed) 



Chables 0. Cotes, 
Herbert J. Gladstone, 
Lords Commissioners of Her 
Majesty's Treasury. 



(k) For fees, Nos. 39 and 40, as to enlargement of time, see pott, p. 357, in First 
Schedule to P. R. 1886. 
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THE SECOND SCHEDULE. 

FOBMB. 

A- Form of Application for Patent (a) 

Al. „ „ „ communicated from abroad. . (a) 

B. „ Provisional Specification . (a) 

O. „ Complete Specification (a) 

D. „ Opposition to grant of Patent • 346 

£• „ Application for hearing by Comptroller 347 

F. „ ,, to amend Specification or Drawings • . 347 

0. „ Opposition to Amendment of Specification or Draw- 

ings 347 

H. ,, Application for Compulsory Grant of License 348 

Hi. „ Petition for Compulsory Grant of Licenses 348 

1. „ Opposition to Compulsory Grant of License 349 

J. „ Application for Certificate of Payment or Benewal. • 349 

K. „ Application for Enlargement of Time for Payment 

of Benewal Fee 350 

L. „ Bequest to enter Name upon the Register of Patents 350 

M. „ Bequest to enter Notification of License in Register. 351 

N. ,, Application for Duplicate of Letters Patent 351 

0. „ Notice of intended Exhibition of unpatented In- 
vention 351 

P. „ Bequest for Correction of Clerical Error 352 

Q. ,, Certificate of Comptroller 352 

B. ,, Notice for alteration of an address in Register .... 352 

8. ,, Application for Entry of Order of Privy Council in 

Register 353 

T. „ Appeal to Law Officer 353 



(a) [Fobms A, Al, B & C (the first four) are abolished by P. B. 1885, 
rr. 4, 5, 7, post, pp. 356, 357, and for them are substituted the Forms 
A, Al, B & C at pp. 358—360, post'] 



Patents, Designs, and Trade Marks Act, 1883. 

[patent.] Form D. 

Fobm op Opposition to Grant op Patent. 

[To be accompanied by an unstamped copy.'] 

•I hereby give notice of my intention to oppose the grant of 

Letters Patent upon application No. of , applied for by 

upon the ground f . 

(Signed)* • 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W.C. 

* Here state name and full address. 

t Here state upon which of the grounds of opposition permitted by section 11 of 
the Act the grant is opposed. 
% Here insert signature of opponent or agent. 
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Patents, Designs, and Trade Marks Act, 1883. 

[patent.] Fobm E. 

Form of Application fob Hearing* by the Comptroller. 

In Oases of Befusal to Accept, Opposition, or Applications for 

Amendments, &c. 
Sir, 

of (a) hereby apply to be heard in reference to — — 

and request that I may receive due notice of the day fixed for the 
hearing. 

Sir, 
Your obedient Servant. 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C 

(a) Here insert fall address. 



Patents, Designs, and Trade Marks Act, 1883. 
[patent.] Form F. 

Form of Application for Amendment of Specification or Drawings. 
seek leave to amend the specification of Letters Patent No. 



of 188 — , as shown in red ink in the copy of the original speci- 
fication hereunto annexed . 

My reasons for making this amendment are as follows f . 

(Signed) . 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W.C. 

+ Here state name and full address of applicant or patentee, 
f Here state reasons for seeking amendment ; and where the applicant is not the 
patentee, state what interest he possesses in the letters patent. 



Patents, Designs, and Trade Marks Act, 1888. 
[patent.] Form G. 

Form of Opposition to Amendment of Specification or Drawings. 

[To be accompanied by an unstamped copy J] 

* hereby give notice of objection to the proposed amendment 

of the specification or drawings of Letters Patent No. of 188 — 

for the following reason : f • 

(Signed) . 

To the Comptroller, 

Patent Office, 25, Southampton Buddings, 
Chancery Lane, London, W. C 

* Here state name and fall address of opponent, 
t Here state reason of opposition. 
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Patents, Designs, and Trade Marks, Act, 1883. 

[patent.] Form H. 

Form of Applicatiok fob Compulboby Obaut of Licence. 

[To be accompanied by an unstamped copy.'] 

* hereby request you to bring to the notice of the Board of 

Trade the accompanying petition for the grant of a licence to me byf 

(Signed) . 

Note. — The petition must clearly set forth the facts of the case and 
be accompanied by an examined copy thereof. See next form. 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C. 

* Here state name and fun address of applicant. 

t Here state name and address of patentee, and number and date of his patent. 



Patents, Designs, and Trade Marks Act, 1888. 

Form Hi. 
Form of Petition fob Compulsory Grant of Licences. 

To the Lords of the Committee of Privy Council fob Trade. 
The Petition of (a) of in the county of 



being a person interested in the matter of this petition as hereinafter 
described : — 

Sheweth as follows : — 

1. A patent dated No. was duly granted to 

for an invention of {b) . 

2. The nature of my interest in the matter of this petition is as 
follows : — (c) 

Having regard to the circumstances above stated, the petitioner 
alleges that by reason of the aforesaid default of the patentee to grant 
licences on reasonable terms (<?) 

Your petitioner therefore prays that 
an order may be made by the Board of 
Trade (/) 

or that the petitioner may have such 
other relief in the premises as the Board 
of Trade may deem just. 

(a) Here insert name, full address, and description. 

(b) Here insert title of invention. 

}e) Here state folly the nature of petitioner's interest. 

(d) Here state in detail the circumstances of the case under section 22 of the said 
Act, and snow that it arises by reason of the default of the patentee to grant 
licences on reasonable terms. The statement of the case should also show as far as 
possible that the terms of the proposed order are just and reasonable. The 
paragraphs should be numbered consecutively. 

(e) Here state the ground or grounds on which relief is claimed in the language 
of section 22, sub-sections (a), (6), or (c), as the case may be. 

(/) Here state the purport and effect of the proposed order and the terms as to 
the amount of royalties, security for payment, or otherwise, upon which the 
petitioner claims to be entitled to the relief in question. 
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Patents, Designs, and Trade Marks Act, 1883. 
[patent.] Fobm I. 

Form of Opposition to Compulsory Grant of Licence. 



hereby give notice of objection to the application of 



for the compulsory grant of a licence under Patent No. of 

188 . 

(Signed) . 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C 

* Here state name and full address. 



Patents, Designs, and Trade Marks Act, 1883. 

Fobm J. 
Application fob Certificate of Payment ob Kenewal. 



hereby transmit the fee prescribed for the continuation in 

force of » Patent No. , of 18 — , for a further period of 

Name* . 

Address . 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C. 

* Here insert name and full address of patentee or his agent. 



Certificate of Payment ob Eenewal. 
[patent.] 

Letters Patent No. , of 18 — . 

18—. 

This is to certify that did this — day of 18—, 

make the prescribed payment of £ in respect of a period 

of from , and that by virtue of such payment the rights 

of remain in force.* 

(Seal.) 
Patent Office, London. 

• See section 17 of the Patents, Designs, and Trade Mario Act, 1883, p. 311, <mU. 
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Patents, Designs, and Trade Marks Act, 1883. 

[patent.] Fobm K. 

Fobm of Application fob Enlargement of Tims fob Payment of 

BenewaiiFee. 

Sib, 

I hereby apply for an enlargement of time for month in 

which to make the payment of £ upon my Patent, 

No. , of 188 . 

lam, 
Sir, 
(a) Tour obedient Servant, 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C. 

(a) Here insert full address to which receipt is to be sent. 



Patents, Designs, and Trade Marks Act, 1883. 

[patent.] Fobm L. 

Fobjc of Bequest to enter Name upon the Register of Patents, 

and of Declarations in support thereof. 

I (a), hereby request that you will enter (b) name (c) 

in the Begister of Patents : — 

(d) ■ claim to be entitled (e) of the Patent No. 

of 188 — , granted to (/) for (y) by virtue of (A) . 

And in proof whereof I transmit the accompanying (t) with 

an examined copy thereof (J ). 

I am, 

Sir, 
Your obedient Servant, 
To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W.C. 

(a) Or We. Here insert name, full address, and description. 

lb) My or our. 

ic) Or names. 

(<*) I or We. 

It) Here insert the nature of the claim. 

If) Here give name and address, &c. of patentee or patentees. 

{a) Here insert title of the invention. 

(A) Here specify the particulars of snoh document, giving its date, and the parties 
to the same, and showing how the claim here made is substantiated. 

(♦) Here insert the nature of the document. 

(J) Where any document which is a matter of record is required to be left, a 
certified or official copy in lieu of an examined copy must be left. 
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Patents, Designs, and Trade Marks Act, 1883. 

[patent.] Form M. 

Form of Bequest to enter Notification of Licence in the Register 

of Patents. 
Sib, 
I hereby transmit an examined copy of a licence granted to me by 

under Patent No. *oi 188 — , as well as the original 

licence for verification, and I have to request that a notification thereof 
may be entered in the register. 

I am, Sir, 
(a) . Your obedient servant, 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C 

(a) Here insert full address. 



Patents, Designs, and Trade Marks Act, 1883. 
[patent.] Form N. 

Application for Duplicate of Patent. 

Date. 

Sib, 
I regret to have to inform you that the Letters Patent, dated * 

, No. , granted to , for an invention off , 

have been J . 

I beg therefore to apply for the issue of a duplicate of such Letters 
Patent.§ 

[Signature of Applicant.] 
To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C 

+ Here insert date, No., name, and full address of Patentee, 
t Here insert title of invention. 

JHere insert the word " destroyed " or " lost," as the case may be. 
Here state interest possessed by applicant in the Letters Patent. 



Patents, Designs, and Trade Marks Act, 1883. 

[patent.] Form 0. 

Notice of Intended ExHrarnoN of an Unpatented Invention. 

* hereby give notice of my intention to exhibit a ■ of 

at the Exhibition, which f of , 18 — , 

under the provisions of the Patents, Designs, and Trade Marks Act of 
1883. 

J herewith enclose . 

(Signed) . 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C 

* Here state name and full address of applicant. 

t State " opened" or "is to open." 

j Insert brief description of invention, with drawings if necessary. 



852 PATENTS RULES, 1883. 

Patents, Designs, and Trade Marks Act, 1883. 

[patent.] Form P. 

Form of Bequest foe Correction of Clerical Error. 

Sib, 

I hereby request that the following clerical error (a) may be cor- 
rected in (b). 

Signature . 

Full Address . 

To the Comptroller, 

Patent Office, 25, Southampton Buildings. 
Chancery Lane, London, W. C. 

(a) Or errors. 

(b) Here state whether in application, specification, or register. 



Patents, Designs, and Trade Marks Act, 1883. 

[patent.] Form Q. 

Certificate of Comptroller-General. 

Patent Office, 

London, ' 

, 18—. 

I, , Comptroller-General of Patents, Designs, and Trade 

Marks, hereby certify 



Patents, Designs, and Trade Marks Act, 1883. 
[patent.] Form E. 

Form of Notice fob Alteration of an Address in Bbgisteb. 

Sir, 

(a) — hereby request that ■ address now upon the Begister 
may be altered as follows : — 

(j) 

Sir, 
Your obedient Servant, 
To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W.C. 

(a) Here state name or names and full address of applicant or applicants. 
lb) Here insert full address. 
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Patents, Designs, and Trade Marks Act, 1883. 
[patent.] Form S. 

Form of Application fob Entry of Order of Privy 

Council in Begisteb. 

(a) hereby transmit an office copy of an Order in Council 

with reference to (b) 

Sir, 
Your obedient Servant, 
To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C. 

(a) Here state name and full address of applicant. 
\b) Here state the purport of the order. 
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Patents, Designs, and Trade Marks Act, 1883. 

[patent.] Form T. 

Form of Appeal to Law Officer. 

I, (a) of (a) hereby give notice of my intention to 

appeal to the Law Officer from (5) of the Comptroller of the 

day of 188 — , whereby he (c) No. (d) of 

the year 188— (d) . 

Signature . 

Date- 



N.B. — This notice has to be sent to the Comptroller General at the 
Patent Office, London, W.C., and a copy of same to the Law Officers 1 
Clerk at Boom 549, Boyal Courts of Justice, London. 

21st December 1883. 

(Signed) J." CHAMBEELAIN, 

President of the Board of Trade. 

(a) Here insert name and full address of appellant. 

(b) Here insert "the decision" or "that part of the decision" as the ease 
maybe. 

(e) Here insert "refused [or allowed] application for Patent," or "refused [or 
allowed] application for leave to amend "Patent," or otherwise, as the case may be. 
(d) Insert number and year. 
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LAW OFFICER'S RULES. 



EXJLES EEGULATING THE PEAOTICE AND PEOCEDUEE ON 

APPEALS TO THE LAW OPFICEES. 

I. When any person intends to appeal to the law officer from a 
decision of the Comptroller in any case in which such appeal is given 
by the Act, he 6hall within fourteen days from the date of the deci- 
sion appealed against file in the Patent Office a notice of such his 
intention. 

II. Such notice shall state the nature of the decision appealed 
against, and whether the appeal is from the whole, or part only, and 
if so, what part of such decision. 

HI. A copy of such notice of intention to appeal shall be sent by 
the party so intending to appeal to the law officers' clerk at room 549, 
Royal Courts of Justice, London; and when there has been an 
opposition before the Comptroller, to the opponent or opponents ; and 
when the Comptroller has refused to seal a patent on the ground that 
a previous application for a patent for the same invention is pending, 
to the prior applicant. 

IV. Upon notice of appeal being filed, the Comptroller shall forth- 
with transmit to the law officers' clerk ail the papers relating to the 
matter of the application in respect of which such appeal is made. 

Y. No appeal shall be entertained of which notice is not given 
within fourteen days from the date of the decision appealed against, or 
such further time as the Comptroller may allow, except by special 
leave upon application to the law officer. 

VI. Seven days' notice, at least, of the time and place appointed for 
the hearing of any appeal, shall be given by the law officers' clerk, 
unless special leave be given by the law officer that any shorter notice 
be given. 

YII. Such notice shall in all cases be given to the Comptroller and 
the appellant; and, when there has been an opposition before the 
Comptroller, to the opponent or opponents ; and, when the Comptroller 
has refused to seal a patent on the ground that an application for a 
patent for the same invention is pending, to the prior applicant. 

VULi. The evidence used on appeal to the law officer shall be the 
same as that used at the hearing before the Comptroller; and no 
further evidence shall be given, save as to matters which have occurred 
or come to the knowledge of either party, after the date of the decision 
appealed against, except with the leave of the law officer upon appli- 
cation for that purpose. 
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IX. The law officer shall, at the request of either party, order the 
attendance at the hearing on appeal, for the purpose of being cross- 
examined, of any person, who has made a declaration in the matter 
to which the appeal relates, unless in the opinion of the law officer 
there is good ground for not making such order. 

X. Any person requiring the attendance of a witness for cross- 
examination shall tender to the witness whose attendance is required 
a reasonable sum for conduct-money. 

XI. Where the law officer orders that costs shall be paid by any 
party to another, he may fix the amount of such costs, and if he shall 
not think -fit to fix the amount thereof, he shall direct by whom and in 
what manner the amount of such costs shall be ascertained. 

XII. If any costs so ordered to be paid be not paid within fourteen 
days after the amount thereof has been so fixed or ascertained, or such 
shorter period as shall be directed by the law officer, the party to 
whom such costs are to be paid may apply to the law officer for an 
order for payment under the provisions of section 38 of the Act. 

AMI. All documentary evidence required, or allowed by the law 
officer to be filed, shall be subject to the same regulations, in all re- 
spects, as apply to the procedure before the Comptroller, and shall be 
filed in the patent office, unless the law officer shall order to the con- 
trary. 

XIV. Any notice or other document required to be given to the 
law officers' clerk, under these rules, may be sent by a prepaid letter 
through the post. 

HENET JAMES, A.G. 
FAEEEE HEKSOHELL, S.G. 
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PATENTS RULES, 1885. 



By virtue of the provisions of the Patents, Designs, and Trade 
Marks Act, 1883 (hereinafter referred to as the principal Act), the 
Board of Trade do hereby make the following rules : — 



Short title. 



Shobt TrTLB. 
1. These rules may be cited as the Patents Bules, 1885. 



Commence* 
ment. 



Commencement. 

2. These rules shall come into operation from and immediately after 
the 14th day of August, 1885. 



Fees. 



Forms. 
Alterations. 

Application. 



Specification. 
Other forms. 



Fees. 

3. In addition to the fees mentioned in the second schedule to the 
principal Act so far as it relates to patents, and in the list of fees con- 
tained in the first schedule to the Patents Bules, 1883, there shall be 
paid under the said Act and the Patents, Designs, and Trade Marks 
(Amendment) Act, 1885, the fees specified in the first schedule to these 
Bules. 

Fobms. 

4. The Forms A, B, and in the first schedule to the principal Act 
shall be altered or amended by the substitution therefor respectively 
of the Forms A, Al, B and in the second schedule hereto. 

5. (1.) An application for a patent containing the declaration men- 
tioned in sub-section 2 of section 5 of the principal Act shall be made 
either in the Form A or the Form Al, set forth in the second schedule 
hereto, as the case may be (/). 

(2.) The Form B in such schedule of provisional specification and 
the Form G of complete specification shall respectively be used. 

(3.) The remaining forms other than A, Al, B, and G, set forth 
in the second schedule to the Patents Bules, 1883, and in the second 



(J) As to these applications, see ante, pp. 11 — 13, and sect. 5 of the Act of 1883, 
ante, p. 308. 



PATENTS RULES, 1885. &>7 

schedule hereto respectively, may, as far as they are applicable, be 
used in any proceedings under these Exiles. 

Extension of Time. 

6. An application for extension of time for leaviQg or accepting a Extension of 
complete specification shall be in writing and shall state in detail in time for 
what circumstances and upon what grounds such extension is applied leavin £ aad 
for, and the comptroller may require the applicant to substantiate J^plete* 
such allegations by such proof as the comptroller may think necessary, specification. 

Befeal. 

7. Eules 5 and 6 of the Patents Rules, 1883, shall be and they are Repeal, 
hereby repealed as from the 14th day of August, 1885, without pre- 
judice, nevertheless, to any application then pending. 

(Signed) Richmond and Gordon, 

President of the Board of Trade. 
15th August, 1885. 



FIRST SCHEDULE. 

(m) £ s. d. 
No. 39. — For enlargement of time for filing complete speci- 
fication not exceeding one month 2 

No. 40. — For enlargement of time for acceptance of complete 
specification — 

Not exceeding one month 2 

two months 4 

three months 6 






15th August, 1885. 



(Signed) Bichmond and Gordon, 

President of the Board of Trade. 



Approved. 

(Signed) Sidney Herbert, 
W. H. Walrond, 
Lords Commissioners of her 
Majesty's Treasury. 
15th August, 1885. 



(i») For Nos. 1—38, see First Schedule to P. R. 1883, p. 344, ante. Both sets of 
fees are in addition to those prescribed in the Second Schedule (p. 329, ante) to the 
principal Act. See Rule 3 of the above Rules (1886).. 
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SECOND SCHEDULE. 

Patents, Designs, and Trade Marks Acts, 1883 and 1885. 

[patent.] Fobm A ( ! ). 

Application fob Patent. 

(a) , do hereby declare that in possession of an 

invention for (b) that (c) the true and first inventor — 

thereof; and that the same is not in use by any other person or 

Eersons to the best of knowledge and belief; and — — 
umblv pray that a Patent may be granted to ■ for the said 

invention. 

Dated day of 188—. 

(<*) • 



Note. — Where application is made through an Agent (Bales 8 and 
9 of Patents Kules, 1883), the authorization on the back (if used) 
should be signed by the applicant or applicants. 

(a) Here insert name and full address and calling of applicant or applicants. 
lb\ Here insert title of invention. 

{c) In the case of more than one applicant, state whether all, or if not, who is 
or are the inventor or inventors. 
(d) To be signed by applicant or applicants. 



For the convenience of applicants, suggested forms of authorization 

to an Agent and statement of address respectively are printed below. 

They are not, however, to be deemed to be binding upon applicants, no 

particular form of these documents having been prescribed by the Act or 

Rules, 

(1.) Where application is made through an Agent {Rules 8 and 9 of 

Patents Rules, 1883). 

hereby appoint of to act as Agent in 



respect of the within application for a Patent, and request that all 
notices, requisitions, and communications relating thereto may be sent 
to such Agent at the above address. 

day of 188—. 



* To be signed by applicant or applicants. 

(2.) Where application is made without an Agent (Rule 9 of Patents 

Rules, 1883). 

— hereby request that all notices, requisitions, and communi- 



cations in respect of the within application may be sent to at 

day of 188—. 

t— 



t To be signed by applicant or applicants. 



( l ) For reference to this Form, see sect. 6, sub-s. 1, of the principal Act, ante, 
p. 308. 
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Patents, Designs, and Trade Marks Acts, 1883 and 1885. 

[patent.] Fobm Al (*). 

Application fob Patent fob Inventions Communicated fbom Abboad. 

I (a) of ' in the county of ■ do hereby declare 

that I am in possession of an invention for (b) which invention 

has been communicated to me from abroad by (c) that I claim 

to be the true and first inventor thereof ; and that the same is not in 
use within this realm by any other person or persons to the best of my 
knowledge and belief; and I humbly pray that a Patent may be 
granted to me for the said invention. 

Dated day of 188—. 

(d) . 

Note. — Where application is made through an Agent (Rules 8 and 
9 of Patents Rules, 1883) the authorization on the back (if used) 
should be signed by the applicant or applicants. 

(a) Here insert name and fall address and calling of applicant. 
'(A) Here insert title of invention. 

(c) Here insert name, address, and calling of communicant. 

(d) To be signed by applicant or applicants. 



For the convenience of applicants, suggested forms of authorization 

to an Agent and statement of address respectively are printed below. 

They are not, however, to be deemed to be binding upon applicants, no 

particular form of these documents having been prescribed by the Act or 

Rules. 

(1.) Where application is made through an Agent (Rules 8 and 9 of 

Patents Rules, 1883). 



hereby appoint of to act as Agent in 

respect of the within application for a Patent, and request that all 
notices, requisitions, and communications relating thereto may be sent 
to such Agent at the above address. 

day of 188—. 

* 

* To be signed by applicant or applicants. 

(2.) Where application is made without an Agent (Rule 9 of Patents 

Rules, 1883). 

■ hereby request that all notices, requisitions, and communi- 

cations in respect of the within application may be sent to — — at 



day of 188—. 

t— 
t To be signed by applicant or applicants. 



(') For reference to this Form, see Beet. 5, sub-s. 1, of the prinoipal Act, ante, 
p. 308, and for observations on snob applications, see ante, pp. 11 — 13. 
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To be issued with form A or Al. 

Patents, Designs, and Trade Marks Acts, 1883 and 1885. 

Form B (>). 

Provisional Specification. 

(To be furnished in duplicate.) 

(a) — — , (b) , do hereby declare the nature of this inven- 
tion to be as follows (c) : . 

Note. — No stamp is required on this document, which must form 
the commencement of the Provisional Specification ; the continuation, 
to be upon wide-ruled foolscap paper (but on one side only) with a 
margin of two inches on left hand of paper. The Provisional Speci- 
fication and the " Duplicate " thereof must be signed by the applicant, 
or his agent, on the last sheet, the date being first inserted as follows : — 

"Dated this — day of , 18—." 

(a) Here insert title as in declaration. 

(b) Here insert name, and full address and calling of applicant or applicants as 
in declaration. 

(e) Here insert short description of invention. 



Patents, Designs, and Trade Marks Acts, 1889 and 1885. 

Where provisional specification 
has been left, quote No. and 
date. 

No. 



Date 



[patent.] Form C (*). 

Complete Specification. 
(To be furnished in duplicate— one unstamped.) 

(a) , (b) , do hereby declare the nature of this in- 
vention and in what manner the same is to be performed, to be par- 
ticularly described and ascertained in and by the following state- 
ment (c) : . 

Note. — This document must form the commencement of the Com- 
plete Specification ; the continuation to be upon wide-ruled foolscap 
paper (but on one side only) with a margin of two inches on left hand 
of paper. The Complete Specification and the " Duplicate " thereof 
must do signed by the applicant, or his agent, on the last sheet, the 
date being first inserted as follows : — 

"Dated this —day of , 18—." 

id) Here insert title as in declaration. 
b) Here insert name, and full address, and calling of applicant or applicants as 
in declaration. 

(e) Here insert full description of invention xchich must end with a distinct state- 
ment of claim or claims, in the following form : 

"Having now particularly described and ascertained the nature of my said 
Invention, and in what manner the same is to be performed, I declare that what I 
claim is: — 

« (3.) 
Here state distinctly the features of novelty claimed. 

(*) As to provisional specifications, see sects. 6 — 15 of the principal Act, and 
pp. 4, 12, 13, ante. 

( 2 ) As to complete specifications, see sects. 6—15 of the principal Act, and ante, 
pp. 6, 14, 15. 
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Patents, Designs, and Trade Marks Acts, 1883 and 1885. 
[patent.] Fobm U ('). 

Fobm of Application fob Extension of Time foe leaving a Complete 

Specification. 
Sib, 

hereby apply for extension of time for one month in which 

to leave a complete specification upon application No. dated 

The circumstances in and grounds upon which this extension is ap- 
plied for are as follows (a) : — 

Sir, 
Tour obedient Servant, 

(») • 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 

Chancery Lane, London, W. C. 

la) See Bute 6 of Patents Boles, 1885. 

(b) To be signed by applicant or applicants or his or their agent. 



Patents, Designs, and Trade Marks Acts, 1883 and 1885. 

[patent.] Foem V ( a ). 

Fobm of Application fob Extension of Time fob Acceptance of a 

Complete Specification. 

Sib, 

hereby apply for extension of time for month — for 



the acceptance of the complete specification upon application No. 

dated . 

The circumstances in and grounds upon which this extension is ap- 
plied for are as follows (a) : — 

Sir, 
Your obedient Servant, 

To the Comptroller, 

Patent Office, 25, Southampton Buildings, 
Chancery Lane, London, W. C. 

(a) See Bule 6 of Patents Boles, 1885. 

(b) To be signed by applicant or applicants, or his or their agent. 



(*) As to time for leaving a complete specification, see sect. 8 of the principal Act, 
ante, p. 309. Extensions are authorized under sect. 3 of the Amendment Act of 
1885, ante, p. 332. 

(*) As to time for acceptance, sec sect. 9, snb-s. 4 of the principal Act, ante, 
p. 309. Extensions of the time are authorized under sect. 3 of the Amendment 
Act, 1885, ante, p. 332. 
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PRIVY COUNCIL RULES. 



Rules to be observed in Proceedings before the Judicial Committee of the 
Privy Council under the Act of the 5 Sf 6 Will. 4, intituled "An 
Act to amend the Law touching Letters Patent for Inventions" 
(Cap. 83 (a).) 

Rule 1(b). 

A party intending to apply by petition under sect. 2 of the said Act, 
shall give public notice by advertising in the " London Gazette " three 
times, and in three London papers, and three times in some country 
paper published in the town where or near to which he carries on any 
manufacture of anything made according to his specification, or near 
to or in which he resides, in case he carries on no such manufacture, or 
published in the county where he carries on such manufacture, or 
where he lives, in case there shall not be any paper published in such 
town, that he intends to petition his Majesty under the said section, 
and shall in such advertisements state the object of such petition, and 
give notice of the day he intends to apply for a time to be fixed for 
hearing the matter of his petition (winch day shall not be less than 
four weeks from the date of the publication of the last of the adver- 
tisements to be inserted in the " London Oazetto "), and that on or 
before such day notice must be given of any opposition intended to be 
made to the petition; and any person intending to oppose the said 
application shall lodge notice to that effect at the Council Office, on or 
before such day so named in the said advertisements, and having 
lodged such notice shall be entitled to have from the petitioner four 
weeks' notice of the time appointed for the hearing. 

Rule II. 

A party intending to apply by petition under sect. 4 of the said Act, 
shall, in the advertisements directed to be published by the said sec- 
tion, give notice of the day on which he intends to apply for a time to 
be fixed for hearing the matter of his petition (which day shall not be 
less than four weeks from the date of the publication of the last of the 
advertisements to be inserted in the " London Gazette "), and that on 
or before such day caveats must be entered ; and any person intend- 
ing to enter a caveat shall enter the same at the Council Office, on or 
before such day so named in the said advertisements, and having entered 



(a) These rales, except Rule I. (see next note), are still in force, as no roles have 
been made under seot. 26, snb-s. 6, of the Patents, &c. Act, 1883 (ante, p. 314). 
The Act of 5 & 6 Will. 4, c. 83, is repealed by the Act of 1883 (see Third Schedule, 
p. 330, ante). 

(b) This rule related only to sect. 2 of the Act of Will. 4, as to proceedings for 
confirmation of letters patent. The new Acts do not provide for confirmation. 
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such caveat, shall be entitled to have from the petitioner four weeks* 
notice of the time appointed for the hearing. 

Note. — This rule refers to proceedings for the prolongation or exten- 
sion of letters patent. See sect. 25 of the Act of 1883 (p. 314, ante), 
as to the extension of the term in letters patent, which now takes the 
place of sect. 4 of the Act of Will. 4. 

Rule m. 

Petitions under sects. 2 and 4 of the said Act must be presented 
within one week from the insertion of the last of the advertisements 
required to be published in the " London Gazette." 

Note. — See previous notes as to sections 2 and 4 of the Act of 
Will. 4. 

Rule IV. 

All petitions must be accompanied with affidavits of advertisements 
having been inserted according to the provisions of sect. 4 of the said 
Act (c), and the 1st and 2nd of these Rules, and the matters in such 
affidavits may be disputed by the parties opposing upon the hearing 
of the petitions. 

Rule V. 

All persons entering caveats under sect. 4 (d) of the said Act, and 
all parties to any former suit or action touching letters patent in 
respect of which petitions shall have been presented under sect. 2 («) of 
the said Act, and all persons lodging notices of opposition under the 
1st of these Rules, shall respectively be entitled to be served with 
copies of petitions presented under the said sections, and no application 
to fix a time for hearing shall be made without affidavit of such 
service. 

RxtleYL 

All parties served with petitions shall lodge at the Council Office 
within a fortnight after such service, notice of the grounds of their 
objections to the granting of the prayers of such petitions. 

RuleYIL 

Parties may have copies of all papers lodged in respect of any 
application under the said Act at their own expense. 

Rule YELL 

The Registrar of the Privy Council, or other officer to whom it may 
be referred to tax the costs incurred in the matter of any petition 
presented under the said Act (/) shall allow or disallow in his discre- 
tion all payments made to persons of science or skill examined as 
witnesses to matters of opinion chiefly. 

(e) For that section, now read sect. 25 of the Act of 1883, ante, p. 314. 
(a) Sect. 25 of the Aot of 1883 (p. 314, ante) must be here read for sect 4 of the 
Act of Will. 4. 
(*) See previous notes as to this section. 
(/) Or now, under the Act of 1883. 
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Rule IX. 

A party applying for an extension of a patent under sect. 4 of the 
said Act {g) must lodge at the Council Office six printed copies of the 
specification, and also four copies of the balance-sheet of expenditure 
and receipts relating to the patent in question, which accounts are to 
be proved on oath before the lords of the committee at the hearing. 
In the event of the applicant's specification not having been printed, 
and if the expense of making six copies of any drawing therein con- 
tained or referred to would be considerable, the lodging of two copies 
only of such specification and drawing will be deemed sufficient. 

All copies mentioned in this rule must be lodged not less than one 
week before the day fixed for hearing the application. 

The Judicial Committee will hear the Attorney-General or other 
counsel on behalf of the Crown, against granting any application 
made under either the 2nd or 4th section of the said Act, in case it 
shall be thought fit to oppose the same on such behalf. 



(?) See previous notes as to this section. 
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INTERNATIONAL CONVENTION («). 



Article I. 

The governments of Belgium, Brazil, Spain, France, Guatemala, Italy, 
Holland, Portugal, Salvador, Servia and Switzerland, constitute them- 
selves into an Union for the protection of industrial property (0). 

Article H. 

The subjects or citizens of each of the contracting states shall in all 
other states of the Union as regards patents .... enjoy the advan- 
tages that their respective laws now grant, or shall hereafter grant, to 
their own subjects or citizens. 

Consequently they shall have the same protection as the latter, and 
the same legal recourse on any infringement of their rights, provided 
they observe the formalities and conditions imposed on subjects or 
citizens by the internal legislation of each state. 

Article HE. 

Subjects or citizens of states not forming part of the Union, who 
are domiciled or have industrial or commercial establishments on the 
territory of any of the states of the Union, shall be assimilated to the 
subjects or citizens of the contracting states. 

Article IV. 

Any person who has duly registered an application for a patent . . . 
in one of the contracting states, shall enjoy as regards registration in 
the other states, and reserving the righto of third parties, a right of 
priority during the periods hereinafter stated. 

Consequently subsequent registration in any of the other states of 
the Union before expiry of these periods, shall not be invalidated 
through any acts accomplished in the interval either, for instance, by 
registration, by publication of the invention, or the working of it by a 
third party . . . 

The above-mentioned terms of priority shall be six months for 
patents .... A month longer is allowed for countries beyond sea. 

Article V. 

The introduction by the patentee into the country where the patent 
has been granted of objects manufactured in any of the states of the 
Union, shall not entail forfeiture. 



(a) Keferenoe is made to this at p. 36, ante, 

(b) To these are now to be added Great Britain, Norway, Sweden, San Domingo, 
Tunis, and the colony of Queensland. See Article XVI., pott, as to the adhesion 
to the Union of States not parties to the Convention. Salvador has since withdrawn. 
Ecuador joined and afterwards withdrew. 



366 INTERNATIONAL CONVENTION. 

Nevertheless the patentee shall remain bound to work his patent in 
conformity with the laws of the country into which he introduces the 
patented objects. 



Article XL 

The high contracting parties agree to grant temporary protection to 
patentable inventions . . . for articles appearing at official or officially 
recognized international exhibitions. 

Amtcle XIT. 

Each of the high contracting parties agrees to establish a special 
government department for industrial property and a central office for 
communication to the public of patents .... (c). 

Aetiole XTTT. 

An international office shall be organized under the name of 
" Bureau International de 1' Union pour la Protection de la Fropri6te 
Industrielle." 

This office, the expense of which shall be defrayed by the Govern- 
xnents of all the contracting states, shall be placed under the high 
authority of the Central Administration of the Swiss Confederation, 
and shall work under its supervision. Its functions shall be deter- 
mined by agreement between the states of the Union (d). 

Aetiole XIV. 

The present Convention shall be submitted to periodical revisions 
with a view to introducing improvements calculated to perfect the 
system of the Union. 

To this end conferences shall be successively held in each of the 
contracting states by delegated of the said states. 

Aetiole XY. 

It is agreed that the high contracting parties respectively reserve to 
themselves the right to make separately as between themselves special 
arrangements for the protection of industrial property, in so far as 
such arrangements do not contravene the provisions of the present 
Convention. 

Article XVI. 

States which have not taken part in the present Convention shall be 
permitted to adhere to it at their request. . 

This adhesion shall be notified diplomatically to the Government of 
the Swiss Confederation, and by the latter to all the others. It shall 
imply, de jure, accession to all the clauses and admission to all the 
advantages stipulated by the present Convention. 



ie) See next note. 



The International Office is at Berne, Switzerland, from which issues the 
monthly periodical, " La Froprftte* Univeroelle." The yearly subscription, includ- 
ing postage, for all countries within the Postal Union is 6 francs 60 centimes, and 
should be forwarded to MM. Jent and Reinert, Imprimeurs, Berne. 
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Aetiole xvn. 

The carrying out of the reciprocal engagements contained in the 
present Convention is subordinated in so far as necessary to the 
observance of the formalities and rules established by the constitu- 
tional laws of those of the high contracting parties, who are obliged to 
elicit their application, which they engage to do, as early as possible. 

abticlb xvm. 

The present Convention shall come into operation within one month 
after exchange of ratifications, and shall remain in force for an un- 
limited time, till the expiry of one year from the date of its denuncia- 
tion. This denunciation shall be addressed to the Government com- 
missioned to receive adhesions. It shall only affect the state which 
shall have denounced the Convention — the Convention remaining intact 
for the other contracting parties. 

AbticleXIX. 

The present Convention shall be ratified, and the ratifications of it 
exchanged in Paris within one year at the latest. 

In witness whereof the Plenipotentiaries have signed it and thereto 
affixed their seals. 

Done at Paris the 20th of March, 1883. 

Protocol. 

The Plenipotentiaries of the contracting states, when signing the 
accompanying Convention, at the same time signed an explanatory 
Protocol, the substance of which is as follows : — 

1. The words " industrial property " are to be understood in their 
broadest sense ; they are not to apply simply to industrial products 
properly so called, but also to agricultural products (wines, corns, 
fruits, cattle, &c), and to mineral products employed in commerce 
(mineral waters, &c). 

2. Under the word "patents" are comprised the various kinds of 
industrial patents recognized by the legislation of the contracting 
states, such as improvement patents, &c. 

3. The last paragraph of Article II. does not affect the legislation of 
the contracting states, relating to legal procedure, jurisdiction, &o. 

**♦*♦♦ 

5. Each country of the Union shall publish, if practicable, an 
official newspaper in conn ection with the special government depart- 
ment mentioned in Article All. 

6. [This paragraph relates to the working of the International 
Office at Berne, tne expense of which is to be divided in a given pro- 
portion amongst the several states forming the Union.] 

7. The present Protocol, which shall be ratified along with the 
Convention, shall have the same force, validity and duration as the 
Convention itself. 
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PARTNEBSHIP LAW AMENDMENT ACT, 1865. 

28 & 29 Vior. o. 86 (a). 

An Act to amend the Law of Partnership. [5th July, 1865.] 

1. The advance of money by way of loan to a person engaged or 
about to engage in any trade or undertaking upon a contract in 
writing with such person that the lender shall receive a rate of 
interest varying witn the profits, or shall receive a share of the 
profits arising from carrying on such trade or undertaking, shall not 
of itself constitute the lender a partner with the person or the persons 
carrying on such trade or undertaking, or render him responsible as 
such. 

2. No contract for the remuneration of a servant or agent of any 
person engaged in any trade or undertaking by a share of the profits 
of such trade or undertaking shall of itself render such servant or 
agent responsible as a partner therein nor give him the rights of a 
partner. 

3. No person being the widow or child of the deceased partner of a 
trader, and receiving by way of annuity a portion of the profits made 
by such trader in his business, shall by reason only of such receipt be 
deemed to be a partner of or to be subject to any liabilities incurred 
by such trader. 

4. No person receiving by way of annuity or otherwise a portion 
of the profits of any business in consideration of the sale by him of 
the goodwill of such business, shall by reason only of such receipt be 
deemed to be a partner of or be subject to the liabilities of the person 
carrying on such business. 

5. In the event of any such trader as aforesaid being adjudged a 
bankrupt, or taking the benefit of any act for the relief of insolvent 
debtors, or entering into an arrangement to pay his creditors less than 
twenty shillings in the pound, or dying in insolvent circumstances, the 
lender of any such loan as aforesaid shall not be entitled to recover 
any portion of his principal or of the profits or interest payable in 
respect of such loan; nor shall any such vendor of a goodwill as afore- 
said be entitled to recover any such profits as aforesaid until the claims 
of the other creditors of the said trader for valuable consideration in 
money or money's worth have been satisfied. 

6. In the construction of this Act the word " person" shall include 
a partnership firm, a joint stock company, and a corporation. 



(a) This Act ifl referred to ante, pp. 30, 31, 124, 209. 
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CONVEYANCING AND LAW OF PEOPEETY ACT, 

1881. 

44 & 45 Vict. c. 41. (In part.) 

An Act for simplifying and improving the practice of Conveyancing ; 
and for venting in trustees , mortgagees, and others various powers 
commonly conferred by provisions inserted in settlements, mortgages, 
wills, and other instruments ; and for amending in various par- 
ticulars the Law of Property ; and for other purposes. 

[22nd August, 1881.] 

I. PbELIMINABY. PaBUlOTABY. 

1. — (1.) This Act may be cited as the Conveyancing and Law of ghorttitie* 
Property Act, 1881. commence-' 

(2.) This Act shall commence and take effect from and immediately ment; extent, 
after the thirty-first day of December one thousand eight hundred and 
eighty-one. 

(3.) This Act does not extend to Scotland. 

2. In this Act — 

(i.) Property, unless a contrary intention appears, includes real and Interpreta- 
personal property, and any estate or interest m any property, real or tion of pro- 
personal, and any debt, and any thing in action, and any other right S*^ 1 ' 
or interest : 

(r.) Conveyance, unless a contrary intention appears, includes as- 
signment, appointment, lease, settlement, and other assurance, and 
covenant to surrender, made by deed, on a sale, mortgage, demise, or 
settlement of any property, or on any other dealing with or for any 
property; and convey, unless a contrary intention appears, has a mean- 
ing corresponding with that of conveyance : 

(vi.) Mortgage includes any charge on any property for securing 
money or money's worth ; and mortgage money means money or 
money's worth, secured by a mortgage ; and mortgagor includes any 
person from time to time deriving title under the original mortgagor, 
or entitled to redeem a mortgage, according to his estate, interest, or 
right, in the mortgaged property ; and mortgagee includes any person 
from time to time deriving title under the original mortgagee ; and 
mortgagee in possession is, for the purposes of this Act, a mortgagee 
who, in right of the mortgage, has entered into and is in possession of 
the mortgaged property : 

(vii.) Incumbrance includes a mortgage in fee, or for a less estate, 
and a trust for securing money, and a lien, and a charge of a portion, 
annuity, or other capital or annual sum ; and incumbrancer has a 
meaning corresponding with that of incumbrance, and includes every 
person entitled to the benefit of an incumbrance, or to require pay- 
ment or discharge thereof : 

M. BB • . 
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(viii.) Purchaser, unless a contrary intention appears, includes a 
lessee or mortgagee, and an intending purchaser, lessee, or mort- 
gagee, or other person, who, for valuable consideration, takes or deals 
for any property ; and purchase, unless a contrary intention appears, 
has a meaning corresponding with that of purchaser ; but sale means 
only a sale properly so called : 

(ix.) Rent includes yearly or other rent, toll, duty, royalty, or other 
reservation, by the acre, the ton, or otherwise; and fine includes 
premium or fore-gift, and any payment, consideration, or benefit in 
the nature of a fine, premium, or fore-gift : 

(xii.) Will includes codicil : 

(xiii.) Instrument includes deed, will, inclosure award, and Act of 
Parliament : 

(xiv.) Securities include stocks, funds, and shares : 

(xv.) Bankruptcy includes liquidation by arrangement, and any 
other act or proceeding in law having, under any Act for the time 
being in force, effects or results similar to those of bankruptcy ; and 
bankrupt has a meaning corresponding with that of bankruptcy : 

(xvi.) Writing includes print ; and words referring to any instru- 
ment, copy, extract, abstract, or other document include any such in- 
strument, copy, extract, abstract, or other document being in writing 
or in print, or partly in writing and partly in print: 

(xvii.) Person includes a corporation : 

(xviii.) Her Majesty's High Court of Justice is referred to as the 
Court. 



Covenants for 
Title. 

Covenants for 
title to be 
implied. 



On convey- 
ance for 
value, by 
beneficial 
owner. 

Right to 
convey. 



Quiet enjoy- 
ment. 



Covenants for Title. 

7. — (1.) In a conveyance there shall, in the several cases in this 
section mentioned, be deemed to be included, and there shall in those 
several cases, by virtue of this Act, be implied, a covenant to the effect 
in this section stated, by the person or by each person who conveys, 
as far as regards the subject-matter or share of subject-matter ex- 
pressed to be conveyed by him, with the person, if one, to whom the 
conveyance is made, or with the persons jointly, if more than one, to 
whom the conveyance is made as joint tenants, or with each of the 
persons, if more than one, to whom the conveyance is made as tenants 
in common, that is to say : 

(A.) In a conveyance for valuable consideration, other than a mort- 
gage, the following covenant by a person who conveys and is expressed 
to convey as beneficial owner (namely) : 

That, notwithstanding anything by the person who so conveys, or 
anyone through whom he derives title, otherwise than by purchase 
for value, made, done, executed, or omitted, or knowingly suffered, 
the person who eo conveys, has, with the concurrence of every 
other person, if any, conveying by his direction, full power to 
convey the subject-matter expressed to be conveyed, subject as, 
if so expressed, and in the manner in which, it is expressed to be 
conveyed, and that, notwithstanding anything as aforesaid, that 
subject-matter shall remain to and be quietly entered upon, re- 
ceived, and held, occupied, enjoyed, and taken, by the person to 
whom the conveyance is expressed to be made, and any person 
deriving title under him, and the benefit thereof shall be received 
and taken accordingly, without any lawful interruption or disturb- 
ance by the person who so conveys or any person conveying by 
his direction, or rightfully claiming or to claim by, through, 
under, or in trust for the person who so conveys, or any person 
conveying by his direction, or by, through, or under any one not : 
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being a person claiming in respect of an estate or interest subject 
whereto the conveyance is expressly made, through whom the 
person who so conveys derives title, otherwise than by purchase 
ior value ; and that, freed and discharged from, or otherwise by Freedom from 
the person who so conveys sufficiently indemnified against, all incumbrance, 
such estates, incumbrances, claims, and demands other than those 
subject to which the conveyance is expressly made, as either 
before or after the date of the conveyance have been or shall be 
made, occasioned, or suffered by that person or by any person 
conveying by his direction, or by any person rightfully claiming 
by, through, under, or in trust for the person who so conveys, or 
by, through, or under any person conveying by his direction, or 
by, through, or under any one through whom the person who so 
conveys derives title, otherwise than by purchase for value ; and Further 
further, that the person who so conveys, and any person convey- ateuranoe. 
ing by his direction, ^and every other person having or rightfully 
claiming any estate or interest in the subject-matter of conveyance, 
other than an estate or interest subject whereto the conveyance is 
expressly made, by, through, under, or in trust for the person 
who so conveys, or by, through, or under any person conveying 
by his direction, or by, through, or under any one through whom 
the person who so conveys derives title, otherwise than by pur- 
chase for value, will, from time to time and at all times after the 
date of the conveyance, on the request and at the cost of any 
person to whom the conveyance is expressed to be made, or of 
any person deriving title under him, execute and do all such 
lawful assurances and things for further or more perfectly assur- 
ing the subject-matter of the conveyance to the person to whom 
the conveyance is made, and to those deriving title under him, 
subject, as if so expressed, and in the manner in which the con- 
veyance is expressed to be made, as by him or them or any of 
them shall be reasonably required : 

(in which covenant a purchase for value shall not be deemed to include 

a conveyance in consideration of marriage) : 

(C.) In a conveyance by way of mortgage, the following covenant On mortgage, 
by a person who conveys and is expressed to convey as beneficial by beneficial 
owner (namely) : owner. 

That the person who so conveys, has, with the concurrence of every Right to 
other person, if any, conveying by his direction, full power to convey, 
convey the subject-matter expressed to be conveyed by him, Quiet en joy- 
subject as, if so expressed, and in the manner in which it is ment. 
expressed to be conveyed ; and also that, if default is made in 
payment of the money intended to be secured by the conveyance, 
or any interest thereon, or any part of that money or interest, 
contrary to any provision in the conveyance, it shall be lawful for 
the person to whom the conveyance is expressed to be made, and 
the persons deriving title under him, to enter into and upon, or 
receive, and thenceforth quietly hold, occupy, and enjoy or take 
and have, the subject-matter expressed to be conveyed, or any 
part thereof, without any lawful interruption or disturbance by 
the person who so conveys, or any person conveying by his 
direction, or any other person not being a person claiming in 
respect of an estate or interest subject whereto the conveyance is 
expressly made ; and that, freed and discharged from, or other- Freedom 
wise by the person who so conveys sufficiently indemnified against, from incum- 
all estates, incumbrances, claims, and demands whatever, other taances. 

bb2 
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than those subject whereto the conveyance is expressly made; 
and further, that the person who so conveys and every person 
conveying by his direction, and every person deriving title under 
any of them, and every other person having or rightfully claiming 
any estate or interest in the subject-matter of conveyance, or any 
part thereof, other than an estate or interest subject whereto the 
conveyance is expressly made, will from time to time and at all 
times, on the request of any person to whom the conveyance is 
expressed to be made, or of any person deriving title under him, 
but, as long as any right of redemption exists under the convey- 
ance, at the cost of the person so conveying, or of those deriving 
title under him, and afterwards at the cost of the person making 
the request, execute and do all such lawful assurances and things 
for further or more perfectly assuring the subject-matter of con- 
veyance and every part thereof to the person to whom the con- 
veyance is made, and to those deriving title under him, subject 
as, if so expressed, and in the manner in which the conveyance is 
expressed to be made, as by him or them or any of them shall be 
reasonably required : 

(E.) In a conveyance by way of settlement, the following covenant 
by a person who conveys and is expressed to convey as settlor 
(namely) : 
That the person so conveying, and every person deriving title under 
him by deed or act or operation of law in his lifetime subsequent 
to that conveyance, or by testamentary disposition or devolution 
in law, on his death, will, from time to time, and at all times, 
after the date of that conveyance, at the request and cost of any 
person deriving title thereunder, execute and do all such lawful 
assurances and things for further or more perfectly assuring the 
subject-matter of the conveyance to the persons to whom the con- 
veyance is made and those deriving title under them, subject as, 
if so expressed, and in the manner in which the conveyance is 
expressed to be made, as by them or any of them shall be reason- 
ably required : 

(F.) In any conveyance, the following covenant by every person 
who conveys and is expressed to convey as trustee or mortgagee, or 
as personal representative of a deceased person, or as committee of a 
lunatic so found by inquisition, or under an order of the Court, which 
covenant shall be deemed to extend to every such person's own acts 
only (namely) : 

That the person so conveying has not executed or done, or know- 
ingly suffered, or been party or privy to, any deed or thing, 
whereby or by means whereof the subject-matter of the convey- 
ance, or any part thereof, is or may be impeached, charged, 
affected, or incumbered in title, estate, or otherwise, or whereby 
or by means whereof the person who so conveys is in anywise 
hindered from conveying the subject-matter of the conveyance, 
or any part thereof, in the manner in which it is expressed to be 
conveyed. 
(2.) Where in a conveyance it is expressed that by direction of a 
person expressed to direct as beneficial owner another person conveys, 
then, within this section, the person giving the direction, whether he 
conveys and is expressed to convey as beneficial owner or not, shall 
be deemed to convey and to be expressed to convey as beneficial 
owner the subject-matter so conveyed by his direction; and a covenant 
on his part shall be implied accordingly. 
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(3.) Where a wife conveys and is expressed to convey as beneficial 
owner, and the husband also conveys and is expressed to convey as 
beneficial owner, then, within this section, the wife shall be deemed to 
convey and to be expressed to convey by direction of the husband, as 
beneficial owner ; and, in addition to the covenant implied on the part 
of the wife, there shall also be implied, first, a covenant on the part of 
the husband as the person giving that direction ; and secondly, a 
covenant on the part of the husband in the same terms as the covenant 
implied on the part of the wife. 

(4.) Where in a conveyance a person conveying is not expressed to 
convey as beneficial owner, or as settlor, or as trustee, or as mortgagee, 
or as personal representative of a deceased person, or as committee of 
a lunatic so found by inquisition, or under an order of the Court, or 
by direction of a person as beneficial owner, no covenant on the part 
of the person conveying shall be, by virtue of this section, implied in 
the conveyance. 

(6.) The benefit of a covenant implied as aforesaid shall be annexed 
and incident to, and shall go with, the estate or interest of the implied 
covenantee, and shall be capable of being enforced by every person in 
whom that estate or interest is, for the whole or any part thereof, from 
time to time vested. 

(7.) A covenant implied as aforesaid may be varied or extended by 
deed, and, as so varied or extended, shall, as far as may be, operate 
in the like manner, and with all the like incidents, effects, and conse- 
quences, as if such variations or extensions were directed in this 
section to be implied. 

(8.) This section applies only to conveyances made after the com- 
mencement of this Act. 

Execution of Purchase Deed, Execution of 

8. — (1.) On a sale, the purchaser shall not be entitled to require pj^ <u$ 
that the conveyance to him be executed in his presence, or in that of mrirtg of 
his solicitor, as such ; but shall be entitled to have, at his own cost, purchaser as 
the execution of the conveyance attested by some person appointed by to execution, 
him, who may, if he thinks fit, be his solicitor. 

(2.) This section applies only to sales made after the commencement 
of this Act. 

Production and Safe Custody of Title Deeds. Production 

9. — (1.) Where a person retains possession of documents, and gives a c U8 todyof 
to another an acknowledgment in writing of the right of that other to Title Deeds. 
production of those documents, and to delivery of copies thereof (in Acknowledg- 
this section called an acknowledgment), that acknowledgment shall ment of right 
have effect as in this section provided. to production, 

(2.) An acknowledgment shall bind the documents to which it f^S,! 111 * 6 *" 
relates in the possession or under the control of the person who safe custody 
retains them, and in the possession or under the control of every of documents, 
other person having possession or control thereof from time to time, 
but shall bind each individual possessor or person as long only as he 
has possession or control thereof ; and every person so having pos- 
session or control from time to time shall be bound specifically to 
perform the obligations imposed under this section by an acknow- 
ledgment, unless prevented from so doing by fire or other inevitable 
accident. 

(3.) The obligations imposed under this section by an acknow- 
ledgment are to be performed from time to time at the request in 
writing of the person to whom an acknowledgment is given, or of any 
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person, not being a lessee at a rent, having or claiming any estate, 
interest, or right through or under that person, or otherwise becoming 
through or under that person interested in or affected by the terms of 
any document to which the acknowledgment relates. 

(4.) The obligations imposed under this section by an acknow- 
ledgment are — 

(1.) An obligation to produce the documents or any of them at all 
reasonable times for the purpose of inspection, and of com- 
parison with abstracts or copies thereof, by the person 
entitled to request production or by any one by him autho- 
rized in writing ; and 
(ii.) An obligation to produce the documents or any of them at any 
trial, hearing, or examination in any court, or in the execu- 
tion of any commission, or elsewhere in the United Kingdom, 
on any occasion on which production may properly be re- 
quired, for proving or supporting the title or claim of the 
person entitled to request production, or for any other 
purpose relative to that title or claim ; and 
(iii.) An obligation to deliver to the person entitled to request the 
same true copies or extracts, attested or unattested, of or 
from the documents or any of them. 
(5.) All costs and expenses of or incidental to the specific perform- 
ance of any obligation imposed under this section by an acknowledg- 
ment shall be paid by the person requesting performance. 

(6.) An acknowledgment shall not confer any right to damages for 
loss or destruction of, or injury to, the documents to which it relates, 
from whatever cause arising. 

(7.) Any person claiming to be entitled to the benefit of an acknow- 
ledgment may apply to the Court for an order directing the production 
of the documents to which it relates, or any of them, or the delivery 
of copies of or extracts from those documents or. any of them to him, 
or some person on his behalf ; and the Court may, if it thinks fit, 
order production, or production and delivery, accordingly, and may 
give directions respecting the time, place, terms, and mode of produc- 
tion or delivery, and may make such order as it thinks fit respecting 
the costs of the application, or any other matter connected with the 
application. 

(8.) An acknowledgment shall by virtue of this Act satisfy any 
liability to give a covenant for production and delivery of copies of or 
extracts from documents. 

(9.) Where a person retains possession of documents and gives to 
another an undertaking in writing for safe custody thereof, that under- 
taking shall impose on the person giving it, and on every person 
having possession or control of the documents from time to time, but 
on each individual possessor or person as long only as he has posses- 
sion or control thereof, an obligation to keep the documents safe, 
whole, uncancelled, and undefaced, unless prevented from so doing by 
fire or other inevitable accident. 

(10.) Any person claiming to be entitled to the benefit of such an 
undertaking may apply to the Court to assess damages for any loss, 
destruction of, or injury to the documents or any of them, and the 
Court may, if it thinks fit, direct an inquiry respecting the amount of 
damages, and order payment thereof by the person liable, and may 
make such order as it thinks fit respecting the costs of the application 
or any other matter connected with the application. 

(11.) An undertaking for safe custody of documents shall by virtue 
of this Act satisfy any liability to give a covenant for safe custody of 
documents. 
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(12.) The rights conferred by an acknowledgment or an undertaking 
under this section shall be in addition to all such other rights relative 
to the production, or inspection, or the obtaining of copies of documents 
as are not, by virtue of this Act, satisfied by the giving of the acknow- 
ledgment or undertaking, and shall have effect subject to the terms of 
the acknowledgment or undertaking, and to any provisions therein 
contained. 

(13.) This section applies only if and as far as a contrary intention 
is not expressed in the acknowledgment or undertaking. 

(14.) This section applies only to an acknowledgment or undertaking 
given, or a liability respecting documents incurred, after the commence- 
ment of this Act. 

IV. — Mortgages. Moetoaqes. 

15. — (1.) Where a mortgagor is entitled to redeem, he shall, by obligation on. 
virtue of this Act, have power to require the mortgagee, instead of re- mortgagee to 
conveying, and on the terms on which he would be bound to re-convey, transfer 
to assign the mortgage debt and convey the mortgaged property to instead, of re- 
any third person, as the mortgagor directs ; and the mortgagee shall, 00nve y m 8 , » 
by virtue of this Act, be bound to assign and convey accordingly. 

(2.) This section does not apply in the case of a mortgagee being or 
having been in possession. 

(3.) This section applies to mortgages made either before or after 
the commencement of this Act, and shall have effect notwithstanding 
any stipulation to the contrary (a). 

16. — (1.) A mortgagor, as long as his right to redeem subsists, Power for 
shall, by virtue of this Act, be entitled from time to time, at reasonable mortgagor to 
times, on his request, and at his own cost, and on payment of the j?2£ cttitle 
mortgagee's costs and expenses in this behalf, to inspect and make 
copies or abstracts of or extracts from the documents of title relating 
to the mortgaged property in the custody or power of the mortgagee. 

(2.) This section applies only to mortgages made after the com- 
mencement of this Act, and shall have effect notwithstanding any 
stipulation to the contrary. 

17. — (1.) A mortgagor seeking to redeem any one mortgage, shall, Kestriotion on 
by virtue of this Act, be entitled to do so, without paying any money consolidation 
due under any separate mortgage made by him, or by any person of mortgagee, 
through whom he claims, on property other than that comprised in the 
mortgage which he seeks to redeem. 

(2.) This section applies only if and as far as a contrary intention is 
not expressed in the mortgage deeds or one of them. 

(3.) This section applies only where the mortgages or one of them 
are or is made after the commencement of this Act. 

Sale; Insurance; Receiver; Timber. Sale; 

19. — (1.) A mortgagee, where the mortgage is made by deed, shall, j^wr;' 
by virtue of this Act, nave the following powers, to the like extent as Timber. 
if they had been in terms conferred by the mortgage deed, but not Powers 

further (namely) : wteteor* 
(i.) A power, when the mortgage money has become due, to sell, or intent of 
mortgagee. 

(a) See sect. 12 of the Conveyancing Act, 1882 (post, p. 384), extending the 
above section. 
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to concur with any other person in selling, the mortgaged 
property, or any part thereof, either subject to prior charges, 
or not, and either together or in lots, by public auction or by 
private contract, subject to such conditions respecting title, or 
evidence of title, or other matter, as he (the mortgagee) thinks 
fit, with power to vary any contract for sale, and to buy in at 
an auction, or to rescind any contract for sale, and to re-sell, 
without being answerable for any loss occasioned thereby ; 
and 
(iii.) A power, when the mortgage money has become due, to 
appoint a receiver of the income of the mortgaged property, 
or of any part thereof. 
(2.) The provisions of this Act relating to the foregoing powers, 
comprised either in this section, or in any subsequent section regu- 
lating the exercise of those powers, may be varied or extended by the 
mortgage deed, and, as so varied or extended, shall, as far as may be, 
operate in the like manner and with all the like incidents, effects, 
and consequenoes, as if such variations or extensions were contained 
in this Act. 

(3.) This section applies only if and as far as a contrary intention 
is not expressed in the mortgage deed, and shall have effect subject 
to the terms of the mortgage deed and to the provisions therein 
contained. 

(4.) This section applies only where the mortgage deed is executed 
after the commencement of this Act. 



Regulation of 20. A mortgagee shall not exercise the power of sale conferred by 

exercise of this Act unless and until — 

power of ^ Notice requiring payment of the mortgage money has been 

** e * served on the mortgagor or one of several mortgagors, and 

default has been made in payment of the mortgage money, 
or of part thereof, for three months after such service ; or 
(ii.) Some interest under the mortgage is in arrear and unpaid for 

two months after becoming due ; or 
(iii.) There has been a breach of some provision contained in the 
mortgage deed or in this Act, and on the part of the mort- 
gagor, or of some person concurring in making the mortgage, 
to be observed or performed, other than and besides a 
covenant for payment of the mortgage money or interest 
thereon. 

Conveyance, 21. — (1.) A mortgagee exercising the power of sale conferred by 
receipt, &c. this Act shall have power, by deed, to convey the property sold, for 
on e * such estate and interest therein as is the subject of the mortgage, 

freed from all estates, interests, and rights to which the mortgage has 
priority, but subject to all estates, interests, and rights which have 
priority to the mortgage; except that, in the case of copyhold or 
customary land, the legal right to admittance shall not pass by a deed 
under this section, unless the deed is sufficient otherwise by law, or is 
sufficient by custom, in that behalf. 

(2.) Where a conveyance is made in professed exercise of the power 
of sale conferred by this Act, the title of the purchaser shall not be 
impeachable on the ground that no case has arisen to authorize the 
sale, or that due notice was not given, or that the power was otherwise 
improperly or irregularly exercised ; but any person damnified by an 
unauthorized, or improper, or irregular exercise of the power shall 
have his remedy in damages against the person exercising the power. 
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(3.) The money which is received by the mortgagee, arising from 
the sale, after discharge of prior incumbrances to which the sale is not 
made subject, if any, or after payment into Court under this Act of a 
sum to meet any prior incumbrance, shall be held by him in trust to 
be applied by him, first, in payment of all costs, charges, and expenses, 
properly incurred by him, as incident to the sale or any attempted sale, 
or otherwise; and secondly, in discharge of the mortgage money, 
interest, and costs, and other money, if any, due under the mortgage ; 
and the residue of the money so received shall be paid to the person 
entitled to the mortgaged property, or authorized to give receipts for 
the proceeds of the sale thereof. 

(4.) The power of sale conferred by this Act may be exercised by 
any person for the time being entitled to receive and give a discharge 
for the mortgage money. 

(5.) The power of sale conferred by this Act shall- not affect the 
right of foreclosure. 

(6.) The mortgagee, his executors, administrators, or assigns, shall 
not be answerable for any involuntary loss happening in or about the 
exercise or execution of the power of sale conferred by this Act or of 
any trust connected therewith. 

(7.) At any time after the power of sale conferred by this Act has 
become exerciseable, the person entitled to exercise the same may 
demand and recover from any person, other than a person having in 
the mortgaged property an estate, interest, or right in priority to the 
mortgage, all the deeds and documents relating to the property, or to 
the title thereto, which a purchaser under the power of sale would be 
entitled to demand and recover from him. 

22. — (1.) The receipt in writing of a mortgagee shall be a sufficient Mortgagee's 
discharge for any money arising under the power of sale conferred by receipts, dis- 
this Act, or for any money or securities comprised in his mortgage, or d***^* &0 « 
arising thereunder ; and a person paying or transferring the same to 
the mortgagee shall not be concerned to inquire whether any money 
remains due under the mortgage. 

(2.) Money received by a mortgagee under his mortgage or from 
the proceeds of securities comprised in his mortgage shall be applied 
in like manner as in this Act directed respecting money received by 
him arising from a sale under the power of sale conferred by this Act ; 
but with this variation, that the costs, charges, and expenses payable 
shall include the costs, charges, and expenses properly incurred of 
recovering and receiving the money or securities, and of conversion of 
securities into money, instead of those incident to sale. 

24. — (1.) A mortgagee entitled to appoint a receiver under the Appointment, 
power in that behalf conferred by this Act shall not appoint a receiver P° wer8 » f e " 
until he has become entitled to exercise the power of sale conferred by and duties of 
this Act, but may then, by writing under his hand, appoint such receiver. • ' 
person as he thinks fit to be receiver. 

(2.) The receiver shall be deemed to be the agent of the mortgagor; 
and the mortgagor shall be solely responsible for the receiver's acts or 
defaults, unless the mortgage deed otherwise provides. 

(3.) The receiver shall have power to demand and recover all the 
income of the property of which he is appointed receiver, by action, 
distress, or otherwise, in the name either of the mortgagor or of the 
mortgagee, to the full extent of the estate or interest which the morU 
gagor could dispose of, and to give effectual receipts, accordingly, for 
file same. 
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(4.) A person paying money to the receiver shall not be concerned 
to inquire whether any case has happened to authorize the receiver to 
act. 

(5.) The receiver may be removed, and a new receiver may be 
appointed, from time to time, by the mortgagee by writing under his 
hand. 

(6.) The receiver shall be entitled to retain out of any money 
received by him, for his remuneration, and in satisfaction of all costs, 
charges, and expenses incurred by him as receiver, a commission at 
such rate, not exceeding five per centum on the gross amount of all 
money received, as is specified in his appointment, and if no rate is so 
specified, then at the rate of five per centum on that gross amount, or 
at such higher rate as the court thinks fit to allow, on application, 
made by him for that purpose. 

(7.) The receiver shall, if so directed in writing by the mortgagee, 
insure and keep insured against loss or damage by fire, out of the 
money received by him, any building, effects, or property comprised 
in the mortgage, whether affixed to the freehold or not, being of an 
insurable nature. 

(8.) The receiver shall apply all money received by him as follows 
(namely) : 

(i.) In discharge of all rents, taxes, rates, and outgoings whatever 

affecting the mortgaged property ; and 
(ii.) In keeping down all annual sums or other payments, and the 
interest on all principal sums, having priority to the mort- 
gage in right whereof he is receiver ; and 
(iii.) In payment of his commission, and of the premiums on fire, 
life, or other insurances, if any, properly payable under the 
mortgage deed or under this Act, and the cost of executing 
necessary or proper repairs directed in writing by the mort- 
gagee; and 
(iv.) In payment of the interest accruing due in respect of any 
principal money due under the mortgage ; 
and shall pay the residue of the money received by him to the person 
who, but for the possession of the receiver, would have been entitled 
to receive the income of the mortgaged property, or who is otherwise 
entitled to that property. 



Action 
respecting 
Mortgage. 
Sale of 
mortgaged 
property in 
action for 
foreclosure, 
&c. 



Action respecting Mortgage. 

25. — (1.) Any person entitled to redeem mortgaged property may 
have a judgment or order for sale instead of for redemption in an 
action brought by him either for redemption alone, or for sale alone, 
or for sale or redemption, in the alternative. 

(2.) In any action, whether for foreclosure, or for redemption, or 
for sale, or for the raising and payment in any manner of mortgage 
money, the Court, on the request of the mortgagee, or of any person 
interested either in the mortgage money or in the right of redemption, 
and, notwithstanding the dissent of any other person, and notwith- 
standing that the mortgagee or any person so interested does not 
appear in the action, and without allowing any time for redemption or 
for payment of any mortgage money, may, if it thinks fit, direct a 
sale of the mortgaged property, on such terms as it thinks fit, in- 
cluding, if it thinks fit, the deposit in Court of a reasonable sum fixed 
by the Court, to meet the expenses of sale and to secure performance 
of the terms. 
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(3.) But, in an action brought by a person interested in the right of 
redemption and seeking a sale, the Court may, on the application of 
any defendant, direct the plaintiff to give such security for costs as the 
Court thinks fit, and may give the conduct of the sale to any defendant, 
and may give such directions as it thinks fit respecting the costs of the 
defendants or any of them. 

(4.) In any case within this section the Court may, if it thinks fit, 
direct a sale without previously determining the priorities of incum- 
brancers. 

(5.) This section applies to actions brought either before or after the 
commencement of this Act. 

(6.) The enactment described in Part II. of the Second Schedule to 16 & *6 Vict, 
this Act is hereby repealed (b). c# 86 » fl * 48 * 

(7.) This section does not extend to Ireland. 

XI. — Powebs of Attorney (<?). Powms of 

Attobney. 

46. — (1.) The donee of a power of attorney may, if he thinks fit, — — 

execute or do any assurance, instrument, or thing in and with his own Exe^ti 011 
name and signature and his own seal, where sealing is required, by oTattornev* 
the authority of the donor of the power; and every assurance, instru- 
ment, and thing so executed and done shall be as effectual in law, to 
all intents, as if it had been executed or done by the donee of the 
power in the name and with the signature and seal of the donor 
thereof. 

(2.) This section applies to powers of attorney created by instru- 
ments executed either before or after the commencement of this Act. 

47.— (1.) Any person making or doing any payment or act, in good Payment by 
faith, in pursuance of a power of attorney, shall not be liable in respect attorney 
of the payment or act by reason that before the payment or act the ^jlf* P° we r 
donor of the power had died or become lunatic, of unsound mind, or oVdeatl^&o 06 
bankrupt, or had revoked the power, if the fact of death, lunacy, un- good. ' 
soundness of mind, bankruptcy, or revocation was not at the time of 
the payment or act known to the person making or doing the same. 

(2.) But this section shall not affect any right against the payee of 
any person interested in any money so paid ; and that person shall 
have the like remedy against the payee as he would have had against 
the payer if the payment had not been made by him. 

(3.) This section applies only to payments and acts made and done 
after the commencement of this Act. 

48. — (1.) An instrument creating a power of attorney, its execution Deposit of 
being verified by affidavit, statutory declaration, or other sufficient original 
evidence, may, with the affidavit or declaration, if any, be deposited instruments 
in the Central Office of the Supreme Court of Judicature. Sowera^of 

(2.) A separate file of instruments so deposited shall be kept, and Attorney, 
any person may search that file, and inspect every instrument so 
deposited, and an office copy thereof shall be delivered out to him 
on request. 



(b) This was an Act to amend the practice, &c. of the High Court of Chancery. 
The repealed sect. 48 gave the Court power in a foreclosure suit to direct a sale 
instead of foreclosure. 

(c) See further as to powers of attorney, the Conveyancing Act, 1882, ss. 8, 9 
(post, p. 384). 
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(3.) A copy of an instrument so deposited may be presented at the 
office, and may be stamped or marked as an office copy, and when so 
stamped or marked shall become and be an office copy. 

(4.) An office copy of an instrument so deposited shall without 
further proof be sufficient evidence of the contents of the instrument 
and of the deposit thereof in the Central Office. 

(5.) General Rules may be made for purposes of this section, regu- 
lating the practice of the Central Office, and prescribing, with the con- 
currence of the Commissioners of Her Majesty's Treasury, the fees to 
be taken therein. 

(6.) This section applies to instruments creating powers of attorney 
executed either before or after the commencement of this Act. 



Conveyance 
by a person 
to- himself, 
&c. 



Powers 
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XII. — Construction and Effect of Deeds and other Instruments. 

60. — (1.) Freehold land, or a thing in action, may be conveyed by a 
person to himself jointly with another person, by the like means by 
which it might be conveyed by him to another person ; and may, in 
like manner, be conveyed by a husband to his wife, and by a wife to 
her husband, alone or jointly with another person. 

(2.) This section applies only to conveyances made after the com- 
mencement of this Act. 

52. — (1.) A person to whom any power, whether coupled with an 
interest or not, is given may by deed release, or contract not to 
exercise, the power. 

(2.) This section applies to powers created by instruments coming 
into operation either before or after the commencement of this Act. 

53. — (1.) A deed expressed to be supplemental to a previous deed, 
or directed to be read as an annex thereto, shall, as far as may be, be 
read and have effect as if the deed so expressed or directed were made 
by way of indorsement on the previous deed, or contained a full 
recital thereof. 

(2.) This section applies to deeds executed either before or after the 
commencement of this Act. 

54. — (1.) A receipt for consideration money or securities in the body 
of a deed shall be a sufficient discharge for the same to the person 
paying or delivering the same, without any further receipt for the 
same being indorsed on the deed. 

(2.) This section applies only to deeds executed after the com- 
mencement of this Act. 

55. — ( 1 .) A receipt for consideration money or other consideration 
in the body of a deed or indorsed thereon shall, in favour of a 
subsequent purchaser, not having notice that the money or other 
consideration thereby acknowledged to be received was not in fact 
paid or given, wholty or in part, be sufficient evidence of the payment 
or giving of the whole amount thereof. 

(2.) This section applies only to deeds executed after the com- 
mencement of this Act. 

56. — (1.) Where a solicitor produces a deed, having in the body 
thereof or indorsed thereon a receipt for consideration money or other 
consideration, the deed being executed, or the indorsed receipt being 
signed, by the person entitled to give a receipt for that consideration, 
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the deed shall be sufficient authority to the person liable to pay or 
give the same for his paying or giving the same to the solicitor, 
without the solicitor producing any separate or other direction or 
authority in that behalf from the person who executed or signed the 
deed or receipt. 

(2.) This section applies only in cases where consideration is to be 
paid or given after the commencement of this Act. 

59. — (1.) A covenant, and a contract under seal, and a bond or Covenants to 
obligation under seal, though not expressed to bind the heirs, shall extend to 
operate in law to bind the heirs, and real estate, as well as the ^ eirB > &0 « 
executors and administrators and personal estate, of the person 
making the same, as if heirs were expressed. 

(2.) This section extends to a covenant implied by virtue of this 
Act. 

(3.) This section applies only if and as far as a contrary intention 
is not expressed in the covenant, contract, bond, or obligation, and shall 
have effect subject to the terms of the covenant, contract, bond, or 
obligation, and to the provisions therein contained. 

(4.) This section applies only to a covenant, contract, bond, or obli- 
gation made or implied after the commencement of this Act. 

60. — (1.) A covenant, and a contract under seal, and a bond or Effect of 
obligation under seal, made with two or more jointly, to pay money covenant with 
or to make a conveyance, or to do any other act, to them or for their two or more 
benefit, shall be deemed to include, and shall, by virtue of this Act, i oint V' 
imply, an obligation to do the act to, or for the benefit of, the sur- 
vivor or survivors of them, and to, or for the benefit of, any other 
person to whom the right to sue on the covenant, contract, bond or 
obligation devolves. 

(2.) This section extends to a covenant implied by virtue of this 
Act. 

(3.) This section applies only if and as far as a contrary intention 
is not expressed in the covenant, contract, bond, or obligation, and 
shall have effect subject to the covenant, contract, bond, or obligation, 
and to the provisions therein contained. 

(4.) This section applies only to a covenant, contract, bond, or obli- 
gation made or implied after the commencement of this Act. 

61. — (1.) Where in a mortgage, or an obligation for payment of Effect of 
money, or a transfer of a mortgage or of such an obligation, the sum, advance on 
or any part of the sum, advanced or owing is expressed to be advanced ip^ Hxnxmt, 
by or owing to more persons than one out of money, or as money, 
belonging to them on a joint account, or a mortgage, or such an obli- 
gation, or such a transfer is made to more persons than one, jointly, 
and not in shares, the mortgage money, or other money, or money's 
worth for the time being due to those persons on the mortgage or 
obligation, shall be deemed to be and remain money or money's worth 
belonging to those persons on a joint account, as between them and the 
mortgagor or obligor ; and the receipt in writing of the survivors or 
last survivor of them, or of the personal representatives of the last 
survivor, shall be a complete discharge for all money or money's 
worth for the time being due, notwithstanding any notice to the payer 
of a severance of the joint account. 

(2.) This section applies only if and as far as a contrary intention is 
not expressed in the mortgage, or obligation, or transfer, and shall 
have effect subject to the terms of the mortgage, or obligation, or 
transfer, and to the provisions therein contained. 
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&c. 



(3.) This section applies only to a mortgage, or obligation, or transfer 
made after the commencement of this Act. 

Provision for 63. — (1.) Every conveyance shall, by virtue of this Act, be effectual 
all the estate, to pass all the estate, right, title, interest, claim, and demand which 
the conveying parties respectively have, in, to, or on the property 
conveyed, or expressed or intended so to be, or which they respectively 
have power to convey in, to, or on the same. 

(2.) This section applies only if and as far as a contrary intention is 
not expressed in the conveyance, and shall have effect subject to the 
terms of the conveyance and to the provisions therein contained. 

(3.) This section applies only to conveyances made after the com- 
mencement of this Act. 



Construction 
of implied 
covenants. 



MISCELLA- 
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64. In the construction of a covenant or proviso, or other provision, 
implied in a deed by virtue of this Act, words importing the singular 
or plural number, or the masculine gender, shall be read as also im- 
porting the plural or singular number, or as extending to females, as 
the case may require. 

XV. — Miscellaneous. 

67. — (1.) Any notice required or authorized by this Act to be served 
shall be in writing. 

(2.) Any notice required or authorized by this Act to be served on a 
lessee or mortgagor shall be sufficient, although only addressed to the 
lessee or mortgagor by that designation, without his name, or generally 
to the persons interested, without any name, and notwithstanding that 
any person to be affected by the notice is absent, under disability, 
unborn, or unascertained. 

(3.) Any notice required or authorized by this Act to be served shall 
be sufficiently served if it is left at the last-known place of abode or 
business in the United Kingdom of the lessee, lessor, mortgagee, 
mortgagor, or other person to be served, or, in case of a notice 
required or authorized to be served on a lessee or mortgagor, is affixed 
or left for him on the land or any house or building comprised in the 
lease or mortgage, or, in case of a mining lease, is left for the lessee 
at the office or counting-house of the mine. 

(4.) Any notice required or authorized by this Act to be served shall 
also De sufficiently served, if it is sent by post in a registered letter 
addressed to the lessee, lessor, mortgagee, mortgagor, or other person 
to be served, by name, at the aforesaid place of abode or business, 
office, or counting-house, and if that letter is not returned through the 
post-office undelivered ; and that service shall be deemed to be made 
at the time at which the registered letter would in the ordinary course 
be delivered. 

(5.) This section does not apply to notices served in proceedings in 
the Court. 

Short title of 68. The Act described in Part II. of the First Schedule to this Act 
6 & 6 Will. 4, shall, by virtue of this Act, have the short title of the Statutory 
c * 62 * Declarations Act, 1835, and may be cited by that short title in any 

declaration made for any purpose under or by virtue of that Act, or in 

any other document, or in any Act of Parliament. 
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CONVEYANCING ACT, 1882. 
45 & 46 Vict. c. 39. (In part.) 

An Act for further improving the practice of Conveyancing ; and for 
other purposes. [ 1 Oth August, 1 882.] 

Preliminary. ^ ,. . 

t * Frehmxnarg. 

1. — (1.) This Act may be cited as the Conveyancing Act, 1882 ; and Short titles; 
the Conveyancing and Law of Property Act, 1881 (in this Act referred commence- 
to as the Conveyancing Act of 1881) and this Act may be cited m ^^ nt; 
together as the Conveyancing Acts, 1881, 1882. tion^ 16 

(2.) This Act, except where it is otherwise expressed, shall com- 
mence and take effect from and immediately after the thirty-first day 
of December one thousand eight hundred and eighty-two, which time 
is in this Act referred to as the commencement of this Act. 
(3.) This Act does not extend to Scotland. 
(4.) In this Act and in the Schedule thereto — 
(i.) Property includes real and personal property, and any debt, 
and any thing in action, and any other right or interest in 
the nature of property, whether in possession or not ; 
(ii.) Purchaser includes a lessee or mortgagee, or an intending 
purchaser, lessee, or mortgagee, or other person, who, for 
valuable consideration, takes or deals for property, and 
purchase has a meaning corresponding with that of pur- 
chaser. 

Notice. 

Notice. 

3. — (1.) A purchaser shall not be prejudicially affected by notice of Restriction on 
any instrument, fact, or thing unless — constructive 

(i.) It is within his own knowledge, or would have come to his notice, 
knowledge if such inquiries and inspections had been made 
as ought reasonably to have been made by him ; or 
(ii.) In the same transaction with respect to which a question of 
notice to the purchaser arises, it has come to the knowledge 
of his counsel, as such, or of his solicitor, or other agent, as 
such, or would have come to the knowledge of his solicitor, 
or other agent, as such, if such inquiries and inspections had 
been made as ought reasonably to have been made by the 
solicitor or other agent. 
(2.) This section shall not exempt a purchaser from any liability 
under, or any obligation to perform or observe, any covenant, con- 
dition, provision, or restriction contained in any instrument under 
which his title is derived, mediately or immediately; and such 
liability or obligation may be enforced in the same manner and to the 
same extent as if this section had not been enacted. 

(3.) A purchaser shall not by reason of anything in this section be 
affected by notice in any case where he would not have been so affected 
if this section had not been enacted. 

(4.) This section applies to purchases made either before or after 
the commencement of this Act ; save that, where an action is pending 
at the commencement of this Act, the rights of the parties shall not be 
affected by this section. 
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CONVEYANCING ACT, 1882, 



Power* of 
Attorney. 
Effect of 
power of 
attorney, for 
value, made 
absolutely 
irrevocable. 



Powers of Attorney. 

8. — (1.) If a power of attorney, given for valuable consideration, is 
in the instrument creating the power expressed to be irrevocable, then, 
in favour of a purchaser, — 

(i.) The power shall not be revoked at any time, either by anything 
done by the donor of the power without the concurrence of the donee 
of the power, or by the death, marriage, lunacy, unsoundness of mind, 
or bankruptcy of the donor of the power ; and 

(ii.) Any act done at any time oy the donee of the power, in pur- 
suance of the power, shall be as valid as if anything done by the 
donor of the power without the concurrence of the donee of the power, 
or the death, marriage, lunacy, unsoundness of mind, or bankruptcy 
of the donor of the power, had not been done or happened ; and 

(iii.) Neither the donee of the power nor the purchaser shall at any 
time be prejudicially affected by notice of anything done by the donor 
of the power, without the concurrence of the donee of the power, or of 
the death, marriage, lunacy, unsoundness of mind, or bankruptcy of 
the donor of the power. 

(2.) This section applies only to powers of attorney created by 
instruments executed after the commencement of this Act. 



Effect of 
power of 
attorney, for 
value or not, 
made irre- 
vocable for 
fixed time. 



9. — (1.) If a power of attorney, whether given for valuable con- 
sideration or not, is in the instrument creating the power expressed to 
be irrevocable for a fixed time therein specified, not exceeding one 
year from the date of the instrument, then, in favour of a purchaser, — 

(i.) The power shall not be revoked, for and during that fixed time, 
either by anything doie by the donor of the power without the 
concurrence of the donee of the power, or by the death, marriage, 
lunacy, unsoundness of mind, or bankruptcy of the donor of the 
power; and 

(ii.) Any act done within that fixed time, by the donee of the* 

Sower, in pursuance of the power, shall be as valid as if anything 
one by the donor of the power without the concurrence of the donee 
of the power, or the death, marriage, lunacy, unsoundness of mind, or 
bankruptcy of the donor of the power, had not been done or hap- 
pened; and 

(iii.) Neither the donee of the power, nor the purchaser, shall at 
any time be prejudicially affected by notice either during or after that 
fixed time of anything done by the donor of the power during that 
fixed time, without the concurrence of the donee of the power, or of 
the death, marriage, lunacy, unsoundness of mind, or bankruptcy of 
the donor of the power within that fixed time. 

(2.) This section applies only to powers of attorney created by 
instruments executed after the commencement of this Act. 



Mortgage*. 

Reconvey- 
ance on 
mortgage. 



Mortgages. 

12. The right of the mortgagor, under section fifteen of the Con- 
veyancing Act of 1881, to require a mortgagee, instead of re-convey- 
ing, to assign the mortgage debt and convey the mortgaged property 
to a third person, shall belong to and be capable of being enforced by 
each incumbrancer, or by the mortgagor, notwithstanding any inter- 
mediate incumbrance; but a requisition of an incumbrancer shall 
prevail over a requisition of the mortgagor, and, as between incum- 
brancers, a requisition of a prior incumbrancer shall prevail over a 
requisition of a subsequent incumbrancer. 
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ABANDONED APPLICATION, 13, 14, 64, n., 309, 332. See Abandonment. 

ABANDONMENT, 

of application for patent, 13, 14, 64, n., 309, 332. 
effect of, 64, n., 309. 

ensues if complete specification not left within prescribed time, 14, 309. 
most be before acceptance of complete specification, to prevent publi- 
cation, 13, n. 
prevents new application, if public use of invention continued, 14, 
64, n., 309, n. 
of provisional specification, 65, n. 
of purchase, if complete specification not accepted, [71]. 

ABORTIVE PROCEEDINGS, 

costs of, on application for patent, [64]. 

ACCEPTANCE, 

of application, 13, 309, 388. 
of complete specification, 

abandonment of purchase, if not obtained in time, [71]. 

advertisement of, 14, 310. 

agreement for sale of patent after, [72]. 

appeal from refusal as to, 14, 309. 

colonial and foreign patents, application for, how affected by, 77, n. 

effect of, 15, 311. 

inspection by public after, 14, 310, 338. 

no fresh application can be made after, 64, n. 

not conclusive as to its sufficiency, 20, 310, n. 

publication ensues on, 14, 310. 

public inspection allowed after, 14, 310, 338. 



recital as to, [50]. 
time for, 14, 309, 382. 



ACCOUNTANT, 

inspection of books by, [52]. 

ACCOUNTS, 33. 

covenant to keep, [51, 52, 65, 146, 151, 246, 256, 275, 285, 289]. 

observations on, 210. 
delivery of, £2461. 
inspection of books, [51, 210]. 
liability of co-owners inter se to furnish, 119. 
mutual, covenant for, [285]. 
order for, in action for infringement, 316. 

partnership, ordered in action, although dissolution not prayed, 102, n. 
settlement of, [65, 146, 151]. 
verification of, oy statutory declaration, [52, 247]. 

ACID, 

prices of raw material according to amount of, [85]. 

ACKNOWLEDGMENT, 

and undertaking under Conveyancing Act, 1881 . . 373 — 375. 
as to letters patent, [253]. 
as to licenoe, [291]. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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ACT OP BANKRUPTCY, 

power to rescind agreement on, [54]. 
to revoke licence on, [239]. 

ACTION, 

for infringement, 

damages in, 313. 

delivery of particulars in, 316. 

disclaimer of part of specification during, 313. 

order for account or inspection in, 316. 

right of inspection in, 213, n. See Iupbtnqkmknt. 
for foreclosure — or redemption, 378. 
on contract, 

by agent, 106, n. 

by factor, 106, n. 
sale of mortgaged property in, 378, 379. 

ACTS, 

implied contract from, 121. 

of assigns binding them to a deed executed by the assignor, 125. 

ACTS OF PARLIAMENT, 

21 Jao. I. c. 3 (Statute of Monopolies), 3, 10, 303, 304. 
29 Car. II. c. 3 (Statute of Frauds), 40, 43. 

6 & 6 Will. IV. c. 83 (Patents Amendment Act, 1835), 6, 330. 
2 & 3 Vict. c. 67 (Patents Amendment Act, 1839), 330. 

7 & 8 Vict. c. 69 (Administration of Justice, &c, by Privy Council), 6, 330. 
15 & 16 Vict. c. 83 (Patent Law Amendment Act, 1852), 3 et seq. f 8, 17, n., 

20, n., 331. 
17 & 18 Vict. o. 125 (Common Law Procedure Act, 1854), 56, n. 
28 & 29 Vict. c. 86 (Partnership Law Amendment Act, 1865), 30, 31, 124, 

209 368 
33 & 34 Vict. c. 35 (Apportionment Act, 1870), 92, n., 269, n., 271, n., 

281, n., 294, n. 
33 & 34 Vict. c. 97 (Stamp Act, 1870), 63, n., 69, n., 158, n., 173, n., 222, 

331. 

44 & 45 Vict. o. 41 (Conveyancing, &c. Act, 1881), 63, n., 92, n., 114, n., 

117, 119, n., 129—132, 137, n., 141, n., 253, 291, 369 
—382. 

45 & 46 Vict. o. 39 (Conveyancing Act, 1882), 383. 

c. 75 (Married Women's Property, Act, 1882), 11, n. 

46 & 47 Vict. o. 62 (Bankruptcy Act, 1883), 105, n., 108, n. 

o. 57 (Patents, Designs and Trade Marks Aot, 1883), 2, 9 etseq., 
307—330. 

48 & 49 Vict. o. 63 (Patents, Designs, and Trade Marks (Amendment) Act, 

1885), 2, 9, 332. 

49 & 50 Vict. c. 37 (Patents Aot, 1886), 2, 9, 333. 
repealed by new Act, 328. 

list of, 330, 331. 

ADDITIONS, 

to an invention, 33. 

ADDRESS, 

of applicant, to be stated with application, 336. 
in register, form of notice of alteration of, [352]. 

ADMINISTRATORS, 

of deceased applicant or inventor, 11, 12, 311, 317, 338. 

ADOPTION, 

of contract by company after formation, [801. 
trustee of (so called), to be discharged, [80]. 
liability of trustee until, 80, n. 

ADVANCES, 

agreement for, by instalments, to obtain and work patent, [59]. 
by manufacturer, who is to work patent, [64]. 
to a firm, payable only out of profits, [67 J. 
observations on, 31 — 33. 



INDEX. 387 

ADVANCES— <wi*i*ti*?. 
interest on, 

aooording to or oat of profits, 29 — 31. 
at fixed rate, and also aooording to profits, [61, 173, 174]. 
mortgages, 

of licence to secure repayment of, [175 — 177]. 

observations on, 131, 132. 
of patents also, [167, 172]. 
observations on, 128 — 131. 
not payable personally, but only ont of profits, 31 — 33. 

provision as to, [67]. 
to two or more on joint account, 380. See Instalments. 

ADVERSE, 

application for patent, 309, 311, 815, 336. 

effect of, on sealing of patent, 311. 
business, 

covenant not to engage in, where not against publio policy, 241, n. 

ADVERTISEMENT, 

of acceptance of application, 338. 

complete specification, 310. 
of amendment of specification, 313. 

AFFIDAVITS, 

sworn in United Kingdom or abroad, before whom, 337. 

AGENCY, 

for sale of patent articles, agreement as to, [104]. 

AGENT, 

agreoment for appointment of, to sell patent articles, [104]. 
assignment by him (patentee) of patent to inventor (foreign principal), [160]. 
bankruptcy of, reputed ownership clause qud property of firm, 105, n. 
del credere, 

only liable to principal as surety for purchasers, 107, n. 
employment of, for application for patent, 336. 
lien of, on goods, will prevail on bankruptcy of principal, 108, n. 
may sue in own name, when, 106, n. 
mere, not at liberty to sell at any price, 105, n. 
of inventor, must reside here if apply for patent, 13, 160, n. 
of patentee, cannot sue for infringements, 200, n. 

"AGREED AND DECLARED," 

in a deed, makes the provisions covenants, 255, n. 

AGREEMENT, 

adoption of, by company, where made with trustee, [80]. 
between co-applicants for, or co-owners of, patent as to rights under, [64, 
70, 82, 142, 144, 148, 154]. 

observations on, 71, n., 118 et seq. 
between inventor and manufacturer, [64]. 
by deed, 40. 

to be executed as such, when, 83, n. 
determination of, generally, 44 — 46. 

analysis of cargo, unsatisfactory, where, [85]. 

bankruptcy or act of bankruptcy, where, {64] . 

death of one party, on, [86]. 

default in oovenants, where, [641. 

failure to supply articles, if, [88 J. 

non-adoption by company, [81]. 

non-delivery of cargo, [85]. 

non-purchase of cargo, [86]. 

notice in writing by either party, [53]. 

patent void, [85]. 

purchaser of patent employs vendor, [75]. 

sale of future improvements, [91]. 

shares in syndicate not subscribed, [98]. 

various events, [94j. 

vendor delays obtaining patent, [64]. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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AGREEMENT— continued. 

executory merely, not now registered, 23. 

for appointment of agent to sell patent articles, [104]. 

for assignment of future patents for improvements not against public 

policy, 43. 
for borrowing money, Statute of Frauds not to apply to, 43. 
for grant of exclusive licence, [84, 87]. 
for loan, by instalments, to take out and work patent, [59]. 
specific performance of, 43. 

to firm, repayable out of profits but not personally, [67]. 
observations on, 31, 32. 
forming syndicate to purchase patent, [96]. 
for partnership, for working patent, [99]. 
for sale of, 

moiety of patent, [70]. 
patents, 

after acceptance of complete specification, [72]. 
colonial and foreign, [76]. 
on hire system, [89, 93]. 

observations on, 37 — 39. 
to trustee for company, [79]. 
registration of, 23 — 26, 63, n., 87, n. 
specific performance of, 41 — 44. 
stamp duty on, where equitable mortgage, 63, n. 
to share gross returns, does not constitute a partnership, 210, n. 
what to be in writing under the Statute of Frauds, 40. See Cohtbjlct. 

ALIEN, 

amy % could have been grantee of a patent, 1 1, 
application for patent by, where resident abroad, 13, n. 
can now apply for patent, 11, 307. See Fobehixbb. 

AMBIGUOUS, 

words in a deed, taken against grantor, 182. 

AMENDMENT, 

of application for patent, 12, 29, 308, 337, 338. 
co-applicant made by, [51, 60, 70, 73]. 
observations on, 12, 29. 
of drawing, 

form of application for, [347]. 

included in " Amendment of Specification " (see next), 
of specification, 6—8, 18—22, 312, 313, 341. 
action for infringement, in, 18, 313. 
consent as to, not to be " arbitrarily withheld," 202. 
covenants as to, 115, 116, 199. 

forms of, [141, 236]. 
damages in action, for infringements committed before, 19, 313. 
disclaimer, by (late practice), 6 — 8. 

(present practice), 18—22, 312, 341. 
in action for infringement, 18, 313. 
form of application for, [347]. 
opposition to, form of, [347]. 
retrospective, effect of, 19. 

AMENDMENTS, 

certified copies of, sent to Edinburgh, Dublin, and Isle of Man, 324. 



ANALYSIS, 

contract determined if unsatisfactory, [83 



____ _ _ f 

of cargo of raw material by chemists, [85, 254]. 
" " " —J. 



ANNUAL, 

reports of comptroller, 325. 

ANNUITY, 

bond to secure, as consideration for lioenoe, [294]. 

recital of, [271]. 
exclusive lioenoe in consideration of, [271]. 

monies paid for, not recoverable if patent void, 272, n. 
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APPEAL, 

from comptroller to law officer, 10, 13, 14, 308, 309. 

form of, [353]. 

roles as to nractioe in, 354, 355. 
from judgment m revocation, 

payments to be suspended pending, 38, 209. 
provision as to, [55, 94, 233, 268]. 

APPLICANT, 
for a patent, 

death of, before sealing, grant to his representatives, when, 12, 311. 
definition of, in P. R. 1883 . . 336. 

may be required to furnish written statement, or give oral explana- 
tion, 336. 
who may be. See Application. 

APPLICANTS, 

joint, for a patent, 

agreement defining their powers inter Me, [64, 70, 82]. 

wno may be, 11—13, 29, 307, 333. 
rival, 309, 311, 315, 336, 339, 340. 

attendance of, before comptroller, 336. See Application. 

APPLICATION, 
for letters patent, 

abandoned, 13, 14, 64, n., 309, 332. 

new, when may be made after, 14, 309, n. 

public inspection of specification and drawings not allowed on, 13, 
309, 332. 
amendment of, 12, 29, 308, 337, 338. 
colonial and foreign, 36, 37, 77, n., 365 — 367. 
forms in, [346—353, 358—361]. 
lender to be joined in, [50]. 

observations on, 29. 
mode of (old practice), 3 et seq. 

(new practice), 12—16, 307—312, 335 et esq, 356 et seq. 
new, not allowed after acceptance of complete specification, 64, n. 
pending at commencement of new Act, 22, 328. 
persons entitled to make, 

administrators of inventor, 11, 12, 311, 317, 338. 

agents, 13, 336. 

alien amy, 11. 

resident abroad, who obtained from another alien resident 
abroad, 13, n. 

body corporate, 328. 

British subject or not, 307. 

executors of inventor, 11, 12, 311, 317, 338. 

foreign inventor, 11, 13, 307. 

infant, 11, 324. 

joint, 11, 12, 29, 307, 308, 333. 
purchaser to join in, by amendment, [50]. 

observations on, 29. 
recitals of, [50]. 

referee appointed by Act of Parliament, when not entitled to make, 11. 
forms of, after grant of patent, for, 

certificate of payment or renewal, [349]. 
compulsory grant of licences, [348]. 
duplicate of letters patent, [351]. 
enJargememt of time for payment, [350]. 
entry of order of Privy Council, [353]. 

APPOINTMENT, 

of agent to sell patent articles, [104]. 

of new trustees by majority of owners, power of, [152]. 

APPORTIONMENT, 

of consideration in oontraot, 45, 46. 
none as to entire contract, 46. 

Note. — Be/erences to the Precedents and Forme are printed thus [64]. 
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APPORTIONMENT— continued. 

of income or periodical payments of like nature only, 92, n., 269, n. } 271, n., 

281, n., 294, n. 
of royalty, 

limit to, [279]. 

APPORTIONMENT ACT, 1870 (33 Vict. c. 35), 

income or periodical payments in nature of income only apportioned, 92, n., 
269, n., 271, n., 281, n., 294, n. 

ARBITRATION, 

by chemists, by analysis of material, [85, 256]. 
clause, [65]. 

ABREAR, 

instalment of purchase-money in, balance or part demanded, payable, [267]. 

ARTICLES, 

agreement for licence to sell, [87 J. 

delivered to sub-licensees, royalties to licensor on, 216, n. 

delivery of, 

to common carrier to be deemed delivery to purchaser, [261]. 

to railway company, [261]. 

to sub-licensees to be deemed sales, [234]. 
observation on, 216. 
deterioration in transit of, liability for, 261, n. 
determination of agreement on failure to supply, [88]. 
expenses of carriage of, by whom borne, 261, n. 

provision as to, [284]. 
good manufacture or may be returned, [261]. 
guarantee by licensee of prices, where nominees supplied, [261]. 
licence merely to sell, 221. 

licensee on notice to supply foreign customers of licensor with, [284]. 
licensor to supply licensee with, [241, 260]. 
manufactured by sub-licensees, royalties to licensor on, 216. 

covenant as to, [234]. 
not manufactured according to specification, royalties on, 212. 

covenant as to, [236J. 
partnership of, for working patent, 

form of, [99]. 

recital of, [266]. 
patent mark to be used on, [234 — 236]. 

observations as to, 210 — 212. 
penalty for false representation as to their being patented, 326. 
prices of, [74, 85, 242, 274, 275, 286]. 

sale by licensee of, what rights to vendee in, 84, n., 117, n., 194, n. 
reservation in licence as to existing orders, [283]. 
risks in transit of, 261, n. 
royalties on, 

although not made according to specification, 212. 
covenant as to, [236}. 
sale of, 

by licensee at not less than fixed prices, [274, 275]. 

meetings to regulate prices, [242 J. 

through brokers only, [242]. 

when effected, 74, n., 204. 
sold, who undertakes carriage of, 261, n. 
stamping of, [234—236]. 

observations on, 210 — 212. 
supply of, 

by licensor to licensee, [88, 284]. 

by licensee to other licensees, [275]. 
unsold at end of licence to bear lesser royalties, [75, 147, 157, 229]. 

observations on, 203. See Goods. 

ARTICLES OF ASSOCIATION, 
recital of preparation of, [79]. 
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ABTICLES OP PARTNERSHIP, 

precedent of, for working patent, [99]. 
recital of, [266]. 

ASCENDING, 

scale, royalties in, 208, [232]. 

ASSETS, 

of firm, letters patent being, 100, n., 266, n. 

ASSIGNABILITY, 

of covenants made with licensor, 163, n. 
of lioenoe, only if it so permits, 193. 
of patent, if terms of grant permit, 110. 

as to distinct part of invention, 110. 

for a district, 110. 
of share of patent, 110. 

ASSIGNMENT, 

oovenant in lease against, effect of, 214, n. 
of chattel, 

cannot at law be limited to mere interest in, 1 18. 
of choses in action, 163, n. 

between husband and wife, 380. 
by a person to self and another, 380. 
of invention, as well as patent, 113. 
to Secretary for War, 319, 320. 
of licence, 184. 

oovenant against, [237]. 

observations, 213, 214. 
licensor should join in, to obtain covenants, 128, 187, n. 
not usual where only selling licence, 213, n., 221. 
operates (so held) only by estoppel, 185, n. 
precedents of, [161, 163]. 
of patent, 

before grant or sealing, qy., valid, 24, 311. 

by deed, passes legal interest, 110. 

by executors before registration of probate, 133, n. 

by instrument not under seal is only a contract, 111. 

by one co-patentee to the other of his interest in, [158]. 

contents of ordinary deed of, 111 et seq. 

oovenant or undertaking, &c, as to production of letters patent, 116, 

373—375. 
oovenant for, operates as, when, 110. 
covenants for title in, 114. 
effected by covenant merely, when, 110. 
effect of proviso for defeasance in, 118. 
estops assignor from disputing validity of patent, 111. 
exclusive licence amounts to, when, 38, 91, n., Ill, n., 183, 197, n. } 208. 
for Channel Islands is valid, semble, 318. 
for district, 17, 115 et seq. f 317. 

can be made for old patent, aetnble, 139. 

comparison between exclusive lioenoe and, 116. 

contents of, 115 et seq, 

precedent of, [139]. 

when all monies paid under licence, [269]. 
for future improvements, oovenant as to, not against public policy, 43. 
mode of, 110. 

on sale on hire system, how far necessary, 91, n. 
ordinary form, [136]. 
provision as to, after grant, [73]. 

purchaser entitled to, on payment of monies under hire system, [91]. 
recital of title by, [51]. 
recitals in ordinary deed of, 111 et seq. 
registration of , 23—25, 132, 133, 313, 314, 321, 322, 342—344. 

not compulsory except as against third parties, 132. 

will relate back to date of execution, semble, 133. 
reservation in licence to prevent its being an, what, 183, n. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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ASSIGNMENT— <wi««m«*. 
of patent — continued. 

lights, powers and emoluments, 113. 
share of, 

by patentee who alone is to work, [154]* 

observations on, 126. 
(moiety), 121. 

precedent of, [142]. 
(unequal), 122 et acq. 

precedents of, [144, 148]. 
should be by deed, or only contract arises, 110, 111. 
to inventor, a foreigner, bv his agent the patentee, [160]. 
to licensee, when full monies paid, ("269]. 
to trustees for owners, separate working, [148]. 

observations on, 124—126. 
what rights, &c, comprised in, 113. 
when total sum paid in royalties, [94]. 
of things created by deed, only effect at law by deed, 111 . 

ASSIGNEE, 

covenant by, to pay part of profits, binds assigns, 121. 
for district, 

can sue in own name for infringements, 1 16. 

ceasing to work, proviso as to non-payment of fees by assignor, 116. 
form of proviso, [140]. 
of patent, 

cannot sue for infringements unless assignment registered, 133. 

takes legal interest, and is not mere licensee, 110, n. 
of share of patent, 

bound to indemnify assignor, 121. 

covenant by, to perform obligations of licensor, 121. See Abskutb. 

ASSIGNOR, 

estopped from disputing validity of patent, 111. 
for district, 

proviso not to be bound to pay fees if assignee does not use invention, 
[140]. 
no estoppel of trustee in bankruptcy of, from not disputing patent, 112, n. 
of share of patent, 

covenant by assignee to perform obligations of, 121. 
entitled to covenant for indemnity from assignee, 121. 
recital of his being absolutely entitled to patent, 113, n., 136, n. 
form of, [50, 144J. 
that he represented himself as inventor, 112, 186, n. 
form of, [50, 136]. 

ASSIGNS, 

equitable, of exclusive lioensee, not estopped from disputing patent, when, 

190, n. 
imported (transmission clause), [56]. 

of licence can only take if it is expressed to be assignable, 185. 
covenants by, with licensor, 137, n., 213, 214. 

form of, [163]. 
what covenants to pay, bind, 185, 186. 
where not bound, remedy of licensor, 186. 
of share of patent, 

bound by assignor's covenants, when, 32, 120, 185, 186. 
use of term in assignable licence, 193. 

comprises "sub -licensees," 187. See Assignee. 

ASSOCIATION, 

illegal, under Companies Act, 1862 (sect. 4), 96, n. 

registration of (except bankers), under Companies Act, 1862, where twenty 
or more in business, 96, n. 

ATTESTATION, 

clause, primd facie evidence of delivery of deed, 184, n. 
of power of attorney (foreign), 293, n. 
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ATTORNEY, power of, 

to take out foreign patents, [293]. 

attestation of, 293, n. 
under Conveyancing Acts, 1881 and 1882. .379, 384. 

ATTORNEY-GENERAL, 

is one of the law officers for patents, 10. 

AVERAGE CLAUSE, 
definition of, 193. 
forms of, [230, 250, 279]. 



BAD DEBTS, 

remission of royalties in ease of, [156, 232]. 
observations as to, 204. 

'BANKERS, 

registration of firm under Companies Act, 1862, if more than ten, 96, n. 

BANKRUPTCY, 

determination of agreement or lioence on, or act of, [64, 239, 269]. 

of agent, reputed ownership clause qud property of firm, 105, n. 

of inventor, not affect security on patent, although interest be from' 

profits, 30. 
of licensee, power of revocation on, [239, 269]. 
of principal, goods held by agent not in reputed ownership of, 108, n. 
not affect lien of agent on goods, 108, n. 

BANKRUPTCY ACT, 1883 (46 & 47 Vict. c. 62), 
reputed ownership clause, sect. 44 . . 105, n. 

BELGIUM, 

is member of International Union, 36, 365. 

BENEFICIAL OWNER, 

covenants for title as, under Conveyancing Act, 1881 . . 370, 371. 

BENEFICIARY, 

mere, not recognized on register of patents, 23. 

BILLS OF EXCHANGE, 

dealings with, by partners separately, 101, n. 

dishonour of, to be a cause for revocation of licence, [262]. 

payment for patent articles by, in selling licence, [260]. 

BILLS OF SALE ACTS, 203. 

BOARD OF TRADE, 

authorized to make general rules, 10, 324. 

compulsory licences ordered by, 22, 313. 

reduction of fees by, 314. 

rules already issued by, P. R. 1883 and 1885, and Revised Rules (Drawings) 

1886. .336—363, 338, n., 366, 357. 
superintendence of, over comptroller, 10, 321. 

BODY CORPORATE, 

included in new Act in term " person," 328. 
may apply for a patent, 11. 
registered as proprietor of patent, 343. 

BOND, 

exclusive lioence for life annuity secured by, [271]. 
heirs bound, though not mentioned, 294, n. 
recital of, [271 J. 

to secure life annuity to licensor, [294]. 
to two or more " jointly," 381. 

where heirs not mentioned, real estate formerly reached only by adminis- 
tration, 294, n. 

Note. — Beference* to the Precedents and Forms are printed thus [64]. 
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BOOKS OF ACCOUNT, 61, 62, 146, 161. See Aooouot. 

BORROWING MONET, 

specific performance of agreements for lending and, 43. 
Statute of Frauds not apply to agreements for, 43. 

BRAZIL, 

is member of International Union, 36, 366. 

BREACH, 

of contract or covenant, 

by licensee not to assign, not alone render assignment void, 193, n. 
determination of agreement, &c, on, [64, 239, 269]. 

observations on, 200, 220. 
form of notice to make good, p97]. 
must be essential to allow rescission, 46. 
no forfeiture of licence on, unless power given to revoke, 219. 
not to assign, &c, licence, consequence of, 214. 
notice to repair to be given, before power to revoke exercised, 219. 
particulars of, inspection of premises ordered in action, to furnish, 
213, n. 

BREVET ^INVENTION (French patent), 
recital of, [60, 87]. 

BRITISH, 
minister, 

affidavits out of United Kingdom and colonies sworn before, 337. 
possession, 

definition of, 329. 
subject, 

applicant for patent may be, or not, 11, 307. 

BROKERS, 

sales only through, and meetings to regulate prioes, [242]. 

BUSINESS, 

adverse, covenant not to engage in, not against public policy, when, 241, n. 

forms of such a covenant, [63, 241]. 
licence to be granted, when party established in, [86]. 
licensee to commence, within certain period, [284 J. 

registration of association under Companies Act, 1862, if more than ten 
persons (banking), or twenty engaged in, 96, n. 



kniangj 
, [88]. 



to establish a 



CALENDAR MONTH, 
"month" means, 309. 

CALLS, 

on shares in syndicate, [97]. 

CARGO, 

of raw material, 

analysis of, by chemists, [86, 264]. 

power to determine contract if not delivered or purchased or analysis 

unsatisfactory, [86, 86]. 
purchase of, condition precedent to grant of licence, [84]. 
recital of expected arrival of, [84]. 

CARLOADS, 

royalties on, [230]. 

CARRIAGE, 
of goods, 

expenses of, [284]. 

by whom borne, 261, n. 
to agent, to be borne by firm, [106]. 
who undertakes, buyer or seller, 261, n. 



INDEX. 395 



CAVEAT, 

against 

entry of, in opposition to disclaimer (late practice), 6. 



against extension of term of patent, 314. 

todisolai 



CERTIFICATE, 
of comptroller, 
form of, [352]. 
payment of fees for, 340. 

form of application for, [349]. 
to be evidence, 323. 
of validity of patent having been questioned in prior action, 316. 

CERTIFIED COPIES, 

of entries in register, documents, &c, 9, 343. 

CESSER, 

of payments, 

if patent become void, [233]. 

observations on, 209. 
to be in lien of damages, [56, 94, 233, 268]. 
observations on, 39, 209, 268. 
of rent, 

while licensor fails to supply material, [233]. 
observations on, 207. 

CHANNEL ISLANDS, 

are excepted from patents under new Act, 16, 311. 
old patents semble may be assigned for, 318. 

CHARGE, 

included in term " mortgage " in Conveyancing Act, 1881 . . 63, n., 369. 
on licence, 

consent of licensor as to creation of, may be given on terms, when, 213. 
covenant by licensee against creation of, [237]. 
observations on, 213. 
on patent or patent rights, [62, 68, 71, 140, 143, 144, 161, 166]. 
to be kept on foot (in mortgage deed), [174]. 

CHATTEL, 

assignment of, 

cannot at law be limited to a mere interest, 1 18. 

CHEMICALS, 

licensee not to sell material except in form of, [256]. 

CHEMISTS, 

analysis of cargo of raw material by, [85, 254]. 

CHOSE IN ACTION, 
assignment of, 163, n. 

by a person to self and another, 380. 

CLAIM TO INVENTION, 

oomplete specification must end in distinct statement of, 12, n , 308. 
conflicting, as between master and servant, 35. 
no recital in licence usually as to, 192. 
recital of, [60, 64]. 

CLAUSE, 

arbitration, 221. 

form of, [65]. 
average, 193. 

forms of, [230]. 
for distress, 

none in licences since Bills of Sale Acts, 203. 
transmission, "assigns" imported, [56]. 

Note.— References to the Precedent* and Forme are printed thus [04] k 
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CLERICAL ERRORS, 
ection of, by ooi 
form of request 



correction of, by comptroller, 322. 

for, [352]. 



CO-APPLICANTS, 

agreement between as to mutual rights, registration of, 24. 
by amendment of application, 29. 

elauses in agreements as to, [51, 60, 64]. 
who may be, 11, 12, 307, 308, 317, 333. 

COLONIAL, 

arrangements for protection of inventions, &c, 325, 326. 
patents, 36, 62, n., 77, n., 78, n., 167, n., 365 — 367. 
agreement for sale of, [77]. See Fobbion. 

COLONIES, 

provisions for, as to inventions, 325, 326. 

COMMISSION, 

articles to be supplied by licensor to licensee to be sold on, 284. 
del credere, [106, 107]. 
to agent on sales, [106]. 

COMMITTEES, 

declaration by, on applications for patents, 324. 

COMMON CARRIER, 

delivery to, to be deemed delivery to purchaser, [261]. 
observations on, 261, n. 

COMMON FORMS, [48-65]. 

COMMON LAW PROCEDURE ACT, 1854 (17 & 18 Vict. c. 125), 56, n. 

COMMUNICANT, 
of invention, 

name of, must be stated in declaration of importer, 13, n. 

COMMUNICATION, 

of invention, 

confidential, 27, 28. 

from abroad, shown in application, 4, 11, n., 369. 

provision against, [51]. 

COMMUTATION OF ROYALTIES, 207. 
covenant as to, [234]. 
deed of, [295]. 

COMPANIES ACT, 1862 (25 & 26 Vict. o. 89).. 80, 96, 278, 282. 

COMPANY, 

agreement to sell patent to trustee for, [79]. 
contracts for purchase by, different kinds of, 79, n. 
exclusive lioence to, [278]. 
inability of, to pay debts, 282, n. 
registration of, 96, n. 
service of notices on, [282]. 
syndicate is a partnership or, 96, n. 
vendors also promoters of, 97, n. 

COMPLETE SPECIFICATION, 
acceptance of, 

advertisement of, 14, 310. 

confers what rights, 15, 311. 

may be a bar to obtaining patents abroad, 77, n. 

not conclusive as to sufficiency, 20, 310, n. 

recitals as to, [60]. 

time for, 14, 309, 332. 
appeal from refusal to accept, 14, 309. 
application deemed abandoned, if not left in time, 14, 300 . 
comparison of, with provisional, 14, 309. 
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COMPLETE SPECIFICATION— continued. 

condition as to preparation of, by patent agent, [60, n.]. 

filing of, under late practice, 5. 

infringements committed only after acceptance of, can be sued for, 15, 311. 

inspection by public after acoeptanoe of, 14, 310, 338. 

insufficiency or, a ground for revocation, 21, 310, n. 

may be left in lieu of provisional, 14, 308. 

must end with distinct statement of invention, 12, n., 308. 

nature of, 5, 12, 308. 

need not be under hand and seal, 12, 3{>0. 

new initiatory application not after acoeptanoe of, 64, n. 

non-acceptance of, renders application void, when, 309. 

publication ensues on acceptance of, 14, 310, 338. 

purchase of patent to be abandoned, if not aooepted within given time, [71]. 

recital as to filing of (late practice), [50]. 

time for leaving, 14, 309, 332. 

extension of, 14, 332. See Specification. 

COMPLETION, 

of purchase, time fixed for, [74, 78, 80, 91, 94]. 

COMPTROLLER, 

(Comptroller General), 

duties and powers of, 10, 12, 13, 308, 309, 321—323, 325, 329, 336— 

337, 341, 314. 
form of application for hearing by, [347]. 
certificate of, 352. 

COMPTROLLER GENERAL OF PATENTS. See Comptroller. 

COMPULSORY LICENCES, 

ordered by Board of Trade, when, 22, 145, n., 313, 341. 
form of application for, [348]. 
form of opposition to, [349]. 
form of petition for, [348]. 
not granted as to old patents, or applications pending at commencement of 
new Act, 22, 320. 

CONCESSION, 

foreign, to obtain raw material ; recital of, [84]. 

CONCLUDED, 

contract, distinguished from, executory, 204, n. 

CONDITIONS, 
in lioence, 

covenant as to future performance of, [162, 163, 175, 178]. 
past performance of, [161, 175]. 
in other licences, covenant in licence as to, [260]. 
in patent, 

covenant by licensor to perform, 199. 
form of, [2381. 
of separate working of patent, 

between co-applicants or co-owners, 71, 122 et $eq. 

precedents containing same, [70, 82, 142, 144, 148]. 

CONFIDENTIAL DISCLOSURE, 
of invention, 27, 28. 

provision as to non-communication of, [51, 69]. 

CONFLICTING APPLICATIONS, 

for patent^ 309, 311, 315, 336, 339, 340. 

CONSENT, 

for amendment of specification, 202. 

form of oovenant, [236]. 
for assignment, &o. of Licence, 213, 214. 

form of oovenant, [237]. 

Note.— Reference* to the Precedents and Forms are printed thus [64], 
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CONSIDERATION. 

apportionment off, 45, 46. 

executed- rescission of contract where, 45. 

failure of, 

for a licence, 187. 

ground for rescission of contract, when, 44—46. 

immaterial, where a deed, 190. 

moneys paid under licence returnable, if total, 190. 

partial, moneys returnable, when, 45, 46. 
in a licence, fines, rents, premiums, royalties, 193. 
in a simple contract, 40. 

CONSOLIDATION OF MORTGAGES, 375. 

CONSTRUCTIVE NOTICE, 145, n., 383. 

CONSULS, 

affidavits abroad sworn before, 337. 

CONTRACT, 

action by agent on, 106, n. 

owner, where agent or factor on, 106, n. 
factor on, 106, n. 
adoption of, by company, [80]. 
agent may sue on, where, 106, n. 
apportionment of, 46. 
.by deed, 40. 

consideration for, 40. See Consideration. 
executory and concluded, distinction between, 204, n. 
implied, from acts of parties, 121. 
in writing, under Statute of Frauds, 40. 
issue of fully paid-up shares, 80, n., 81. 
non-apportionment of, cases as to, 46. 
non-exclusive licence at royalties only, 

where full, [247]. 

where open, [245]. 

observations on, 195. 
purchase of, bv syndicate, agreement as to, [96]. 
requisites of simple, 40. 
rescission of, 44—46. 

if minimum number of shares not subscribed, [81]. 

if not adopted by company, [81]. 
should comprise improvements, ftc, 33 — 35. 
specific performance of, 41 — 43. 

borrowing and lending, 43. 

sale of patents, 42. 
to assign patent arises where not under seal, 111. 

no warranty of title to invention to be implied in, 112. 
under seal, 40. 

heirs bound by, though not named, 294, n. 
withdrawal from, on forfeiting moneys paid, [55]. See Agbkembst. 

CONTRIBUTION, 

between oo-owners as to fees, expenses, &o. y 116, 122, 126. 
provisions as to, [71, 142, 144, 148]. 
See Co-owners. 

CONVEYANCE, 

by a person to himself and another, 380. 

CONVEYANCERS, 
practice of, 196. 

CONVEYANCING, &o. ACT, 1881 (44 & 45 Vict. c. 41), 369-382. 
acknowledgment and undertaking as to documents, 373—375. 

form of, as to licences and patents, [92, 253, 291]. 
"charge" is included in " mortgage," 63, n. 
covenants implied under, 370 — 373. 
" mortgage' r includes "charge," 63, n. 
not extend to Scotland, 369. 
notices under, 882. 
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CONVEYANCING ACT, 1882 (46 & 46 Vict. c. 39), 383, 384. 

CO-OWNERS OF PATENT, 
accounts between, 119. 

agreement as to separate working, advisability of, 71, n. 
assignment may be made by each separately of his share, 110. 
assignment to trustees by, [1481. 
conditions of separate working by, [71, 82, 142, 144, 148]. 

observations on, 118 et teq. 
contribution by, to fees and other expenses, 116, 122, 125. 

provisions as to, [71, 142, 144, 148]. 
difficulties as to separate working, 120. 
fees, obligations inter a? as to, 116, 122. 

provisions as to [71, 142, 144, 148]. 
grant of licences by, 1 18 et seq. 

covenant (mutual) as to, not binds assigns, 121. 
licences granted by trustees for, 125. 

not partners, where working separately and sharing royalties, 124. 
royalties shared between, 123. 
powers and obligations of, inter te, 118. 
release by one to the others of his share, 123, n. 

preoedent of, [158]. 
trustees, assignment to, 124 — 126. 

preoedent of, [148]. 

CO-PATENTEES. See Co-owners, 

COPIES, 

of documents, 

certified, from register, &c, receivable as evidence, 322. 

supply to Patent Offloe of, 314, 343. 
of specifications, drawings, &c, 

certified, to be transmitted to Edinburgh, Dublin and Isle of Man, 324. 

CO-PLAINTIFF, 

licensee can, tenible, sue for infringements in own name if licensor be defen- 
dant or, 201. 

CORRECTION OF CLERICAL ERRORS, 
by comptroller, 322. 
form of request for, [352]. 
See 



COST PRICE, 

royalties by reference to, [228]. 

COSTS, 

of abandoned application, [64]. 

of carriage of goods sold, by whom borne, 261, n. 

of licence and counterpart, £85]. 

of licensee suing in name of licensor liable to indemnify him as to, 201, n. 

of opposition to patent, [731. 

of proceedings before law officer, 318. 

COUNTERPART, 
of lease, 

costs of, borne by whom, 149, n. 
of licence, 

costs of, [85]. 

note on, 149, n. 

COURT, 

definition of, 21, n., 829. 
orders of, 

entry on register of, 343. 

COURTS, 

. general saving of jurisdiction of, 327. 

Note.— References to the Precedent* and Forme are printed thus [64]. 
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COVENANTOR, 

released on procuring substituted covenant, [178]. 

COVENANTS (in general), 

acts or omissions of donor, testator or intestate, 197, n. 

assignability of benefit of, 163, n. 

form of notice to make good a breach of, [297]. 

express, override recitals, 112, n. 

extend to heirs, 381. 

heirs bound by, though not mentioned, 294. 

implied under Conveyancing Act, 1881 . . 192. 

in deed, by use of expression " agreed and declared," 256, n. 

may arise by recital, 112. 

where stated that one party alone is to do a thing, 255, n. 

with two or more " jointly," 381. 
in lease not to assign, &o. without consent, 214, n. 

not created by law respecting personal thing, 116, 122, n., 192, 196, 212, n. 
not implied by use of words "give" or u grant," 192. 
not to engage in adverse businesses in districts are not against public 

policy, 241, n. 
substituted covenantor to release first covenantor, [178]. 
with two or more " jointly," 381. 

COVENANTS AS TO VALIDITY, 

of licence, [161, 175]. 
of patent, 39, 112, 114, 126, 196, 197. 
qualified, 114. 

form of, [137, 247]. 

inserted generally in the precedents herein of licences, 197. 
not relate to identity of inventor, 112. 
unqualified, 114, 128. 
form of, [169]. 

COVENANTS FOR TITLE, 

in assignments of patents, 114, 115. 

licences, 196 et teq. 

mortgages of patents, 128. 

under Conveyancing Act, 1881.. 370— 873. 
usually unimportant as to patents, 197. 

COVENANTS IN ASSIGNMENTS OF PATENTS, 114—117. 

by assignee of patent to pay part of profits binds assigns, 33, 121, 185. 
by assignee of share of patent, 

to perform obligations of assignor, 121. 
by co-owners (mutual), 

as to grant of licences do not, eemble, bind assigns, 121. 
extensions, as to, 114, 116. 

forms of, [137, 140, 162]. 
fees, to pay, 116, 122. 

forms of, [140, 142, 144]. 
improvements, &c, as to, 116, 122. 

forms of, [137, 139, 145, 152]. 
share of nrofits, to pay, bind assigns, 33, 121, 185. 
specification, as to non-amendment of, 115, 116. 

form of, [141]. 
title, as to, 114, 115. 
validity of patent, as to, 114. 

forms of, [137, 169]. 

COVENANTS IN LICENCES, 
are personal only, 186. 
breach of, 

form of notice to make good, [2971. 
power for determination on, 200, 220. 

forms of proviso, 239, 267, 269, 276, 281, 291. 
by licensee, 202 et teq., 223—226. 
accounts, as to, 210. 

forms of, [61, 52, 146, 161, 246, 275]. 
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COVENANTS IN LICENCES -«m/m«^. 
by licensee — continued. 

assignment of licence, against, 213. 

breach of, will not alone render assignment void, 193, n. 
consequence of, 214, 219. 

form of, [237]. 

not usual in 4I selling licence," 213, n., 221. 
business, to commence, within oertain period, [284]. 
factory, inspection of, by licensor, 212. 

form of, [238, 2861. 
improvements, [240, 269, 276]. 

observations on, 36, 218. 
infringements, 217. 

form of, [239]. 
gross, in, 220. 

labels, plates, &o. bearing patent mark, to purchase, [247]* 
manufacture aooording to specification, 212. 

form of, [236]. 

held not m restraint of trade. 212. 
material, purchase of, only from licensor, [2661. 
material, sale of, only in form of ohemioals, [266]. 
open contract, where, 196. 

form of such lioenoe, [246]. 
ordinary, 202, 223—226. 
patent mark, to use, 210. 

forms of, [234—236, 247]. 
payment by instalments, [267] . 
purchase of plant, machinery, &o. [284]. 
rent, to pay, 203. 

form of, [229, 260, 266]. 
royalties, to pay, 203. 

forms of, [228—232, 266, 264, 274, 276, 279, 284, 289]. 
sub-licences, not to grant, without consent, 213 et teg. 

forms of, [237]. 
validity of patent, not to dispute, 216. 

form of, [238]. 
by licensor, 194—200, 203 et teq., 223—226. 
conditions of patent, to perform, 199. 

form of, [238]. 
defence of patent, as to, 198—201, 206, 206, 217. 

form of, [231, 233, 2381. 
determination by licensee, 200, 219, 220. 

forms of, [240, 267, 269, 281]. 
factory, inspection by licensee of (mutual), [286]. 
fees, payment of, 199, 200. 

form of, [238]. 
grant of other licences, 207, 208. 

conditions as to, [231, 236, 238, 260, 266]. 
improvements, as to, 199, 218. 

forms of, [240, 269, 276]. 
infringements, as to, 199—201, 206, 217. 

forms of, [231, 238]. 
invention, not to use, in district, 183, 198. 

forms of, [236, 266, 276, 286, 290]. 

to assist licensee in use of, 212. 
material, as to supply of, 207, 220. 

form of, [266 J. 
open contract, where, 196. 

form of such licence, [246]. 
ordinary, 196—200, 223—226. 
patent articles, to supply, [260, 261, 284]. 
patent mark, to send person to affix, 21 1 . 

form of, [236]. 
patent void, power to licensee to determine, 219, 220, 

forms of, [233, 240]. 
power for licensee to determine, 219, 220. 

forms of, [283, 239, 240]. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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COVENANTS IN LICENCES -continued. 
by licensor — continued. 

premium reserved, where, 197, 200, 224. 
prior licences, as to no subsisting, 183, 198. 

forms of, [236, 290]. 
production and custody of patent, 199, 200. 

form of undertaking, &c, [253]. 
rent reserved, where, 199, 200, 224. 
rent, cesser or suspension of, 205, 207. 

forms of, [231—233]. 
rival business, not to engage in, [241]. 

such a covenant not against pubno policy, 241, n. 
royalties only reserved, where, 198, 223, 224. 
royalties, remission or suspense of, 204 — 206. 

forms of, [232, 233]. 
specification, not to amend, 199, 202. 

form of, [2361. 
stamping of articles, 211. 

form of, [235]. 
subsisting lioenoes, none, 200. 

form of, [2361. 
title, as to, 195—197, 224. 

form of covenant for right to grant, [247]. 
validity of patent, as to, 195—197, 224. 
form of, [247]. 
how far binding on assigns of licensee, 185, 186. 
list of ordinary, 223 — 226. 
on sale on hire system, 39, 208, 209. 
passive, as to user of invention probably bind assigns, 186. 

COVENANTS IN MORTGAGES, 128. 
forms of, 167—179. 

COVENANTS IN SUB-LICENCES, 214, 216, 289, 290. 
forms of, [289, 290]. 

CREDIT, 

limitation of, to be given by agent, [105]. 

CROWN, 

grant of letters patent by (late praotioe), 2 et teq, 

licence not under seal is contempt of, 184, n. 

patent to bind, 315. 

prerogative of, saved in new Act, 328. 

use ox invention by servants of, 316. 

CUSTODY, 

undertaking, &c. as to, under Conveyancing Act, 1881 . .373—375. 
forms of, [253, 291]. 

CUSTOMERS, 

foreign, reservation in licence as to supply to, [283]. 



DAMAGES, 

action for infringement, in, 19, 312, 313. 

nominal, awarded where no real injury, 201, n. 
cesser of payments to be in lieu of, [55, 94, 233, 268]. 

observations on, 39, 268, n. 
distinction between, as to loss of royalties, and manufacturer's profit, 201, n. 

DATE OF PATENT, 15, 311. 

DEATH, 

of applicant before sealing, 15, 311. 

of inventor before making application, 12, 317. 

to cancel agreement, [86J. 
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DEBTS, 

bad, remission of royalties in case of, [155, 232]. 

observations on, 204. 
inability of company to pay, 282, n. 

DECLARATION, 

application for patent now made by, 12, 308, 332. 

forms A, Al, of, [358, 359]. 
by committees, guardians, &c, 12, n., 324. 

executors or administrators of inventor, 12, 317. 

persons appointed bv Court on petition, 12, n., 324. 
of importer, must state met of communication, 4, 11, n., 13. 

form Al of, [359]. 
of trust of patent, 

in view of the Trustee Acts, 63, n., 69, n. 

until mortgage executed, [62, 68]. 
statutory, not made oat of the kingdom, 337. 

DEED, 

agreement or contract by, 40. 

relating to patents to be executed as, when, 63, 69, 76, 83, 88, 92, 95. 
ambiguous words in, taken against grantor, 182. 
binding on assigns from their acts, although they do not execute, 125. 
co-partner not bound by, of other partner, when, 101, n. 
covenants in, 

by one party alone, where stated that he alone is to do a thing, 255, n. 

by use of expression "agreed and declared," 255, n. 
delivery of, attestation clause primd facie evidence of, 184, n. 

what held sufficient, 184, n. 
estoppel by, 41, 111, n., 184, n. 
execution of, by every person who should become an assignee, 125. 

provisions as to, [148, 149]. 
failure of consideration for licence immaterial, if by, 190. 
inspection of, by mortgagor, 375. 
licence not stamped as a, 184, n. 
partition of a patent, of, [165]. 
partnership for working a patent, of, [99]. 

production and safe custody of, under Conveyancing Act, 373 — 375. 
purchase, execution of, under Conveyancing Act, 371. 
receipt indorsed on, or in body of, 380. 
requisite at law to assign things created by deed, ill . 

for assignment of patent, 110, 111. 
supplemental or annexed, 380. 

DEFAULT, 

in payments, determination of agreement or lioence on, 37, 38, 218 — 220. 
provisions as to, [54, 239]. 

DEFEASANCE, 

in assignment of patent, effect of proviso for, 118. 

DEFENCE OF PATENT, 

covenant by licensor as to, 199 et teq. } 205, 206. 
forms of, [233, 238]. 

DEFINITIONS, 

general, in new Act, 328. 
applicant, 336. 
average clause, 193. 
British possession, 329. 
comptroller, 329. 
Court, 21, n., 329. 
estoppel, 41. 
exclusive licence, 182. 
fine, 193. 
invention, 321. 
law officer, 329. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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DEFINITIONS— continued. 
legislature, 329. 
letters patent, 2. 
lioenoe, 182. 

owners of patent, so as to include " assigns," [149]. 
partially exclusive lioenoe, 183. 
patent, 2, 320. 
patentee, 321. 
premium, 193. 
prescribed, 329. 
rent, 193. 
royalty, 193. 

summary conviction (Ireland), 329. 
Treasury, 329. 

DEL CREDERE, 
agent, [106]. 

note as to, 107, n. 
commission, [106, 107]. 

DELIVERY, 

of articles, 

expense of, [751. 

to common carrier or railway company to be deemed good delivery, [261]. 
observations on, 261, n. 

to sub-licensees to be deemed sales, [234]. 
observations on, 216. 
of deed, 

attestation clause primd facie evidence of, 184, n. 

estoppel where none, qy.> 184, n. 

not required for a lioenoe, 184. 

what held sufficient, 184, n. 
of particulars in action for infringement, 816. 

DEMISE, 

mortgage of patent need not be by, 175, n. 

DESCENDING SCALE, 
royalties in, [232]. 

observations as to, 208. 

DESTRUCTION, 

of patent, duplicate granted, 818. 

DETECTION OF INFRINGEMENTS, 

covenant as to, 217. 
form of, [239]. 

DETERIORATION 

of goods in transit, liability for, 261, n. 

DETERMINATION, 
of agreements, 44 — 46. 

provisions for, [53, 64, 76, 86, 86, 88, 91]. 
of licences, 190, 200, 218—220. 

forms of notices for, [296 — 2981. 

provisions for, [239, 240, 262, 268, 269, 296]. 

DEVOLUTION, 

of right of application for patent, 12. 

DIE, 

provision as to, [236]. 
stamping articles with, [235]. 

DIRECTORS, 

distinction between trustees and, as to registration of oompany, 96, m 
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DISABILITY, 

declarations on behalf of persons under, 324. 

DISCLAIMER, 

of part of specification or title, 
old practice, 6—8. 
new practice, 18, 19, 312, 313. 

DISCLOSURE, 

of invention, confidential, 27, 28. 
provision as to, [61]. 

DISCONTINUANCE, 
of use of invention, 

power to revoke lioenoe on, 218. 
proviso as to, [239]. 

DISCOVERT, 

of new process. G# IxFBOvmaans. 

DISHONOUR, 

of bills, &o., power to revoke on, [262]. 

DISPOSITION, 

of articles unsold at end of agreement, [76]. 

DISSOLUTION, 
of partnership, 

accounts directed in action, 102, n. 

effect of, as ta separate working of patent, 266, n. 

rights of partners to patent after, 100, n. 

DISTRESS, 

no clause for, in licences, since Bills of Sale Acts, 203. 

DOCUMENTS, 

amendment of, by comptroller, 12, 322, 337, 341. 
copies of, to be furnished to Patent Office, 336, 337, 343. 
registration of, 8, 9, 23—26, 83, n., 132, 133, 313, 842—344. 

DRAFTS, 

dishonour of, power to revoke on, [262]. 
payments by, [260]. 

DRAWINGS, 13, 808, 324, 332, 333. 
amendment of, 

form of application for, [3471. 
revised roles of 1886 as to, 338, 339. 

DUPLICATE, 

of letters patent granted where lost, &c, 318. 
form of application for, [361]. 

DURATION, 

of letters patent, 17, 311. 



ECUADOR, 

no longer member of International Union, 36, n. 

EMOLUMENTS, 

assignment of, with patent, 113. 

ENLARGEMENT, 
of time for 

acceptance of complete specification, 14, 332, 367. 
leaving complete specification, 14, 332, 367. 
payment of fees, 312, 340, 346. 
power of comptroller as to, 84 1 . 

Note.— References to the Precedents and Form* are printed thus [64]. 
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ENTRIES, 

in register of patents, 24, 25, 322, 323, 343. 
certified copies of, 343. 
expungement of, 24, 25. 
falsification of, 323. 
sealed copies of, as evidence, 322. 

EQUITABLE, 

assignees of licence, when not estopped from disputing patent, 190, n. 
mortgage, 

stamp duty on, 63, n. 

EQUITIES, 

between assignees under registered and unregistered assignments, 9, 25, 133. 
may be enforced, 322. 

EQUITY OF REDEMPTION, 

purchaser of, bound to indemnify vendor, 121, n. 

ERRORS, 

correction of clerical, by comptroller, 322. 
form of request for, [352J. 

ESTATE, 

subject to liabilities, 

purchaser of, bound to indemnify vendor, 121, n. 

ESTATE CLAUSE, 382. 

ESTOPPEL, 41, 111, 112, n., 184, 185, n., 187 etseq., 191. 

EVIDENCE, 

certificate of comptroller to be, 323. 

copies or extracts from register to be received as, 322. 

dispensation of, by comptroller, 344. 

of delivery of a deed, 184, n. 

register to be, as to matter directed, &o., 23, 313. 

EXAMINER, 

duties and reports of, as to applications and specifications, 13, 14, 308, 309. 
production of report of, in legal proceedings, 309. 

EXCLUSIVE LICENCE, 

agreements to grant, [84, 871. 

amounts to an assignment, when, 111, n., 196. 

company, to a, [278]. 

definition of, 182. 

district, for a, 

comparison between assignment and, 117. 
irritable assigns of, not estopped from disputing patent, when, 190, n. 
fe annuity, in consideration of, [271]. 
non-exclusive, to become, [242]. 
partially, 183. 

precedents of, [263, 273, 283]. 
premium and royalties, at, 199 et uq. 

precedents of, [273, 278]. 
rent and royalties, at, 193 et seq. 

precedents of, [250, 254, 263, 278, 283]. 
sale on hire system, 208. 

precedents of, [89, 93, 266]. 
trustees for owners, to be granted by, [149]. 
warranty of title to invention not implied in, 188. 

See Licence. 

EXECUTION, 

of deed, under Conveyancing Act, 1881 . . 373. 

EXECUTORS, 

of applicant or inventor, 

application for patent by, 11, 12, 311, 317, 338. 

assignment of patent by, before registration of probate, 133, n 
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EXECUTORY CONTRACT, 

distinguished from concluded one, 204, n. 

EXHIBITION, 

of invention at industrial or international exhibitions, 318, 334, 337. 
form of notice of intended, [351]. 

EX-PARTNER, 

dispute of validity of patent by, 100, n. 
working of patent by, 266, n. 

EXPENSES, 

of carriage of goods, borne by whom, 261, n. 

provisions as to, [75, 2841. 
preparation and execution of licence and counterpart, [85]. 
trusts of patent, contribution by beneficiaries, [125]. 

EXTENSION, 

of term of patent, 19, 20, 114—116, 140, n., 142, n., 314. 

covenants as to, [137, 140, 152, 171]. 
of time, 

acceptance of complete specification, 332. 
leaving of complete specification, 332. 
payment of fees, 340. 

form of application for, [350]. 

EXTENT OF PATENT, 311. 

EXTRACTS, 

from register received as evidence, 322. 



FABRIC, 

royalties per shuttle according to width of, [230]. 

FACTOR, 

action by, 106, n. 
care of goods by, what, 107, n. 
insurance of goods by, 107, n. 
liability as to robbery of goods, 107, n. 

FACTORY, 

inspection of, 212, 213, n. 

provisions as to, [238, 2861 
licensor to send person to, to affix patent marks, [235]. 

FAILURE, 

of consideration, 44—46, 187, 190. 

FALSE REPRESENTATION, 

as to article being patented, penalty for, 326. 

FALSIFICATION, 

of entries in register, 323. 

FAST DAYS, 

public, excluded as to time for leaving documents and paying fees, 323. 

FEES, 

assignment for district, 

covenant as to payment of, [140]. 
observations on, 116. 

proviso as to nonpayment of, if assignee ceases to work, [140]. 
certificates of payments of, 340. 

form of application for, [3491. 
charge of, on interest in patent, [140]. 
co-owners, payment of, by, 116, 122. 

provisions as to, [71, 140, 142, 144]. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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FEES— continued. 
covenants to pay, 

in agreements and assignments, [71, 140, 142, 144, 166]. 

in licence, [238]. 

observations on, 199, 200. 

in mortgage, 169. 
enlargement of times for payment of, 312, 340. 

form of application for, [350]. 
holidays, public, Sundays, &o. not counted in times for payment, 323. 
lioenoe, on registration of, 222, 345. 
lists of, under new Act and the rules, 329, 844, 346, 351. 
reduction of, 314. 
remedy on nonpayment of, 

by co-owner of patent against the other, 116, 122. 

by licensee against licensor, 200. 
where not paid, damages in action for infringements may not be allowed, 
312. 

FINES, 193. 

FIRM, 

appointment by, of agent to sell patent articles, [104]. 
assets of, when patent is, 100, n. 
licence to, [263]. 

FIRST IMPORTER, 

of invention from abroad is an " inventor," 2, 10. 

FOOT-WARMERS, 

royalties on, to which invention is to be applied, [231]. 

FORECLOSURE, 

action for, sale may be directed in, 378. 

power of sale under Conveyancing Act not to affect right of, 377* 

FOREIGN, 

concession held by licensor, recital of, [84, 254]. 
customers, 

of licensor, licensee on notice to supply, [284], 

reservation in licence as to supplying, [283]. 
patents, 36, 62, n., 77, n., 78, n., 167, n., 366. 

agreement for sale of, [77]. 

expiration of, formerly rendered British patents void, 17, n. 
not so now, setnbie, 17, n. y 328. 

mortgage of, 62, n., 167, n. 

power of attorney to take out, [393]. 

vessels in British waters, use of invention in, 319. 

FOREIGNER, 

assignment to him (inventor) of patent, by his agent the patentee, [160]. 
may apply for a patent, 11, 307. See Aurnr. 

FORFEITURE, 
of licence, 

none on breach, if no power of revocation, 219. 

of moneys paid, liberty to withdraw from contract on, [55], 

FORMS, 

common, [48 — 56]. 

issued bv Board of Trade, in 

P. ft. 1883, second schedule, 346—363. 

P. R. 1886, second schedule, 368—361. 
of letters patent, [48]. 

FRANCE, 

is member of International Union, 36, 365. 

FRAUD, 

how affect priority of registration, 25. 

may enable licensee to dispute patent, 190, n. 

moneys paid under licence returnable where, 191. 
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FRAUD— continued. 

patent to first inventor not invalidated in case application made in, 21, 817. 
rescission of contracts, ground for, 44. 

where patent revoked for, new patent may be granted to true inventor, 21, 
315. 

FRENCH PATENT (brevet d'invention), 
recital of, [60, 87]. 

FUTURE IMPROVEMENTS, 

covenants as to, [52, 53, 62, 89, 137, 145, 152, 240]. 
observations on, 33—35, 116, 218, 221. 



GIVE, 

the word does not in a grant imply a covenant, 192. 

GOODS, 

care of, by factor, what, 107, n. 

carriage of, to agent, expenses borne by firm, [106]. 

expenses of, by whom borne, 261, n. 
provision as to, [284]. 

when sold, who undertakes, 261, n. 
deterioration of, in transit, liability for, 261, n. 
insurance of, by factor, 107, n. 
lien of agent on, not affected by bankruptcy of principal, 108, n. 

provision as to, [1081. 
reputed ownership of, in hands of agent, where principal bankrupt; 108, n. 
supply of, 

deficient, rescission of contract where, 44 — 46. 

monthly, to agent for sale, [105]. See Abxxoues. 

GRANT, 

by patentee of a sub- term is a licence, 196, n. 
no implied covenant from use of word, 192. 
of licences, 

compulsory, by order of Board of Trade, 313. 

forms as to, [348, 349]. 
co-owners, by, provisions as to, [65, 71, 82, 146, 155]. 

observations on, 118, 119. 
mortgagee, by, provisions as to, [170]. 

observations on, 129 — 131. 
mortgagor, by, provisions as to, [169]. 

observations on, 129 — 131. 
not under seal, is contempt of Grown, 184, n. 
of patent, 2, 6, 15, 307—311. 

assignment before, whether valid, 24, 311. 

assignment to be made after, [73]. 

jointly, to persons, 10— 12, 307, 333. 

legal personal representatives to, 11, 12, 311. 

no new, if former revoked, or void from breach, 1 13, n, 

opposition to, 15, 310, 339. 

form of, [3461. 
proceedings for infringement not until after, 15, 311. 
recitals of; [49, 60]. 
registration of , 23—25, 813, 321, 322. 
of sub-licences, 

express power for, [237]. 

observations on, 214 — 216. 
form of, [288]. 

GRANTOR, 

ambiguous words in deed taken against, 182. 

i 
GREAT BRITAIN, 

is member of International Union, 3ft, 37, 365, n. 

Note. — References to the Precedents and Forms are printed thus [64]. ' 
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GUARANTEE, 

by agent of prioes (del eredtre), [1061. 

lioensee of prices of goods supplied to his nominees, [261]. 

GUARDIANS, 

declarations by, on applications for patents, 324. 

GUATEMALA, 

is member of International Union, 36. 



bound by covenant or bond though, not named, 294, n., 381. 

HIRE SYSTEM, 

sale of patent on, 37—39, 208, 209. 

precedents of agreement or licence as to, 89, 93, 266. 

HOLIDAYS, 

excluded in computation of time, 323. 

HOLLAND, 

is member of International Union, 36. 

HUSBAND, 

assignment to or by wife by or to, 380. 



ILLEGAL ASSOCIATION, 

under Companies Act, 1862, s. 4. .96, n. 

ILLUSTRATED JOURNAL. 

publication of, by comptroller, 318. 

IMPLIED, 

contract, from acts of parties, 121. 
covenants, 

none generally at common law as to things personal, 116, 122, n., 192, 

196, 212, n. 
under Conveyancing Act, 1881 . . 192, 370—373. 

IMPORTER, 

confidential communication of invention to, 3. 

is an " inventor," 2, 10. 

must be resident in United Kingdom if applicant, 18, 160, n. 

name of inventor to be stated in applications, 4, 11, 13, n. 

IMPROVEMENTS, 33—35, 115, 116, 199, 218. 

agreements and covenants as to, [62, 63, 66, 90, 91, 137, 139,-146, 152, 170, 
240, 269, 276, 280]. 

INCOME, 

periodical payments only in nature of, apportionable under Apportionment 
Act, 1870.. 92, n. 

INDEMNITY, 

of assignor of share of patent from obligations as to share, 121. 

licensor by exclusive licensee on latter suing for infringements, 117, n. 
vendor by purchaser 

of an estate subject to liabilities, 121, n. 
of an equity of redemption, 121, n. 

INDEXES, 

of specifications published by comptroller, 318. 

INDORSEMENT, 

on patent and deed of partnership of notice of agreement, [69]. 

INDUSTRIAL EXHIBITION, 

exhibition of invention at, 318, 334, 337. 
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INFANT, 

application for patent by guardian on behalf of, 11, 12, n., 324. 

INFRINGEMENTS, 

actions for, 4, 5 (old practice), 15, 200, 201, 221, 311, 313, 316, 317. 

not maintainable, when, 15, 184. 
agent of patentee cannot sue for, 200, n. 
assignee, 

cannot sue until assignment registered, 133. 

for district, can sue in own name, 116. 
oovenant by licensee to detect, [239, 290]. 

observations on, 217. 
oovenant by licensor to sue for, or permit lioensee, [238, 290]. 

observations on, 199. 
oovenant by mortgagor to detect, &c, [169]. 
damages in action for, 19, 312, 313. 
disclaimer, during aotion for, 313. 
exclusive licensee 

can sue in name of licensor, 1 17, n., 201. 
must indemnify him, 201, n. 

can sue in own name, semble, if licensor be 00-plaintLff or defendant, 201. 
inspection, in action for, 213, n., 316. 

leave to amend specification, may be given on terms in aotion for, 18, 313. 
licensor can sue in distriot of exclusive licensee for, when, 201, 217, n. 
mortgage, covenants in, as to, [169]. 

observations on, 129. 
non-exclusive lioensee cannot sue for, unless for special damage, 200. 
sub-lioenoe, covenants in, as to, [290]. 
suspense of rent and royalties while licensor omits to proceed for, 205. 

oovenant as to, [231]. 
where in manufacture only, mere "selling lioensee " cannot, semble, sue for, 
unless for special damage, 201, n., 221. 
See Action fob Infbdtokicent. 

INJUNCTION, 

against licensee, from using invention contrary to oovenant, although patent 
void, 217. 
or if he disputes validity, 187, n. 
in Scotland means " interdict/' 321. 

INSPECTION, 

of account books, 210. 

provisions for, [51, 56, 65, 146, 151]. 
of complete specification, by public, 14, 310, 338. 
of deeds, by mortgagor, 375. 
of drawings, by public, 14, 310, 338. 

not on abandoned applications, 332. 
of factory, 

by licensor, 212. 

covenants as to, [147, 238, 286]. 

in actions, 213, n., 316. 
of register, 322, 343. 

of report of examiner, when not allowed, 309. 
of specification, where application abandoned, not permitted, 332. 

INSTALMENTS, 

advance of, according to lender's past receipts, [68]. 
agreement 

for sale on hire system for sum payable by, 37 — 39. 
precedent of, [89]. 
agreement to lend money to inventor by, [59]. 

to firm, payable only out of profits, [67]. 
exclusive licence for sum payable by, [89, 266]. 

observations on, 196, 208, 209. 
if any in arrear, balance or part demanded, at once payable, [267]. 

observations on, 37, 33, 209. 
not payable if patent void, [55, 268]. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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INSTALMENTS— eontiwud. 

power of revocation on default in payment of, [64, 239, 269]. 

observations on, 218, 219. 
suspense of payments of, during appeal, [56, 233, 268]. 
observations on, 38, 208, 209. 
8«e Advances. 

INSTRUMENTS OF WAR, 

assignment to Secretary for War of inventions of, 22, 319. 

INSUFETOIENCr, 

of complete specification, still ground for revocation, tmble, 21. 

INSUFFICIENT, 
supply of material, 

non-payment of rent in lioenoe if, [233, 266]. 
-working of patent, 

oompulsory licences ordered by Board of Trade, 313. 

exclusive lioenoe to become non-exclusive, if, [242]. 

power of revocation of lioenoe, if, [239]. 

INSURANCE, 

of goods, by factor, 107, n. 

INTERDICT, 

in Scotland, injunction is to mean, 321. 

INTEREST, 

on loan according to or out of profits, 29 — 81 . 
covenants to pay, [61, 168, 173, 174]. 

INTERNATIONAL, 

arrangements for protection of inventions, fto., 326, 326. 

convention, 36, 366—367. 

exhibitions, 

inventions exhibited at, 318, 334, 337. 
union, 86, 366—367. 

INTESTATE, 

covenant as to acts, &o. of, 197, n. 

INVENTION, 

additions and improvements to, 33 — 36. 

amendment of application, where more than one included, 338. 

assignment of, as well as patent, 113. 

to Secretary for War, 319. 
conflicting claims to, 36, 336. 
covenant by licensor not to use, 183, 200, 

forms of, [236, 276, 286]. 
declaration, 

as to possession of, on application, 308. 

by representatives, 317. 
definition of, 10, 321. 
disclosure of, 

by agreement, [64]. 

observations on, 27, 28. 
discontinuance of use of, 

by assignee for district, to release assignor from obligation to pay fees, 
[140J. 

exclusive lioenoe to become non-exclusive on, [242]. 

power to revoke on, [239]. 
observations on, 218, 219. 
distinct part of, patent assignable as to, 110. 
exhibition of, at Industrial or International Exhibitions, 318, 337. 
if not new as to United Kingdom, patent was void, 6. 
illustrated journal of, 318. 
improvements to, 33 — 36. 
instruction of workmen in, [63]. 

international and colonial arrangements for protection of, 321, 326. 
kept secret, if held by Secretary for War, 22, 319. 
lender to be made co-applicant for, [60, 64]. 
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INVENTION—*)*******. 

licensor to assist licensee in use of, 212. 

models of, to be furnished to Patent Museum, 319. 

non-oommunication of, [511. 

non-user of. See" Discontinuance of use of." 

novelty or utility of, not touohed by qualified covenant as to validity, 114. 

covenant not to object to, [238] . 
option to make advances after trial of, [69, 64]. 
passive covenants in licence as to user of, bind assigns, 186. 
patent granted for one only, 317* 

not granted where use contrary to law or morality, 322. 
recital of, and of patent being taken out, [50]. 

as to claim to, or origin of, 111, 128, 192. 

trial of, [51, 641. 
secret, confidential disclosure of, 27, 28. 
Secretary for War may hold, 22. 

unpatented, form of notice of intended exhibition of, [3511. 
unprofitable working of. See " Discontinuance of use of/' 
use of, 

lioensee disputing validity of patent may be restrained from, 187, n. 

servants of Grown, by, 316. 
utility of, covenant not to object to, [238]. 
warranty of title to, 112, 188. 

where more than one included, amendment of application, 317. 
working at a profit, lowest limit of, 240, n. 

INVENTOR, 

application for patent by, 12 et $eg. t 307—311, 333, 336 et $eq. 

abandonment of, no publication, when, 14, 64, n., 332. 

agent of, must be resident here, 160, n. 

amendment of, 12, 29. 

executors or administrators of, 11, 12, 317, 338. 

foreign, 

agent of, who must be resident here, 13. 

if resident abroad need not employ agent, 13. 

forms of, A, Al, [368, 369]. 

fraudulent, by alleged, not invalidate patent to, 21, 317. 

jointly with others, 11, 12, 29, 307, 308, 333. 
bankruptcy of, not affect security of mortgagee taking interest from pro- 
fits, 30. 
identity of not dealt with by qualified oovenant as to validity, 112. 
recital of claim to be, [50]. 

observations on, 111, 112. 

estoppel by, 111, 112. 
who is an, 2, 10. 

INVESTIGATION, 

of title to patent, 197. 

IRELAND, 

reservation in new Act of remedies in, 327. 
summary conviction, definition of, 329. 

ISLE OF MAN, 

Rolls Office, certified copies of specifications, &c, transmitted to, 324. 
savings in new Act as to jurisdiction of oourts in, 327. 

ISSUE, 

of shares as fully paid up, [81]. 
note as to, 80, n. 

ITALY, 

is member of International Union, 86, 366. 

JOINDER, 

of persons as applicants by amendment, 12, 29. 

Note. — References to the Precedents and Forme are printed thus [64]. 



414 INDEX. 

JOINT ACCOUNT, 

effect of advance on, where so stated in deed, 381. 

JOINT APPLICANTS, 

for patent, 11, 12, 29, 307, 308, 333. 

agreement between, defining powers, &c, [70, 82]. 

JOINT PATENT, 

agreement to obtain in names of inventor and lender or manufacturer, 
[60, 64]. 
observations on, 29. 
when taken out to be vested in one party, [60, 87]. 
who may obtain, [11, 12, 307, 308, 333]. 

JOURNAL, 

illustrated, publication by comptroller, 318. 

JUDGE, 

affidavits abroad sworn before, 337. 

JUDGMENT, 

estoppel by, 184, n. 

suspense of payments during appeal from, 233, 263. 

JUDICATURE ACT, 1873 (36 & 37 Vict. c. 66), 
assignment of ohoses in action, 163, n. 

JUDICIAL COMMITTEE OP PRIVY COUNCIL, 
extension of term of patent on petition by, 314. 
rules of, [362]. 
note as to, 20. 

JURISDICTION, 

of Courts, general saving in new Act as to, 327. 

JUSTICE OF PEACE, 

affidavits in United Kingdom and colonies sworn before, 337. 

"LA PROPRl£T£ UNIVERSELLE" (International monthly periodical), 
366, n. 

LABETfl, 

covenant to purchase, bearing patent mark, [247]. 
observations on, 211. 

LAW, 

no creation at, of covenants respecting things personal, 116, 122, n., 192, 

196, 212, n. 
patent not granted where use contrary to morality or, 322. 

LAW OFFICER, 

definition of, 10, 329. 

duties of, 6, 7, 10, 13, 308—310, 318, 323. 

proceedings before, 308, 309, 318. 

form of appeal to, [353]. 
rules regulating practice, &o. as to appeals to, 364, 355. 

LEASE, 

covenant in, as to non-assignment, &c. without consent, effect of, 214, n. 

LEGAL INTEREST, 

passes to assignee of patent on assignment by deed, 110, n. 

LEGAL PROCEEDINGS, 

under new Aot, 316, 317. 

production of report of examiner in, 309. 
remedy where groundless threats of, 317. 

See Action ; iNranroBianrr ; Pbooeedinob. 

LEGAL REPRESENTATIVES, 
of deceased applicant, 

grant of patent to, 15, 311. 
of deceased inventor, 

application for patent by, 12, 317, 319. 
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LEGAL RIGHTS, 

registration only of documents oonferring, 83, n. 

LEGISLATURE, 
definition of, 329. 

"LENDER, 

co-applicant for patent, to be made, [60, 64]. 
observations on, 29. 

LENDING MONET, 

specific performance of agreements for, 43. 

LETTERS PATENT, 

acknowledgment and undertaking as to, [92, 253]. 

Conveyancing Act, 1881, s. 9, as to, 373 — 375. 
appointing to public offices, 2, n. 
assets of firm, 100, n., 266, n. 
oonferring titles of honour, 2, n. 
contents of (present form), 16, 17, 48. 

(late form), 5, 20. 
definition of, 2. 
duplicate, 

form of application for, [351]. 

where patent lost or destroyed, 5, 318. 
excepted from declaration of illegality in Statute of Monopolies, 303. 
form of (new), [48]. 

not compulsory, 21. 
joint custody, to be in, [166]. 
recital, 

of grant of, [49, 50]. 
void, determination of agreement, if, [85]. 

of licence, if, [240]. See Determination; Revocation. 

position of licensee, where he has no express power to determine, 200, 
219. 

&w Patent. 

LIABILITY, 

as partner from sharing profits, 30, 31, 69, n., 124, 209. 
loan payable out of profits, but no personal, [67]. 
of del credere agent is that of surety, 107, n. 
of factor, 

deterioration of goods in transit, 261, n. 

insurance of goods if funds in hand, 107, n. 

not for robbery, fire, &c, 107, n. 
purchaser of estate subject to, bound to indemnify vendor, 121, n. 
trustee for company, until adoption of contract, 80, n. 

LICENCE, 

accounts between co-owners of patent as to moneys received under, 119. 
agreements to grant, 

forms of, [84, 87]. 
amounts to an assignment, when, 38, 91, n., Ill, n., 183, 197, n., 208. 
annuity for life, secured by bond, for, [271]. 
assignable, only if made so, 184. 

where sale on hire system, 92, n. 
assignment of, 184 et seq, 

forms of, J161, 163]. 

consent of licensor to, given upon terms, 213. 

covenants in, how far binding assigns, 186, 186. 
company, to a, [278]. 
covenants in, 

are personal only, 185. 

preliminary remarks on, 194. See Covenants as to Validity ; Covenants 
fob Title; Covenants in Licences. 
deduction from royalties for payment of fees by, [238]. 
definition of, 182. 
delivery not required for, 184. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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LICENCE— «m^««^. 
determination of, 

by licensee, 190, 219, 220. 
form of notice of, [297]. 
forms of power of, [239, 240, 268, 269, 272]. 

by licensor. See ' ' Revocation of . " 
equitable assigns of exclusive, not estopped from disputing patent, when, 

190, n. 
estoppel by recitals in, 184, 191. 
exclusive, 

amounts to an assignment, when, 38, 91, n., Ill, n., 183, 197, n., 208. 

definition of, 182. 

precedents of, [260 et seq]. 
list of, 243. 
existing, benefit of, is included in assignment of a patent, 113. 
expense of, paid by licensee, but not of counterpart, 149, n. 

provision as to, [85]. 
firm, to a, [263]. 

forfeiture of, for breaches, none if no power of revocation, 219. 
grant of, before sealing of patent, 24. 

when business has commenced, [88]. 
hand and seal, to be under, 15, 49, 184. 

where not so, effect of, 184. 
infringements, 

no power for licensee to sue for, if not under seal, 184. 

rights of licensor and licensee to sue for, 200, 201, 207, 217, n. See 

iXFBSSQiKMJSBPSB. 

later licence to another person, effect on, 183. 

" manufacture," right to, includes right to sell article in district of, 

84, n. 
moneys paid under, returnable or not, when, 44 — 46, 190, 272, n. 
mortgage of, 131, 132, 175, n. 

consent of licensor to, may be given upon terms, when, 213. 
precedents of , [176, 177]. 
non-exclusive, 

at royalties only (full oontraot), [247]. 

(open con tract j, [245]. 
exclusive to become non-exclusive in oertain events, 183. 
provision as to, [242]. 

rwer to grant Bub-hoenoes not usually given in, 216, n. 
, , 10, 189. 

held good between parties, when, 189. 
partially exclusive, 183. 

precedents of, [263, 273, 2831. 
patent to be vested in licensor, subject to covenant to grant, [87]. 
patent void, power to determine if, 199, 219. 

forms of power, [233, 240]. 
power in, to assign, includes power to grant sub-licences, 187. 
premium payable by instalments, at, 208. 

form of, [89, 266]. 
preparation of, by solicitors of licensor, [85]. 
production of, to sub-licensee, [291]. 
provisions in, preliminary remarks on, 194. 
recitals in, 184, 191. 

estoppel from, 184. 
recitals of, [161, 288, 295]. 

registration of, 23, 24, 222, 313, 314, 321, 322, 343. 
form of request for, [351]. 
none, if not under hand and seal, 184. 
where granted before sealing of patent, 24, 87, n. 
rent and royalties, at, 199, 200, 202. 
reservations in, 
as to, 

existing orders for patent articles, [283]. 

power to grant limited number of selling licences, [263]. 

right to manufacture to supply other licensees, [274]. 

to supply foreign customers, [283]. 
what should be, to prevent it being an assignment, 183, n. 
revocation of, 218, 219. 
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LICENCE— continued. 

revocation of — continued. 

by licensor, 218. 

forms of notioe of, [296, 298]. 

forms of power of, [239, 248, 262, 269, 2811. 

memorandum of, to be notified on register, [296]. 
revocation of patent, no retrospective effect on, 206. 
royalties, at only, 198, 202, 203. 
precedents of, [245, 2471. 

with premium or rent, 199, 200, 202. 

precedents of, ("250, 264, 263, 278, 283]. 
safe custody of, undertaking as to, [2911. 
sale on hire system by way of, 37—39, 208. 

precedents of, [89, 93, 266]. 
seal, not under, grant of, is a contempt of Crown, 184, n. 
"selling," 195,221. 

agreement for, [87]. 

oovenant not to assign, &o., not usually in, 213, n. 

precedent of, [269]. 
stamp on, 

as a deed, held not neoessary, 184, n. 
subject to prior lioenoes, [273]. 

subsistence of, bars licensee from disputing validity of patent, 187 H seq. 
sab- term, grant of, is a, 196, n. 
trustees, power to grant, vested in, 124 — 126. 

precedent of assignment by co-owners giving such power, [148]. 
validity of, 

oovenant by licensee in sab-lioence as to, [289]. 
verbal, 40, 189. 
warranty of title to invention not implied in, 188, 192. 

LICENSEE, 

assignment of patent to, when fixed minimum sum in royalties paid, [94]. 

when instalments of premium paid, [91]. 
assigns of, how far bound by his covenants, 86, 86. 
covenants by, 

in gross, 220. 

ordinary, 202, 223—226. 

under sub-lioence, [289.] See Covbnjjits ; Covbnawtb in LicxiroBS. 
disputing validity, may oe restrained from using invention, 187, n. 
estopped from disputing validity, 187 et esq, 
exclusive, can sue for infringements, how, 201. 
expense of licence but not counterpart borne by, 149, n. 
guarantee by, of prioes of articles supplied to his nominees, [261]. 
how he mav relieve himself from obligations if patent void, 190. 
non-exclusive, 

cannot sue for infringements, but for special damage, 200. 
not to be bound to see to validity of lioenoes granted by trustees, [160]. 
not to manufacture, but licensor to do so for him, [241]. 
not to purchase material except from licensor, [2661. 
not to sell, &o., material except in form of chemicals, [256]. 
of one co-owner, not bound to see to distribution of royalties, 119. 
option of, to purchase patent, [241]. 
power of, to determine licenoe, 190, 219, 220* 

forms of powers, [239, 240, 268, 269, 272]. 

form of notioe of execution of power, [297]. 
proviso as to mutual oovenants between other licensees and, [261]. 
remedy against licensor for non-payment of fees, 200. 
restrained from using invention contrary to oovenant, although patent void, 

217. 
suing for infringements in name of licensor, must indemnify him, 201, n. 
"selling," 

not probably entitled to sue for infringements as to manufacture, unless 
special damage, 201, n., 221. 
to be party to other lioenoes to oovenant with licensees, [260]. 
to oommence business within certain period, [284]. 
to purchase plant, machinery, &c, [284]. 

NOTE. — References to the Precedents and Forms are printed thus [64]. 
M. BE 
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LICENSES— continued. 

to supply foreign customers of licensor, [284]. 

other licensees with patent articles, [275]. 
unprofitable working of patent by, power to revoke if, 218. 
form of such power, [239]. 

LICENSOR, 

bears expense of preparation of licence, 149, n. 
cesser of rent to, while failing to supply material, 207. 

provision as to, [233]. 
consent of , as to assignment, &o., of licence given upon terms, 213. 
covenants with, are assignable, 163, n. 

entitled to security for costs from lioensee suing in his name, 201, n. 
no remedy against, by lioensee, for non-payment of fees, 200. 
remedy of, against assigns of licensee, 186. 
power of, to revoke lioenoe, 218, 219. 

forms of, [239]. 

forms of notice exercising, [296, 298}. 
right of, to sue for infringements in district of exclusive licence, 201, 217, n. 
should join in assignment of lioenoe to obtain covenants, 187, n. 
solicitors of, to prepare lioenoe and counterpart, [85]. 
suspension of rent and royalties to, while not proceeding for infringements, 

206. 
to manufacture for lioensee, [241]. 
to supply articles to lioensee, [88, 284]. 

and to be sold on commission, [284]. 

material to lioensee, [255, 260]. See Covenants as to Validity; 
Covenants fob Tttlb ; Covenants in Licences. 

LIEN, 

of agent on goods, ("1081. 

will prevail on bankruptcy of principal, 108, n. 

LIFE ANNUITY, 

bond to secure, as consideration for licence, [294]. 
exclusive lioenoe for, secured by bond, [271]. 

LIMIT, 

of apportionment of royalty, [279]. 

number of other licences to be granted by licensor, [265]. 

litters: clauses, 2. 
LrrrEfLflB patentes, 2. 

LOAN, 

agreement for, by instalments, to take out and work patent, [59]. 
by manufacturer, who is to work patent, [64]. 
to a firm, payable only out of profits, [67]. 
observations on, 31 — 33. 
interest on, 

according to or out of profits, 29—31. 
at fixed rate, and also according to profits, [61, 173, 174]. 
mortgages, 

of Eoenoes to secure re-payment of, [176 — 177]. 

observations on, 131, 132. 
of patents also, [167, 172]. 
observations on, 128—131. 
not payable personally, but only out of profits, 31 — 33. 

provision as to, [67]. 
to two or more on " joint account," 381 . See Instalments. 

LOSS, 

of patent, duplicate granted where, 318. 

LUNATIC, 

declaration by committee of, on application for patent, 12, n., 324. 

MACHINERY, 

lioensee to purchase, [284]. 
recital as to possession of, [73]. 
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MANUFACTURE, 

according to specification, covenant to, 212. 

held not to be against publio policy, 212. 

form of covenant to, and to pay royalties on articles not so manu- 
factured, [236]. 
articles to be of pood and merchantable condition, or may be returned, [261]. 
by licensor for licensee, [2411. 
by vendor for purchaser, [74] . 
infringements in. See Infbinobmbnib. 
option to pay royalties on sale instead of on, or vice vend, or both, 204. 

provision as to, [2281. 
right to, includes "to sell," 63, 84, n., 104. 
royalties on, or on sales and, or in lien of " on sales," 228. 

observations on, 203. 
royalties on, preferred to "on sales," 123, 203. 

MANUFACTURER, 

agreement for advance of monies by, bat he alone to work patent, [64]. 

profit of, is distinct from that of a licensor, 201, n. 

royalties on sale monies after satisfaction of cost price and profit of, [328]. 

MARRIED WOMAN, 

may be grantee of patent, 1 1, n. 

MASTER, 

conflicting claims to invention between servant and, 12, 12, n., 36. 

MATERIAL (RAW), 

analysis of cargo of, by chemists, [86, 266]. 
oesser of rent while licensor fails to supply, [233]. 

observations on, 207. 
determination of agreement, if not purchased, [86]. 
foreign concession to obtain, recital of, [841. 
licensee not to sell, &c, exoept in form of onemioals, [266]. 

to purchase from licensor only, [266]. 
licensor to supplv licensee with, [2641. 
prioes of, aooording to amount oxacid!, [86, 266]. 
purchase of cargo of, condition precedent for lioence, [84]. 
recital of expected cargo of, [84 J. 
rent not to be payable when insufficient supply of, [264]. 

MATHERS v. GREEN, [118]. 

MEETINGS, 

of members of syndicate, 97. 

to arrange prices, where sales only through brokers, [242]. 

MEMORANDUM, 

as to revocation of lioence, to be notified on register, [296]. 
of alteration of specification (old practice), 6. 

association of oompany, recital of preparation of, [79]. 

MERCHANTABLE, 

condition, goods to be in good and, [261]. 

MERGER, 

of securities, charge to be kept on foot to prevent, 174, n. 

MINING LEASES, 

average clauses in, 193, n. 

MISREPRESENTATION, 

penalty for, as to article being patented, 326. 

MODELS, 

of inventions, patentee to furnish Patent Museum with, 319. 

MOIETIES, 

division of patent into, separate working, 121. 

precedents of agreements and assignment as to, [70, 82, 142]. 

Note. — Reference* to the Precedent* and Forms are printed thus [64]. 
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420 INDEX. 

MOIETY OF PATENT, 

agreement for sale of, [70]. 
assignment of, [142]. 

observations as to separate working, 121. 



MONIES, 

agreements for advance of, to obtain patent, [59, 64, 67]. 

observations on, 27 — 33. 
licensee of one co-owner not bound to see to distribution of, 1 10. 
paid for or under licence not recoverable generally, 100, 272, n. 
specific performance of agreements for lending and borrowing, 43. 

to be returned if patent not obtained, [65, 72, 74]. 

to remain on mortgage for term certain, [61, 168, 174]. 8ee Adtajtoeb or 
Loajts; Ihstalkkhvb. 

MONOPOLIES, 

illegal and void under Statute of Monopolies, except under letters patent, 

303. 
Statute of, 303, 304. 

MONTH, 

means " calendar month," 309. 

MONTHLY DRAWINGS, 

by agent, [107]. 

MORALITY, 

patent not granted where use contrary to law or, 322. 

MORTGAGE, 

agreements for, [60, 62, 68]. 

specific performance of, 43. 

stamp duty on, 63, n. 
consolidation of, 375. 
covenants for title implied in, 371. 
equitable, stamp duty on, 63, n. 

includes a " charge, under Conveyancing Act, 1881 . .63, n., 869. 
of licence, 131. 132. 

consent of licensor to, given upon terms, 213. 

covenant against, [237]. 

not usually inserted in " selling " licences, 213, n. 

precedents of , [175, 1771. 
of patent, 128—131, and Addenda. 

precedents of, [167, 172]. 

charge until execution of, [62, 681. 
kept on foot in mortgage, [174]. 

oolonial or foreign, as to, 62, n., 167, n. 

contents of, stated in agreement for, [62]. 

declaration of trust of patent until execution of, [62]. 

provisions in contemplated, to be observed, [63]. 

registration of, 23—26, 132, 133, 313, 321, 322, 342, 343. 
reconveyance on, 384. 

specific performance of agreements to executor, 43. 
warranty of title usually absolute in, 129. 

MORTGAGEE, 

covenant by, with licensor, in mortgage of licence, [178]. 
grant of licences by, 131. 

power to grant, [170]. 
not to be obliged to accept payment before certain date, [169]. 
obligation of, to transfer, 375. 
power of sale of, 375—377. 
power to give receipts, 876—377. 

receiving interest on profits of the mortgaged patent, not liable as partner, 
30. 

his security not affected by bankruptcy of inventor, 30. 

MORTGAGOR, 

action for redemption by, 378. 

covenants for title by. implied under Conveyancing Act, 1881 . .371. 

power of, to inspect deeds, 375. 
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MUNITIONS, 

of war, assignment to Secretary for War of inventions relating to, 319. 

NEW ACT (Patents, Designs, and Trade Marks Act, 1883, 46 & 47 Vict, 
o. 57), 2, 9 et sea., 307—330. 
called the "Act of 1883," 2, n. 

NEW ACTS, 

comprise the New Act and the Amendment Acts of 1886 and 1886 . . 10. 

NON-DELIVERY, 

of oargo, power to determine agreement if, [85]. 

NON-EXCLUSIVE LICENCE, 

at royalties only (full contract), [2471. 

(open contract), [245]. 
observations on, 195, 196, 198, 202. 
power to grant sub-licences not usual in, 216, n. 
premium when made payable in, 193, n. See Licence. 

NON-EXCLUSIVE LICENSEE, 

oannot sue for infringement, except as to special damage, 200. 

NON-USER OP INVENTION, 

by assignee of district to release assignor from payment of fees, 116. 

form of proviso, [140]. 
exclusive lioenoe to become non-exclusive if, [242]. 

NOBWAY, 

is member of International Union, 36, 366. 

NOTARY PUBLIC, 

affidavits out of United TTingflmm and colonies sworn before, 337. 

NOTICE, 

constructive, 145, n., 883 (Conveyancing Act, 1881). 

equitable doctrine of, as between registered and unregistered assignees, 9, 

26, 133. 
forms of, 

in the precedents, [296—299]. 

in Patent Rules, 1883. .[851, 852]. 
of acceptance of application, 13, 338. 

of complete specification, 14, 338. 
of agreement to be indorsed on patent, [69]. 
in applications for patent, 336, 338. 

may be sent by post, 323, 887. 
power to either party to determine on, [63, 239]. 
registration, priority of, how affected by, 9, 26, 133. 
service of, [98, 242, 2821. 

on a company, [282]. 

under Conveyancing Act, 1881.. 382. 

NOTIFICATION ON REGISTER, 

of documents generally, 9, 23, 24, 313, 321, 322, 842, 344. 

of lioenoe, form of request for, of, [361]. 

of memorandum as to revocation of licence, [296]. See Rbcubxbb ; Riozs- 

TBA.TIOV. 

NOVELTY OF INVENTION, 4, 6, 16. 
covenant not to object to, [238]. 
not touched by qualified covenant as to validity of patent, 39, 112, 114. 

NUMBER, 

limit of, of other licences to be granted by licensor, [265]. 



OATHS, 

administered in United Kingdom or abroad, before whom, 387. 

Nora.— Reference* to the Precedent* and Forme are printed thus [64]. 
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OBLIGATIONS, 

of co-owners of patents inter », 118. 

of licensee, how ne is to avoid, if patent void, 190. 

of vendor of licence, not to be released, [104]. 

reoital in deed of satisfaction of, under a licence, [161, 295]. 

OFFENCES, 

under Patents, Ac. Act, 1883.. 326. 

summary proceedings in Scotland for, 827. 

OFFICIAL JOURNAL, 
of patents, 10, 318. 

advertisement of acceptance of complete specification in, 14, 310, 338. 

OLD ACTS, 3. 

repealed by the new Acts, 3, 330, 331. See Statutes. 

OPEN CONTRACT, 

what covenants in licence where, 19ft. 

non-exclusive licence at royalties only, where, [245]. 

OPPOSITION, 

to amendment of specification and drawings, form of, [847]. 
to compulsory grant of licence, form of, [849]. 
to filing of disclaimer (old practice) to, 6. 
to grant of patent, 6, 16, 16, 310, 339, 840. 

oosts of, how to be borne, [73]. 

form of, [346]. 

OPTION, 

to pay rovalties on sale instead of manufacture, or vice versd, or on both, 204. 

proviso as to, [228]. 
to purchase deceased partner's share in patent, [103]. 
interest of co-owner in patent, [66]. 



r 



to purchase patent by licensee, [241 

ORDERS, 

for account in action for infringement, 316. 
for inspection in same, 316. 

for patent articles, reservation in lioenoe as to, [283]. 
of Privy Council or Court, entry on register of, 343. 
form of application for, [353]. 

ORDINARY COVENANTS, 
by licensee, 202, 223—226. 
Uoensor, 195—200, 223—225. 

OWNERS, 

definition of, in trust deed of patent, [149]. 
of patent. See Co-owkxbs. 



PAROL LICENCES, 184, 189. 

PART, 

of invention, patent assignable as to, 110. 
performance of contract is bar to rescission, when, 46. 

PARTIALLY EXCLUSIVE LICENCES, 183. 

precedents of, [263, 273, 283]. See Exclusive LicaaraB ; Lzcnaros. 

PARTICULARS, 

delivery of, in actions for infringements, 316. 

inspection of premises ordered to furnish, 213, n. 
of sub-Boenoes to be furnished licensor, [237]. 

PARTITION OF A PATENT, 

agreement as to, before grant, [82]. 
deed of, [166]. 
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PARTNERS, 

accounts between, directed, although dissolution not prayed, 102, n. 

bills, notes, &c, separate dealings with, by, 101, n. 

bound by release by co-partner of demand, 101, n. 

cannot bind each other by deed, unless by way of release of demand, 101, n. 

co-owners working separately and sharing royalties are not, 124. 

liability as, from sharing profits, 29—31, 69, n., 124, 209. 

of assignor, not estopped from disputing validity of patent, when, 112, n. 

option to purchase share of one of two, by the other, [103]. 

rights of, as to patent after dissolution, 100, n. 

sale by one of two intending, of share in patent to the other, [100]. 

surviving, to be entitled to benefit of agreement, [66]. 

PARTNERSHIP, 

articles of, recital of, [266]. 
assets of, patents forming, 266, n. 
deed of, for working patent, [99]. 
dissolution of, 

effect of, as to separate working of patent, 100, n., 266, n. 
mode of ascertaining profits where no, 68, n. 

not necessarily implied from agreement to share profits, 29—31, 69, n., 124, 
209. 

syndicate is a, or company, 96, n. 

term of, for working patent, [99]. 

PARTNERSHIP LAW AMENDMENT ACT, 1865 (28 & 29 Vict. c. 86), 
30, 31, 124, 209, 368. 

PASSIVE COVENANTS, 

in licence, as to user of invention, probably bind assigns, 186. 

PATENT, 

agreements for, 

advance of monies to obtain and work, [59, 64]. 

observations on, 27 — 33. 
appointment of sole agent to sell articles, [104]. 
exclusive licences of, [84, 87]. 
formation of syndicate to purchase, [96]. 
joint applicants, between, defining interests in, [70, 82]. 

observations on, 71, n., 118 et seq. 
loan to firm payable only out of profits, [67]. 
partnership, deed of, for working, [99]. 
sale of, 

after acceptance of complete specification, [73]. 
foreign and colonial, in course of being obtained, [77]. 
moiety of, provisional protection only obtained, [70]. 
on hire system, [89, 93, 266]. 

observations on, 37—39, 208, 209. 
applications for, 11 et seq., 307 — 311, 335 et seq. 
abandoned, 13, 14, 65, n., 309, 332. 
amendment of, by joining other persons, 12, 29. 
by whom, 

agent, 13, 336. 

must be resident here, 13. 
body corporate, 11, 328. 
British subject or not, 11, 307. 
executors or administrators, 11, 15, 319, 338. 
foreign inventor, 11, 13, 307. 
infant, by guardian, 11, 12, n., 324. 
lunatic, by committee, 12, n., 324. 
married woman, 11. 
person appointed by Court, on petition on behalf of person under 

disability, 12, n., 324. 
two or more jointly, one of whom is inventor or his legal personal 
representative, 11, 15, 319, 333, 338. 
assets of partnership, forming, 266, n. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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VaTEST— continued. 
assignable, 

as to distinct part of invention, 110. 

share of, 110. 
by terms of late or present form of grant, 110. 
for a district, 1 10. 
assignee of, cannot sue for infringements unless assignment registered, 133. 
assignment of, 

after grant, agreement for, [73]. 
before grant, qy. valid, 24, 311, n. 
by agent-patentee to his principal, [160]. 
by executors before registration of probate, 133, n. 
contents of ordinary deed of, 111 et seq. 
covenants for title m, 114. 

effect of proviso for defeasance or revocation in, 1 18. 
for district, 115, 317, 318. 
contents of, 111 et seq. 
precedent of, [139]. 

when all monies paid under licence, [269]. 
mode of, 110. 
moiety of, 121. 

precedent of, [1421. 
must be by deed, or only oontraot arises, 110, 111. 
ordinary form of, [137V 

share of, by patentee, but he alone to work, [164]. 
equal, [142]. 
unequal, [144, 148, 164]. 
observations on, 118 et seq. 
term "patent," or "letters patent" in, includes all privileges, 113. 
to inventor, a foreigner, by his agent the patentee, [160]. 
to licensee, when full monies paid (sale on hire system), [89, 93, 269]. 

observations on, 37—39, 208, 209. 
to trustees of owners in unequal shares, [148]. 
observations on, 124. 
charge of, [62, 68]. 

to be kept on foot, by mortgage deed, [174]. 
colonial, 36, 366. 

agreement for sale of, [76]. 

application for, must generally be before acceptance here of complete 
specification, 77, n. 
contents of, 6, 6, 16, 17, 49, 199, n. 
co-owners of, 

difficulties of, as to separate working, 120 et seq. 

may respectively assign their shares, 110. 

powers and obligations of, inter se, 118 et seq. 

precedents of agreements and assignments by, [64, 70, 82, 142, 144, 

148, 1641. 
release of snare of one to the others to obtain release from obligations, 
123, n. 
Grown is bound by, 316. 
date of, 311. 
declaration of trust of, until mortgage executed, [63, 68]. 

observations on, 63, n., 69, n. 
definition of, 2, 320. 

dissolution of partnership, right of partners to, 100, n. 
duplicate, 318. 

form of application for, [361]. 
duration of, 17, 311. 
estoppel of assignor from disputing validity of, ill. 

of licensee also, 187 et teq. 
existing at commencement of new Act, law governing, 10, 22, 320. 
extension of term of, 19, 314. 

time for sealing of , 16, 310, 311, 332. 
foreign, 36, 366. 

agreement for sale of, [76]. 

application for, must generally be before acceptance here of complete 

specification, 77, n. 
expiration of, not now semble affect home patent, 328. 
International Union, 36, 366. 
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PATENT— continued. 
foreign — continued. 

power of attorney to take out, [293]. 

recital of French (brevet d'invention), [87]. 
grant of, 16—17, 307—311. 

for one invention only, 317. 

no proceedings for infringements can be taken until after, 16, 311. 

not where use of invention is contrary to law or morality, 322. 

opposition to, 16, 310, 339. 
form of, [346 J. 
indorsement on, of notice of agreement, [69]. 
infringement of, 

proceedings for, 316, 317. See IimcnroKicmras. 
monies returned, if not obtained, [66, 72]. 
mortgage of, 62, n., 128—131. 

precedents of , 167, 172. 
option to purchase share of oo-owner in, [66, 103, 241]. 
partition of, by agreement, [82]. 

deed of, [165]. 
partnership, deed of, for working, [99]. 

penalty for false representation as to an article being subject of, 326. 
power to rescind, if delay in obtaining, [54]. 
purchaser by power of attorney to take out, [64]. 
re-assignment of, in certain events, [102]. 
registration of, 23—25, 313, 342—344. 
revocation of, 20, 21, 206, 315—317. 

royalties to be paid to trustees during proceedings for, [233]. 
observations on, 206. 

suspension of payments during proceedings for, [268]. 
observations on, 206. 

where company licensees, [281]. 
sale of, on hire system, [89, 93, 266]. 

observations on, 37—39, 208, 209. 

share of, [70, 142, 144, 148, 164]. 

assignee bound to indemnify assignor, 121. 
by one intending partner to the other, [100]. 
sealing of, 15, 310, 311, 332, 338. 
term of, 17, 311, 312, 314. 

to be taken in joint names, and then vested in party (not inventor), [87]. 
to be vested in licensor, subject to covenant to grant lioenoe, [87]. 
to first inventor, not invalidated by fraudulent application, 317. 
trust for sale of, at request of majority of owners, [149]. 
validity of, 

assignor estopped from disputing, 111. 

certificate of question having been raised in prior action as to, 316. 

covenant as to, 39, 114, 129, 196, 197, 216. 
forms of, [137, 169, 238, 247]. 

equitable assigns of licence, when not estopped from disputing, 190, n. 

ex-partner not estopped from disputing, when, 100, n. 

licensee so estopped, now far, 187 et teg. 

trustee in bankruptcy of assignor not so estopped, 112, n. 
void, 

cesser of payments if, [66, 86, 233, 268]. 

observations on, 38, 39, 189—191, 209, 219, 220. 

how licensee should relieve himself from obligations if, 190. 

licensee restrained from using invention contrary to covenant, although, 
217. 

monies not recoverable if, 44 et teq. t 190, 272, n. 

on non-payment of fees, 16, 49, 312. 

power to determine if, [240]. 

observations on, 38, 39, 200, 219, 220. 

return of part premium if, when, 220. 
warranty of title not implied in contract to assign, 112. 
working of, 

by oo-owners, 120 et teg. 

by ex-partners, 266, n. 

Notb. — Referencea to the Precedenta and Forma are printed thus [64], 
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VATEST—amtmued. 

working of — continusd. 

compulsory lioenoee ordered by Board of Trade where insufficient, 313. 
lioensee to commenoe by certain date, [284]. 
power to revoke lioenoe where, 218. 
form of such power, [239]. 

PATENT AGENT, 

oondition as to preparation of complete specification by, [60, n.]. 

PATENT ARTICLES, 

appointment of agent to sell, [104]. 

future discoveries of new processes should be comprised in contract, 

33—35. 
lioenoe merely to sell, 221. 

precedent of, [2591. 
licensor to supply " selling " licensee with, [260]. 
mere agent cannot sell at any prices he pleases, 105, n. 
monthly supply to agent for sale of, [105]. 
to be supplied for service of Grown, 

oondition as to (late practice), 6. 
sale of, 

oonfers what right of user in vendee, 84, n., 117, n., 194, n. 

limit of credit to be given by agent in, [105]. Set Abticlbb, Goods. 

PATENTEE, 

agent of, cannot sue for infringements, 200, n. 
definition of, in new Act, 321. 
who may be. Set Applioatioh — Patbht. 

PATENT LAW AMENDMENT ACT, 1852 (15 & 16 Vict. c. 83), 3 et seq. 

PATENT MARE, 

use of, by lioensee, 210 — 212. 

covenants as to, [234—236, 247, 285]. 

PATENT MUSEUM, 319. 

PATENT OFFICE, 10, 321—326, 336 et $*q. 

PATENTS RULES, 1883.. 885— 353. 

1886.. 356— 861. 
1886 (revised), as to drawings, 338, n. 

PENALTY, 

false representation as to articles being patented, 326. 
unauthorized use of royal arms, 326. 

PENDING, 

applications at commencement of new Act, 10, 22, 320, 328. 
proceedings also, 10, 22, 320, 328. 

PERFORMANCE, 

of conditions in a licence, covenant as to, [161, 162, 176, 178]. 

observations on the conditions, 16, 17, 199, n. 
of contract, partial, is a bar to rescission, when, 46. 



n 



PERMITTED ASSIGNS," 193, n. 



" PERSON," 

in new Act, includes " body corporate," 328. 

PERSONAL, 

estate, right or privilege in patent is, 2. 

liability, loan payable out of profits but no, [67]. 

thing, no covenant created by law respecting, 116, 122, n., 192, 196, 212, n. 
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PETITION, 

for compulsory licence to be granted, 22, 313. 
forms of, and of application, [348]. 
extension of term of patent, 19, 314. 

Privy Council rules as to, 362—364. 
grant of letters patent (late practice), 4. 
revocation of letters patent, 21, 316. 

PLANT, 

licensee to purchase, [284]. 
recital as to possession of, [73]. 

PLATES, 

covenant to purchase and use, bearing patent marks, [234, 236]. 
observations on, 210, 211. 

PORTUGAL, 

is member of International Union, 36, 366. 

POSSESSION, 

by mortgagee of licenoe, 

covenant by him with licensor to perform conditions during, [178]. 
of invention, 

declaration as to, on application, 308. 
forms A, A I, [368, 369]. 

POST, 

applications for patent, documents and notices made and sent by, 323, 337. 
provision as to service of notices by, [242]. 

POWER, 

of attorney, 

purchaser may take out patent by, [64]. 
to take out foreign patents, [293]. 

attestation of, 293, n. 
under Conveyancing Act, 1881 . . 379. 

1882.. 384. 
of comptroller, 

amendment, 337. 

discretionary, 323, 836. See Comptbollkb. 
of licensee, 

to assign licenoe, includes power to grant sub-lioenoes, 187. 
to determine licence, 200, 219, 220. 

form of, [239, 240, 269]. 
to grant sub-lioenoes, 187, 214, 216. 
forms of express, [237]. 
of licensor, 

to revoke licenoe, 218, 219. 
forms of, [239, 262, 281]. 
of mortgagor and mortgagee respectively, 128 et *eq. y 376 — 377. 

forms of, [169 et «*?.]. 
of purchaser, 

to rescind contract if vendor delays obtaining patent, [64]. 
of trustees, 

of appointment of new, in majority of owners of patent, [162]. 
to give receipts, 160, n. 
grant licences, [160]. 

POWERS, 

of co-owners of patent inter $e, USet $eq. 

assignments defining, [142, 144, 164]. 
of joint applicants inter se, agreements defining, [70, 82]. 

PRACTICE, 

of conveyancers, 196. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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PREMISES, 
inspection of, 

covenant by licensee as to, [238, 286 (mutual)]. 

observations on, 212. 
covenant (mutual) between licensor and licensee as to, [286]. 
ordered in aotion for, 

breach of covenant in lioenoe, 218, n. 
infringement, 213, n. 
of agency, 

designation on front of, [105]. 

PREMIUM, 

definition of, 198. 

exclusive lioenoe for, at a premium only, amounts to assignment, when, 196. 
in cash and shares of a company, [278 J. 
lioenoe at, only, (Sale on Hire), [89, 93, 266]. 
observations on, 37—39, 196, 208, 209. 
royalties andj [273]. 

observations on, 196 et $eq. 
royalties, rent and, [278]. 

observations on, 196 et aeq. 
return of part of, if patent beoome void, 206, n., 220. 
when made payable for non-exclusive lioenoe, 193, n. 

PREROGATIVE, 

of Crown, saved in new Act, 328. 



u 



PRESCRIBED," 

definition of, in new Act, 329. 



PRESUMPTION, 

from recitals in simple contract, but not estoppel, 41. 

PRICES, 

mere agent cannot sell at any, he pleases, 106, n. 
of articles, [74, 85, 242. 274, 276, 286]. 
guarantee of, 106 (del credere), 261. 
of material aooording to amount of acid in it, [86, 266]. 
quasi -partnership from agreement to reoeive share of, 210. 
royalties in fixed sums increased to a percentage on selling, [274]. 
sale by licensee of articles to be not less than certain, [274, 276]. 
sales through brokers, and meetings to regulate, [242j. 

PRIORITY, 

by registration, 25. 

of application, 4, 13, 311, 316, 317. 

PRIOR LICENCES, 

assignment of patent includes benefit from, 113. 
lioenoe subject to, [273]. 

PRIVILEGES, 

given by letters patent are an incorporeal chattel, 2. 

PRIVY COUNCIL, 

judicial committee of, 

entry on register of orders of, 343. 
form of application for, [353]. 
extension of term of patent by petition, heard before, 19, 314. 
rules of, 20, 814, 362—364. 

PROBATE, 

registration of, by executors who had assigned patent, 133, n. 

PROCEEDINGS, 

abandoned, as to application for patent, 

provision as to costs of, [64]. 
before law officer, and oosts of, 318. 
disclaimer of part of specification during, 18, 313. 
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PROCEEDINGS— continued. 

for infringements, 7, 15, 18, 311, 313, 316, 317. 
covenant by licensee to assist licensor in, 217. 

form of, [239]. 
covenant by licensor to take, or permit licensee, 199, 217. 
form of, [238, 284]. 
form of, in sub-licence as to, [290]. 
exclusive licensee can take, 201. 
inspection of premises during, order for, 213, n. 
licensee cannot take, if licence be not under seal, 184. 
licensor can take, in district of exclusive licence, when, 217, n. 
none allowed as to acts committed before publication of complete 

specification, 16, 311. 
non-exclusive licensee cannot take, unless special damage, 200. 
none until patent sealed, 18, 311. 

suspension of payments while lioensor omits to take, [231]. 
observations on, 205. 
for revocation of patent, 20, 21, 316, 317. 

payments to cease, or pending appeal be suspended, during, [56, 94, 
233, 268]. 
observations on, 38, 39, 209. 
royalties and rent to be paid to trustees during, [233]. 
observations on, 206. 
in Scotland, summary, 327. 

pending at commencement of new Act, 10, 22, 328. 
production of report of examiner in legal, 309. 
remedy where groundless threats of legal, 317. 
revival of suspended payments after successful appeal in, 94. 
suspension of payments during, [55, 94, 233, 268]. 
observations on, 38, 39, 209. 

PROCESS, 

discovery of new, for making patent artiole, 33. 

PRODUCTION, 

of account books, [51, 65, 146, 246, 275, 280, 285]. 
deeds generally, 

acknowledgment, &o. as to, 373 — 375. 

to mortgagor by mortgagee, 376. 
letters patent, [92, 253]. 
lioenoe to sub-uoensee, [291]. 
report of examiner, in legal proceedings, 309. 

PROFITABLE WORKING, 
what is lowest limit of, 240, n. 

PROFITS, 

assigns of patent, when bound to observe assignor's covenant to pay share 

of, 33, 121, 186. 
interest by reference to or out of, [61, 173, 174]. 

observations on, 29 — 31. 
liability as partner from sharing, 30, 31, 69, n., 124, 209. 
of lioensor are distinct from that of manufacturer, 201, n. 
loan only payable out of, and not personally, [67]. 

obeervations>on, 31. 
mode of ascertaining, where no partnership, 68, n. 
purchase-money of share of patent, part of, to come out of, [100]. 
right to share, gives right to accounts, 33. 

royalties on sale monies after satisfaction of cost price and manufacturer's, 
[228]. 

share of, as royalties, 209. 
working invention at, the lowest limit of, 240, n. 

PROMISSORY NOTES, 

dealings with, by partners separately, 101, n. 

PROMOTERS, 

vendors to company, who are also, 97, n. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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PROPRIETOR, 

entry of name of legal, on register, 23, 322. 
registration of body corporate as, 343. 

PROTECTION, 

by acceptance of complete specification, 5, 15, 311. 

of inventions exhibited at industrial or international exhibitions, 318, 334. 

provisional, 4, 13, 311. 

PROTOCOL, 

of International Convention, 36, 367. 

PROVISIONAL PROTECTION, 4, 12—14, 311. 
recital as to, [50]. 

PROVISIONAL SPECIFICATION, 4, 308, 309. 
abandonment of, 13, 14, 64, n., 309, 332. 
register of documents relating to, 24, n. 

PUBLIC, 

inspection, 

abandoned drawings and specifications not open to, 14, 309, 332. 

acceptance of complete specification after, 14, 310, 338. 

report of examiner not open to, when, 309. 
policy, 

agreement to assign patents for future improvement* not against, 43. 

covenant not to engage in adverse business is not against, when, 241, n. 
use of invention, 

within kingdom prior to protection or grant, effect of, 4, 6, 15. 

PUBLICATION, 
of invention, 

after acceptance of complete specification, 14, 64, n., 310, 318. 
during time of provisional protection, 4, 14, 311. 
not made where application abandoned, 14, n., 332. 
of report of examiner, 309. 

PURCHASE, 

completion of, time fixed for, [80]. 

contracts to, by company, kinds of, 79, n. 

deed, execution of, 371. 

of cargo of raw material, condition precedent for licence, £841. 

of contract to sell patent, by syndicate, agreement as to, [96]. 

of labels, plates, &b. bearing patent mark, covenant as to, [247]. 

of material by licensee from licensor only, [256]. 

of patent, 

improvements, &c. should be comprised in, 33 — 35. 

options as to, or of share in, [66, 103, 241]. 

recital of agreement to, [50]. 
of patent article, 

right of use after, 84, n., 117, n. 
of plant, machinery, Ac, [284]. 

of raw material, determination of agreement if no, [86]. 
of share of patent by intending partner from the other, [100]. 
withdrawal from, if complete specification not accepted m time, [71]. 

PURCHASE-MONET, 

by instalments, 37—39, 208, 209. 

covenants to pay, [70, 89, 103, 267]. 

if any in arrear, balance or part demanded, at once payable, [268] . 

observations on, 37, 38, 209. 
payments of, to cease, if patent void, [56, 268]. 

observations on, 38, 39, 209. 
suspense of, during appeal proceedings, [55, 233, 268]. 
observations on, 38, 39, 209. 
in cash and shares of company, [80]. 
interest on, in shape of interim royalties, 94, n. 
of share in patent to come only from profits, [100]. 
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PURCHASER, 

assignment to, on sale on hire system, provision for, [91]. 
oo-applioant by amendment, to be, [51 J. 

ODservations on, 29. 
employment of vendor to manufacture for, [76]. 
extent of bis right to use patent article, 84, n., 117, n. 
liberty to withdraw, on forfeiting monies paid, [58]. 
of equity of redemption, 

bound to indemnify vendor, 121, n. 
of estate subject to liabilities, 

bound to indemnify vendor, 121, n. 
protection of, as to receipt in, or indorsed on, deed, 380. 
to take out foreign patents by power of attorney, [54]. 

form of power, [293]. 



QUANTUM MERUIT, [46]. 

QUANTUM VALEBANT, [46]. 

QUASI-PARTNERSHIP, 

from sharing net profits, 30, 31, 124, n., 209. 
selling prices, 210. 

QUEENSLAND, 

is member of International Union, 36, 366* 



RAILWAY COMPANY, 

delivery to, of articles to be deemed good delivery, [261]. 

RAW MATERIAL, 

analysis by chemists of cargo of, [86, 266]. 
determination of agreement if no purchaser of, [86]. 
prioes of, according to amount of acid, [86, 266]. 
purchase of cargo of, condition precedent for a licence, [84]. 
recital of foreign concession for obtaining, [84]. 

of expected arrival of cargo of, [84]. &» Matebux (Raw). 

RE- ASSIGNMENT, 

of patent in certain events, [102]. 

RECEIPT, 

in body of, or indorsed on deed, 380. 
power of, 

mortgagees to give, 376, 377. 

trustees to give, 160, n. 

RECEIVER, 

appointment of, by mortgagee, 377, 378. 

RECITAL, 

construed as a covenant, 112, n. 

estoppel by, 40, 41, 111, n., 184, 191. 

in assignments of patents, 111 — 113, 116. 

in licences, 191, 192. 

in mortgages of patents, 128, 129. 

of acceptance of complete specification, [60]. 

of application for patent, [69]. 

of articles of partnership, [266]. 

of assignor being absolutely entitled to patent, 113, n. 

of assignor representing himself as inventor, 112. 

of bond, [271]. 

of cargo of material from abroad expected, [84]. 

of complete specification having been filed, [60] . 

of desire to purchase patent, [73]. 

of foreign concession for obtaining raw material, [84]. 

of formation of company, [79]. 

Note. — References to the Precedent* and Forma are printed thus [64]. 
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KECTTAIj—amtintud. 

of French patent (brevet d'invention), [87]. 
of grant of letters patent, £49, 50]. 
of invention, or claim or title to, 111. 

forma of, [50]. 
of inventor, claim to be, [60]. 
of licence, [161, 288, 295] . 

of payment of royalties and satisfaction of other conditions in licence, [295]. 
of plans, drawings, &o. being possessed, [091. 
of plant and machinery being possessed, [73J. 
of provisional protection obtained, [50]. 
of specification in toto in patent (former practice), 17. 
of title by assignment, [61]. 

of title or claim to invention not usual in licences, 192. 
of trial of invention, [61, 64]. 
overridden by express covenant, 112, n. 

RECONVEYANCE, 

as to mortgage, 384. 

RECTIFICATION, 

of register, 24, 26, 322. 

REDDENDUM, 194. 
form of, [245]. 

REDEMPTION, 

action for, 378. 
proviso for, [168, 174]. 

REDUCTION, 

of fees, by Board of Trade, 314. 

of interest on mortgage debt on punotual payment, [168]. 

of royalties, 

on articles, &c. in hand at end of agreement or lioenoe, 203. 

provisions as to, [75. 229, 264, 277]. 
to equal lowest in other lioenoes, [231]. 
observations as to, 207. 

H -^i V Vm K . Pi t^i - 

appointed by Act of Parliament cannot obtain patent for discovery made in 
oourse of duty, 11. ' 

REFERENCE, 

of application for patent to examiner, 13, 308. See Exakzhbb. 
to arbitration, 66, n. 

form of clause as to, [66"]. 

REFUSAL, 

of application, by comptroller, but he may require amendment, 308. 

REGISTER, 

at Patent Office, 23—26, 313, 321, 322 ; P. R. 1883, 342—344. 
copies or extracts from, received as evidence, 23, 322. 
entry on, of what documents, 23, 24, 322, 343. 
falsification of, 323. 
of orders of Privy Council or Court, 343. 

form of application for, [363]. 
form of, notioe for alteration of address in, [352]. 

request to enter name on, [350]. 

request for notification of lioenoe on, [361]. 
former, to be deemed part of present, 23, 328. 
memorandum as to revocation of lioence for entry on, [296]. 
rectification of, by expungement, &c, 24, 322. 
searches in, 113, n., 173, n., 197, 322, 343. 
trusts not to be notioed in, 23, 321. See Registration. 

REGISTERS OF PATENTS AND PROPRIETORS (FORMER), 8, 328. 
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REGISTRATION, 

at Patent Office, 23—25, 313, 321, 322 ; P. R. 1883. .342— 344. 
effect of, 23, 322. 

equities enforced notwithstanding, 23, 322. 
none of document* affecting provisional specifications only (late 

practice), 8, n. 
of agreements, 23, 24, 63, n., 76, n., 83, n., 87, n., 92, n., 103, n. 
of assignments, 23—25, 132, 133, 313, 322. 

assignee not able to sue for infringements until, 133. 
not compulsory except as against third parties, semblt, 132. 
reservations in, 154, n. 

will relate back to dates of instruments, temble, 133. 
of body corporate as proprietor, 328, 343. 
of legal interests or rights, 23, 83, n., 154, n. 
of licences, 23—26, 222, 313, 343. 

executed before grant of patent, 24, 87, n. 
none, tetnble, if not under seal, 184. 
of mortgages, 23 -25, 132, 133, 313, 322. 
of probate by executors who had assigned patent, 133, n. 
of trusts not effected, 9, 23, 321. 
priority obtained by, 25. 
under Companies Act, 1862, 

not of trust investment, 96, n. 

where ten or more persons (bankers) or twenty or more (except bankers) 
are associated in business for grain, 96, n. 
what documents are fit subjects of, 23, 24, 83, n., 313, 321, 322. 
under old law, 8. &* Registbs. 

RELEASE, 

by one co-grantee to the other of interest in patent, [158]. 

from future royalties (deed of commutation), [295]. 

of covenantor, on procuring substituted covenant, [178]. 

of demand by one partner will bind the others, 101, n. 

of power, or contract for (Conv. Act, 1881), 380. 

of share of patent by owner to the others on being released from covenants, 

123, n. 
of vendor of licence from obligations, provision against, [164]. 

REMEDY, 

of co-owners of patent inter «*, none as to payment of fees, 116, 122. 
of licensee, none against licensor for non-payment of fees, 200. 

when patent becomes void, 1 90. 
of licensor, where assigns of licensees not bound, 186. 
where groundless threats of legal proceedings, 317. 

REMISSION, 

of royalties in case of bad debts, 204. 
form of proviso, [232]. 

REMUNERATION, 

to trustees of patent, [152]. 

RENT, 

average clauses as to, [230, 260, 279]. 

observations on, 193. 
cesser of, while insufficient supply of material, [233, 255]. 
covenant to pay, [229, 250, 279] . 
definition of, 193. 
paid to trustees during proceedings for revocation, 206. 

provision as to, [233]. 
suspension of, 205. 

provision as to, [231]. 

REPAIR, 

of breach of covenant, 

notice as to, before power of revocation exercised, 219. 
form of, [297]. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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REPEAL, 

of acta by Patents, &c. Act, 1883. .328. 

list of such acts, 330, 331. 
of past patent rules, 344. 

» 

REPEALED ACTS, 3, 330, 331. 

saving in new Act as to past operation of, 3, 10, 22, 328. 

REPORTS, 

of comptroller, annual, 326. 
of examiner, 

as to applications, 13, 14, 309. 
conflicting applications, 309. 
not published, when, 309. 
on comparison of specifications, 13, 14, 309. 
production of, in legal proceedings, 309. 

REPRESENTATION, 

penalty for false, as to article being patented, 326. 

REPRESENTATIVES, 

legal, of deceased inventor, 

applications for patents by, 12, 311, 817, 318. 
declaration by, 317. 

REPUTED OWNERSHIP, 

of principal, when bankrupt, goods held by agent are not in, 108, n. 
under Bankruptcy Act, 1883 (46 & 47 Vict. o. 52), s. 44. . 105, n., 108, n. 

REQUEST, 
forms of, 

for correction of clerical errors, [362]. 

to enter name on register, [350]. 

to enter notification of licence on register, [351]. 

RESCISSION, 

of agreements or contracts, generally, 44 — 46. 
in various events, [941. 

if certain number of snares not subscribed, [81]. 
if not adopted by company, [81]. 
if vendor delays in obtaining patent, [54]. 

part performance by one party bars power of other, when, 46, 46. 
to supply goods, 44—46. 
See Detebmtnation ; Revocation. 

RESERVATION, 

by patentee who assigns a share, as to alone working patent, [164]. 

observations on, 126, 154, n. 
in licence, 

as to existing orders for articles, [283]. 

as to supply of articles to foreign customers, [283]. 

as to supply of articles to other licensees, [2741. 

of right to grant limited number of " selling licences, [263]. 

what should be made, to prevent licence becoming an assignment, 183, n. 



,top; 
, of] 



in Patents, &c. Act, 1883, of remedies in Ireland, 327. 

RESIDENCE, 

of agent of inventor must be here, if agent is to apply for patent, 13, 160, n. 
of importer must be here, if he is to apply for patent, 13, 160, n. 

RESTRAINT OF TRADE, 

covenant to manufacture only according to specifications held not in, 212. 

RETURNS, 

gross, partnership is not result of agreement to share, 210, n. 

REVISED RULES, 

of 1886, as to drawings, 338, n., 339, n. 
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BEVOOATION, 

of assignment of patent, 

effect of proviso for, 118. 
of licence, 218—220. 

forms of notice of, [296, 298]. 

memorandum as to (to be notified on register), [296]. 

no forfeiture can arise, where no power of, 219. 

powers of, [239, 262, 269, 281]. 
of patent, 20, 21, 313, 315—317, 320. 

disclaimer during' proceedings for, 18, 313. 

licences good until, 206. 

proviso for return of part premium in event of, 206, n. 

royalties and rent paid to trustees during proceedings for, [233]. 
observations on, 206. 

suspense of payments during proceedings for, [55, 205, 268], 
observations on, 38, 39, 209. 

EIGHT, 

of application for a patent, devolution of, 12. 

of inspection, in action for infringement, 213, n. 

of licensee to sue for infringements, 200, 201, 221. 

of licensor to sue for infringements in district of exclusive licence, 217, n. 

reserved by patentee to use a share assigned by him is a legal one, 154, n. 

to grant licence, 

covenant as to, [247]. 
observation on, 197. 
to grant sub-licence, 185, n., 187, 214. 

covenant as to, [289]. 
to manufacture, includes right to sell patent artiole, 53, 84, n., 194. 
to use patent article within area of patent, 84, n., 117, n., 194, n. 

RIGHTS, 

assignment of patent together with powers, emoluments and, 113. 
legal, documents only conferring, can be registered, 83, n. 
of partners to use patented invention after dissolution, 100, n. 
of vendee in patent article, 84, n., 117, n., 194, n. 

BISKS, 

in transit of goods, 261, n. 

RIVAL, 

applicants, 309, 311, 315, 336. 

business, covenant not to engage in, in district, is not against public 
policy, 241, n. 
form oi covenant, [241]. 

ROYALTIES, 

ascending or descending scale, in, 208. 

form of covenant to pay, [232]. 
between co-owners of patent, 123, 125, 127. 

provisions as to, [65, 71, 83, 143, 145, 149, 1651. 
cesser of, to be in lieu of damages, [55, 94, 233, 268 J. 

observations on, 39, 209, 268. 
commutation of, 207. 

precedent of deed of, [234]. 
covenant to pay, 203. 

fixed sums, [228]. 

rent and, [229, 255]. 
damage from loss of, distinct from damage to manufacturer, 201, n. 
decreasing 5 per cent, annually, [279]. 
definition of, 193. 
different kinds of, 209. 

in fixed sums increased to a per centage on selling prices, [27 i]. 
interim, by way of interest on purchase-money, 94, n. 
lesser, on articles, &o. unsold at end of agreement or licence, [75, 229, 277]. 
licensee may deduct from, for payment of fees, [238]. 
on articles delivered to sub-licensees, 216. 

provision as to, [234]. 

Note. — References to the Precedents and Forma are printed thus [64]. 
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ROYALTIES— «m*wM***. 

on articles manufactured by sub-tioensees, payment of, to licensor, 216. 
on articles not manufactured according to specification, 212. 

provision as to payment of, [236]. 
on carloads, [230]. 
on different products, [279]. 
on manufacture and sale (both), [228]. 
on " manufacture" preferable to those on " sale," 123, 203. 
on manufacture, sale, or both, 203. 

on railway foot- warmers, to which the invention is to be applied, [231]. 
on sale moneys after satisfaction of cost price and manufacturers profit, 

[228]. 
option to pay on sale instead of manufacture, or vie* vend, or on both, 204. 

provision as to, [228]. 
paid to trustees during proceedings, 206. 

provision as to, [233]. 
payment of fixed minimum sum in, to entitle licensee to assignment (sale or 
hire), 37—39, 208. 

S revisions as to, [94, 2691. 
utile, according to width of fabric and period of use, [230]. 
power of revocation on non-payment of, 218, 219. 

form of power, [239, 262, 281]. 
recital of payment of, and satisfaction of other obligations, [295]. 
reduced on articles unsold at end of agreement or licence, 203. 

provisions as to, [75, 147, 157, 229, 231]. 
reduced to lowest in other licences, 207. 

provision as to, [2311. 
release from payment of future, [295]. 
remission of, in case of bad debts, 204. 

provision as to, [232]. 
share of profits, by way of, 209. 
suspension of, while licensor omits to proceed for infringements, 206. 

provisions as to, [94, 231]. 
to trustees pending proceedings, 206. 

provision as to, [233]. 
under licences granted by one co-owner, licensees not bound to see to dis- 
tribution of , 119. 
varied as sales continue, [2321. 
what covenants by lioensor, where no rent or premium reserved, 198. 

RULES, 

existing at commencement of new Act to continue until altered by Board of 
Trade, 328. 
repeal of, 344. 
of Board of Trade, 10, 324 ; P. R. 1883. .335— 346 ; P. R. 1885. ,356— 361 ; 

Revised Rules of September, 1886 (drawings), 338, n., 339, n. 
of Judicial Committee of Privy Council, 20, 314, 362—364. 



SALE, 

of articles, 

by licensee, not to be at less than fixed prices, [274, 276]. 

carriage, who undertakes, 261, n. 

delivery to sub-licensees to be deemed, [234]. 

observations on, 216. 
moneys, royalties from, [228]. 
on commission, [106, 107, 284]. 

option to pay royalties on manufacture, not sale, or vice verad, or both, 
204. 

provision as to, [228]. 
rights of vendee in, 84, n., 117, n., 194, n. 
royalties on, [228]. 

observations as to, 203. 
royalties on manufacture usually preferred to royalties on, 123, 203. 
royalties varied on progress of, [232]. 
supply monthly by principal to agent, [105]. 
to be only through brokers, and meetings to regulate prices, [242]. 
when effected, 74, n., 204. 
of mortgaged property in action, 378, 379. 
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8AH&— continued. 
of patent, 

agreements for, 

after acceptance of oomplete specification, [72]. 

colonial and foreign, [76]. 

moiety of, [70, 100]. 

on hire system, [89, 93, 266]. 

observations on, 37 — 39, 208. 
power of, in mortgage, 376— 377. 
to trustee of inchoate company, [79]. 
trust for, at request of majority of owners, [149]. 

SALVADOR, 

formerly, but not now member of International Union, 36, n., 366. 

SAN DOMINGO, 

is member of International Union, 36, 366. 

SAVINGS, 

in new Act, 326—328. 

SCIRE FACIAS, 20, 21. 

SCOTLAND, 

savings in new Act as to, 326. 

summary proceedings for offenoes under new Act in, 327. 

SEAL, 

agreements under, 40. 

grant of licence not under, is contempt of Grown, 184, n. 

heirs bound by covenant or bond under, though not named, 294, n. 

licence may be good as between parties, although not under, 184. 

but cannot be registered, 184. 

nor can licensee proceed for infringements, 184. 

nor will estoppel arise from recitals, 184. 

should be under hand and, 184. 
of the Patent Office now used on letters patent, 2, 321. 

SEALING, 

of letters patent, 16, 310. 

death of applicant before, 311. 

extension of time for, 332. 

proceedings for infringements after, 16, 311. 

where adverse application, 311. 

SEARCHES, 

in register, 113, n., 173, n., 197. 

SECRETARY FOR WAR, 

assignment to, of inventions as to instruments or munitions of war, 22, 319. 
invention kept secret, 22, 319. 
proceedings for revocation not lie, when, 320. 

SECURITIES, 

charge to be kept on foot to prevent merger of, 174, n. 

SECURITY, 

for costs, licensee suing in name of licensor should give, 201, n. 

"SELLING" LICENCES, 196, 221. 

covenant against not assigning, &c, not usual in, 213, n. 

form of, [269]. 

reservation in licence to grant limited number of, [263]. 

SEPARATE WORKING, 
of patent, 

agreements as to, [64, 70, 821. 

conditions where patent is divided into equal or unequal shares, 121 
et seq. 
precedents, [70, 82, 142, 144, 148]. 

Nora— References to the Precedents and Forms are printed thus [64]. 
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SEPARATE WORKING— e«n/i«u«r. 
of patent — continued. 

co-owners not partners where, although sharing royalties, 124. 

difficulties as to, 120. 

powers and obligations of co-owners where, 118, 119, 



8ERVANT, 

conflicting claims to invention between master and, 35. See Masteb akd 



SERVIA, 

is member of International Union, 36, 365. 

SERVICE, 

of notices, [242, 282]. 

under Uonv. Act, 382. 

SHARE, 

of patent, 

assignee of, bound to indemnify* assignor, 121. 
covenant by, to perform obligations, 121 . 
assignment of , 

by patentee, where he alone is to work, 126. 

precedent of, [154]. 
of one twelfth, [144]. 

observations on, 122 et teg. 
to co-owners, on being released from obligations, 123, n. 
is assignable, 110. 

option to purchase deceased partner's, [103]. 
purchase-money of, to come partly from profits, [100]. 
of gross returns, no partnership arises where agreement to receive, 210, n. 
of profits, 

as royalties, 209. 

assigns of patent bound by assignor's covenant to pay, when, 32, 33, 

69, 120, 185. 
in specie, quasi partnership, 209. 
right to, gives right to accounts, 33. 
of selling prices, 

not quasi partnership, 210. 

SHARES, 

in company, 

agreement to sell patent for, [79]. 
contract as to issue of fully paid, to be filed, 80, n. 
licence to company in consideration of royalties and cash and premium 
in, [278]. 
in patent, 

assignment to trustees of owners of unequal, [148]. 
division into equal or unequal, 121 et seq. 
precedents, [70, 82, 142, 144, 148]. 
in syndicate, 

formed for purchasing patent, [96]. 

SHUTTLE, 

royalties per, according to width of fabric, &c, [230]. • 

SIMPLE CONTRACT, 

no estoppel as to, but presumptions from, recitals, 41. 
requisites of, 40. 

SOLICITOR. GENERAL, 
for England, 

is one of the law officers, 10. 

SOLICITORS, 

of licensor to prepare licence and counterpart, [85]. 
payment to, if receipt in or indorsed on conveyance, 380. 

SPAIN, 

is member of International Union, 36, 365. 
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SPECIAL DAMAGE, 

licensor may sue for, as to district of exclusive licence, 201. 
" selling " licensee (exclusive) not probably entitled to sue for infringements 
in manufacture, unless for, 221. 

SPECIFICATION, 

accompanied by drawings, 333. 
complete, 

abandonment ensues if not left in time, 14, 309. 
acceptance of, 

advertisement of, 14, 310. 

appeal from refusal, 309. 

application void where not in time, 14, 309. 

effect of, 16, 311. 

if not within certain time, purchaser may withdraw, [71]. 

inspection by publio after, 14, 338. 

time for, 14, 309. 

extension of, 14, 332. 
agreement for sale of patent after acceptance of, [72]. 
amendment of, 18, 19, 115, 116, 199, 202, 312, 313, 341. 

advertisement of, 313, 341. 

covenants against, without consent, 115, 116, 199. 
forms of, [141, 2361 

form of application for, [347]. 

form of opposition to, [347]. 
application to be accompanied by provisional or, 12, 308. 
comparison of, with provisional, 14, 309. 
covenant, 

to manufacture only according to, 212. 
form of, [236]. 

held not in restraint of trade, 212. 
indexes and abridgments of, published by comptroller, 318. 
investigation of, at Patent Office, not conclusive as to its sufficiency, 310. 
must end with distinct statement of invention, 308. 
nature of, 308. 

of inventions held by Secretary for War, 22, 319. 
publication of, by comptroller, 318. 
recitals as to, in patent, 17, 20. 
time for leaving, 14, 309. 

extension of, 14, 332. 
must commence with title, 308. 
not published if application abandoned, 14, 332. 
provisional, 

nature of, 4, 12, 308. 

protection by, on acceptance of application, 13, 311. 

to accompany (or complete) application, 12, 14, 308. 
transmission of certified copies to Edinburgh, Dublin, and Isle of Man, 324. 

SPECIFIC PERFORMANCE, 

of contracts generally, 41 — 43. 

lending and borrowing money, 43. 

sale of patents, 42. 

to execute mortgage, 43. 

STAMP DUTY, 

on agreement where money advanced, 63, n. 
on licence, 184, ri., 222. 

STAMPING, 

articles with a die. See Patent Mabx. 

STAMPS. See Fees. 

STATUTE OF FRAUDS (29 Car. II. c. 3), 
agreements subject to sect. 4 of, 40. 
not applies to agreements to borrow money, 43. 

STATUTE OF MONOPOLIES (21 Jac. I. c. 3), 3, 10, 303, 304. 

Note. — References to the Precedents and Forms are printed thus [64]. 



440 INDEX. 

STATUTE8, 

21 Jao. I. o. 8 (Statute of Monopolies), 3, 10, 303, 304. 
29 Car. II. c. 3 (Statute of Fraud*), 40, 43. 

6 & 6 Will. IV. c. 62 (Statutory Declarations Act, 1835), 13, 337,' 382. 

c. 83 (Patents Amendment Act, 1835), 6, 330. 
2 & 3 Vict. o. 67 {Patents Amendment Act, 1839), 330. 

7 & 8 Viot. o. 69 (Administration of justice, &c, by Privy Council), 6, 330. 
15 & 16 Viot. o. 83 (Patent Law Amendment Act, 1852), 3 et seq. t 8, 17, n., 

20, n., 331. 
17 & 18 Vict. c. 125 (Common Law Procedure Act, 1854), 56, n. 
28 & 29 Vict. c. 86 (Partnership Law Amendment Act, 1865), 30, 31, 124, 

209, 368. 
38 & 34 Vict o. 35 (Apportionment Act, 1870), 92, n., 269, n., 271, n., 

281, n., 294, n. 
c. 97 (Stamp Act, 1870), 63, n., 69, xl, 158, n., 173, n., 222, 
331. 

44 & 45 Vict. o. 41 (Conveyancing, &c. Act, 1881), 63, n., 92, n., 114, n., 

117, 119, n., 129—132, 137, n., 141, n., 145, n., 263, 291, 
869—382. 

45 & 46 Vict. o. 39 (Conveyancing Act, 1882), 383. 

c. 76 (Married Women's Property Act, 1882), 11, n. 

46 & 47 Viot. c. 52 (Bankruptcy Act, 1883), 105, n., 108, n. 

c. 57 (Patents, Designs and Trade Marks Act, 1883), 2, 9 et teq. t 
307—330. 

48 & 49 Vict. o. 63 (Patents, Designs and Trade Marks (Amendment) Act, 

1885), 2, 9, 332. 

49 & 60 Vict. o. 37 (Patents Act, 1886), 2, 9, 333. 
repealed by new Act, 328. 

list of, 330, 331. 

STATUTORY DECLARATIONS, 

applications not at present made with, 12, n., 358, 369. 
verification of accounts by, [62, 247, 280]. 

STATUTORY DECLARATIONS ACT, 1835 (5 & 6 Will. IV. c. 62), 13, 337, 
382. 

SUB-LICENCES, 187, 213—216. 
covenants in licences as to, 

not to grant, without consent, 213. 
forms of, [237]. 

not usual in " selling licences, " 213, n. 
to grant, on certain terms, 214 — 216. 

forms of, [237]. 
to pay royalties in respect of, 216. 
forms of, [234, 264, 274, 284]. 
express powers to grant, 214 — 216. 

forms of, [237]. 
form of notice to licensor giving contents of, [299]. 
power to grant, 

implied when, 187. 

not usual in non-exclusive licences, 115, n. 
precedent of, [288]. 

SUB-LICENSEES, 

delivery of articles to, to be deemed sales, 216. 

provision as to, [234]. 
included generally in licence in term " assigns," 185, n. 

SUBSTITUTED COVENANT, 
to release covenantor, [178]. 

SUB-TERM, 

grant of, by patentee, is a licence, 196, n. 

SUPPLEMENTAL OR ANNEXED DEEDS, 380. 

SWEDEN, 

is member of International Union, 36, 365. 

SWITZERLAND, 

is member of International Union, 36, 366. 
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SYNDICATE, 

agreement forming, to porohaRe contract to sell patent, [96]. 
is a partnership or company, by Companies Act, 1862 . . 96, n. 

TERM, 

certain, moneys to remain on mortgage for, 61, 168, 174. 
of partnership for working patent, [99]. 
of patent, 17, 311, 312. 

articles unsold at end of, how disposed of, [75]. 
to bear reduced royalties, [147, 157, 229]. 
observations on, 203. 
extension of, 19, 314. 
caveat against, 314. 

TERMS, 

of other licences not to be more favourable, [238]. 

observations on, 207, 208. 
of power to grant sub-licences, 214, 215. 

provisions as to, [237]. 

TESTATOR, 

covenant as to acts and omissions of, 197, n. 

THANKSGIVING DATS, 

excluded from days for leaving documents and paying fees, 323. 

THREATS, 

of legal proceedings, remedy where groundless, 317. 

TIME, 

for aooeptanoe of oomplete specification, 14, 309. 

extension of, 14, 332. 
for completion of purchase, [80]. 
for leaving oomplete specification, 14, 309. 

extension of, 332. 
for leaving document excludes Sundays, holidays, &c, 323. 

TITLE, 

covenants for, in assignments of patents, 114, 115. 

in licences, 196 et uq. 

reference to text-book writers as to, 197, n. 

usually unimportant, 197. 
to invention, 

no recital in licenoes usually as to, 192. 

no warranty of, implied in contract to assign patent, 112. 
ncr in exclusive licenoes, 188. 

specification should commence with, 308. 
under Conveyancing Act, 370 — 373. 

TITLE DEEDS, 

acknowledgment, &o. as to, 373, 374. 

form of, as to patent or licence, [141, 291]. 

TRADE, 

restraint of, covenant to manufacture only according to specification is not 

in. 212. 
rival, covenant not to engage in, [53, 241]. 

TRANSIT OF GOODS, 

liability for deterioration in, 261, n. 

TRANSMISSION, 

clause, ''assigns" imported, [56]. 

of copies of documents to Edinburgh, Dublin, and Isle of Man, 324. . 

TRIAL OP INVENTION, 27. 
provisions as to, [51, 59, 64]. 

Note. — Reference* to the Precedents and Forms are printed thus [64]. 
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TRUST, 

declaration of, as to patent until mortgage executed, [62, 68]. 

in view of Trustee Acts, 63, n., 69, n. 
for sale of patent by trustees for co-owners, [149]. 

observations on, 125, 126. 
moneys, divisible according to shares in patent, [150]. 

TRUSTEE, 

covenants for title (implied), by, 371. 
liability of, until contract adopted by company, 80, n. 
provision as to discharge of, [80]. 

TRUSTEE ACTS, 1850, 1852 (13 & 14 Vict. c. 60, and 15 & 16 Vict. c. 55), 
declaration of trust of patent in view of, 63, n., 69, n. 
form of, [62, 68]. 

TRUSTEES, 

assignment of patent to, for owners, 124 — 126. 

form of deed, [148]. 
in bankruptcy, of assignors of patents are not estopped from disputing the 

patents, 112, n. 
of a syndicate for purchase of patent, [97]. 
power of, to give receipts, 150, n. 
remuneration of, in trust deed of a patent, [152]. 
royalties and rent paid to, during proceedings, 206. 

provision as to, [233]. 
to grant exclusive licences to beneficial owners of patent, [149]. 

TRUSTS, 

not entered in register, 9, 23, 321. 

TUNIS, 

is member of International Union, 36, 365. 

UNDERTAKING, 

as to custody of deeds, 373 — 375. 
forms of, [92, 253, 291]. 

UNPATENTED INVENTION, 

exhibition of, at international or industrial exhibition, 
form of notice of intention of, [351]. 

UNPROFITABLE WORKING, 
of invention, 

exclusive licence to become non-exclusive if, [242]. 
power of revocation if, 218. 

form of, [239]. i 

UTILITY OF INVENTION, 4, 6, 15. • 
covenant not to object to, [238]. 
not touched by qualified covenant as to validity of patent, 39, 114. 

otherwise as to unqualified covenant, 114. 
want of, formerly ground of opposition to grant of patent, but not so now, 1 5 . 

VALIDITY, 
of licence, 

covenants as to, [161, 175, 289]. 
of patent, 

certificate of question having been raised in prior action as to, 316. 
covenants as to, 39, 112, 114, 128, 196, 197, 216. 
forms of, [137, 169, 247]. 
not to dispute, 216. 
form of, [2*38]. 
reference to text book writers as to, 197, n. 
dispute by ex-partner of, 100, n. 
estoppel of, 

equitable assigns from disputing, 190, n. 
licensee from disputing, 187 et scq. 
partner of assignor from disputing, 112, n. 
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VENDUE, 

of patent article, rights of, 84, n., 117, n., 194, n. - 

VENDOR, 

not to engage in rival business, [53]. 
of equity of redemption is entitled to indemnity, 121, n. 
of estate subject to liabilities, entitled to indemnity, 121, n. 
of patent, 

employed by purchaser to manufacture, [74]. 
promoter also of company, 97, n. 

VERIFICATION, 

of accounts, 52, 247. 
observations on, 210. 

VESSELS, 

foreign, in British waters, use of invention in, 319. 

VICE-CONSUM, 

affidavits abroad sworn before, 337. 

VOTES, 

of members of syndicate, [97]. 



WAR, 

instruments or munitions of, 

inventions as to, may be held by Secretary for War, 22, 319. 

WARRANTY OP TITLE, 

to invention, not implied in contract to assign patent, 112. 
nor in an exclusive licence, 188. 

WIFE, 

assignments between her and husband, 380. 

WORKING OF PATENT, 

by co-owners separately, 118 $t §eq, 

agreements and assignments as to, [64, 70, 82, 142, 144, 148, 154]. 
by ex-partners, 100, n., 266, n. 
compulsory licences by Board of Trade where insufficient, 313. 

forms as to application for or opposition to grant of, [348, 349]. 
to commence at certain date, [284]. 
unprofitable, 

exclusive licence to become non-exclusive where, 242. 

power of revocation where, 218. 
form of, [239]. 

WORKMEN, 

instruction of, in invention, [53]. 

Note. — References to the Precedents and Forms are printed thus [64]. 
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